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Foreword
The notorious academic cliché ‘further research is needed’1—the aspirational conclusion to countless2 journal articles and seminar papers—has been altogether
banned from some publications3 as being either self-evident or question-begging,
and can betray a hint of self-interest as scholars compete for scarce research grants.
The research field—or fields (that very contested plurality is itself a conundrum
for researchers)—of intellectual property (IP) has experienced an unprecedented
flourishing in recent decades, growing dramatically not merely in the volume of
published work but also, much more interestingly, in the range and diversity of
scholarly perspectives brought to bear (mapped out lucidly in Chapter 1 of this
volume). Yet, despite the proliferation and diversification of research work on IP,
that reassuring yet challenging observation remains sound on the questions still
to be addressed. The papers collected in this volume amply demonstrate that ‘further research’ is needed, and not merely following traditional contour lines and
working comfortably within conventional disciplinary boundaries. But the diverse
theoretical perspectives gathered in this collection also manifest the scope for further cross-disciplinary reflection and probing scholarly conversations about research methodologies and the assumptions and preconceptions they embody, and
the potential to apply a more diverse set of scholarly tools and resources. Equally,
critical questions are raised about the value systems and cultural biases embedded
not only within the established legal framework but also within scholarly and
critical accounts of ‘the’ law. The more research that is published, the greater its
consequences for policy choices, and the more we need to deepen and broaden
our understanding of the empirical foundation of that research. The more that IP
is taken up in domestic legislative and policy processes, and in international co-
operation, negotiation, and disputation, and the more that public policy formation
and efforts to address complex global problems are seen as helped or hindered by
the IP system, the more vital becomes the need for enhanced and informed dialogue and engagement between policymakers and scholars.
Hence, the ‘further research’ needed is highly topical and potentially of immediate utility, yet at the same time reaches into the very fundamentals of what
‘intellectual property’ is and what it should be. As ever, as the following chapters
illustrate, there is no firm boundary between ‘pure’ or entirely abstract or historical

1
2
3

Further Research is Needed, XKCD, https://xkcd.com/2268/.
An informal Internet count was suspended when the count attained 79 million.
Fiona Godlee, More Research Is Needed—But What Type?, 341 BMJ c4662 (2010).

vi

Foreword

research, and the applied practical research intended more concretely to guide
policy choices. Even defining the concept of ‘intellectual property’ begs some serious policy questions—legally, economically, culturally, and from the viewpoint of
essential ideas of justice and equity. Hence, to determine the quiddity of ‘intellectual property’—its definitive essence—remains a mercurial, tantalizing, subject
for analysis, itself in continuing need of ‘further research’, yet one that presses us
to engage with the policy rationale and impact on public welfare of the systems
established to protect IP. Intuitive conceptions of an equitable entitlement to legitimate recognition and reward for creative, inventive, or distinctive contributions to human knowledge—or broad, even foundational doctrinal concepts such
as repression of unfair competition,4 unjust enrichment,5 or freeriding—can be
difficult to square with the arcane, exacting nuances of the law as it is interpreted
and applied in established jurisdictions, which can in any event be overturned by
the effect of new technologies, novel directions for the creative impulse, disruptive business models, broader political and economic trends, and changing social
standards.
Some seemingly fundamental definitions and distinctions can be surprisingly
elusive. If ‘intellectual property’ is defined in the WIPO Convention6 as including
the rights relating to such matter as literary works, performances, inventions, and
protection against unfair competition as well as ‘all other rights resulting from intellectual activity in the industrial, scientific, literary, or artistic fields’, are intellectual property rights identical to intellectual property as such? Or is there an essence
to intellectual property distinct from the rights it confers? And are those rights definitively exclusive in character or also positive rights to use?7 In informal practice,
the term can be used with expansive reach to refer to any sense of entitlement over
intangible subject matter—a vague or intuitive sense of entitlement associated with
one’s good idea or a distinctive style. For some, ‘intellectual property’ is too uncertain and diverse a term, too diffuse in reference, to have any coherent sense at all;
some critical perspectives see the very term as illegitimate and politically loaded, a
mere euphemism for an ill-assorted set of commercial privileges.8
More formal attempts to define ‘IP’ vary between an eclectic approach—an
‘Aristotelian’ empirical survey of those diverse fields of law that happen to fall
within the scope of the term in its practical usage, clustering together distinct
forms of legal rights over intangible subject matter, a method that runs the risk
4 See, notably, Stephen Ladas, Patents, Trademarks and Related Rights: National and
International Protection 1675–75 (1975).
5 Rudolf Callmann, He Who Reaps Where He Has Not Sown: Unjust Enrichment in the Law of Unfair
Competition, 55 Harv. L. Rev. 595 (1942).
6 Convention Establishing the World Intellectual Property Organization (as amended on 28
September 1979), art. 2, 14 July, 1967, 21.2 U.S.T. 1749, 828 U.N.T.S. 3.
7 WTO Panel Report, EC—Trademarks and Geographical Indications (Australia), para. 7.246.
8 Richard M. Stallman, Did You Say ‘Intellectual Property’? It’s a Seductive Mirage, www.gnu.org/philosophy/not-ipr.html.
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of shallow circularity (‘IP’ is what in use is referred to as ‘IP’, so that Peter Groves
describes the UK Supreme Court Act 1981, which defines IP as including ‘other
IP’, as offering ‘one of the all-time great circular definitions’9 )—and a ‘Platonist’ essentialist angle—which seeks to articulate some kind of unifying principle, theme,
policy objective, or legal mechanism, which usually means emphasizing one function over others—typically referring to incentives for innovation, less frequently
invoking the objectives of consumer protection, sound legal title, or fair labour
conditions (a consideration for performers’ rights). Definitions of IP can refer variously to the protected works, the notion of property associated with them, or the
specific clusters of legal rights a property holder is entitled to exercise. National
legislators and treaty negotiators tend to fall back on a list of subject headings rather than trying for a coherent delineation of its essential characteristics. So, when
probed, the hard legal concept of IP can seem to soften into quicksilver, evading
attempts to define its essence.
Yet the legal, economic, and political significance of ‘IP’ has probably never
been greater than at the present time, unprecedented as it is in the range, diversity, and sheer scale of IP systems across the globe—in terms of domestic legislation and international law, the grant of rights, litigation, licensing, and trade in IP.
The globalization of IP may have proceeded based on a broad set of harmonized
international principles and standards, a broadly centripetal trend, but this very
process has, in turn, led to centrifugal moves—a broadening and diversification
of legislation, case law, and practical experience in many countries that potentially
challenge attempts at definitional certainty and accuracy. The implementation of
the WTO TRIPS Agreement over the past twenty-five years has led to an historically unprecedented spate of domestic IP legislation across the globe,10 alongside an
extraordinary development of specialist human capital, institution building, and
the formation or major expansion of administrative and judicial systems. While
the early emphasis was laid on the centripetal, convergent impulse of this complex
process, scholars now have a remarkable opportunity to explore the centrifugal impulse as well, as jurisdictions seek to absorb, review, and adapt the core principles
of the established IP system in ways corresponding to domestic needs and circumstances, as well as the exogenous shocks of technological change, geopolitical shifts,
and fundamental challenges to public health and the environment. The combined
opportunity and responsibility to broaden the scope of research and to take a more
geographically inclusive view has been taken up by a widening circle of scholars,
demonstrated in an academic journal, the WIPO-WTO Colloquium Papers,11
which over the past ten years has contributed modestly to the progressive shift in
the centre of gravity of published scholarship, highlighting legal and policy issues
9
10
11

Peter Groves, A Dictionary of Intellectual Property Law (2011).
Open to survey at eTRIPS Gateway: e-trips.wto.org/En/Search/InformationGateway.
WIPO-WTO Colloquium Papers, World Trade Organization, www.wto.org/colloquiumpapers.
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arising predominantly in the developing world, with contributions from over 130
scholars from 64 countries across the globe. Accordingly, one consequence of the
recent, accelerated globalization of the IP system has been the proliferation and diversification of how local authorities beyond the traditional, extensively studied IP
jurisdictions choose to apply and adapt the broad principles of IP law in ever more
nuanced and tailored ways—what Gervais has framed as a ‘calibration narrative’.12
This dynamic and ever more nuanced normative evolution—in legislatures, in IP
offices, in the courts—offers compelling subject matter for scholarship seeking to
refresh and illuminate our understanding of how the IP system can be developed
and reformed so as to live up in practice to its purported public policy objectives.
The need for, and the benefit of, a more inclusive and globally representative
scholarly understanding of what truly constitutes the core rationale of IP law and
policy, and of the embedded cultural assumptions and historical baggage shaping
the contemporary application of its principles, has been manifest in the international efforts to establish a clearer understanding of the IP dimension of systems
of indigenous and traditional knowledge (ITK), against a background of concern
among some participants in the debate that ‘IP’, conventionally construed, is inherently constructed to misappropriate and unjustly commodify others’ systems
of knowledge. Yet the potential for a broad applicability of a more inclusive notion of ‘intellectual property’ is manifested in the UN Declaration on the Rights of
Indigenous Peoples,13 the first multilateral instrument to cite the term ‘intellectual
property’ expressly in a human rights context. Ultimately, as the extensive scholarly debate in this area has shown, the difficulty in establishing the legitimacy and
cultural suitability of ‘intellectual property’ protection in the context of traditional
knowledge systems is rooted in the very definitional uncertainty of ‘intellectual
property’: is it a loose metonym for an array of laws and legal instruments as they
happen, contingently, to be currently configured, or does it refer essentially to a
well-established, but less culturally determinist, kind of legal measure that can legitimately be adapted to be put to work in settings other than the conventional,
typically commercial, domains in which IP is largely maintained? The debate over
Indigenous and other traditional knowledge systems has valuably revealed that
many assumptions about what constitutes IP are not actually part of its essence.14
For instance, the debate disclosed a widely shared assumption that IP is constituted
as a title limited to individuals only, inherently time-bound, focused on immediate

12 Daniel Gervais, TRIPS 3.0, in Developing Countries in the WTO Legal System 363 (Chantal
Thomas ed., 2009).
13 United Nations Declaration on the Rights of Indigenous Peoples, G.A. Res. 61/295, art. 31, U.N.
GAOR, 61st Sess., 107th plen. mtg., U.N. Doc. A/RES/61/295 (13 September 2007) (articulating the
collective right of Indigenous peoples to ‘to maintain, control, protect and develop their intellectual
property over [their] cultural heritage, traditional knowledge, and traditional cultural expressions’).
14 Antony Taubman, New Dialogues, New Pathways: Reframing the Debate on Intellectual Property
and Traditional Knowledge, 58 Washburn L. J. 373 (2019).
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innovative steps, even that it necessarily be constructed in terms of defined property titles or confined to the exclusive rights that are the hallmark of many IP legal
constructs in practice. In short, in this debate, ‘IP’ was at times defined in a way that
is inherently in tension with the objectives and values of communities in seeking
greater respect and recognition for their knowledge systems, and then this construct of IP is condemned for being in tension with those objectives and values; a
circular analysis offering no clear basis for debate let alone practical rulemaking. In
fact, as is illustrated by its broadening context (exemplified by the IP reference in
the Declaration on the Rights of Indigenous Peoples), the debate over Indigenous
and traditional knowledge has highlighted that IP is ultimately about what we, as
third parties, owe to originators and creators, in terms of essential ideas of equity,
but also in the moral sense of due recognition and acknowledgement. In Cornish’s
felicitous phrase, ‘ “intellectual property” shades off into surrounding forms of civil
liability’.15 Clearly, ‘further research is needed’ to probe the mutable, evasive conception of ‘intellectual property’ and to make sense of it in an ever more diverse
array of political, cultural, and economic settings.
The editors of the present volume recall the continuing centrality of a ‘law and
economics’ approach to a set of policy interventions that have historically been
for the most part applied as conscious tools of economic and industrial policy.16
Part III of this volume demonstrates the vibrancy and diversity of this approach.
However, it also illustrates that ‘further research’ is clearly needed to build a more
holistic, empirically grounded, and doctrinally informed account of the economics
of IP law and the consequences for the law of economic understanding of knowledge flows and the creative sector. Indeed, it is tempting to define the field of intellectual property research as that in which legal scholars behave as economists,
and economics scholars behave as lawyers: IP law is largely framed and justified in
terms of assertions about its beneficial economic effects and its capacity to overcome market failure; and much economic research is based on assumptions about
the nature and legal scope of the rights granted under IP law. The vigorous and inclusive methodological conversations that this volume is bound to stimulate may
lead us towards a holistic approach that systematically combines legal and economic analyses with improved, expanded, and more inclusive empirical data concerning the ways in which rights are actually exercised in practice and measuring
more precisely the actual economic effects of IP systems.
But the rich, diverse, and at times provocative perspectives that scholars bring
to bear in the following pages broadens the possibilities for research that moves the
law and policy of IP beyond the realm of utilitarian policy interventions. Whether
encouraging us to probe more deeply within the bounds of the established legal
15 William Cornish & David Llewelyn, Intellectual Property: Patents, Copyright, Trade
Marks and Allied Rights 212 (5th ed. 2003).
16 See Chapter 1 in this volume.
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system, or exploring intersections with a wider range of scholarly disciplines and
opening up a consciously more pluralistic perspective, this volume should act as
a spur and an inspiration for the ‘further research’ needed to illuminate the normative essence of IP law and enable its core principles of recognition, respect, and
equitable balance to be understood, applied, and adapted in ever more diverse settings, ideally working towards a reconciliation of the centripetal and centrifugal
trends currently defining this ever-fascinating, dynamic, contested, and—ultimately—undoubtedly consequential field of law.
Antony Taubman
Director, Intellectual Property,
Government Procurement and Competition Division
World Trade Organization
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Introduction
Lenses, Methods, and Approaches in Intellectual
Property Research
Irene Calboli and Maria Lillà Montagnani

I. The Growth of Academic Research in Intellectual Property
Law and the Need for a Comprehensive Guide
The relevance of Intellectual Property (IP) Law in our society has increased dramatically over the last several years. Globalization, digitization, and the rise of post-
industrial information-based industries have all contributed to a new prominence
of IP Law as one of the most important factors in driving innovation and economic
development. At the same time, the significant expansion of IP rules has impacted
many areas of public policy such as public health, the environment, biodiversity,
agriculture, and information, in an unprecedented manner. No longer relegated to
a cohort of few specialized experts, IP Law is now at the front and centre of public
policy, and IP-related news are regularly featured in mainstream media. IP-related
issues have long entered the popular discourse and are omnipresent in every sector
of the economy and our lives.1 Not surprisingly, the growing importance of IP Law
has led to an exponential growth of academic research in this area. Today, scholarly
contributions extend well beyond the customary IP rights, and encompass topics
that reflect the diversity and the economic, sociological, and technological complexity of our society.2 For example, academic analysis frequently focuses on issues
related to globalization, public interest, and new (and in several instances disruptive) technologies, such as Artificial Intelligence, as these developments further
challenge and change the traditional regulatory frameworks that govern this area
of law, and in turn, our world.3
1 See William R. Cornish, Intellectual Property: Omnipresent, Distracting, Irrelevant?
(2004); David Vaver, Need Intellectual Property Be Everywhere: Against Ubiquity and Uniformity, 25
Dalhousie L.J. 1 (2002).
2 The list of scholarly works that are relevant in this context is very extensive, and due to the limited
scope (and word count) of this Introduction, we cannot list these works here. However, several of these
references are cited in the various chapters of this volume.
3 See, amongst several relevant contributions, Gregory N. Mandel, Legal Evolution in Response
to Technological Change, in The Oxford Handbook of Law, Regulation and Technology 225
(Roger Brownsword, Eloise Scotford & Karen Yeung eds., 2016); Tanya Aplin, Copyright Law
in the Digital Society: The Challenges of Multimedia (2005). For a summary of the various
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As a result of the growing interest in this field, the number of scholars conducting research in IP Law has also boomed. Less than a quarter of a century ago,
academic meetings to discuss IP research could be hosted in a small seminar room
or in a living room. Today, academic IP conferences feature hundreds of presenters
and multiple tracks of sessions encompassing a large variety of topics.4 A search on
Google scholar retrieves, on average, more than 2 million results for academic articles related to ‘Intellectual Property Law’. Large numbers of academic books have
been published on an even larger array of IP topics and there is an equally large,
and growing, number of academic journals dedicated to publishing IP-related research.5 This increase in the numbers of IP scholars and related research topics
has been accompanied by a growing diversity of research methodologies, from
well-known and established ones such as the doctrinal research method and law
and economics, to other emerging and interdisciplinary approaches. In addition,
IP Law is no longer a subject addressed only by legal scholars. Researchers from
a variety of disciplines—economics, sociology, political science, engineering, anthropology, cultural studies, and so forth—have also begun to explore IP Law from
their own uniquely different perspectives.
This combination between the rise of academic interest in IP Law and the diversity of researchers involved has led to the growth of interdisciplinary methodologies and, in general, a plurality of approaches by those who are currently engaged in
academic research in this field.6 The result is that IP scholars use more commonly
traditional research approaches—such as the doctrinal method—side by side with
more complex methodologies and technical tools borrowed from other fields of
study, such as social science, computer science and data analysis, statistics, and
theories developed and used by scholars, see William Fisher, Theories of Intellectual Property, in New
Essays in the Legal and Political Theory of Property (Stephen P. Munzer ed., 2001).
4 E.g., the number of panels and topics presented at some of the major works-in-progress conferences across several continents is, almost regularly at this time, between 100 and 250 papers. See, e.g.,
the programs of the IP Scholars Conference in the United States (posted in the IPSC annual website,
hosted on a rotation basis, by Stanford Law School, DePaul College of Law, UC Berkeley School of
Law, and Cardozo School of Law); the Annual Conference of the European Policy for Intellectual
Property Association (https://www.epip.eu/epip-conferences); the Annual IP Researchers Europe
Conference (https://www.unige.ch/droit/pi/research/ipre/2020/); the Annual Conference of the IP &
Innovation Researchers of Asia Network (http://ipresearchersasia.org/); the Annual Conference of the
South African Association of Intellectual Property Law and Information Technology Law Teachers and
Researchers (http://www.aiplitl.org.za/); and the Annual Congress of the Association for Teaching and
Researching in Intellectual Property (http://atrip.org/).
5 A non-exhaustive list of publications in English include: Berkeley Technology Law Journal; Harvard
Journal of Law & Technology; Stanford Technology Law Review; Columbia Journal of Law & the Arts;
Vanderbilt Journal of Entertainment and Technology Law; International Journal of Law and Information
Technology; International Review of Intellectual Property and Competition Law; Journal of Intellectual
Property Law & Practice; Journal of World Intellectual Property; Queen Mary Journal of Intellectual
Property; and Trademark Reporter.
6 See, e.g., Teresa Scassa et al., Interdisciplinary Approaches to Intellectual Property Law, in
Intellectual Property for the 21st Century: Interdisciplinary Approaches 1 (B. Courtney
Doagoo et al. eds., 2014).
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also humanities. Simply put, academic research in IP Law has become a laboratory
where methodological experimentations are taking place on a regular basis and
new techniques are routinely introduced. Against this background, however, no
academic collection has been created to date to comprehensively document and
recount this growing diversity of methods and approaches that is currently being
developed by IP researchers. Instead, publications on the topic of scholarly methodology in IP research remain a rare occurrence and are limited in scope.7 More
comprehensive guides on legal analysis and research do exist and offer a more
comprehensive overview of research methodologies. Yet, these resources do not
focus specifically on IP research.8 Considering the importance of IP Law in our society, and the role of academic research in this context, a comprehensive collection
in this respect was not only important, but necessary.
This book offers a comprehensive overview of the methods and approaches that
could be used as guidelines to address and develop scholarly research questions related to IP Law. In particular, this book aims to provide a useful resource that can
be used by IP researchers who are interested in deepening their knowledge on a
specific research method or seek to acquire an understanding of alternative lenses
that could be applied to their research. Of course, not all research methodologies
are, or could possibly be, surveyed. Yet, this book offers what we believe is, to date,
the largest compilation of existing methods and approaches from different lenses,
perspectives, and experiences from a diverse group of scholars who derive from
several countries, backgrounds, and legal traditions. This diversity, with respect
to both the topics and the authors of the book, is a fundamental feature of this collection. In addition, this book is available in open access in order to make it widely
available. This solution offers a more equitable system of distribution of academic
materials and, we hope, can contribute to increased awareness about different research methodologies amongst a larger number of IP researchers, which in turn
could lead to a more diverse set of research questions and scholarly contributions
in the future.

7 See Jeremy N. Sheff, Symposium: Values, Questions, and Methods in Intellectual Property, 90 St.
John’s L. Rev. 549 (2016); Intellectual Property for the 21st Century: Interdisciplinary
Approaches 1 (B. Courtney Doagoo et al. eds., 2014); Methods and Perspectives in Intellectual
Property (Graeme B. Dinwoodie ed., 2013). These resources represent an important contribution to
the field, yet they are partially limited with respect to the number and type of methodologies analysed.
8 See generally The Oxford Handbook of Legal Studies (Peter Cane & Mark Tushnet eds., 2003);
The Oxford Handbook of Empirical Legal Research (Peter Cane & Herbert Kritzer eds., 2012);
Lee Epstein & Andrew D. Martin, An Introduction to Empirical Legal Research (2014);
Legal Research Methods: Principles and Practicalities (Laura Cahillane & Jennifer Schweppe
eds., 2016); Regulatory Theory: Foundations and Applications (Peter F. Drahos ed., 2017);
Rethinking Legal Scholarship: A Transatlantic Dialogue (Rob van Gestel, Hans-W. Micklitz
& Edward L. Rubin eds., 2017); Lina Kerstemont, Handbook on Legal Methodology: From
Objective to Method (2018). However, none of these books focuses specifically on IP Law. Moreover,
their interdisciplinary relevance also tends to be more confined to the intersection between legal studies
and social science.
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II. The Signs of Time: From Doctrinal Method
to Interdisciplinarity in Intellectual Property Research
Historically, legal researchers regarded law as a closed system and adopted an ‘internal approach’ in order to analyse legal rules and principles.9 This approach,
which dominated legal research in the Nineteenth and Twentieth centuries, has
been traditionally referred to as the doctrinal method.10 Deriving from the Latin
word doctrina, which means ‘instruction, knowledge, or learning’, this method is
concerned with the research of ‘legal concepts and principles of all types—cases,
statutes, and rules’.11 The doctrinal method involves, as a first step, a thorough investigation into legal notions, their values and principles, as well as existing legal
measures such as statutes, court judgments, and other secondary rules regarding
the specific topic of inquiry.12 From this investigation, a conceptual and critical
analysis of the relevant materials follows in order to reveal a statement of the law
that is pertinent to the matter under investigation. Through the doctrinal method,
legal researchers provide an exposition of the principles, rules, and concepts governing a specific legal topic, and analyse the relationship between these principles,
rules, and concepts with a view of solving unclarities and gaps in the existing law.13
Both at Common Law and Civil Law, legal researchers have used this method with
respect to IP research to describe and analyse existing provisions and judicial decisions, highlight problems therein, and predict future developments.14
The first departure from this method occurred with the rise of law and economics. Broadly speaking, law and economic analysis is the application of economic methodology in order to explain and evaluate the formation, structure,
process, and impact of law and legal institutions.15 This method was initially
9 See, e.g., Kylie Burns & Terry Hutchinson, The Impact of “Empirical Facts” on Legal Scholarship
and Legal Research Training, 43 The L. Tchr. 153 (2009); Pauline Westerman, Open or Autonomous?
The Debate on Legal Methodology as a Reflection of the Debate on Law, in Methodologies of Legal
Research 90 (Mark van Hoecke ed., 2011); Brian H. Bix, Law as an Autonomous Discipline, in The
Oxford Handbook of Legal Studies 975 (Peter Cane & Mark Tushnet eds., 2003).
10 See Terry Hutchinson & Nigel Duncan, Defining and Describing What We Do: Doctrinal Legal
Research, 17 Deakin L. Rev. 83 (2012).
11 Id. at 85; but see the criticism in Richard Posner, Conventionalism: The Key to Law as an Autonomous
Discipline, 38 U. Toronto L.J. 333, 345 (1988).
12 See Joshua Getzler, Legal History as Doctrinal History, in The Oxford Handbook of Legal
History 171, 174 (Markus D. Dubber & Christopher Tomlins eds., 2018).
13 See Jan M. Smits, What is Legal Doctrine? On the Aims and Methods of Legal-Dogmatic Research, in
Rethinking Legal Scholarship: A Transatlantic Dialogue 207, 212 (Rob van Gestel, Hans-W.
Micklitz & Edward L. Rubin eds., 2017).
14 For a comparison between legal doctrine in common and civil law, and the debate it raises, see Rob
van Gestel & Hans-Wolfgang Micklitz, Revitalizing Doctrinal Legal Research in Europe: What About
Methodology?, in European Legal Methods: Paradoxes and Revitalization 25 (Ulla Neergaard,
Ruth Nielsen & Lynn Roseberry eds., 2011).
15 The law and economics approach to jurisprudence was famously developed by the University
of Chicago Law School. See, e.g., William M. Landes & Richard A. Posner, The Economic
Structure of Intellectual Property Law (2003); Robert D. Cooter & Thomas Ulen, Law
and Economics (6th ed. 2011); see also Robert P. Merges, Economics of Intellectual Property Law, in
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established in North America, yet it rapidly spread to Europe and beyond, and became one of the most significant developments in legal research and reasoning in
the past century.16 Law and economics is an offspring of American legal realism,17
which flourished in the mid-twentieth century as a response to the positivist-
formalist paradigm to law. Through this paradigmatic shift, the economic analysis
of law became the tool to both explaining legal rules, judicial decisions, and their
consequences (positive analysis), and for evaluating these legal rules, judicial decisions, and the prescription of the desirable ones (normative analysis). The rise of
law and economics as a dominant methodology in IP scholarship, and the proliferation of economic studies related to IP Law also had a crucial impact on policy-
making, in particular innovation policies.18 In the last several decades, economic
scholarship on IP, innovation, and technological advancement, both from a theoretical and empirical standpoint,19 has continued to be one of the most prominent
perspectives in the analysis of IP Law. The relevance of this method has been further emphasized by the technological revolution.20
Hence, while law and economics remains a pillar in IP Law, a variety of different
perspectives, methods, and approaches have emerged and become relevant in academic research in recent years. These include approaches such as those borrowed
from the humanities and social sciences.21 IP Law has been intrinsically linked with
several concepts from other fields for many decades. For example, the concepts of
creativity and culture, from both a literature22 and historical perspective,23 have
strongly influenced the legal discussion over the relationship between authorship
2 Oxford Handbook of Law & Economics: Private and Commercial Law 200 (Francesco Parisi
ed., 2017).
16

Bruce A. Ackerman, The Storrs Lectures: Discovering the Constitution, 93 Yale L.J. 1013 (1984).
American legal realism can be traced back to Oliver Wendell Holmes Jr., The Path of the Law, 10
Harv. L. Rev. 457 (1897); see generally American Legal Realism (William W. Fisher III, Morton J.
Horwitz & Thomas A. Reed eds., 1993).
18 See Economic Impacts of Intellectual Property-Conditioned Government Incentives
(Dan Prud’homme & Song Hefa Song eds., 2016).
19 For leading contributions in this respect, see 1 Research Handbook on the Economics of
Intellectual Property Law: Theory (Peter Menell & Ben Deporter eds., 2019); 2 Research
Handbook on the Economics of Intellectual Property Law: Analytical Methods (Peter
Menell & David Schwartz eds., 2019); see also Peter S. Menell & Suzanne Scotchmer, A Survey in
Intellectual Property Law, in 2 Handbook of Law and Economics 1473 (A. Mitchell Polinsky &
Steven Shavell eds., 2007).
20 See Niva Elkin Koren & Eli Salzberger, The Law and Economics of Intellectual
Property in the Digital Age: The Limits of Analysis (2013).
21 See The Oxford Handbook of Law and Humanities (Simon Stern, Maksymilian Del Mar &
Bernadette Meyler eds., 2019).
22 See The Construction of Authorship: Textual Appropriation in Law and Literature
(Martha Woodmansee & Peter Jaszi eds., 1994). For a more general discussion on the law and literature
movement, see Austin Sarat, Matthew Anderson & Cathrine O. Frank, Introduction: On the Origins and
Prospects of the Humanistic Study of Law, in Law & The Humanities: An Introduction 1 (Austin
Sarat, Matthew Anderson & Cathrine O. Frank eds., 2010).
23 See Martha Woodmansee, The Genius and the Copyright: Economic and Legal Conditions of the
Emergence of the ‘Author’, 17 Eighteenth-Century Stud. 425 (1984).
17

6

Irene Calboli and Maria Lillà Montagnani

and creativity. In recent times, because of the increasingly complex reality that
underlines IP Law and its developments, these links have surfaced more forcefully
in the context of IP research. In turn, a larger number of academics have started to
notice and appreciate these links, and begun to use a variety of different research
methods to explore them as part of their scholarship. In particular, IP scholars have
been more frequently using research techniques from other disciplines, including
methods and approaches derived from the humanities and social science, as part of
their fact-finding and reasoning process for their research. Multidisciplinarity and
interdisciplinarity have become a common occurrence in IP research,24 which has
increasingly witnessed and welcomed ‘legal experimentation’. 25
The rise of interdisciplinary research among IP scholars has created a larger
methodological discourse, which was previously a more silent element of legal
research. As part of this process, more study and explanation became necessary
regarding the methods that scholars would now employ to carry out research.
Certainly, this shift towards more interdisciplinary approaches has been criticized
by some.26 However, IP academics have mostly welcomed this shift, as these new
and different methods offer the possibility to illustrate original and important insights, and offer different perspectives, which might not otherwise be possible to
explore, find, and illustrate satisfactorily with the traditional doctrinal method of
inquiry. Still, far from being put on a shelf to collect dust, the doctrinal approach
is the necessary basis to build upon with these additional research methods and
approaches, and from an interdisciplinary perspective. Essentially, scholars
need to compile the necessary set of rules, cases, and legal materials—review the
doctrina—as the starting point for legal research, even though their actual research
questions are explored through an interdisciplinary approach—for example, from
the social science, statistics, computer science, and the humanities perspective—
which provides additional insights and generates answers that can be better applied in complex contexts.27 In this book, readers will explore various methods,
which combine the traditional doctrinal approach to legal analysis with different
and interdisciplinary-based research techniques.

24 Although both multidisciplinarity and interdisciplinarity draw on the knowledge and methods of
different disciplines, the former is a process for providing a juxtaposition of disciplines while the latter
is a synthesis of two or more disciplines. In a way, ‘interdisciplinary’ and ‘multidisciplinary’ simply represent points on a spectrum of interdisciplinarity, and reflect what happens when researchers go beyond
establishing a common meeting place to developing new methods and theory crafted to transcend their
own disciplines in order to address specific issues. See Scassa et al., supra note 8, at 5.
25 For a definition, see Julie Thompson Klein, Interdisciplinarity: History, Theory, and
Practice (1991); Jerry A. Jacobs & Scott Frickel, Interdisciplinarity: A Critical Assessment, 35 Ann. Rev.
Soc. 43 (2009).
26 See, e.g., Jerry A. Jacobs, In Defense of Disciplines: Interdisciplinarity and
Specialization in the Research University (2014). Part of this criticism is motivated by the observation that the premises and methodologies of established disciplines may condition how problems are
both identified and approached by researchers, resulting in gaps in either knowledge or understanding.
27 See Michal Shur-Ofry, IP and the Lens of Complexity, 55 IDEA 54 (2013).
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III. Introducing the Book: A Systematization of Intellectual
Property Research
From an often neglected subject of study, IP Law has become today a dynamic laboratory for experimentation regarding research techniques. This book seeks to
answer questions regarding these techniques, and to offer additional references for
further inquiries. It also aims at stimulating curiosity amongst the readers of a variety of different methodological tools to possibly explore in order to consider new
ways to formulate research questions.
As always, finding the perfect organization for a collective volume is a challenging, if not impossible, task. The book is divided into four Parts, which order separate methods and approaches according to their similarities. In particular, the
book addresses the intersections between: (1) IP Law and other areas of law; in
this Part, contributors highlight a variety of legal areas and lenses through which
scholars can address IP-related issues; (2) IP Law and the Humanities; in this Part,
contributors address a plurality of approaches and methodologies to IP research,
including geography, history, and philosophy, and highlight how these intersections contribute and impact the formulation of specific research questions; (3) IP
and science, with an emphasis on social science; in this Part, contributors explain
methodologies as they relate to disciplines such as economics, sociology, and
psychology, and also offer a detailed recount of empirical analyses, including quantitative and qualitative methods; and (4) IP and pluralism; in this Part, contributors
describe approaches related to the intersection between IP and a variety of diverse
interests and identities, including IP and development, social justice, and critical
studies.
Within these Parts, some chapters describe narrower research methods while
others describe broader research approaches—a combination that alternates a
series of broader and narrower research tools in the sequence of the chapters in the
various Parts. This combination is useful, as it operates as a lens through which the
readers will be able to better appreciate the nuances of the book. In particular, this
lens will allow readers to ‘zoom in’ when they read a narrower and more technical
method described in a specific chapter, and ‘zoom out’ when they read a chapter
analysing a broader research approach. Thus, through this lens, readers will be exposed to elements that could otherwise be neglected, which could shed new lights
on their research questions. As mentioned, modern IP Law is more complex,
and this complexity is currently reflected in the designing of research questions
by scholars. Thus, this lens is necessary to appreciate the nuances of the various
methods and approaches to IP research.
In addition, each chapter offers a framework to guide researchers by explaining why a specific method or approach is relevant, and how scholars can use
the method or approach while conducting IP research and formulating research
questions. Each chapter additionally offers specific examples of research questions
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that have been formulated, or could be formulated, when looking at IP through a
specific lens, as well as examples of how these questions have been, or could be,
answered by adopting that specific methodology. This structure—illustrating the
‘why’, ‘how to’, and actual research examples—is essential to explain both the technical and the less technical aspects of each method or approach to the readers, in
particular regarding methodological frameworks with which the readers may be
less familiar.
Two caveats are necessary, however, regarding the systematization of the book.
First, given the number of chapters and the large breath of the project, a few overlaps are inevitable amongst some chapters. Still, the analysis of each chapter is
based on the specific approach or methodology described in that chapter and
offers a unique perspective. In particular, some chapters are ‘subfields’ of others,
whereas some chapters offer a complementary or alternative approach to chapters
addressing a similar method or approach from a different angle. Ultimately, these
minor overlaps are never redundant, and illustrate, instead, how research methods
and approaches should be analysed, through distinct lenses, as a continuum
framework and not in isolation. Second, as mentioned in the Introduction, this
book should not be considered to be an exhaustive survey of all different methods
and approaches that could be used in IP research. Such an exhaustive list remains
a moving target. Nevertheless, the book does cover the state of the art as to the
methodologies currently employed, even though its objective remains to offer an
overview and general references, rather than a deep introductory course, of each
method or approach.

IV. The Structure of the Book: Intellectual Property
Law Meets Other Laws, Humanities, (Social) Science,
and Pluralism
As mentioned, Part I of the book focuses on the impact that elements of other Legal
Studies can have in the analysis of IP Law. Even before IP Law became ‘omnipresent’
as it is today, its interplay with the other branches of law was well-established. This
Part builds on these well-established interfaces and adds emerging and less explored perspectives. The analysis of how IP Law interacts with International Law
and Private International Law opens this Part, which then moves to the role of
Comparative Legal Analysis as a research methodology for IP scholars. The analysis proceeds with the intersections between IP, Contract Law, and Tort Law as
examples of research challenges dealing with legal regimes that are scarcely harmonized. The chapter on IP and Property Law, while surveying the well-marked
terrain of the coherence of the two areas, also suggests some areas that require additional future exploration. The following two chapters, on IP and Administrative
Law, and IP and Antitrust Law, address longstanding disciplinary relationships,
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which still require considering specific concepts and categories typical of the other
discipline while addressing IP research questions. The subsequent three chapters address newer intersections—those between IP and Privacy Law, IP and IT
Law, and IP and Environmental Law. These chapters illustrate the overlaps and
synergies that these areas of law share with IP Law and address how IP scholarship
can be undertaken in these multidimensional spaces. This Part continues with the
interfaces between IP and Human Rights and IP and Criminal Law, and articulates the different methodological choices and the increasing number of topics that
await further research in these areas. Part I of the book concludes with a chapter on
the interface between IP Law and the adjudication of disputes, both under the perspective of civil procedure and alternative dispute resolution.
Part II of the book turns to the intersection between IP Law and the Humanities.
It starts at the intersection between IP and Geography, a research prism through
which scholars can study the confluence of geographical, legal, and a variety of
other social phenomena. The following chapter illustrates the importance of legal
history for IP scholars to better understand IP processes or the reasons for otherwise obscure IP rules. A pivotal function in this respect is played by archival research, which is the focus of the subsequent contribution. Important perspectives
on the scope and purpose of IP today can also be derived by analysing historical-
philosophical sources, as the following chapter elaborates. Similarly, the chapter
on IP and Philosophy addresses an interdisciplinary approach that applies insights
and methods from philosophy to the legal, normative, theoretical, political, and
empirical questions that can be presented by IP researchers. In the two following
contributions, the overlap between IP and Cultural Heritage is addressed from
the standpoint of Archeology and Cultural Heritage Law itself, respectively. The
two subsequent chapters focus on the language and text of IP Law. There are many
aspects of IP Law that are concerned with the forms, meaning, and effects of language. Likewise, addressing IP Law texts as literary texts can assist in interpreting
legal questions and can deepen, or even alter, our understanding of the law and
legal culture surrounding it. Part II concludes by considering the intersections between IP Law and Cultural Studies, which are becoming a growing part of contemporary legal scholarship. In particular, semiotics can illuminate some of the
questions encountered in IP Law. IP scholarship can be further enriched if it moves
beyond the (dry) legal analysis and engages with popular culture, which can be
done by looking at IP Law through the lens of Film Studies.
Part III of the book considers the intersections between IP and (Social) Science.
In this Part, the lens zooming in and out between narrower methods and broader
approaches is particularly evident. This Part starts with a chapter on the economic
methods applied to IP Law and discusses how economics can be infused into a normative framework for legal advocacy and policy-making. The following chapter
focuses on IP and innovation economics, a fast-growing subfield of economics.
The next four chapters are technology-related. The first describes and classifies the
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different types of research objectives and related methodologies that IP scholars
can pursue when researching science and technology. The second focuses on information science and quantitative legal analysis. It clarifies how this methodology
can promote a clearer understanding of the IP landscape and develop laws and
policies that foster the knowledge economy. The third demonstrates the implementation of the content-analysis method in the legal discipline and advocates
that IP scholars seek support for their hypotheses by examining data, documents,
and other instruments to understand their particular meaning and impact. The
fourth introduces the specific tool of text and data mining, which serves to extract
new, often hidden, knowledge from existing information. This is a technique that
has gained popularity due to the advancements in computational power, internet
speed, and data availability, and is valuable for its ability to identify correlations
and patterns that are often concealed to the human eye.
The following two chapters in Part III illustrate the insights that IP Law can gain
through the network analysis and the survival analysis. The former refers to a comprehensive set of quantitative analytical tools used to examine networks structural
characteristics, which can generate data that can be meaningfully thought of as a
set of nodes and links among those nodes. Similarly, the survival analysis is a quantitative method to conduct research in various contexts when the duration between
events is of interest. Abandoning a strictly methodological discourse, the subsequent group of chapters in this Part analyses IP Law through various lenses: the
socio-legal perspective, i.e. how it actually operates in society and is experienced
in social and cultural context; the physiological perspective, i.e. how IP Law systems influence real-world behaviour; the Behavioural Studies perspective, i.e. how
IP Law impacts on stakeholders—citizens and consumers of IP specifically—at a
socio-cultural level in terms of attitudes towards counterfeits and pirated digital
goods; the ethnographic perspective, i.e. how IP Law concretely defines human
motivations, incentives, and other mechanisms that IP doctrine asserts being present in creative and innovative fields. All of these approaches have in common the
recourse to qualitative methods of analysis that require a direct interaction, such
as interviews or experiments. Lastly, Part III addresses the increasingly important
topic of IP valuation and describes the established methods to evaluate IP assets.
Finally, Part IV of the book addresses existing and emerging ‘pluralistic approaches’ related to IP Law. This Part starts with a chapter considering the intersection between IP Law and sustainable development. The subsequent chapters
enlarge this perspective and address the interface between IP Law and ‘human development’, and IP Law and ‘well-being promotion’. These chapters pave the way for
the next chapter, which addresses principles of morality and social justice, and develops insights to reveal paths for advancing inclusion within IP Law. Similarly, the
subsequent chapter addresses the protection for GRTKF—genetic resources, traditional knowledge, and folklore, conventionally referred to as ‘folklore’—unveiling
the ideology that underpins this research and calling for awareness on this topic.
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The next two chapters deal with the notion of openness. The first chapter considers
the methodologies used and arguments advanced by scholarship that employ an
‘openness’ paradigm. The second digs into the theme of open innovation, offering
an integrated conceptual synthesis that addresses its relationship with IP. The following three contributions belong to the realm of legal critical studies. The first
chapter provides a general framework while the subsequent two chapters focus on
the application of critical race theory and feminist legal theory to IP Law.
The final theme of this Part focuses on different ways to look at IP Law through
the lens of morality, religion, and spirituality. IP scholarship on morality can be
organized according to the position it takes on the appropriateness of the juxtaposition between IP Law and morality. Likewise, religious views are deemed to
underlie several of the fundamental conceptions of IP Law for the deep interweaving of faith with the secular pillars that animate IP theory. Complementarily
to religion, the understanding of spiritual traditions can aid IP scholars in unveiling many societal biases and thought processes. The last chapter of the book
focuses on the analysis of religious thoughts as a legal complement to secular legal
principles in countries following a system of mixed jurisdictions.

V. From Singapore to Milan via Pretoria, New York, and
Geneva: Creating Connections through IP Research
The journey that resulted in the publication of this book started in Singapore, in
2017, with a seminar held with a few scholars, who would later become contributors to this book with several other colleagues. As many teachers and researchers
in this field, we had noticed the absence of a comprehensive resource addressing
methodological developments in IP research. Students, research fellows, and colleagues routinely asked for a general resource in this respect, yet we could not point
them to a specific book that would provide a comprehensive overview. The seminar in Singapore tool place at a special time, immediately after the organization of
the First Regional WIPO–WTO Colloquium for IP Teachers and Researchers in
Asia, in which the demand for a comprehensive resource on IP research was discussed. We thus decided that the time was ripe for the creation of this book.
From Singapore, the journey took one of us to Pretoria, where the Second
Regional WIPO–WTO Colloquium for IP Teachers and Researchers in Africa was
held in 2018. Here, more discussions on research methodology in IP Law ensued.
Our journey across the world continued in the following two years while completing the final manuscript. We spent time writing and coordinating the editing
process while visiting research institutions in New York and Geneva. We also presented preliminary drafts and parts of the book to many colleagues. The last formal
joint presentation of this project was in Milan. In each presentation, we received
useful comments and suggestions, which have been incorporated into the book,
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along with the feedback received in many informal discussions that we entertained
along the way. This meant adding relevant parts, changing the order of some of the
chapters, and additional revisions. Without exaggerations, the book that readers
can see in print today is the result, or better a testament, to the international collaboration of many minds. To us, and our contributors, this book represents a tribute
to something that we all share and hold very dear: our mission towards intellectual inquiry and academic research, our passion for learning and engaging with
different perspectives and points of view, and our desire to share knowledge with
others.
Now that this book is finally in print, we hope that it will become an important
resource for many IP scholars and students worldwide. We hope that it can be used
as part of the reading lists that are distributed for IP courses, workshops, and seminars and assist junior and senior scholars to start a doctoral dissertation, write an
article, book chapter, or research paper. Above all, we hope it can inspire and connect IP scholars worldwide and accompany them along their journeys through this
fascinating and never dull field of study.

PART I

IN T E R SE C T ION S BET W E E N
IN T ELLE C T UA L PROPE RT Y L AW
AN D OT HE R A R E AS OF L AW

1

Intellectual Property and International
Law: A Research Framework
Henning Grosse Ruse-Khan

I. Introduction
This chapter offers some thoughts on legal research that concerns or applies ‘international law’ concepts, perspectives, and methodologies to intellectual property
(IP). The idea is to discuss how research questions related to IP can be framed from
the standpoint of international law. This begs an initial question: what do we mean
by ‘international law’ and how does this relate to IP? Section II tackles these questions by offering a range of possible views on the notion of international IP law.
Section III then considers how a multidimensional conception of international law
frames research questions on IP. It also gives some more concrete examples of an
international law approach to IP. Section IV briefly concludes the chapter.

II. What Is International Intellectual Property Law?
Looking at some of the leading textbooks that use the term ‘International
Intellectual Property’,1 the common understanding appears to be that this field of
law is about treaties, other instruments, and international organizations or related
institutions set up by states to protect IP. It is primarily about copyright, trademark,
and patent protection under the Berne Convention and the Paris Convention, the
Agreement of Trade-Related Aspects to Intellectual Property Rights (TRIPS), and
World Trade Organization (WTO) dispute settlement, about institutions such as
the World Intellectual Property Organization (WIPO) and WTO, and perhaps
about international filing systems like the Patent Co-operation Treaty (PCT) or the
Madrid Agreement for the international registration of trademarks.2 In short, it is
1 See Frederick Abbott et al., International Intellectual Property in an Integrated
World Economy (3d ed. 2015); Susy Frankel & Daniel Gervais, International Intellectual
Property (2016); Graeme Dinwoodie et al., International Intellectual Property Law and
Policy (2d ed. 2008).
2 Berne Convention for the Protection of Literary and Artistic Works, 9 September 1886, as revised
at Paris on 24 July 1971 and amended in 1979 S. Treaty Doc. No. 99–27 (1986); Paris Convention for the
Protection of Industrial Property, 20 March 1888, as revised at the Stockholm Revision Conference, 14
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about public international law instruments and institutions that seek the protection of IP across borders.
This, however, is just one of (at least) three different possible conceptions of
international IP law. While it appears to be the dominant one and—as discussed
further below—also finds support in the common understanding of the term ‘international law’, there are other perspectives on international IP law. In particular, in
discussions on approaches and methodologies to research, those should not be disregarded: as they may offer fresh insights, alternative perspectives and new ways to
describe, comprehend, and evaluate factual settings pertaining to IP rights. One of
the three textbooks referred to above similarly hints to the multidimensional nature of international IP law as a concept. According to Dinwoodie et al., ‘a course
in international intellectual property law’ can be conceived as a ‘traditional public
international law course, as a specialty focus in modern international economic
regulation, or as an important case study in international civil litigation’.3

A. The Public International Law of Intellectual Property
Taking a broad view on what the concept of ‘law’ incorporates—and leaving aside
what actually comprises ‘intellectual property’—the focus turns towards the notion of the term international. In discussing various ways to conceptualize this
term, a useful starting point is to look at its origins. The term was coined in the
late eighteenth century by the philosopher and founder of utilitarianism, Jeremy
Bentham, in his work An Introduction to the Principles of Morals and Legislation
where he wrote:
The word international, it must be acknowledged, is a new one; though, it is
hoped, sufficiently analogous and intelligible. It is calculated to express, in a more
significant way, the branch of law which goes commonly under the name of the
law of nations.4

Bentham’s reference to the law of nations hence supports an understanding of
‘international’ that links to public international law as the set of rules governing the
relations between states.
July 1967, 21 U.S.T. 1538, T.I.A.S. No. 6903, 828 U.N.T.S. 305 [hereinafter Paris Convention]; Agreement
on Trade-Related Aspects of Intellectual Property Rights, 15 April 1994, Marrakesh Agreement
Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994) [hereinafter TRIPS Agreement]; World Intellectual Property Organization, Patent Co-operation
Treaty, http://www.wipo.int/pct/en/treaty/about.htm; Madrid Agreement for the Repression of False
or Deceptive Indications of Source on Goods, 14 April 1891, 828 U.N.T.S. 389.
3
4

Dinwoodie, supra note 1, at vii.
Jeremy Bentham, An Introduction to the Principles of Morals and Legislation (1789).
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An international law approach to IP then focuses on instruments and institutions set up by states in order to regulate the use of IP across borders. Against the
background of IP rights as private rights granted under domestic law, one however
might question whether and how much of this regulation is truly international?
When it comes to IP, public international law rules are essentially set out in treaties
between states. They prohibit discrimination against foreign IP owners, facilitate
registering IP rights abroad, and set minimum standards of protection and enforcement that those owners must be able to enjoy. In general, they do not affect the
underlying notion of territoriality of IP rights; nor do they change the private law
nature of the relations between an IP owner and anyone using the protected subject
matter. While these treaties provide an often global framework of standards state
parties are obligated to, as a matter of public international law, implement in their
domestic laws, IP protection, and enforcement still essentially relies on domestic
private law—unless international treaty rules are designed to be self-executing,
and are given direct effect.5
Where countries have allowed their courts or IP offices to directly apply international IP norms, this almost inevitably occurs through a domestic lens: for
example, in determining the threshold, under art. 6bis of the Paris Convention,
when a trademark is considered to be well-known in the country where protection is claimed. At the same time, national courts interpreting and applying their
domestic IP statutes occasionally consider, and take guidance from, public international treaties on IP. In doing so, they nevertheless frequently adopt their own
views about what the relevant treaty rules mean for them and the case in front of
them.6 Their domestic approaches sometimes directly contradict interpretations
WTO Panels have arrived at in what constitutes the first multilateral system of dispute settlement applicable to IP treaties.7 While clarifying the meaning of treaty
terms and inducing compliance through WTO dispute settlement could reorient
the system’s focal point towards the international, we only have about two handfuls of decisions in the IP context.8 An interesting development here is a new
5 Examples for IP treaty provisions that are capable of self-execution and hence can meaningfully be
given direct effect (without the need to transposition into domestic private law) are the national treatment clauses under most IP treaties. See Georg Hendrik Christiaan Bodenhausen, Guide to the
Application of the Paris Convention for the Protection of Industrial Property 12 (1968).
6 See, e.g., art. 30 of the TRIPS Agreement; C-428/08, Monsanto Technology LLC v. Cefetra, 2010
E.C.R. at ¶¶ 72–7; and on arts. 9:2 BC, 13 TRIPS, the judgment Delhi High Court in Chancellor, Masters
& Scholars of University of Oxford v. Rameshwari Photocopy Services (7 December 2016, RFA(OS)
No. 81/2016) at 17–18, 52.
7 Compare the above referenced judgments with the WTO Panel decisions in Canada–
Patent
Protection of Pharmaceutical Products (Canada–Patents), Panel Report (WT/DS114/R) on art. 30,
and with United States–Section 110(5) of the US Copyright Act (US–Copyright), Panel Report (WT/
DS116/R). While the Paris Convention (PC) and Berne Convention (BC) foresee the option to bring
disputes to the International Court of Justice, this option has never been relied upon in the history of
these conventions.
8 For a list of WTO TRIPS disputes, see Disputes by Agreement, World Trade Org. (WTO), https://
www.wto.org/english/tratop_e/dispu_e/dispu_agreements_index_e.htm (last visited 30 January 2020).
Reasons for the limited engagement of the WTO dispute settlement system in IP may be due to the
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hybrid: ‘private actions’ brought by IP-owning investors against host states under
Investor-State dispute settlement (ISDS) which may at some point fill the gaps
which (so far) WTO dispute settlement has not covered. This alternative mode
of international IP protection generates not only an increasing number of adjudicative decisions pertaining to IP, its global enforcement of Awards arguably appears to be more effective than the bilateral nature of counter-measures under the
Dispute Settlement Understanding (DSU).9
With the exception of investment protection as the (relatively) new kid on the IP
block, all this points to the importance of the domestic legal order and the idea that
IP rights are ‘private rights’10 as central reference points which public international
law rules on IP have to acknowledge and accommodate. Indeed, by their design,
public international law approaches to IP manifest the underlying principle of
territoriality and the private law nature of IP protection. For an understanding of
international IP law as public international law pertaining to IP, this emphasizes the
complexity of the subject. Complexity in terms of inbuilt interfaces between public
and private, as well as the domestic and the ‘internations’ level. Public international
law approaches to research on IP need to take these complexities on board.

B. The Private International Law of Intellectual Property
However, combining the Latin prefix ‘inter’ with the term ‘nations’ to describe
interactions between nation-
states or conduct that reaches beyond national
boundaries allows, especially in the context of IP protection, other understandings
of what international IP law is about and what an international law approach to IP
research encompasses. An alternative (but equally not uncommon) way to think of
international IP law is to refer to the private international law (or conflict of laws)
principles and rules that govern the jurisdiction of courts and alternative dispute
resolution organs, applicable law, and the enforcement of judgments and awards in
cross-border situations involving IP. At focus here is not the legal framing of private
rights over intangible ‘creations of the mind’11 that public international law treaties
achieve through ‘minimum standard’ obligations for states. Private international

significant increase in IP norm-setting on the bilateral, regional, and ‘mega-regional’ level (which
supersedes multilateral standards in many areas). It can perhaps also be explained by key players resorting to diplomatic channels, unilateral pressures, and technical assistance in order to influence IP
protection abroad.
9 One might counter that ISDS remedies are essentially about compensation, not requiring changes
in domestic law. In practice, however, the mere threat of ISDS and bargaining in its shadow may well
serve as a strong incentive not to adopt measures investors argue to breach investment protections.
10 See Preamble of the TRIPS Agreement.
11 See What is Intellectual Property?, WIPO, http://www.wipo.int/about-ip/en/ (last visited 30
January 2020).
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law rules directly speak to the IP owner, competitor, or user of IP—and in that way
are part of the core private law relationship in which IP rights operate.
Again, however, one might question how much is truly international about private international law (PIL) rules concerning IP? Surely, any factual setting that
triggers PIL rules touches upon, and hence necessarily sits ‘in-between’ (inter) different nation-states, but what about the law itself? While a lot of the IP aspects
of PIL have been harmonized in the European Union (EU) through directly applicable Regulations,12 this is not (yet)13 the case on a global level. By default, PIL
is domestic law, with some IP-related attempts for international harmonization,
including through major academic projects.14 Of course, core principles such as
lex loci protectionis are recognized in international IP treaties15 and common to
most domestic PIL regimes. However, by calling for the application of the law of
the country for which territory protection is sought, this principle is essentially
derived from the notion of territoriality. And while PIL is about deciding the governing law for a particular dispute with ‘foreign elements’, courts traditionally
leaned towards applying their own domestic IP law (including by rejecting their
jurisdiction for claims over IP infringements vis-à-vis foreign territories).16
On the other hand, there now seems to be an increasing willingness to apply the
domestic IP laws of foreign countries and/or to consider the approach taken by foreign courts when ruling on similar matters.17 The latter might be roughly related to
the PIL principle of comity—but may also be explained by continuous ties amongst
legal systems, for example originating from the colonial spread of Common Law.
In a post-colonial context, similar developments could result from detailed (public
international law) rules in IP chapters of Free Trade Agreements (FTAs) where
IP demanding countries aim to transplant key protections of their own law (usually without their inbuilt checks and balances) into the legal system of their FTA
12 See, e.g., the ‘Brussels I’ Regulation (Council Regulation (EC) No. 1215/2012 of the European
Parliament and of the Council of 12 December 2012 on jurisdiction and the recognition and enforcement of judgments in civil and commercial matters (recast), Official Journal L351/1, 20/12/2012, 1–32);
and the ‘Rome II’ Regulation (Regulation (EC) No. 864/2007 of the European Parliament and of the
Council of 11 July 2007 on the law applicable to non-contractual obligations, 2007 O.J. (L 199) 40–49).
13 For the ‘Judgments Project’ as a current initiative to create harmonized rules of jurisdiction, see
The Judgments Project, Hague Conference on Private International Law, https://www.hcch.net/
en/projects/legislative-projects/judgments (last visited 1 February 2020).
14 See, e.g., Principles on Conflict of Laws in Intellectual Property, European Max Planck Group
on Conflict of Laws in Intellectual Property (CLIP), http://www.ip.mpg.de/fileadmin/ipmpg/
content/clip/Final_Text_1_December_2011.pdf (1 December 2011); Committee on Intellectual
Property and Private International Law, International Law Association, http://www.ila-hq.org/
index.php/committees (last visited 30 January 2020).
15 See, e.g., art. 5(2) BC.
16 See, e.g., the extensive discussion of the ‘justiciability’ of foreign IP rights in the UK Supreme Court
judgment in Lucasfilm Ltd. & Ors v. Ainsworth & Anor [2011] UKSC 39, ¶¶ 50–110.
17 Id. at ¶ 87–109. A good example is the litigation of Actavis and Eli Lilly over foreign patents in
English courts—ending with the judgment of the UK Supreme Court where it revised its approach to
patent infringement by equivalence, also based on the approaches of foreign courts, and found the respective patent also infringed in a range of foreign jurisdictions. See Eli Lilly v. Actavis UK Ltd. & Ors
[2017] UKSC 48, ¶¶ 44–52, 82–91, and in particular ¶¶ 92–102.
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partners. This example of various causes for the influence of foreign law shows
how public and private international law approaches need not be considered in
isolation. Whatever the underlying cause, all these developments go some way in
moving beyond the domestic IP regime as the sole determinant for the protection
of private (intellectual) property rights. An interesting addition to this tendency is
an expansion of EU trademark rights to cover goods merely in transit—unless the
owner of the goods can show that the trademark proprietor has no right to prevent their marketing/sale in the country of final destination.18 It remains to be seen
whether these developments lead to a broader trend that internationalizes IP protection. If induced by legal transplants imposed via FTAs, it arguably is less a case
of internationalization, but a manifestation of post-colonial hegemonies of certain
dominant domestic IP regimes.
While certain similarities exist, a private international law approach to IP research hence has a different perspective and focus compared to one based on
public international law. In terms of similarities, both approaches share their acceptance of territoriality and both have generated responses that try to alleviate
the tensions that arise when this bedrock of IP protection clashes with global uses
of IP protected subject matter. Furthermore, both approaches struggle—albeit for
the different reasons discussed above—with the notion of international. Different
perspectives then emerge primarily from the principal subjects of each discipline: states, on the one hand; IP owners, users, and other (private) parties on the
other hand. An aspect worthy of further investigation may be the extent to which
this difference leads to different outcomes—do for example state interests receive
more attention in public international law, while private interests (primarily of IP
owners) are more at the forefront in PIL?19 The latter is often seen to be less normative, in that it simply aims to generate principles and rules that direct towards the
forum best suited to decide a dispute, to apply the law most closely connected with
the facts at issue, and to ensure widespread enforceability of a decision reached.
There however are value judgments embedded in making these decisions—which
research approaches in other areas of PIL increasingly try to unveil.20 Lastly, a PIL
approach to IP should not be confined to the discipline’s core of jurisdiction, applicable law, and enforcement of judgments or awards. Together with its neighbouring discipline of comparative law, it can offer a useful framework for analysing
various instances and scenarios where non-domestic law and ‘foreign’ decisions in
18 Art. 9(4) of Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June
2017 on the European Union trade mark, 2007 O.J. (L 154) 1–99.
19 In light of the significant role right holders have played in drafting public international treaty rules
on IP, see, e.g., Susan Sell, Private Power, Public Law: The Globalisation of Intellectual
Property Rights 108–20 (2003). This difference in perspective might not matter much for the interests being served/focused upon.
20 See Horatia Muir Watt, Private International Law as Global Governance (PILAGG), http://blogs.
sciences-po.fr/pilagg/what-is-pilagg/ (last visited 30 January 2020); Horatia Muir Watt & Diego P.
Fernández Arroyo, Private International Law and Global Governance (2014).
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IP matters become relevant. As the discussion below and in the next section indicates, PIL approaches and principles—especially in combination with other conceptions of ‘international law’—have the potential to generate fresh approaches for
research on IP protection beyond borders.

C. The Transnational Law of Intellectual Property
In fact, the third conceptualization of international IP law essentially builds on one
of the core principles in PIL. In most forms of consensus-based relations between
private parties, PIL regimes generally enshrine party autonomy as the guiding
principle for choosing the relevant forum (be it courts, or arbitration tribunals,
or other entities) and the applicable law. This PIL-specific expression of freedom
of contract has facilitated the development of norms that transcend national borders, set by private actors, in several areas such as commerce, sport, construction,
and transport. Those norms are perhaps the most truly ‘international’ ones, even
though their enforcement often has to rely, at some point, on domestic (state-
sanctioned) rules and institutions. Hence, a further understanding of international
IP law looks at transnational legal orders set by private actors in their dealings with
other private actors over the use of IP.21 As examples below and in the next section
show, this may well be the least researched, but in fact the most ‘international’ approach and understanding to international IP law.
Beyond the important area of international licensing contracts concerning technology, brands and copyrighted content, transnational private ordering of the applicable IP rules, and the fora for settling IP disputes also nowadays concerns all
of us when we use the internet. Platforms such as Google, YouTube, Amazon, and
Facebook impose on us their IP rules and policies—not only through terms of reference and community guidelines, but also via the design of their technological
infrastructure, by automated (algorithmic) decision-making which enforces platform rules and through their own complaint mechanisms. Various aspects deserve
further attention: Do these IP regimes reflect (specific) national or (public) international IP laws? When and how far do applicable laws restrict party autonomy
and freedom of contract here? If it turns out that these private IP regimes with
a global reach and automated enforcement differ significantly from our more
common conceptions of ‘international’ IP law, then I would argue that much more
research should focus on them.

21 Philip Jessup famously coined the term ‘transnational law’ to describe ‘all law which regulates
actions or events that transcend national frontiers. Both public and private international law are included, as are other rules which do not wholly fit into such standard categories’. See Philip Jessup,
Transnational Law 1 (1956). The term ‘transnational’ is used here with a focus on Jessup’s third category, in particular private ordering which reaches beyond borders.
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Appreciating differences between rules set by platforms and those found in IP
treaties as well as domestic IP law however is just a starting point for a comprehensive and critical analysis we should undertake as part of research agendas on
international IP. Within their respective domains, platforms often wield unprecedented, state-like powers: by acting as legislature (setting rules), administration
(enforcing them, often through automation), and adjudicator (via online dispute
resolution tools) all in one. In addition, the application and enforcement of the
platform’s own rules (e.g. by means of content matching algorithms) is usually
coded, immediate and automated: that means platform rules are always enforced,
without exception and to the fullest extent—and in that way, they shape our reality
much more than ‘traditional’ enforcement of national, let alone international IP
rules. Finally, the physical ‘remoteness’ of platforms—the way how their essentially
virtual presence online allows them to detach themselves and often evade from
state (tax, data, and consumer protection, as well as IP) regulation—and the lack
of (democratic) control that follows deserves our attention. In short, the unprecedented autonomy these regimes enjoy in practice, the ‘directness’ of their impact
on users, as well as the state-like functionalities global platforms employ within
their respective domains—all these aspects militate for more research focus on
transnational IP law.

III. Intellectual Property Research Based on a
Multidimensional Conception of International Law
Based on the broad understanding of international law developed above, this
section aims to show how perspectives, methodologies, and approaches of this
field can interact with and inform research concerning IP law. While there is particular merit in considering the interplay or combined operation of the various
conceptions of the international when applied to the regulation of IP, I will begin
by outlining how public international law approaches define research on IP law.
Moving on to PIL and transnational law approaches, I will try to highlight the
benefits of and examples for an integrated, multidimensional approach.

A. The Increasing Recognition of a Broader
International Law Framework
In the practice of international IP protection, the interface between public international law and IP of course is not at all new. In fact, the late nineteenth-century
Berne and Paris Conventions are perhaps amongst the oldest still highly relevant international agreements between states. And IP law scholars have for quite
some time been looking at these and other international instruments, often with
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a focus on producing excellent commentary on the appropriate construction of
the substantive protections available under the respective IP treaty.22 However, it
seems that the wider public international law dimensions of global IP regulation
remained under-developed in practice and under-theorized.23 Perhaps that was
because IP protection in the end operates as a domestic, private law matter, so that
IP experts were unfamiliar (and felt it unnecessary to engage) with broader public
international law concepts? And perhaps experts in the latter saw IP as a too technical niche area to bother? Be it as it may, this relatively dormant state changed
when major IP industries in the United States successfully advocated, first domestically and then internationally, for looking at IP as an (international) trade issue.
In particular with the integration of IP as one of the three pillars of trade regulation in the WTO and by subjecting it to WTO dispute settlement, questions of treaty
interpretation and compliance received an increasing amount of attention from
IP, trade, and public international law experts.24 Based on the invitation in art. 3:2
DSU, academics and (unfortunately to a lesser extent) WTO adjudicators have explored how the ‘customary rules of treaty interpretation of public international law’
operate in relation to the TRIPS Agreement and the prior Conventions it incorporates by reference.25 However, it has not ended with arts. 31–33 of the Vienna
Convention on the Law of Treaties (VCLT). Due to the WTO rules on compliance
and cross-retaliation—and attempts of several countries to suspend their TRIPS
obligations to ‘enforce’ favourable WTO rulings—questions of state responsibility
and in particular countermeasures have become part of international IP law.26
22 See generally Stephen Ladas, Patents, Trademarks, and Related Rights: National and
International Protection (1975); Bodenhausen, supra note 5; Samuel Ricketson, Berne
Convention for the Protection of Literary and Artistic Works, 1886–1986 (1989).
23 A telling example is that one of the early textbooks on international industrial property by Ladas
does not, in three volumes and over 2,000 pages, include any general discussion on public international
law other than the impact of World War II and restoration of IP rights under treaties of peace. One
reason may be that in the history of the PC and BC, the option to bring a dispute to the International
Court of Justice has never been relied upon. On top of this, jurisdictional clauses like art. 28 PC have
only been introduced in more recent PC revisions and are subject to reservations. See Ladas, supra note
22 at 1805–46.
24 See, e.g., Rochelle Dreyfuss & Andreas Lowenfeld, Two Achievements of the Uruguay Round: Putting
TRIPS and Dispute Settlement Together, 37 Virginia J. Int’l L. 275 (1997). For a recent treatment of
the IP in the WTO context, see Matthew Kennedy, WTO Dispute Settlement and the TRIPS
Agreement: Applying Intellectual Property Standards in a Trade Law Framework (2016).
25 See, e.g., Susy Frankel, The WTO’s Application of ‘the Customary Rules of Interpretation of Public
International Law’ to Intellectual Property, 46 Virginia J. Int’l L. (2005); Robert Howse, The Canadian
Generic Medicines Panel: A Dangerous Precedent in Dangerous Times, 3 J. World Intell. Prop.
493 (2000); Bryan Mercurio & Mitali Tyagi, Treaty Interpretation in WTO Dispute Settlement: The
Outstanding Question of the Legality of Local Working Requirements, 19 Minn. J. Int’l L. 275 (2010);
Henning Grosse Ruse-Khan, Proportionality and Balancing within the Objectives of Intellectual Property
Protection, in Intellectual Property and Human Rights 161, 184 (2008).
26 See European Communities—
Regime for the Importation, Sale and Distribution of Bananas,
Recourse to Arbitration by the European Communities under art. 22.6 of the DSU (WT/DS27/ARB/
ECU), 24 March 2000; A. Subramanian & Jayashree Watal, Can TRIPS Serve as an Enforcement Device
for Developing Countries in the WTO?, 3 J. In’l & Econ. L. 403 (2000); United States—Measures
Affecting the Cross-Border Supply of Gambling and Betting Services, Recourse by Antigua and
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Transcending beyond the WTO and the IP-trade interface, a parallel (and still
ongoing) development has multiplied the public international law issues pertaining to IP. The expansion of IP into domains such as environmental law (regarding the protection of genetic resources and traditional knowledge, as well as
the transfer of environmentally sound technologies), human rights (opposing IP
under the right to health, education, and food—as well as protecting IP as property and via ‘creator’s rights), and investment (whereby IP owners re-package
their IP rights as investment assets, protected against host state interferences) in
the broader, international context of functional differentiation or fragmentation.27
Coupled with an IP-internal fragmentation from the multilateral to a network of
bilateral and regional treaties, this development has not only put questions about
treaty relations (within IP and with other areas) into the forefront. As further discussed below, it also offers a fertile ground where the complexities of these relationships call for fresh approaches beyond the public international tools set out
in arts. 30 and 41 VCLT, or in general (international law) principles such as lex
posterior and lex specialis.28 One of my examples for a multidimensional thinking
of ‘the international’ hence relates to the methods of private international law as
conceptual tools for designing relations and addressing interfaces between rules
in different areas, and perhaps even affecting different types of actors. But more on
that later, after we considered some sleeping beauties of public international law
approaches to IP.

B. Customary International Law and Intellectual Property
One of those has to be a careful consideration of customary international law and
how it applies to the protection of IP beyond borders. In an area where rules are
essentially derived from treaty law, custom appears to play less of a role—since
the default assumption would be to consider a treaty rule to supersede an equivalent rule of custom (if there ever was such a customary rule). But public international law practice and scholarship tells us that unless there is clear evidence
(usually in form of an express treaty rule) that the state parties wished to contract
out of custom, customary international law principles and rules apply, at least as
a source of guiding treaty interpretation. For example, on the applicability of the
Barbuda to art. 22.2 DSU (WT/DS285/22), 22 June 2007; Henning Grosse Ruse-Khan, A Pirate of the
Caribbean? The Attractions of Suspending TRIPS Obligations, 11 J. Int’l Econ. L. 313 (2008).
27 International Law Commission (ILC), Fragmentation of International Law: Difficulties Arising from
the Diversification and Expansion of International Law (Report of the Study Group of the International
Law Commission, 13 April 2006, UN Doc A/CN.4/L.682).
28 See Henning Grosse Ruse-
Khan, A Conflict-of-Laws Approach to Competing Rationalities in
International Law: The Case of Plain Packaging between IP, Trade, Investment and Health, 9 J. Private
Int’l L. 309 (2013).
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local remedies rule, the International Court of Justice (ICJ) expressed that it ‘finds
itself unable to accept that an important principle of customary international law
could be held to have been tacitly dispensed with, in the absence of any words
making clear the intention to do so’.29 Similarly, the International Law Commission
(ILC) explains the continued role of custom in a world dominated by treaties in its
Fragmentation report:
It is in the nature of ‘general law to apply generally’—namely inasmuch as it has not
been specifically excluded. It cannot plausibly be claimed that these parts of the
law—‘important principles’ as the [ICJ] put it—have validity only as they have been
‘incorporated’ into the relevant regime.30

A rule of custom (or general international law, as these terms are sometimes used
interchangeably) hence applies—unless there is specific and clear evidence that states,
for example by concluding a treaty, wished to contract out of this rule. One then needs
to positively identify state intent to exclude a rule of custom—rather than an intention
to retain that rule as soon as related treaty rules exist.
What do these insights from public international law mean for IP treaties generally, and those incorporated into the WTO legal order in particular? In the words
of the ILC, there is ‘little reason of principle’31 to depart from the notion described
above when applying and interpreting rules of TRIPS and the IP treaties it incorporates. While WTO dispute settlement is no forum of universal jurisdiction, the
Appellate Body (AB) has, already in its very first decision, confirmed that WTO
law does not operate in ‘clinical isolation’32 from other rules of international law.
When Panels and the AB consider claims under the covered agreements (rather
than based on non-WTO rules), they must construe the rights and obligations
flowing from WTO rules ‘within the overall context of general international law’.33
In several decisions, WTO adjudicators have accepted and applied this approach.34
The same must be true for other WIPO-administered treaties, and indeed the
(internal and external) conduct of international organizations dealing with IP,
such as the European Patent Office (EPO). While one can for example point to
the WIPO Global Challenges division as evidence of engagement with the outer

29

Elettronica Sicula S.p.A. (ELSI) (United States of America v. Italy) 1989 I.C.J. Rep. 42, ¶ 50.
Grosse Ruse-Khan, supra note 28, ¶ 185.
31 Id. at ¶ 169.
32 United States—Standards for Reformulated and Conventional Gasoline (US–Gasoline), Appellate
Body Report (29 April 1996, WT/DS2/AB/R), 16.
33 ILC Report, supra note 27, ¶ 170.
34 See, e.g., the decisions Korea—Government Procurement (19 January 2000) WT/DS163/R, ¶ 7.96;
US—Antidumping & Countervailing Duties, Appellate Body Report, DS379/R/AB, ¶ 316. See generally
Graham Cook, A Digest of WTO Jurisprudence on Public International Law Concepts and
Principles 234–44 (2015) (in particular the case law at 240–42).
30
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(international law) environment,35 such evidence is not required for relying on
custom and other generally applicable rules of international law. As the default rule
is their continued relevance, one would need to show that for example by agreeing
to the Patent Co-operation Treaty (PCT) or by setting up the EPO, states wanted to
create self-contained regimes.
From this starting point of continued relevance of custom and general (international law) principles, research approaches can zoom in to address interesting
scenarios where public international law might offer fresh perspectives and additional insights into legal questions arising in international IP treaties and institutions. For example, customary international law recognizes the eminent domain
of the state as the main entity tasked to regulate in the public interest within its
jurisdiction under the so-called ‘right to regulate’ or ‘police powers’ doctrine.36
While the exact contours of this principle remain somewhat ambiguous, the basic
idea is that states generally retain the right to protect public interests in a non-
discriminatory, bona fide way.37 As a basic expression of state sovereignty, this
principle does not need to be ‘imported’ into IP treaties38—it predates their existence and merely requires proper recognition in the increasingly dense system of
treaty obligations to protect and enforce IP rights in a particular way. International
investment law has acknowledged the right to regulate in an increasing number of
ISDS decisions—not least in the PMI v Uruguay Award regarding tobacco packaging where the investment allegedly expropriated were trademarks registered in
Uruguay.39 One might hence ask where and how TRIPS (or other IP treaties) address this right, and whether there is evidence that states intended the respective
treaty rules as exhaustive formulation of this key principle? If such evidence is
missing, there is in principle room to rely on the right to regulate under customary
international law.
The questions raised above cannot be addressed in detail here. Suffice to say
that an important distinction needs to be made when drawing analogies from how
the right to regulate has often been operationalized, especially in the international
35 See Global Challenges Division, WIPO, http://www.wipo.int/about-wipo/en/activities_by_unit/
index.jsp?id=56 (last visited 30 January 2020).
36 See Joel Trachtman, The International Economic Law Revolution and the Right to
Regulate (2005); Catherine Titi, The Right to Regulate in International Investment Law
(2014).
37 In Saluka v. Czech Republic, the tribunal held: ‘It is now established in international law that States
are not liable to pay compensation to a foreign investor when, in the normal exercise of their regulatory
powers, they adopt in a non-discriminatory manner bona fide regulations that are aimed to the general
welfare.’ See Saluka Investments BV (The Netherlands) v. Czech Republic, Partial Award (17 March
2006), at ¶ 255. For a discussion on the contours of the right to regulate in light of the Philip Morris
v. Uruguay Awards, see Yannick Radi, Philip Morris v. Uruguay—Regulatory Measures in International
Investment Law: To Be or Not To Be Compensated?, 33 ICSID Rev. 74–80 (2018).
38 I owe thanks to Jorge Vinuales for making this point.
39 See Philip Morris Brands Sàrl, Philip Morris Products S.A. and Abal Hermanos S.A. v. Oriental
Republic of Uruguay, ICSID Case No. ARB/10/7, Award (8 July 2016); Saluka v. Czech Republic, supra
note 37; Methanex Corp. v. United States of America, UNCITRAL, Final Award of the Tribunal on
Jurisdiction and Merits (3 August 2005).
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investment context. The nature of that regime’s focus on protecting the assets of
foreign investors against state interferences (like takings and other ‘unfair’ or ‘inequitable’ treatments) means that the right to regulate here is equally focused on
justifying such interferences. In the IP context, much more common are situations
where IP owners complain about state measures that regulate private law relations among IP owners, competitors, specific users, or the general public—for example via subject matter exclusions, exclusive rights, exceptions, and limitations,
or compulsory licenses. Since those IP policy levers significantly affect incentives
for developing, as well as access to, essential goods such as medicines, educational
material, and key technologies, they certainly form part of the eminent domain
of the state to regulate. Based on a key distinction between states interfering in
private property (by means of takings or other deprivations) and states regulating
private property (including via private law relations),40 any judicial review of the
latter should usually afford more discretion to states in balancing the various interests involved.41 Here, the state essentially mediates between different constituencies and groups in a society—rather than acting in a vertical (top-down) relation
to its citizen.
In the international IP context, art. 20 TRIPS and art. 17 BC are examples of
specific allowances for state interferences, while most IP treaty rules on substantive protections or remedies concern situations of regulating property. Given the
significant leeway WTO Panels have afforded to WTO Members when applying
IP-specific embodiments of the right to regulate (such as ‘unjustifiability’ in art. 20
TRIPS) in the context of interferences,42 one should expect an equal (if not more)
amount of discretion afforded to state regulation. Looking at the way for example
the three-step test as core benchmark for exceptions and limitations has been construed by WTO Panels, this surely has not been the case.43 At this point, a public
international law approach can add significant value by offering a comparative,
broader picture. Interpreting the relevant IP treaty rules with a customary right
to regulate in mind would reorient the perspective from one that is centred on
the interests of IP owners to one that encourages states to take all affected interest
into account and balance them as suited for their domestic context. As I have argued elsewhere, both the specific treaty terms of the three-step-tests as well as the
overall approach to treaty interpretation in the TRIPS context allow this.44 In fact,
40 See art. 1 to the First Protocol of the European Convention on Human Rights (Convention for the
Protection of Human Rights and Fundamental Freedoms, ECHR).
41 See Anheuser Busch Inc. v. Portugal, Judgment of the Grand Chamber, 11 January 2007
(Application No. 73049/01), paras. 80–86.
42 Australia—Certain Measures Concerning Trademarks, Geographical Indications and Other Plain
Packaging Requirements Applicable to Tobacco Products and Packaging (WTO/DS435/P), 28 June
2018, in particular ¶ 7.2393–2431, 7.2586–2606, in particular 7.2604.
43 See, supra note 7.
44 Henning Grosse Ruse-Khan, The Protection of Intellectual Property in International
Law Ch. 13 (2016).
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TRIPS’ objectives call for an approach that permits states to protect public interests
and to determine what level of protection and enforcement is ‘conducive to socio-
economic welfare’.45 The Doha Declaration on TRIPS and Public Health further
confirms that within TRIPS and the IP treaties it incorporates, the right to regulate
first and foremost (but not necessarily exclusively) operates through a flexible interpretation of its provisions.46

C. A Plurality of Global Legal Orders
The example of the right to regulate shows how customary international law as
part of a wider public international law framing offers additional insights and approaches for research on IP. This framework can situate international IP law within
a plurality of global legal orders, and point towards: (1) general (international) law
as a tool for gap-filling and addressing unresolved issues in specialized systems like
IP; as well as (2) other areas of law (such as trade, cultural heritage, investment, or
human rights) which may serve as useful fields of comparison. This links to the discussion on fragmentation and diversification of international law already hinted
at above. Its complexity however cannot satisfactorily be tackled by public international approaches alone—not least because the rule systems that interact and
overlap often do not form part of (traditional) public international law but transcend its boundaries in various ways. To better capture this ‘global legal pluralism’,
my second example for research approaches hence relies on a broader, multidimensional conception of international IP law developed in Section I.
In the international IP context, two types of fragmentation have been observed
and studied. Within the complex web of IP treaties, the last twenty years have
seen a continuous trend towards bilateral and (mega-) regional norm-setting, especially in form of IP chapters in comprehensive trade or economic partnership
agreements (here generally referred to as FTAs). Among the range of questions
this form of fragmentation within the IP system raises, research for example has
looked at potentially conflicting obligations some states have agreed vis-à-vis different trading partners,47 as well as the relationship between FTAs and multilateral
treaties such as TRIPS.48 Those questions essentially concern the law of treaties,49
45 See arts. 7 and 8 TRIPS—provisions which, in ¶ 5 of the Doha Declaration on the TRIPS Agreement
and Public Health (Doha Declaration) (Doha, 14 November 2001, WT/MIN(01)/DEC/2), all WTO
Members agreed to serve as core elements for the interpretation of TRIPS.
46 Referring to the ‘right to protect public health’, in para. 4 of the Doha Declaration WTO Members
further indicate that within TRIPS, the customary right to regulate is to be given effect primarily via
treaty interpretation—and consider that TRIPS provides sufficient ‘flexibility for this purpose’.
47 See, e.g., Anke Moerland, Why Jamaica Wants to Protect Champagne: Intellectual
Property Protection in EU Bilateral Trade Agreements (2013).
48 See Henning Grosse Ruse-Khan, From TRIPS to FTAs and Back: Re-Conceptualising the Role of a
Multilateral IP Framework in a TRIPS-Plus World, 48 Neth. Y.B. Int’l L. 58–107 (2017).
49 See in particular arts. 30 and 41 VCLT.
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and hence again benefit from a broader public international law perspective. The
main concept of fragmentation however concerns the ‘functional differentiation’
and ‘diversification’ of international law into a wide range of legal orders or rule-
systems that emanate from like-minded actors co-ordinating across borders in
essentially all areas of human activity.50 Where such co-ordination has led to state-
sanctioned norm-setting, public international law questions of overlapping and
otherwise interacting rule systems arise.51 The variety of interactions between IP
and other rule systems (already hinted at above) provide a fertile ground for analysis, for example on relations between rules addressing human rights, investment,
environmental protection, biological diversity, cultural heritage, trade, and IP.52
Since the general legal principles like lex specialis and/or lex posterior (commonly
advocated as conflict resolution tools) tend to reach their conceptual limits when
applied to settings where for example no one rule system can reasonably claim to
be the most specific one, alternative approaches beyond public international law
need to be developed.
Scholars have proposed a range of methods and conceptual frameworks to
better understand and analyse such interfaces.53 For the complex interrelations
between, for example, IP, trade, human rights, and investment in the context of
tobacco packaging measures, conflict of laws methodologies offer an alternative
approach which may be of particular interest for future norm-setting in this area.54
De lege lata, adjudicators might equally draw on PIL tools such as categorization,
depecage, comity, ordre public, and mandatory norms—at least as conceptual
guidance when considering options to take account of rules that do not form part
of their own ‘lex fori’. That is not to say that these multifaceted interfaces can only
be properly tackled by resorting to PIL methods—the idea is rather that one should
be generally open to alternative frameworks in this context. This is particularly
true when looking at transnational IP norms set by private actors, such as content
(rather than actual copyright) protection through automated enforcement tools
employed by platforms such as YouTube (owned by Google) or Instagram (part of
Facebook). Relying solely on a traditional public international law approach here

50 Gunther Teubner & Andreas Fischer-Lescano, Regime Collisions: The Vain Search for Legal Unity
in the Fragmentation of Global Law, 25 Mich. J. Int’l L. 999 (2004).
51 Grosse Ruse-Khan, supra note 28. Those questions are considered in detail in the ILC
Fragmentation report; see, e.g., Joost Pauwelyn, Conflict of Norms in Public International
Law (2003).
52 See, e.g., Holger Hestermeyer, Human Rights and the WTO: The Case of Patients and
Access to Medicines (2007); Wei Zhuang, Intellectual Property Rights and Climate Change
(2017); Generally Graham Dutfield & Uma Suthersanen, Global Intellectual Property Law
(2008); Henning Grosse Ruse-Khan, supra note 44, at Pts. III and IV.
53 See Paul S. Berman, Global Legal Pluralism: A Jurisprudence of Law Beyond Borders
(2012); Ralf Michaels & Joost Pauwelyn, Conflict of Norms or Conflict of Laws? Different Techniques
in the Fragmentation of International Law, 22 Duke J. Comp. & Int’l L. 349 (2012); see generally
Margaret Young, Regime Interaction in International Law (2012).
54 Henning Grosse Ruse-Khan, supra note 28.
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would disqualify private rules as relevant law—and so effectively neglect the global
reach of some of these private ordering regimes (whose impact may surpass that
of minimum standards set in public international law treaties on IP). On the other
hand, simply scrutinizing these regimes from a traditional private (international)
law perspective places undue emphasis on (contractual) freedoms that appear unwarranted in light of the impact these regimes have on third parties, in particular
internet users.
Driven by the need to avoid liability for copyright infringements of their users
under national laws (especially the Digital Millennium Copyright Act (DMCA))
and by the desire to optimize monetization of content uploaded by their users,
these platforms frequently rely on upload filters that identify matches with content claimed by others.55 Much more often than blocking such uploads, those who
claim rights in (parts of) content uploaded by users choose to monetize this content by running adds against it. In contrast to the typically bilateral relations in IP
contracts, we are confronted with a tripartite relationship between the platform,
content owners, and users where the platform agrees to protect content claimed by
those eligible for its protection tools, in ways it determines by its technical design,
with regard to material uploaded or otherwise shared by users.56 Another key distinction to other types of private ordering (like creative commons or other forms of
widespread IP licensing frameworks) is the automated enforcement which is part
and parcel of content protection through the platform. Once the respective algorithm detects a match (including a partial match) between claimed content and a
user upload, the content owner’s decision to block, monetize, or simply track views
of that upload is automatically implemented throughout the platform, for all jurisdictions where the owner has claimed this content. While the platforms generally
offer mechanisms for users to dispute a claim by a content owner, this often is no
more than a request for the content owner to reconsider its claim over the upload.57
55 See, e.g., How Content ID Works, Youtube Help, https://support.google.com/youtube/answer/
2797370?hl=en-GB (last visited 30 January 2020); Automatic Content Recognition? More Like Automatic
Content Monetization, Audible Magic, https://www.audiblemagic.com/compliance-service/#how-it-
works (last visited 30 January 2020) (A general description of automated enforcement tools by one of
the major providers).
56 Not everyone who claims to own content may be eligible for protection by the platform. See
Qualifying for Content ID, Youtube Help, https://support.google.com/youtube/answer/1311402
(last visited 30 January 2020). The type of protection (including common options such as monetizing, tracking, or blocking user uploads) afforded also is determined by the platform. See Policy and
Claim Basics, Youtube Help, https://support.google.com/youtube/answer/107383 (last visited 30
January 2020).
57 For YouTube’s Content ID, see Dispute a Content ID Claim, Youtube Help, https://support.google.
com/youtube/answer/2797454 (last visited 30 January 2020). Where after an unsuccessful ‘appeal’ to
the content owner (which requires the latter to request a copyright takedown), the user can submit a
counter-notification under the DMCA. It seems that such a counter-notification in turn requires the
content owner to provide YouTube with evidence that (s)he has initiated court proceedings against the
user. See Copyright Counter-Notification Basics, Youtube Help, https://support.google.com/youtube/
answer/2807684?hl=en-GB&ref_topic=2778545 (last visited 30 January 2020). It however remains unclear whether (and especially how) this system will work with regard to content claimed for non-US
jurisdictions where the DMCA does not apply.
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Effectively, this may mean that a user has to take legal action to claim that, under
the applicable national law, for example: (1) the claimed content is not copyright
protected; (2) the amount utilized does not amount to an infringement; or (3) an
exception or other defence applies. Since the platform operates with inbuilt and
automated content protection (as designed by the platform and as claimed by content owners), it appears to be on users to take matters into their hands (and eventually to the courts) to enforce their ‘rights’. The problem of course is that copyright
laws generally do not conceptualize the various limits to copyright protection as
‘user’s rights’. Arguably, in the world prior to automated enforcement, there was no
need for this since the user would normally58 just use content and then copyright
owners need to take action to enforce their rights. Automated content protection
through the platform turns this on its head—which may require us to rethink ways
to properly conceptualize limits to copyright in this context. In an environment
where those who assert ownership over content determine what is protected and
the platform defines how, and where these determinations are directly enforced
through algorithms, the society needs new and effective tools that re-enforce the
public domain.

D. Towards a Multidimensional Appreciation of International
Intellectual Property
So, what follows from a multidimensional perspective on international IP law in
our example of platforms enforcing copyright online? Simply analysing the legal
relations from a traditional public or private international law perspective misses
the broader picture. A public international law approach would not recognize private norm-setting as law, even if it has a global reach and significant third party effects.59 A PIL approach would zoom in on an individual case of a cross-border use
of IP-protected content and identify the forum with jurisdiction to decide, and the
applicable law. In the relations between the platform and those who claim to own
content, the basic principles of party autonomy and freedom of contract govern in
a way that makes it easy to overlook the third party (and potentially inter omnes)
effects of their private ordering. These principles, of course, are justified by the idea
that private parties can freely agree on their legal relations amongst themselves
unless there is a public policy reason to intervene (such as the need to protect a
weaker party, as in employment and consumer contracts). In the context of content protection by platforms however, any contractual agreement between content
58 With the exception of situations where technological protection mechanisms (TPMs) are
deployed.
59 Of course, there is a long-standing debate about the (human rights) responsibilities of private
actors under international law—but this has not moved much beyond optional guiding principles for
these actors.
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owners and the platform has effects well beyond their legal relations. It covers all
users of the platform—whether they actively upload content or simply retrieve
content through the platform. It affects them as it curtails—as shown above—their
ability to use, retrieve and enjoy content within the framework of what their lex loci
protectionis IP regime allows.
Unless those users have validly agreed to the content protection enforced
through the platform, the notion of party autonomy and freedom of contract offers
insufficient ground for the creation of private content protection regimes with
global reach. The argument that users are free not to use the platform neglects the
fact that many of these platforms nowadays function as essential facilities in accessing and communicating content online. Their role as facilitating freedom of
speech and information has been recognized by courts that take this function into
account when determining platform liability.60 If platforms hence are privileged
based on their public interest function, they perhaps also have to be held responsible to actually fulfil this function. While it may be hard to say when and under
which circumstances platforms begin to serve a public interest function, and if so
what responsibilities this exactly entails, it seems clear from a transnational law
perspective that they cannot be judged simply on the basis of the freedoms to design their private law relations.
This example shows the limits of any single, traditional international IP law approach when faced with the complex interactions of states, private actors, sector-
specific norm-setting (with or without an adjudication mechanism attached to it),
as well as private ordering and its automated enforcement. While this chapter has
not attempted to offer any concrete solution on the most appropriate method or
perspective to look at these interactions, it has generally advocated for the willingness to think outside the box of existing categories. As the factual and normative
setting against which we apply all kinds of rules we call law changes dynamically, so
should our ability to draw from and, if necessary, adapt the existing pool of norms
and principles at our disposal.

IV. Conclusion
Overall then, a complex and multidimensional picture of international IP law
emerges. While the dominant conception focuses on public international law
and its applications to IP, PIL and transnational IP-related norms set by private
actors are equally valid expressions of an ‘international law’ approach to IP. Those

60 See Case C‑360/
10, Belgische Vereniging van Auteurs, Componisten en Uitgevers CVBA
(SABAM) v. Netlog NV (16 February 2012), ¶¶ 48–50; Case C‑314/12, UPC Telekabel Wien GmbH
v. Constantin Film Verleih GmbH (27 March 2014), ¶¶ 55–57; and in particular the decision of German
Federal Supreme Court (BGH) in Vorschaubilder III (I ZR 11/16–21 September 2017), ¶¶ 60–62.
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different approaches are not in conflict, but complementary. Taken in combination,
they: (1) certainly allow us to more accurately and more comprehensively describe
the factual setting we are interested in; (2) also offer us opportunities to better
comprehend these settings and their social and legal implications; and (3) on that
basis, may even provide some guidance on normative policy choices with regard
to the protection of IP on the international plane. As the examples in the previous
section have shown, some of the developments pertaining to the use of intangible
‘creations of the mind’ across borders may be best understood by resorting to more
than one of these approaches in combination (or may in fact require the employment of yet other approaches to inquiry and analysis).

2

A Conflicts of Law Approach to
Intellectual Property Research
Graeme W. Austin*

I. Introduction
In its June 2018 decision in Westerngeco LLC v. ION Geographical Corp.,1 the US
Supreme Court held that the US Patent Act allowed a patent owner to recover lost
profits when components of the invention were shipped overseas with the intention they would be assembled in a manner that would have infringed the US patent
if the same conduct had occurred within the United States.2 That holding provoked
a vigorous dissenting opinion which reasoned the Court’s holding ‘would effectively allow U.S. patent owners to use American courts to extend their monopolies
to foreign markets’.3 The dissent characterized the holding as an affront to a fundamental premise of intellectual property (IP) law: intellectual property rights (IPR)
are territorially confined4 and have no effect beyond a nation’s borders.5
Neither the Opinion of the Court nor the dissent expressly addressed conflict of
laws doctrines.6 As discussed later, the statutory provision at issue could be aptly
* Thanks to Kathleen Henning for excellent research assistance and to Megan Pharis for careful and
insightful editing.
1 138 S.Ct. 2129 (2018).
2 Under 35 U.S.C. § 271(f)(2).
3 138 S.Ct. 2129 (2018), (Gorsuch J., dissenting) Slip Opinion at 2.
4 See, e.g., Abkco Music & Records, Inc., v. Music Collection Int’l Ltd. [1995] R.P.C. 657, 660
(Hoffmann, L.J.) (EWCA).
5 For another recent example, see Impression Products, Inc. v. Lexmark International, Inc., 581 U.S.
1523 (2017), in which Ginsburg J. dissented from the Court’s holding that sale of patented products in
foreign markets exhausted US patent rights on the basis that the holding offended the territoriality principle. For analysis advancing normative arguments in favour of confining intellectual property rights
within domestic borders, see Hanns Ullrich, TRIPs: Adequate Protection, Inadequate Trade, Adequate
Competition Policy, 4 Pac. Rim L. & Pol’y J. 153, 160 (1995) (arguing that extraterritorial application
of national intellectual property law distorts competition in the domestic marketplace). For detailed
analyses of these issues in the copyright context, see Jane C. Ginsburg, The Private International Law
of Copyright in an Era of Technological Change, in Collected Courses of the Hague Academy of
International Law (1998); Marketa Trimble, The Multiplicity of Copyright Laws on the Internet, 25
Fordham Intell. Prop. Media & Ent. L.J. 339 (2015).
6 In general terms, conflict of laws involves ‘the study of whether or not and, if so, in what way,
the answer to a legal question will be affected because the elements of the problem have contact with more than one jurisdiction’. Russel J. Weintraub, Commentary on the Conflict of
Laws (5th ed. 2006). Recent high-level studies of this area include: American Law Institute,
Intellectual Property: Principles Governing Jurisdiction, Choice of Law, and Judgments
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described as a conflict of laws ‘workaround’:7 a kind of localization of intellectual
property rights enforcement in a context where, viewed differently, the claim might
have required ascertaining and applying foreign laws. Even so, underlying the specific issue in Weterngeco were the kinds of questions that arise when conflict of
laws intersects with intellectual property (described in this chapter by the label ‘IP
conflicts’), and which have been the focus of considerable debate among scholars,
especially in the Anglo/American context. This scholarship has tended to engage
with the problem of reconciling the needs of private litigants with the fundamental
premises of the international intellectual property order.8
IP conflicts issues arise in private disputes between individual parties with an
international aspect.9 In contrast, the public international law of intellectual property concerns relationships between different nation-states mediated through
international intellectual property treaties, and, increasingly, free trade instruments.10 Weterngeco was a private dispute between two parties that concerned allegations of damage to the patent holder’s market outside of the United States. The
plaintiff relied on a provision of the domestic US patents statute that enabled it to
seek recovery for lost foreign profits in a domestic court without invoking the law
of the foreign territory in which the infringing activity occurred. Had the statutory
provision not been interpreted so broadly, the patent holder would presumably

in Transitional Disputes (2007) [hereinafter ALI Principles]; Transparency of Japanese
Law Project, Transparency Proposal on Jurisdiction, Choice of Law, Recognition and
Enforcement of Foreign Judgments in Intellectual Property (2009); European Max-
Planck-Group for Conflict of Laws in Intellectual Property, Principles for Conflict of
Laws in Intellectual Property (2010). For the purposes of this chapter ‘conflict of laws’ is used as
a shorthand for disputes between private parties that have an international aspect, which might involve issues of jurisdiction, choice of law, or enforcement of judgments, or the territorial scope of non-
pecuniary remedies.
7

See infra Section III.
More technical questions also arise in private international law doctrinal analysis. Cf. Graeme B
Dinwoodie et al., The Law Applicable to Secondary Liability in Intellectual Property Cases, 42 N.Y.U.
J. Int’l L. & Pol. 201, 202 n.3 (2009) (discussing comparative approaches to characterization of secondary liability).
9 The term ‘private international law’ captures the point. See James J. Fawcett & Paul Torremans,
Intellectual Property and Private International Law (1998).
10 Leading international instruments include: Paris Convention for the Protection of Industrial
Property, as last revised at the Stockholm Revision Conference, 14 July 1967, 21 U.S.T. 1583, 828
U.N.T.S. 303; Berne Convention for the Protection of Literary and Artistic Works, art. 6bis(1),
9 September 1886, as revised at Paris on 24 July 1971, and amended in 1979, S. Treaty Doc. No. 99–
27 (1986); Universal Copyright Convention, 6 September 1952, 6 U.S.T. 2731, 216 U.N.T.S. 132;
Convention for the Protection of Producers of Phonograms Against Unauthorized Duplication of Their
Phonograms, Geneva, 29 October 1971, 25 U.S.T. 309, 888 U.N.T.S. 67. The TRIPS Agreement was a
significant step in the integration of intellectual property rights and trade. See Agreement on Trade-
Related Aspects of Intellectual Property Rights, 15 April 1994, Marrakesh Agreement Establishing the
World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994) (hereinafter TRIPS
Agreement). The public international law of intellectual property should also be considered to include
international human rights instruments. See Graeme W. Austin, Authors’ Human Rights and Copyright
Policy, 40 Colum. J.L. & Arts 405, 411 (2017).
8
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have been required to enforce the rights (if any) under the laws of the relevant foreign jurisdiction.
Most IP conflicts scholarship engages at some level with the problem of
advancing efficient and just solutions in the context of private litigation that are
also aligned with the foundations of the international intellectual property architecture.11 Elaborating on this point, this chapter first discusses the evolving doctrine on the issue of a domestic court’s subject matter jurisdiction over allegations
of infringement of foreign rights—one of the IP conflicts issues the construction
of the statute in Westerngeco allowed the plaintiff to avoid. It then introduces the
topic of ‘conflicts workarounds’, a label used for various mechanisms for avoiding
IP conflicts questions by localizing international issues under the law of the forum.
These topics will help illustrate some of the key themes in this area of research.

II. Justiciability: Pragmatic, Doctrinal, and Political Issues
While much of the recent interest in the topic has been prompted by the instantaneous ability to communicate the subject matter of intellectual property rights
across international borders,12 IP conflicts problems have been with us for a
long time. A famous early twentieth century (and terrestrial) example involved
Australian mining patents.13 The nineteenth-century market for operatic sheet
music also generated many intriguing conflicts questions.14
A key implication of the territoriality principle is that ‘international intellectual
property’ is actually a mosaic of territorially confined domestic rights.15 The ability
of nations to calibrate domestic laws within the broad parameters of public international law is a legal reality, even in an era of significant convergence of domestic
laws.16 The principle also reflects a set of normative concerns directed at individual
11 See Graeme B. Dinwoodie, The Architecture of the International Intellectual Property System, 77
Chi.-Kent. L. Rev. 993 (2002). The topic also includes remedies, which, in the interests of space I do not
discuss in this chapter. For an excellent overview, see Richard Garnett, Intellectual Property Remedies
Across Borders, in International Intellectual Property and the ASEAN Way: Pathways to
Interoperability 128 (Elizabeth Siew-Kuan Ng and Graeme W. Austin eds., 2017).
12 See Andreas P. Reindl, Choosing Law in Cyberspace: Copyright Conflicts on Global Networks, 19
Mich. J. Int’l L. 799, 800 (1998): ‘The choice of law rules have worked—and perhaps were not all that
important—so long as acts of use such as the distribution of records or the performance of films occurred in discrete geographical areas.’
13 Potter v. Broken Hill Proprietary Co (1906) 3 CLR 478 (Austl.).
14 See, e.g., Jeffreys v. Boosey (1854) 4 HLC 815 (UK).
15 See Mihály Ficsor, Direct Broadcasting by Satellite and the ‘Bogsch Theory’, 18 Int’l Bus. Law. 258,
258 (1990). For an expert nuanced inquiry into the implications of territoriality in the intellectual property context, see Marketa Trimble, Advancing National Intellectual Property Policies in a Transnational
Context, 74 Md. L. Rev. 203 (2015).
16 Rochelle Dreyfuss and Graeme Dinwoodie have elaborated on this point in impressive detail in
their pathbreaking study of ‘TRIPS federalism’, which explores the extent to which the regulation of
intellectual property issues is distributed between domestic and international legal institutions. See
Graeme B. Dinwoodie & Rochelle Cooper Dreyfuss, A Neofederalist Vision of TRIPS: The
Resilience of the International Intellectual Property Regime (2012). See also Marketa
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nations’ ability to calibrate their domestic IP laws in the light of domestic interests
and policies.17 Intellectual property rights are both ‘private’ property18 and instruments of domestic social policy. Moreover, in the international trade context, the
content of a country’s domestic intellectual property laws can serve as bargaining
chips in international negotiations. At the same time, however, the territoriality
principle can make enforcement of rights on an individual nation-by-nation basis
inefficient and costly and may not provide substantive justice for individual parties.
IP conflicts issues arise for a variety of reasons. Most obviously, the infringing
activity is not confined within domestic borders. A defendant located in country
X might infringe the plaintiff ’s intellectual property rights in countries X, Y, and
Z. Part of the infringing conduct might have been in one jurisdiction, while the
effects are felt elsewhere. Infringing material can be instantly distributed to any
country where there is internet access.19 Digital networks are also increasing opportunities for international collaboration by parties physically located in different
places, and supply chains also increasingly straddle national borders,20 giving rise
to disputes about the law governing intellectual property ownership. And internet
commerce is increasing the global reach of brands. If the strength of trademark
rights depends, at least in part, on consumer impressions, territorially confined
rights are at odds with the multiterritorial sources of the mental stimuli that shape
those impressions.21
The justiciability of disputes involving foreign intellectual property laws provides a useful example of the kinds of research questions that have engaged
scholars working in this area. In common law jurisdictions, the traditional rule
was that local courts were precluded from exercising jurisdiction over allegations of infringement of intellectual property rights.22 In Anglo common law, the
Trimble, Advancing National Intellectual Property Policies in a Transnational Context, 74 Md. L. Rev.
203 (2015). Space constraints preclude discussion of cross border remedies. For a path-breaking analysis of cross-border injunctions in the patent context, see Marketa Trimble, Cross-Border Injunctions in
US Patent Cases and Their Enforcement Abroad, 13 Marq. Intell. Prop. L. Rev. 331 (2009).
17 See Graeme W. Austin, Valuing ‘Domestic Self-Determination’ in International Intellectual Property
Jurisprudence, 77 Chi.-Kent L. Rev. 1155 (2002).
18 TRIPS Agreement, supra note 10, pmbl. recital 4 (‘intellectual property rights are private rights’).
19 See, e.g., Sound N Light Animatronics Co. v. Cloud B, Inc., 2017 WL 3081685, (C.D. Cal. 7 April
2017) (US Copyright Act applicable to allegedly infringing products available on foreign website that
targets US customers); Shropshire v. Canning, 809 F. Supp. 2d 1139, 1147 (N.D. Cal. 2011) (infringement under US law where infringing copies posted on YouTube and available in the United States);
Goes Int’l, AB v. Dodur Ltd., No. 14–cv–05666–LB, 2016 WL 427369 (N.D. Cal. 2016) (US Copyright
Act applied where the defendant uploaded an infringing game to servers in China that became accessible to and downloaded by thousands of consumers in the United States); Crunchyroll, Inc. v. Pledge,
No. C 11–2334 SBA, 2014 WL 1347492 (N.D. Cal. 2014) (US Copyright Act applied to 3,000 videos
that were uploaded in the United Kingdom and transmitted to viewers in the United States through
YouTube’s California servers).
20 See National Research Council US, The Digital Dilemma: Intellectual Property in
the Information Age 55 (2000).
21 See Graeme W. Austin, Introduction, in Trademark Protection and Territoriality
Challenges in a Global Economy 1 (Irene Calboli and Edward Lee eds., 2014).
22 See Austin, supra note 17.
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exclusionary rule arose first in the context of patents.23 It was then extended to
copyrights.24 While the jurisdictional prohibition provoked commentators to analyse the scope and basis of the rule,25 and has since been overruled, there remain a
number of questions that would benefit from further analysis.
The Supreme Court of the United Kingdom departed from the exclusionary rule
in 2011, overturning a decision of the Court of Appeal, which, in turn, had overruled the first instance judge.26 In broad outline, the same result was reached by
the United States Federal Second Circuit Court of Appeals in 1998.27 The latter
case has, however, been called into question by a leading US copyright law commentator, who described the application of foreign copyright law as an ‘anomaly
in the jurisprudence’, and has observed that the ‘spectre’ of ‘opening the floodgates
to resolution in US courts of cases alleging violation of other nations’ copyright
laws . . . remains unrealized in practice, with rare exception’.28 In 2016, that analysis
was endorsed by the United States Federal Circuit Court of Appeals.29
Jurisdictional rules in the area of registered intellectual property rights remain
firmly set against the possibility that a domestic court will exercise jurisdiction
over infringement of foreign rights. The perception that registration of intellectual
property rights is government action has led to the conclusion that, for the most
part, infringement of intellectual property rights registered in a foreign jurisdiction is not justiciable.30 Applying the Brussels Regulation (or its predecessors), the
Court of Justice of the European Union has confirmed this view and it has also
been adopted by the US Federal Circuit Court of Appeals.31

A. Pragmatic Issues
The original jurisdictional prohibition against adjudicating disputes involving foreign copyrights provoked a line of scholarship concerned with the soundness of
23 Potter v. Broken Hill Proprietary Co. (1906) 3 CLR 479 (Austl.) (holding that subject matter jurisdiction did not exist over foreign patent infringement). See Richard Garnett, Potter v Broken Hill: Misuse
of Precedent in Cross-border IP Litigation, in Andrew T. Kenyon & Megan Richardson, Landmarks in
Australian Intellectual Property Law 1–15 (2009).
24 Tyburn Productions v. Conan Doyle [1991] Ch. 75 (UK).
25 See, e.g., Austin, supra note 17.
26 See Graeme W. Austin, Cooperation through Conflict of Laws: The Justiciability of Cross-
Border Copyright Infringement, in International Intellectual Property and the ASEAN
Way: Pathways to Interoperability 111 (Elizabeth Siew-Kuan Ng & Graeme W. Austin eds., 2017).
27 Boosey & Hawkes Music Publishers v. Walt Disney Co., 145 F.3d 481 (2d Cir. 1998); for an early
precursor, see London Film Prods. v. Intercontinental Commc’ns, 580 F. Supp. 47 (S.D.N.Y. 1984).
28 David Nimmer & Melville Nimmer, Nimmer on Copyright § 17.03[A](David Nimmer &
Melville Nimmer eds., 2018).
29 Halo Creative & Design Ltd. v. Comptoir Des Indes Inc., 816 F.3d 1366, 1373 (Fed. Cir. 2016). One
obvious question for IP scholars is to account for the different attitudes to this issue manifest in UK and
US IP conflicts.
30 See Case C-539/03, Roche Nederland BV v. Primus, 2006 E.C.R. I-6535.
31 Voda v. Cordis Corp., 476 F.3d 887 (Fed. Cir. 2007).
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these jurisdictional rules.32 The more recent approach adopted by the UK Supreme
Court in Lucasfilm v. Ainsworth33—that foreign copyright claims are justiciable in
a domestic forum—has, at least in UK law, disposed of most of the significant doctrinal questions touching on the enforcement of these intellectual property rights.
As is noted above, however, the position is less clear in US copyright law.
The shift in the jurisdictional rules in the copyright area, albeit with differing
degrees of enthusiasm, has foregrounded a number of interesting logistical questions. A logical corollary of the conclusion that foreign infringement claims are
justiciable is that the applicable laws are the laws of every jurisdiction where a work
is infringed.34 Infringement in the online context, where a work can be made available everywhere there is an internet connection, gives rise to the possibility of infringement according to almost every nation’s copyright laws.35
It is perhaps telling that the appellate courts which held that foreign copyright
infringements are justiciable are not the forums most likely to confront the practical issue of how to apply a vast number of copyright laws in any proceeding. In the
leading US case, in which only nineteen different copyright laws were potentially
in play, the parties eventually settled. Lucasfilm concerned only the possibility that
a UK court would be required to apply US copyright law. That possibility may also
account for the scepticism with which the equivalent US decision is regarded.
How to manage these kinds of logistical issues is likely to offer a variety of interesting research projects for scholars working in the IP conflicts area. Situations
in which defendants raise genuine defences might raise issues quite different from
the kinds of issues raised in cases involving straightforward, but ‘ubiquitous’ infringement. In the former kind of case, parties might be expected to agree to have
the case governed by one or a small number of domestic laws. If the defendant’s actions are excused by US fair use, for instance, the parties might be prepared to agree
there is also no infringement under any of the laws of any jurisdiction that would
otherwise apply to the infringements. In other words, the parties may agree that a
decision under one nation’s laws applies to the totality of the international dispute.
These kinds of questions might arise differently in straightforward infringement
cases. In such cases, a defendant’s incentive to co-operate might be less obvious.
Indeed, even with the consolidation of proceedings that would otherwise have
had to be conducted seriatim, defendants might be motivated to resist attempts to
simplify matters by agreeing to application of a smaller number of representative
governing laws.

32 G.W. Austin, The Infringement of Foreign Intellectual Property Rights, 113 Law Q. Rev. 321, 321
(1997).
33 [2011] UKSC 39. See also Jedis Ltd. v. Vodafone New Zealand Ltd. [2012] NZHC 2448 (N.Z.).
34 For an early discussion of this point, see Andreas P. Reindl, Choosing Law in Cyberspace: Copyright
Conflicts on Global Networks, 19 Mich. J. Int’l L. 799, 808 (1998) (noting that a ‘multiplicity’ of foreign
laws could apply to an infringing work that could be accessed in various jurisdictions).
35 Id.
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In this context, the work by law reform bodies and other scholarly institutions addressing the consolidation of proceedings issue warrants close study.
The American Law Institute has, for example, proposed a single governing law
approach: in cases of ubiquitous infringement, the ALI proposes the court may
apply the law(s) of a single state or a small group of states based on a determination of the place or places with the closest connection with the dispute.36 That
approach is subject to further refinements—such as a reduction in damages
where, for example, the infringed work is in the public domain in one or more
jurisdiction.37

B. Doctrinal Issues
The jurisdictional prohibition remaining in place for registered rights offers
scope for more doctrinally focused scholarship, just as the jurisdictional rules
originally applied to copyright once did. After all, the original Federal Circuit
decision in which the jurisdictional prohibition in the patent context was affirmed was over a powerfully reasoned dissent. The dissent urged that without
exercising jurisdiction over allegations of foreign patent rights, patent owners
would face significant impediments to realizing the full value of their investment
in innovation.38
One intriguing aspect of the doctrines applying to registered rights is the emergence of exceptions to the basic jurisdictional impediment to litigating foreign
rights. In the European Union (EU) context, an exception has emerged where
a court is asked to invoke provisional measures ordering a defendant to stop
infringing a patent on a pan-European basis.39 Moreover, as the recent UK Actavis
UK Ltd. v. Eli Lilly litigation indicates, there may be circumstances in which a
domestic court is prepared to accept it is appropriate to adjudicate questions relating to infringement of foreign patents.40 In the United States context, the original decision of the Federal Circuit was quickly distinguished by a lower court
on domestic civil procedure grounds—and subsequent cases have chipped away
at the holding.41 The exceptions that are beginning to cluster around that doctrinal
orthodoxy could provide researchers with some interesting lines of inquiry. For
example, some useful work could be done to understand the scope of the current
36

ALI Principles, supra note 6, at § 321.
Because of a shorter copyright term. See ALI Principles, supra note 6, at § 321, i llustration 1.
38 See Voda, 476 F.3d 887, 905 (Newman J., dissenting).
39 See Case C-616/10, Solvay SA v. Honeywell Fluorine Prods. Europe BV.
40 Actavis UK Ltd. and Ors v. Eli Lilly and Co. [2017] UKSC 48 (the Supreme Court was not, however,
required to adjudicate the point).
41 See Baker-
Bauman v. Walker, 2007 WL 1026436 (S.D., 2007); Fairchild Semiconductor Corp.
v. Third Dimension (3d) Semiconductor Inc., 589 F. Supp.2d 84 (D. Me., 2008); Lotes Co., Ltd v. Hon
Hai Precision Indus. Co., 2011 13152817 (N.D. Cal., 2011).
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exceptions to jurisdictional impediments grounded in territoriality, and their potential for further development.42

C. Political Issues
Adjudicating foreign intellectual property questions will often involve conflicts
about the validity of rights granted by a foreign sovereign.43 In Anglo Common
Law jurisdictions, the perceived link between intellectual property rights and the
sovereignty interests of the foreign nations provided part of the basis for the refusal
to exercise jurisdiction.44 This is part of the explanation for the different treatment
of registered and unregistered rights. The validity of registered rights more obviously implicates domestic sovereignty interests because the rights are a product of
government action: the decision whether to grant the right.
The irony produced by these doctrines is obvious: jurisdictional reticence provoked by respect for the foreign sovereign makes enforcement of rights that existed
under the foreign sovereign’s laws much more onerous. But, as an English judge
observed many years ago, there is also a political dimension to adjudicating foreign intellectual property rights: ‘patent actions appear on their face to be disputes
between the parties, in reality they also concern the public’.45 A finding of infringement ‘is a finding that a monopoly granted by the state is to be enforced;’ the result
‘is invariably that the public have to pay higher prices than if the monopoly did not
exist’.46 Accordingly, ‘[i]f that be the proper result’, the judge said, then that result
should come about ‘from a decision of a court situated in the state where the public
have to pay the higher prices’.47 Broadly similar observations could be made about
other types of registered rights. For example, enforcement of foreign trademark
rights might mean that the brand premium payable as a result of the trademark
registration will be reflected in the price paid by foreign customers.
And yet the territoriality of intellectual property rights is now moderated in a
variety of ways.48 As Graeme Dinwoodie explains, in international and regional
trademark law an array of different mechanisms have been adopted that facilitate
the expansion of trademark rights beyond domestic borders.49 Examples include
42 For a comprehensive analysis of enforcement of intellectual property rights in the European Union
context, see Marketa Trimble, Extraterritorial Intellectual Property Enforcement in the European Union,
18 Sw. J. Int’l L. 233 (2011).
43 Occasionally, ‘act of state’ doctrine is directly raised. See, e.g., Geophysical Serv. Inc.
v. ConocoPhillips Co., 2016 WL 2839286 (S.D. Tex. 13 May 2016), on reconsideration, 2016 WL 3974834
(S.D. Tex. 25 July 2016).
44 See Austin, supra note 32.
45 Plastus Kreativ A.B. v. Minn. Mining and Mfg. Co. [1995] RPC 438, 447 (UK).
46 Id.
47 Id.
48 Graeme B. Dinwoodie, Territorial Overlaps in Trademark Law: The Evolving European Model, 92
Notre Dame L. Rev. 1669, 1674 (2017).
49 Id. at 1674–86.
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the international protection of well-known marks under art. 6bis of the Paris
Convention and procedural mechanisms facilitating the registration of marks on
multiple domestic registers. The European Union Trademark system takes these
initiatives a step further by providing for a registered right that transcends national
borders,50 a major inroad to territoriality anticipated by the Benelux trademark
system.51 European Union-wide rights can be secured on the basis of a single application with the European Union Intellectual Property Office. The underlying
policy aim is to facilitate the free-flow of trademarked goods across domestic borders within the European Union.
If the common law conflicts rules were originally informed by a view that courts
should not adopt rules that offend the domestic sovereignty interests reflected in
domestic intellectual property regimes, what should courts make of the kinds of
multilateral initiatives seeming to undermine the very premises with which the
jurisdictional rules are meant to support? Some of these mechanisms reflect the
gap between the reality of global markets and formalistic adherence to territoriality. Others, such as those occurring within the EU context, reflect political and
economic commitments to a single market. Even so, these departures from territoriality by political branches of government should provoke scholars to question
the continued salience of judicial adherence to ideas that might be coming to seem
passé. Or, to ask the question in a different way, in the development of conflict of
laws rules, what importance should be accorded to domestic sovereignty interests
embedded in intellectual property rights given the diminishing concern with those
interests manifested by the political branches of government?
It might also be useful to ask whether all aspects of domestic intellectual property laws implicate sovereignty interests in the same way, or to the same extent. For
example, issues as to the propriety of adjudication of disputes involving foreign intellectual property rights do not necessarily arise in the context of issues involving
ownership or transfers of intellectual property rights. If foreign patent rights are
enforceable, the public may pay higher prices regardless of who gets to enforce
those rights. The substantive law does not necessarily have the same gravitational
pull in the context of ownership questions. Indeed, it is possible that the law of
the place of creation has much more salience. For example, the laws that govern
the place at which creative work gets done—including, for example, the regulation
of workplaces and relationships between employees and employers—might be regarded as having greater normative significance in the choice of law analysis than
the place(s) where the intellectual property rights are to be exploited.52 Sorting
out which aspects of intellectual property law trigger these kinds of conceptual

50

Id.
Id.
52 See Graeme W. Austin, Intellectual Property Politics and the Private International Law of Copyright
Ownership, 30 Brooklyn J. Int’l L. 899 (2005).
51
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problems presents scholars interested in IP conflicts with an array of fascinating
research questions.

III. Choice of Law ‘Workarounds’
IP conflicts research has also focused on a number of intriguing IP conflicts ‘workarounds’. Many of these have arisen in US law. (An intriguing question is why this
might be so.) The section in the US Patent Act at issue in the Westerngeco case
is one of these workarounds. Recall that it provided a domestic law mechanism
to secure relief for lost profits in foreign markets. A strict territorialist might object, claiming the law to be applied should be the patent laws of the jurisdictions in
which the conduct amounting to the breach of the patent occurred.
Workarounds also exist in trademark and copyright law. In US intellectual property law, the trademark example is at the highest appellate level—the Supreme
Court decision in Steele v. Bulova Watch.53 In that case, the Court confirmed the
US Lanham Act could apply to the defendant’s actions in Mexico. It was not necessary for Bulova, the plaintiff in the case, to prove the assembly and sale of ‘Bulova’
branded watches infringed rights under Mexican trademark law. That case has
generated a detailed jurisprudence in Circuit courts of appeals that sets out when
the Lanham Act might be applied in such circumstances, taking account of the
domicile of the parties, the degree of tension with the otherwise-applicable foreign
law, and so on.54
In copyright law, US courts developed a doctrine known as the predicate act
theory, which allows the US Copyright Act to apply to conduct occurring abroad—
in the sense of allowing some forms of pecuniary relief for the infringements55—if
the claims are predicated on a completed act of infringement within the United
States.56 From time to time, distinguished scholars have urged that the principle
should be extended to provide relief where any copy is made within US territorial
borders,57 a proposition with significant implications for digital transmissions. If,
53

Steele v. Bulova Watch Co., 344 U.S. 280 (1952).
See, e.g., Ocean Garden, Inc. v. Marktrade Co., 953 F.2d 500 (9th Cir. 1991); Vanity Fair Mills,
Inc. v. T. Eaton Co., 234 F.2d 633 (2d Cir. 1956). See also Tim W. Dornis, Behind the Steele Curtain: An
Empirical Study of Trademark Conflicts Law, 1952–2016, 20 Vand. J. Ent. & Tech. L. 567 (2018).
55 The complex issue of the kinds of pecuniary relief available is examined by the Ninth Circuit in
L.A. News Serv. v. Reuters Television Int’l (USA) Ltd., 340 F.3d 926, 931 (9th Cir. 2003), as amended on
denial of reh’g (7 October 2003); cert. denied 541 U.S. 1041 (2004).
56 Sheldon v. Metro-Goldwyn Pictures Corp., 106 F.2d 45 (2d Cir. 1939), aff ’d, 309 U.S. 390 (1940);
Allarcom Pay Television, Ltd. v. Gen. Instrument Corp., 69 F.3d 381, 387 (9th Cir. 1995); L.A. News
Serv. v. Reuters Television Int’l, Ltd., 149 F.3d 987 (9th Cir. 1998), as amended on denial of reh’g and reh’g
en banc (Aug. 25, 1998); Update Art, Inc. v. Modiin Publ’g, Ltd., 843 F.2d 67 (2d Cir. 1988); Gen. Motors
Corp. v. Lopez de Arriorua, 948 F. Supp 684 (E.D. Mich. 1996); Famous Music Corp. v. Seeco Records,
Inc., 201 F. Supp. 560, 569 (S.D.N.Y. 1961).
57 See, e.g., Jane C. Ginsburg, The Cyberian Captivity of Copyright: Territoriality and Authors’
Rights in a Networked World, 15 Santa Clara Comput. & High Tech. L.J. 347 (1999); Jane C.
Ginsburg, Copyright Without Borders? Choice of Forum and Choice of Law for Copyright Infringement
54
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for example, the making of a temporary copy without licence is itself an infringing
act, any copy of a work transmitted through a US network could trigger the application of US copyright law, even if the intended recipient of the copy was in a
different jurisdiction.58 This liability theory continues to be invoked despite the
Second Circuit’s willingness to entertain foreign copyright infringement actions
(perhaps one reason for the Federal Circuit’s recent characterization of the latter
rule as a ‘rare exception’).
As is discussed above, alternatives to multiple governing laws have been advanced in the high-level studies of this area. The ALI’s proposals for single governing law approaches to ubiquitous copyright infringement being a prominent
example. The logistical issues that might benefit from further study have been discussed already. In addition, these conflicts ‘workarounds’ also raise some of the
more conceptual questions relevant to the study of IP conflicts. As the dissent in
Westerngeco pointed out, to differing degrees each conflict workaround involves,
in a sense, the application of one nation’s laws to activities in another nation’s
territory.
The lack of alignment between these strategies and the territoriality premise of
intellectual property59 should provide legal scholars with interesting lines of inquiry. Once again, there is friction here between the interests of efficient adjudication of private disputes and the fundamental commitments of the international
intellectual property system.

IV. Conclusion
The brief discussion in this chapter should be enough to show there continues to
be considerable scope for IP conflicts research. In conclusion, however, it is useful
to mention another strand of research—one whose conclusion exposes something that might be described as ‘IP conflicts scepticism’. A major 2015 study
conducted for the World Intellectual Property Organization (WIPO) of private
in Cyberspace, 15 Cardozo Arts & Ent. L.J. 153 (1997). For analysis of these views, see Graeme W.
Austin, Social Policy Choices and Choice of Law for Copyright Infringement in Cyberspace, 79 Or. L. Rev.
575, 614 (2000).
58 Jane C. Ginsburg, Extraterritoriality and Multiterritoriality in Copyright Infringement, 37 Va.
J. Int’l L. 587, 600–602 (1997); Jane C. Ginsburg, Global Use/Territorial Rights: Private International
Law Questions of the Global Information Infrastructure, 42 J. Copyright Soc’y U.S.A. 318 (1995).
59 André Lucas, Aspects de droit international privé de la protection d’oeuvres et d’objets de droits
connexes transmis par réseaux numériques mondiaux, 33, WIPO Doc. GCPIC/1 (25 November 1998),
http://www.wipo.int/meetings/fr/doc_details.jsp?doc_id=925. Some leading scholars have, in contrast,
advanced the idea that domestic courts can and should create ‘global norms’ for cross-border intellectual
property cases in a way that reflects the increasingly ‘fluid’ character of public international law-making
that has emerged. See Graeme B. Dinwoodie, A New Copyright Order: Why National Courts Should
Create Global Norms, 149 U. Pa. L. Rev. 469 (2000) (copyright); Timothy Holbrook, Extraterritoriality
in US Patent Law, 49 Wm & Mary L. Rev. 2111 (2008) (patents).
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international law issues in cases of ‘on-line intellectual property disputes’60 questions the relevance of this topic. This particular report contests the focus in some
strands of scholarship and in high-level law reform initiatives on issues generated by the ubiquity of infringing activity enabled by digital technologies and
networks. It concludes there is not much evidence that these kinds of cases come
up very often—which, in turn, throws into doubt the importance of IP conflicts
scholarship.
The 2015 Report’s focus on litigated cases in itself should distil a host of new empirical questions about IP conflicts, prompting scholars to think about how often
these issues arise in practice and how they are resolved in the context of informal
dispute resolution. How IP conflicts issues are engaged ‘in the shadow of the law’
could also provide scholars with some provocative new lines of inquiry.61

60 Andrew F. Christie, Private International Law Issues in Online Intellectual Property Infringement
Disputes with Cross-Border Elements, WIPO (2015), http://www.wipo.int/edocs/pubdocs/en/wipo_
rep_rfip_2015_1.pdf.
61 Some scholars have already pursued these lines of inquiry. For a compelling empirical analysis
that ‘complements’ the 2015 WIPO study (while reaching a different conclusion), see Marketa Trimble,
Undetected Conflict-of-Laws Problems in Cross-Border Online Copyright Infringement Cases, 18 N.C.
J. L. & Tech. 119, 125 (2016).
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Comparative Legal Analysis and Intellectual
Property Law: A Guide for Research
Irene Calboli*

I. Introduction
In this chapter, I address the intersection between comparative law and intellectual
property (IP) law and the role of comparative legal analysis as a research methodology for IP scholars. Although several generations of IP scholars have engaged
in comparative legal analysis as part of their research agenda for many decades,
a limited number of contributions can be found addressing the role of comparative law in IP research from a methodological and conceptual perspective. In this
chapter, I build upon my previous research in this area1 and hope to offer some
useful observations to fill this gap.
In particular, I start from the premise that due to the high level of international
harmonization of IP laws, comparative legal analysis has traditionally played a
prominent role for IP scholars. I argue that this role has become even more fundamental in recent decades because of the further integration of legal systems due
to the process of globalization of trade and the fast-evolving worldwide technological developments. As a result of this economic and technological integration,
different legal traditions have consequently converged to an unprecedented level.
For example, historic differences between common law and civil law have increasingly been blurred. IP laws today are based mostly on statutes—a traditional staple
of the civil law—but with an increasingly relevant role of judicial precedents to
interpret these statutes—the main feature of the common law. Some differences
remain, however, which make of comparative legal analysis a very relevant, if not

* I thank Ahmed Abdel-Latif, Martha Chikowore, Lillà Montagnani, Nari Lee, and Jacques de Werra
for comments on previous drafts of this chapter, and Katie Kruisselbrink for research and editorial
assistance.
1 See Irene Calboli, The Role of Comparative Legal Analysis in Intellectual Property Law: From Good
to Great?, in Methods and Perspectives in Intellectual Property 3 (Graeme B. Dinwoodie
ed., 2014) [hereinafter Calboli, The Role of Comparative Legal Analysis] and Irene Calboli, A Call for
Strengthening the Role of Comparative Legal Analysis in the United States, 90 St. John’s L. Rev. 609
(2016) [hereinafter Calboli, Strengthening the Role of Comparative Legal Analysis]. This chapter refers to
these previous publications and repeats, in part, my remarks there.
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fundamental, methodology to use in order to analyse both the similarities and differences of national laws.
In this chapter, I also emphasize that comparative legal analysis is an important
research methodology not only for scholars typically exploring international and
comparative IP issues, but for all scholars, including those who may analyse a
specific research question only at the national level.2 I additionally support that
comparative legal analysis can be usefully combined with other research methodologies, for example social science or humanities-based methodologies, many of
which are analysed in detail in this book.3 Above all, I hope to highlight that this research methodology remains one of the most effective instruments for scholars to
build legal bridges and international understanding, whose importance is critical
far beyond IP scholarship.
The chapter proceeds as follows. In Section II, I offer a brief overview of comparative law and describe the process designed by scholars to conduct comparative
analysis in any field of law. In Section III, I address the application of this research
methodology to IP scholarship. In Section IV, I offer some specific examples of the
application of comparative legal analysis in the context of IP research based on
some of my past publications. In this Section, I refer to what are, in my view, the
main takeaways for scholars interested in this area of law. In Section V, I briefly
conclude.

II. A Brief Overview of Comparative Law and
Comparative Legal Analysis
Different from most other legal fields, there is not a specific branch of positive law
identified as ‘Comparative Law’. Instead, Comparative Law is generally defined as
the body of law focusing on the ‘comparison of different legal systems of the world’,
to ‘detect[] their differences and similarities’.4 Scholars across the world engage
2 This observation is directed primarily at IP scholars in the United States (US). As I noted before,
‘comparative legal analysis seems to be a methodology that, especially in recent years, is less frequently
used by mainstream scholars in the US’: see Calboli, Strengthening the Role of Comparative Legal
Analysis, supra note 1, at 610. See generally Martha Minow, The Controversial Status of International
and Comparative Law in the United States, 52 Harv. Int’l L.J. Online 1, 18 (2010); Ugo Mattei, An
Opportunity Not to Be Missed: The Future of Comparative Law in the United States, 46 Am. J. Comp. L.
709 (1998); Vivian Grosswald Curran, Dealing in Difference: Comparative Law’s Potential for Broadening
Legal Perspectives, 46 Am. J. Comp. L. 657 (1998); Michael P. Waxman, The Comparative Legal Process
Throughout the Law School Curriculum: A Modest Proposal for Culture and Competence in a Pluralistic
Society, 74 Marq. L. Rev. 391 (1991).
3 For a comprehensive overview of research methodologies, see the chapters published in this
volume.
4 Konrad Zweigert & Hein Kotz, An Introduction to Comparative Law: The Framework
1, 7 (1977). For an overview and the debate on the definition of comparative law, see the contributions published in The Oxford Handbook of Comparative Law (Mathias Reimann & Reinhard
Zimmermann eds., 2006); see also Mathias Siems, Comparative Law (2014); Comparative Law: A
Handbook (Esin Orücü & David Nelken eds., 2015); Comparative Legal Studies: Traditions and
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in Comparative Law as an area of study to explore a variety of research questions
through conducting a comparison between different legal systems, legal traditions,
national, regional, or international laws, and more. Furthermore, scholars mostly
agree that the relevance of Comparative Law goes beyond the understanding of
legal systems and extends to international relations, economics, political science,
and diplomatic studies.5 Accordingly, the objective of Comparative Law is not the
assessment of any specific positive branch of law. Instead, the objective is the legal
comparison per se and, with it, the findings resulting from this comparison—that
is, evaluating the solutions utilized in different legal systems—and whether these
findings may highlight similarities or differences between the legal systems being
compared.6
Comparative legal analysis—the action of identifying and comparing the findings resulting from the analysis of different legal systems, traditions, national,
regional, or international laws, organizations, etc.—is the methodology at the
heart of Comparative Law. In this context it is crucial to note that, while the two
terms are distinct—one refers to the method used to conduct the research, while
the other identifies the field of law—they are intrinsically intertwined. As highlighted by prominent scholars, Comparative Law is ‘an intellectual activity with
law as its object and comparison as its process’.7 In past decades, many discussions
have taken place to determine whether Comparative Law constitutes its own independent legal field, or whether it only represents a research methodology (comparative legal analysis) that can be applied across a variety of legal disciplines.8
Supporters of the latter position have pointed to the fact that Comparative Law
Transitions (Pierre Legrand & Roderick Munday eds., 2011); New Directions in Comparative
Law (Antonina Bakardjieva Engelbrekt & Joakim Nergelius eds., 2010); Vivian Grosswald Curran,
Comparative Law: An Introduction (2002).
5 See, e.g., Pierre Legrand, Foreign Law: Understanding, 6 J. Comp. L. 67, 68 (2011); Pierre Legrand,
On the Singularity of Law, 47 Harv. Int’l L.J. 517, 524–25 (2006); Pierre Legrand, The Same and the
Different, in Comparative Legal Studies: Traditions and Transitions (Pierre Legrand &
Roderick Munday eds., 2003); Nora V. Demleitner, Combating Legal Ethnocentrism: Comparative Law
Sets Boundaries, 31 Ariz. St. L.J. 737, 739–40 (1999).
6 See George Mousourakis, Comparative Law and Legal Traditions 1 (2019) (noting that
‘comparative law enbraces: the comparison of legal systems with the purpose of detecting their differences and similarities; working with the differences and similarities that have been detected . . . ; and
the treatment of methodological problems that arise in connection with these tasks’). See also Vernon
Valentine Palmer, From Lerotholi to Lando: Some Examples of Comparative Law Methodology, 53 Am.
J. Comp. L. 261 (2005) (advocating against a single methodology for comparative law and for a sliding
scale of options depending on the specific research); Hiram E. Chodosh, Comparing Comparisons: In
Search of Methodology, 84 Iowa L. Rev. 1025, 1066 (1999).
7 Konrad Zweigert & Hein Kotz, An Introduction to Comparative Law 2 (1987). For a general review of how to conduct comparative legal research, see Edward J. Eberle, The Methodology of
Comparative Law, 16 Roger Williams U.L. Rev. 51, 52 (2011); John C. Reitz, How to Do Comparative
Law, 46 Am. J. Comp. L. 617 (1998).
8 For a review of these discussions, see Mousourakis, supra note 6, at 3–6; Matthias Reimann, The
Progress and Failure of Comparative Law in the Second Half of the Twentieth Century, 50 Am. J. Comp.
L. 671 (2002); James Gordley, Is Comparative Law a Distinct Discipline?, 46 Am. J. Comp. L. 607, 611
(1998).
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does not have a specific set of written rules, but instead relies on the comparison
of existing rules, judicial decisions, or alternative sources in other fields—for example, Constitutional Law, Family Law, Labour Law, or IP Law.9 As such, it becomes difficult to identify Comparative Law as a legal discipline, per se. On the
contrary, those supporting a more substantive view of the field as an area of law
have argued scholars have generated a large body of the epistemological debate and
literature on both public and private Comparative Law over the years, and this has
certainly created a specialized field of research.10 Thus, this group supports that
Comparative Law is, if not a fully independent field of law, at least a legitimate and
scientifically based model for comparative legal studies.11
Despite these controversies, it is nonetheless agreed that the process of conducting comparative legal analysis involves a four-step process,12 which is: (1)
gathering the information about the legal systems (or legal traditions, national, regional, or international laws, organizations, etc.) to be compared; (2) evaluating
the ‘external law’, which is the law as it is expressed in the words, written or otherwise, of the legal systems analysed; (3) evaluating the ‘internal law’, or how the law
operates in the specific societies compared; and (4) conducting the actual comparison by juxtaposing the information collected and presenting the result of the
comparison. Through this process, scholars can compare one or more foreign legal
systems (or legal traditions, national, regional, or international laws, organizations,
etc.), and juxtapose the findings related to this system against the findings of another system. Additionally, scholars can extend the comparison beyond two or
more national systems. They can compare national systems with the international
framework, or with a regional system, or regional systems with the international
framework.13
To begin the comparison, scholars should first assemble the information about
the legal systems (or legal traditions, national, regional, or international laws, organizations, etc.) being compared. While doing so, scholars should try to analyse this information without any biases they may possess from their individual
9 This criticism originates primarily from the civil law system, a system that generally uses codes
to ‘legitimize[] legal discourse’. See Fabio Morosini, Globalization and Law: Beyond Traditional
Methodology of Comparative Legal Studies and an Example from Private International Law, 13
Cardozo J. Int’l & Comp. L. 541, 543–44 (2005), citing Rene David, Les Grands Systèmes Du
Droit Contemporain (Droit Comparé) 1 (1964). According to this position, comparative law
scholars engage with already existing rules that are parts of the specific—national or regional—legal
norms applicable in the countries that are the objects of the scholarly comparison. Id. For a comprehensive introduction to the civilian tradition, see John Henry Merryman & Rogelio Perez-Perdomo,
The Civil Law Tradition (2007); Reinhard Zimmerman, Roman Law, Contemporary Law,
European Law: The Civilian Tradition Today (2001).
10 See the contributions published in Epistemology and Methodology of Comparative Law
(Mark Van Hoecke ed., 2004).
11 Morosini, supra note 9, at 544.
12 See, e.g., Eberle, supra note 7, at 57–58 (listing the four rules for conducting comparative legal analysis); Reitz, supra note 7, at 632.
13 For several examples, see the various scholarly works cited in Section III.
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national experiences (different challenges apply for scholars comparing only foreign jurisdictions as they may be unfamiliar with the systems being compared).
During the information gathering stage, scholars should also try to understand the
customs, economy, and social issues of the individual legal systems they are comparing as much as possible to understand if they are effectively retrieving the correct information, including, if applicable, the legal and procedural history related
to the specific inquiry.14 Scholars should also avoid expressing judgments on the
information and findings of their analysis in these early stages of research.15
Second, scholars should evaluate the ‘external law’ related to their research questions and the legal systems (or legal traditions, national, regional, or international
law, national, regional, or international organizations, etc.) being compared.16 In
particular, scholars should conduct this evaluation by carefully assessing the information collected in light of the content, meaning, letter, and legal context of the
national or regional jurisdictions being analysed. This again includes an attempt
to fully understand the legislative history, legislative reforms, case law developments, etc. of these jurisdictions. The analysis should include a careful examination of the history of the countries or regions at issue, how long these countries
have been independent, and the influence of other legal systems on the development of their national laws. The analysis should encompass the possible process of
accession of the countries examined to relevant international organizations, international agreements, and similar important factors regarding the area of research
at issue. Scholars should then compare and evaluate the differences and similarities
between the systems they are comparing based on all of the factors constituting the
‘external law’. As it has been observed, ‘[t]he end result of systematic [analysis] is
that we will uncover the concrete meaning of the legal data point under review’.17
Third, scholars should attempt to evaluate the ‘internal law’ of the systems being
analysed regarding the topics of their research questions.18 This analysis involves
14 Eberle, supra note 7, at 58 (stating that scholars ‘need to develop critical reasoning skills that
are applied in a scientific and neutral manner’). Eberle refers to Vivian Grosswald Curran, Cultural
Immersion, Difference and Categories in US Comparative Law, 46 Am. J. Comp. L. 43, 51 (1998) [hereinafter Curran, Cultural Immersion] (stressing that scholars should engage in cultural immersion,
which ‘requires immersion into the political, historical, economic, and linguistic contexts that mold
the legal system, and in which the legal system operates. It requires an explanation of various cultural
mentalities’). On these aspects of comparative legal analysis, see also Mattei Dogan & Dominque
Pelassy, How to Compare Nations: Strategy in Comparative Politics 3 (1990) (1984); Gfinter
Frankenberg, Critical Comparisons: Re-thinking Comparative Law, 26 Harv. Int’l L.J. 411, 439, 443
(1985).
15 Eberle, supra note 7, at 58–60.
16 Id. at 61 (highlighting that ‘[t]he act of comparison requires a careful consideration of the similarities and differences between multiple legal data points, and then using these measurements to understand the content and range of the legal material under observation’.). As part of this evaluation, scholars
should focus on ‘external law: law as written, stated, or otherwise made concrete’. Id. However, scholars
should also be aware that ‘[w]ords as written are important, but [are] not enough . . . [and scholars] must
also understand what meaning the words have within the context of the case, statute, or other legal
norm’. Id.
17 Id. at 62.
18 Id. at 62–65. See also Curran, Cultural Immersion, supra note 14, at 51.
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the examination of how the law operates in practice within the relevant culture
and legal traditions of the jurisdictions compared. It is often based on a law and society examination of the topic of the research, which should ideally be conducted
by taking into account the ‘underlying forces that operate within a society to help
form and influence law and give it substance’.19 These ‘underlying forces’ include
the economic and social issues, as well as the history, religion, and philosophy of
the countries being compared.20 Certainly, this step in the comparative legal analysis may prove particularly challenging for scholars, and legal scholars should not
be expected to become experts in fields beyond their legal discipline. However, it
is important that scholars attempt to consider the legal questions and the findings
of the comparison based on a context that takes into account the ‘internal law’ as
much as the ‘external law’.21
Finally, to compare the information acquired, scholars need to assemble the results of their investigation and use that information to answer their research questions.22 In doing so, scholars can follow one of the two majoritarian approaches of
‘how to conduct comparison’: the ‘convergence approach’,23 focusing primarily on
the similarities between legal systems and seeking to bring uniformity and ‘functional solutions to problems [that] tend to be similar’ across different legal systems;
or the ‘non-convergence approach’, which assesses not only the similarities but
also the differences and does not aim at convergence but rather at understanding
different positions on similar issues across diverse systems.24 Ultimately, whether
scholars prefer to follow the convergence or non-convergence approach depends
on their specific research questions and the systems being compared. Scholars can
additionally combine a variety of methodologies while addressing their research
questions. These methods include approaches based on ‘historical, functional,
19 Eberle, supra note 7 at 63 (noting that this is ‘the “invisible” dimension of law . . . [n]ot that this dimension is wholly unknown or unrecognizable, but more that this dimension of law is one we tend to
assume, take for granted, or perceive just dimly’).
20 Id.
21 Id. at 65: ‘[A]main mission of comparative law is to offer the tools by which to examine the full
range of forces that comprise the internal dimension of law so that we can understand how law actually functions within a society.’ Id. Comparative Law scholars ‘are not studying just law, but legal culture as well’. Id. See also H. Patrick Glenn, Legal Cultures and Legal Traditions, in Epistemology and
Methodology of Comparative Law 7 (Mark Van Hoecke ed., 2004); Mark Van Hoecke & Mark
Warrington, Legal Cultures, Legal Paradigms and Legal Doctrine: Towards a New Model for Comparative
Law, 47 Int’l & Comp. L.Q. 495, 498 (1998); Günter Frankenberg, Stranger Than Paradise: Identity and
Politics in Comparative Law, Utah L. Rev. 259, 260 (1997).
22 Eberle, supra note 7 at 65–68, 72: ‘What is the significance of the data? What have we learned? Has
our investigation of a foreign legal system shed light into the operation and meaning of the foreign legal
system? Can we now understand the foreign legal system better? What has the foreign system taught us?
These are probably some of the most important questions to ask.’ Id. at 65.
23 For a detailed argument in defence of this approach, see Basil Markesinis, Foreign Law and
Comparative Methodology 6 (1997). See also Gerhard Dannemann, Comparative Law: Study of
Similarities or Differences?, in The Oxford Handbook of Comparative Law 383 (Mathias Reimann
& Reinhard Zimmermann eds., 2006).
24 Pierre Legrand, European Legal Systems Are Not Converging, 45 Int’l & Comp. L. Q. 55 (1996);
Pierre Legrand, Fragments on Law-as-Culture (1999).
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evolutionary, structural, thematic, empirical, and statistical comparison[s]’25 that
can assist scholars while assessing the ‘external law’ or the ‘internal law’ regarding
the comparison findings.26

III. The Role of Comparative Legal Analysis in
Intellectual Property Law
Comparative legal analysis is undoubtedly a widely adopted methodology in IP
research in many countries today. IP scholars, law-makers, judges, and legal practitioners have historically recognized the importance of understanding how foreign legal systems work to have a better knowledge of their own national systems.
Universities, research institutions, and professional training centres have also
long recognized the importance of comparative legal training. Because of its significant importance to the legal field, these institutions offer classes on subjects
related to International and Comparative IP Law, both at the undergraduate and
postgraduate level.27 Interestingly, however, despite the popularity of this research
method, IP scholars seldom receive specific training on how to use and engage in
this research methodology. Still, a large number of IP scholars, including this author, have long been accustomed to simply using comparative legal analysis as a
necessary research method to address research questions in an increasingly internationalized and harmonized field of law.28 In this chapter, I hope to provide some
guidance for IP scholars interested in using this methodology in their research.
Comparative legal analysis’ prominent role in the area of IP law started with the
adoption of the 1883 Paris Convention for the Protection of Industrial Property29
25

Palmer, supra note 6, at 263.
Some scholars have loudly criticized, however, the trend that has been discussed amongst
Comparative Law scholars advising in favour of more complex methodologies in this area. See Palmer,
supra note 6, at 263 (stating that Comparative Law should be based on ‘feasible and non-threatening’
methods). See also Catherine A. Rogers, Gulliver’s Troubled Travels, or the Conundrum of Comparative
Law, 67 Geo. Wash. L. Rev. 149, 150–51, 163 (1998).
27 For example, see the programs by the WIPO Academy related to master programs, summer
schools, and other relevant initiatives. WIPO Academy, Sharing Knowledge, Building Capacity—
The WIPO Academy Year in Review 2019, https://www.wipo.int/academy/en/news/2020/news_
0006.html. See also Kenneth L. Port, Intellectual Property Curricula in the United States, 46 IDEA 165
(2005).
28 The number of scholarly contributions in this area (as well as many unpublished doctoral and
master dissertations) corroborates the position that IP scholars engage in comparative legal analysis in large numbers and regularly. For some examples in English, see Thomas F. Cotter,
Comparative Patent Remedies: A Legal and Economic Analysis (2013); Toshiyuki Kono,
Intellectual Property and Private International Law: Comparative Perspectives (2012);
Estelle Derclaye, The Legal Protection of Databases: A Comparative Analysis (2008);
Jane C. Ginsburg, The Concept of Authorship in Comparative Copyright Law, 52 DePaul L. Rev. 1063
(2003); Graeme B. Dinwoodie, International Intellectual Property Litigation: A Vehicle for Resurgent
Comparativist Thought?, 49 Am. J. Comp. L. 429 (2001).
29 Paris Convention for the Protection of Industrial Property, 20 March 1883, 13 U.S.T. 2, 828
U.N.T.S. 107, as last revised at the Stockholm Revision Conference, 14 July 1967, 21 U.S.T. 1538, 828
U.N.T.S. 303.
26
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and the 1886 Berne Convention.30 The end of the nineteenth century marked the
beginning of the ‘internationalization’ of IP Law and the resulting implementation of harmonized principles in several countries around the world.31 This trend
continued in the twentieth century32 and led to the adoption of the Agreement
on the Trade-Related Aspects of Intellectual Property Rights (TRIPS) in 1994.33
Several other relevant WIPO treaties were also adopted in the 1990s and over the
past two decades,34 including a number of agreements related to the harmonization procedures of national IP offices regarding the registration of trademarks and
patents.35 At the same time, bilateral and regional international trade agreements
(FTAs) have become an additional forum for IP norm-setting, leading to a series
of changes in national laws of countries entering into some of these agreements.36
Finally, last century saw the rise of several regional organizations, including the
European Union (EU), the African Intellectual Property Organization (OAPI), the
African Regional Intellectual Property Organization (ARIPO), the Association
of Southeast Asia Nations (ASEAN), and the Southern Common Market
(MERCUSUR).37 These organizations have developed considerable administrative
co-operation and harmonization of IP laws, including the creation of region-wide
IP rights in some regions (e.g. in the EU for trademarks, design, and geographical
indications, and in OAPI for trademarks, patents, design, and geographical indications), or the creation of a centralized system for national registrations in others
(e.g. ARIPO facilitates national registrations for all IP rights across member states,

30 Berne Convention for the Protection of Literary and Artistic Works, 9 September 1886, as last revised 24 July 1971, 25 U.S.T. 1341, 828 U.N.T.S. 221.
31 G.H.C. Bodenhausen, Guide to the Application of the Paris Convention for
the Protection of Intellectual Property (1968); Sam Ricketson & Jane C. Ginsburg,
International Copyright and Neighboring Rights: The Berne Convention and Beyond
(2006).
32 See Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration, 31 October 1958, 923 U.N.T.S. 189.
33 Agreement on Trade-Related Aspects of Intellectual Property Rights, 14 April 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, Legal Instruments—
Results
of the Uruguay Round, Vol. 31, 33 I.LM. 81 (1994) [TRIPs]. See The Making of the TRIPS
Agreement: Personal Insights from the Uruguay Round Negotiations (Jayashree Watal &
Antony Taubman eds., 2015).
34 For a list the WIPO administered treaties related to the registration and classification of IP rights,
see https://www.wipo.int/treaties/en/.
35 Id.
36 See, e.g., Raymundo Valdés & Maegan McCann, Intellectual Property Provisions in Regional Trade
Agreements: Revision and update, in Regional Trade Agreements and the Multilateral Trading
System 497 (Rohini Acharya ed., 2016); Intellectual Property and Free Trade Agreements in
the Asia-Pacific Region (Christoph Antons & Reto M. Hilty eds., 2015).
37 See Fernandos dos Santos & Patrick Juvet Lowé Gnintedem, Regional Frameworks for
Protection of Intellectual Property in Africa, in Intellectual Property Law, Practice and
Management: Perspectives from Africa 592, 593–94 (Adejoke Oyewunmi et al. eds, 2018);
International Intellectual Property and the ASEAN Way: Pathway to Interoperability
(Elizabeth Siew-Kuan Ng & Graeme W. Austin eds., 2017); John A.E. Vervaele, Mercosur and Regional
Integration in South America, 54 Int’l & Comp. L.Q. 387, 390–91 (2005).
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while the European Patent Office facilitates the filing and registration of patents
across members states).
This system of harmonization of IP laws as well as the centralization of registration procedures have proven useful for the holders of IP rights. However, this
process has also been criticized on the basis that it often benefits primarily large
businesses operating internationally. Critics have argued that the international harmonization of IP law has generally led to the importation (and not rarely the imposition) of developed countries’ higher standards of protection into the national
laws of developing countries. It has been argued that these standards have imposed
a level of protection that was unnecessary, or excessive, for the level of development of some of the receiving developing countries at the time.38 This has certainly
been the case and, in several instances, still is. Yet, in the past decades, developed
countries have also exported some limitations to IP rights, in particular with respect to copyright fair use.39 Meanwhile, some developing countries have shown
an increasing interest in IP laws as their economies have grown.40 Nevertheless,
an effective system of international harmonization requires a sufficient level of
flexibilities to adapt to national circumstances and different levels of development,
which may change over time.
Against this background of harmonization and (perhaps higher need for)
flexibilities, it is not surprising that a large number of IP scholars has turned to
comparative legal analysis to address research questions related to IP law, both to
assess the current national and international laws as well as propose amendments
to these laws. The number of topics that IP scholars can explore in this context
is very large and can vary greatly based on the area of interest. In addition, comparative legal analysis can be used not only to study and compare the process of IP
harmonization in several countries, but also to better understand the implementation of international laws into individual national laws. In this respect, it can also
assist scholars in assessing the effectiveness or the possible problems that can arise
after the implementation of new laws in their country and other jurisdictions. This
38 See generally Graham Dutfield & Uma Suthersanen, Harmonisation or Differentiation in Intellectual
Property Protection? The Lessons of History, 23 Prometheus 137 (2005) (highlighting the need for a
more nuanced and differentiated approach in international harmonization and how the modern approach can often be seen as imposition from developed countries to developing countries to the benefit
of developed countries’ business interests).
39 For example, the latest WIPO treaty related to an exception in copyright law. See Marrakesh Treaty
to Facilitate Access to Published Works for Persons Who Are Blind, Visually Impaired, or Otherwise
Print Disabled, 27 June 2013, 52 I.L.M. 1312 (2013). Similarly, several jurisdictions across the world
have implemented a US-style fair-use limitation into national copyright laws. See Peter Decherney,
Fair Use Goes Global, Critical Studies, 31 Media Communication 146 (2014). See also 17 U.S.C. § 107
(1977).
40 For example, China has become more respectful of IP law as part of its development strategy. See
China Becomes Top Filer of International Patents in 2019 Amid Robust Growth for WIPO’s IP Services,
Treaties and Finances, WIPO (7 April 2020), https://www.wipo.int/pressroom/en/articles/2020/article_0005.html; Xuan-Thao Nguyen, The China We Hardly Know: Revealing the New China’s Intellectual
Property Regime, 55 St. Louis U. L.J. 773 (2011).
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can involve the comparison of legal text, national legal decisions, or other aspects
of national legal practice in different systems.41 In addition, the impact of comparative legal analysis in academic research can go beyond academic papers. For
example, scholars frequently write reports and comparative studies to assist (by
supporting or criticizing) policy-makers at the international, regional, and national level in evaluating the advantages and disadvantages of possible legislative
reforms. In this context, comparative analysis can include the revision of existing
laws, or the implementation of new standards deriving from international or other
free trade agreements, or from national initiative.42
Methodologically, scholars generally follow (or should be advised to follow)
a process, which is similar to the four-step process highlighted in Section II,43 to
conduct comparative legal analysis in IP law. In particular, the first step is again to
acquire the relevant information about the foreign legal systems, traditions, institutions, etc. that scholars are comparing. In addition to gathering this information
with an open mind, scholars should attempt to immerse themselves in the context
of the systems they are comparing. For example, scholars should include the analysis of the law’s legislative history, as well as the leading cases decided based on
those laws. The second step is to compare the information gathered based on the
‘external law’, that is, the law as written, but in a larger context than the actual text
of the law. The third step is to examine the same information based on the ‘internal
law’, and thus within the culture, history, and social and economic background
of the compared systems. The fourth and final step is to evaluate the information
and answer the initial research question. As part of this process, scholars need to
analyse the similarities and differences between the systems they are exploring
and they have highlighted as part of the comparison. As mentioned in Section II,
scholars can combine additional research methodologies to the traditional approach of studying and comparing foreign systems. For example, they can combine
historical and archival research to traditional comparative analysis,44 use empirical

41 See, e.g., Cyrill P. Rigamonti, The Conceptual Transformation of Moral Rights, 55 Am. J. Comp.
L. 67 (2007); Jacques de Werra, Moving Beyond the Conflict Between Freedom of Contract and
Copyright Policies: In Search of a New Global Policy for On-Line Information Licensing Transactions—A
Comparative Analysis Between US Law and European Law, 25 Colum. J.L. & Arts 239 (2003); Roberta
Rosenthal Kwall, Copyright and the Moral Right: Is an American Marriage Possible?, 38 Vand. L. Rev.
1 (1985); Jane C. Ginsburg, A Tale of Two Copyrights: Literary Property in Revolutionary France and
America, 64 Tul. L. Rev. 991 (1990).
42 See, e.g., Annette Kur & Martin Senftleben, European Trademark Law (2017); Max Planck
Institute for Intellectual Property and Competition, Study on the Overall Functioning of the European
Trade Mark System, (2011) (used for the trademark reforms in Europe); Don R. LeDuc, Cable TV
Control in Canada: A Comparative Policy Study, 20 J. Broad. 435 (1976); Eugene C. Lim, Dilution, the
Section 22 Debacle, and the Protection of Business Goodwill in Canada: Some Insights from US Trademark
Law and Policy, 101 Trademark Rep. 1232 (2011); Yaniv Benhamou, Revised Report on Copyright
Practices and Challenges of Museums (16 November 2018), https://www.wipo.int/edocs/mdocs/copyright/en/sccr_38/sccr_38_5.pdf.
43 See, supra Section II and related references.
44 See Chapter 16 in this volume.
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analysis and other social science-based research methods,45 or review the findings
through the lens of critical theories.46 For a comprehensive overview of the methodologies to potentially combine with comparative legal analysis, the readers can
review the table of contents and other chapters in this book.
Ultimately, the objective of comparative legal analysis in IP law remains the
comparison of different legal systems.47 This comparison can again lead to convergence or non-convergence based on the research question and the findings of
the legal comparison. Yet again, neither the convergence nor non-convergence of
scholarly opinions are the purpose of the comparison, but instead, the purpose focuses on the gathering of new information to offer a better-informed evaluation of
the research question at issue.
Still, whether scholars agree or disagree based on the outcome of a specific comparison, as mentioned above, IP scholars are presently dealing with national rules
that are increasingly harmonized. The process of harmonization has additionally
led to a growing blurring of the traditional differences between legal traditions,
in particular Civil Law (historically based on codes and statutory interpretation
without considerable deference to judicial precedents) and Common Law (historically based on the authority of judicial precedents rather than statutes).48 Today,
IP laws worldwide are primarily based on national statutes in Common Law countries, while judicial precedents have also become increasingly relevant in Civil
Law countries. The process of legal harmonization of national IP laws has been
further accelerated by the globalization of trade, the rise of the service and digital
economy, and the Internet. In limited instances, national laws are even directly
applied beyond borders without the need for national harmonization, as in the
Uniform Domain-Name Dispute-Resolution Policy (UDRP), which was established by the Internet Corporation for Assigned Names and Numbers (ICANN)
for the resolution of disputes regarding the registration of domain names.49 The
UDRP applies today to all generic top-level domains and some country code top-
level domains worldwide. Since the contract provisions in the domain registration
agreements oblige the registrant to apply the UDRP, the law is applied by several
dispute resolution bodies internationally, including the WIPO Arbitration and
Mediation Center.50
45

See infra Section III.
See infra Section IV.
47 See, supra Section II and related references.
48 For a comprehensive analysis of the differences between the Common Law and Civil Law, see
Helge Dedek, From Norms to Facts: The Realization of Rights in Common and Civil Private Law, 56
McGill L.J. 1 (2010); E. Allan Farnsworth, A Common Lawyer’s View of His Civilian Colleagues, 57 La.
L. Rev. 227 (1996); John Henry Merryman, On the Convergence (and Divergence) of the Civil Law and
the Common Law, 17 Stan. J. Int’l L. 357 (1981).
49 Uniform Domain Name Dispute Resolution Policy, ICANN, https://www.icann.org/resources/
pages/help/dndr/udrp-en.
50 See WIPO Arbitration and Mediation Center-
Domain Name Disputes (New gTLDs), WIPO,
https://www.wipo.int/amc/en/domains/gtld/info/sunrise/guide.html#a12.
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Comparative legal analysis remains crucial for scholars to also assess the differences that still exist between legal systems and the areas where national IP laws
have not been harmonized.51 Differences between the legal traditions certainly still
exist, and the international IP framework continues to have a series of flexibilities
for countries to use in their national territories based on their different levels of
development.52 This reality makes comparative legal analysis a very important tool
for IP scholars to grasp the existing similarities and differences between different
legal traditions and specific national provisions in order to better understand their
national and foreign laws as well as the regional and international frameworks.
Certainly, one of the major benefits of the development in digital technology
and the Internet is that scholars have considerably more access to foreign laws, judicial decisions, legal documents, and academic literature across many countries.
These developments have eliminated many of the previous barriers for scholars
who would like to conduct comparative IP research. For example, scholars can
easily access the actual text of most foreign laws on the WIPO Lex databases, which
also frequently provide translated versions of these laws through special software.53 Scholars can also access a large number of IP related publications on online
repositories, which provide important resources for comparative IP research.54
In addition, a large number of these resources are written in, or translated to,
English, a language increasingly more commonly read and studied worldwide.55
51 For example, several academic and professional organizations regularly present country reports or
consider specific questions related to the treatment of IP rights in the various jurisdictions of member.
These are, for example, the Association littéraire et artistique internationale (ALAI), the Association for
Teaching and Researching in Intellectual Property (ATRIP), the International Law Association (ILA),
the International Association for the Protection of Intellectual Property (AIPPI), and the International
Trademark Association (INTA).
52 See Toshiko Takenaka, Intellectual Property in Common Law and Civil Law (2013);
Peter Wilner, The Madrid Protocol: A Voluntary Model for the Internationalization of Trademark Law,
13 DePaul-LCA J. Art & Ent. L. 17 (2003); Elaine B. Gin, International Copyright Law: Beyond the
WIPO & TRIPS Debate, 86 J. Pat. & Trademark Off. Soc’y 763 (2004); Graeme B. Dinwoodie, The
Integration of International and Domestic Intellectual Property Lawmaking, 23 Colum.-VLA J.L. &
Arts 307 (2000); Herman Cohen Jehoram, Harmonising Intellectual Property Law Within the European
Community, 23 Int’l Rev. Intell. Prop. & Competition L. 622 (1992).
53 WIPO Lex Database, World Intellectual Property Organization, http://www.wipo.int/
wipolex/en/index.jsp.
54 Several subscription-based online repositories are available today that provide access to IP related
scholarship, cases, legislation, etc. such as Westlaw, LexisNexis, Bloomberg, and Hein. Scholars can also
access free databases such as the Social Science Research Network, and academic repositories through
BePress, and Academia.org. For a discussion regarding impact of academic repositories on legal scholarship, see Carol A. Parker, Institutional Repositories and the Principle of Open Access: Changing the Way
We Think about Legal Scholarship, 37 N.M. L. Rev. 431 (2007).
55 A non-exhaustive sample of publications in English include: Berkeley Technology Law Journal;
Harvard Journal of Law & Technology; Stanford Technology Law Review; Columbia Journal of
Law & the Arts; Vanderbilt Journal of Entertainment and Technology Law; International Review of
Intellectual Property and Competition Law; Journal of Intellectual Property Law & Practice; Journal
of World Intellectual Property; Queen Mary Journal of Intellectual Property; and Trademark Reporter.
However, on the importance of foreign languages, see Vivian Grosswald Currant, Comparative Law
and Language, in The Oxford Handbook of Comparative Law 675 (Mathias Reimann & Reinhard
Zimmermann eds., 2006); see also David Crystal, English as a Global Language (2d ed. 2003).
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International collaborations between scholars and academic institutions have also
become easier as scholars travel and spend time in foreign countries.56 Through
these exchanges, scholars can become acquainted not only with the legal systems of
foreign countries, but also with their cultural, social, and economic environments.
In summary, thanks to the increased availability of sources and exchanges with
foreign experts, comparative legal analysis has become a more accessible methodology for a larger number of IP scholars today.
Finally, an increasing number of IP scholars engaging in comparative legal analysis have additional expertise in other fields, such as history, sociology, economics,
international relations, or political science, and can combine these methodologies
as part of their comparative research.57 This is certainly a positive development
in the field, allowing for an even larger use of comparative legal analysis by IP
scholars. However, this development does not necessarily entail that all scholars
interested in comparative research should know, or use, these additional methodologies. As mentioned in Section II, scholars should approach comparative legal
analysis at their individual level of expertise and the methodology should not become overcomplex or a barrier to entry for scholars who are not expert.58 Instead,
all IP scholars should be welcome to engage to some degree in comparative legal
analysis and thus acquire relevant information regarding the topic of their research.

IV. Examples of Comparative Intellectual Property Research,
Takeaways, and Suggestions
In this Part, I elaborate on some specific examples of Comparative IP research and
delve into what I think are useful takeaways and suggestions for scholars who are
interested in conducting comparative research in IP law. The examples below are
based primarily on recent articles and books, which I wrote and edited. There are,

56 Some examples of programs for academics and students to collaborate internationally include the
Fulbright Scholarship Program (https://www.cies.org/), the Rhodes Scholars Program (http://www.
rhodesscholar.org/), and the DAAD German Studies Research Grant (https://www.daad.org/en/), and
several others. On the significance of academic mobility, see Regina G. Sakhieva et al., The Essential,
Objective and Functional Characteristics of the Students’ Academic Mobility in Higher Education, 7 Rev.
Eur. Stud. 335 (2015); Louis F. Del Duca, Emerging Worldwide Strategies in Internationalizing Legal
Education, 18 Dick. J. Int’l L. 411 (2000).
57 See, e.g., Methods and Perspectives in Intellectual Property (Graeme B. Dinwoodie ed.,
2013); Jeremy N. Sheff, Symposium, Values, Questions, and Methods in Intellectual Property, 90 St. John’s
L. Rev. 549–743 (2016). For specific examples, see, e.g., Lisa P. Ramsey & Jens Schvsbo, Mechanisms
for Limiting Trade Mark Rights to Further Competition and Free Speech, 44 Int’l Rev. Intell. Prop. &
Competition L. 671 (2013) (comparing the US and EU treatment of freedom of expression as a concern in the process of registering and enforcing trademarks); Mark Consilvio & Jonathan R. K. Stroud,
Unraveling the USPTO’s Tangled Web: An Empirical Analysis of the Complex World of Post-Issuance
Patent Proceedings, 21 J. Intell. Prop. L. 33 (2013); Hal Poret, A Comparative Empirical Analysis of
Online versus Mall and Phone Methodologies for Trademark Surveys, 100 Trademark Rep. 756 (2010).
58 See, supra Section II and related references.
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of course, many more relevant and very important contributions to this field authored and edited by a large number of colleagues in many different jurisdictions.
However, due to the limited scope of this chapter, it is not possible to refer to these
works exhaustively and comprehensively in this Section.59 For this reason, I chose
to reflect on my experience in conducting Comparative legal analysis in IP law.

A. Examples of Comparative Intellectual Property Research
“Growing up” as a junior academic in Europe in the late 1990s, comparative legal
analysis was the methodology many researchers in Europe used at that time.
Accordingly, my early publications reflected this reality and mostly related to EU
law as compared to Italian and UK law.60 After moving to the US in the early 2000s,
comparative legal analysis continued to be an integral part of my scholarship as
I compared US law with International law and EU law.61 More recently, my comparative IP journey has expanded to Asia-Pacific. In the past year, I have also compared regional organizations in Africa and South America, two continents from
which I believe IP scholars can, and should, learn important information.62 The
publications I refer to in this Section are primarily from this recent group.
In particular, since the 1990s, one of my areas of research has been the topic of
IP exhaustion and parallel imports. Comparative research in this area is particularly relevant because art. 6 of the TRIPS Agreement leaves for signatory nations to
determine their national policies.63 Accordingly, countries across the world follow
different rules and these rules have also changed over time in different jurisdictions. In my scholarship, I have addressed the topic of IP exhaustion from several
comparative perspectives: the EU system and the process of EU harmonization,
the comparison between the EU, the US, NAFTA, and ASEAN, and more.64 For example, in a publication, co-authored with Mary LaFrance, we compare the existing
provisions on copyright exhaustion in Australia, Singapore, and the US. The article,
59 These publications remain essential examples of Comparative IP scholarship. For several references, see supra Section III.
60 See, e.g., Irene Calboli, Recent Developments in the Law of Comparative Advertising in Italy—
Towards an Effective Enforcement of the Principles of Directive 97/55/EC under the New Regime?, 33 Int’l
Rev. Intell. Prop. & Competition L. 415 (2002).
61 See, e.g., Irene Calboli, The Case for a Limited Protection of Trademark Merchandising, 2011 U. Ill.
L. Rev. 865 (2011); Irene Calboli, The Sunset of ‘Quality Control’ in Modern Trademark Licensing, 57 Am.
U. L. Rev. 341 (2007); Irene Calboli, Trademark Assignment ‘With Goodwill’: A Concept Whose Time Has
Gone, 57 Fla. L. Rev. 771 (2005).
62 See the specific references in this Part.
63 TRIPS, supra note 33, art. 6 (‘Exhaustion: For the purposes of dispute settlement under this
Agreement, subject to the provisions of Articles 3 and 4 nothing in this Agreement shall be used to address the issue of the exhaustion of intellectual property rights.’).
64 See, e.g., Irene Calboli, The Intricate Relationship Between Intellectual Property Exhaustion and Free
Movement of Goods in Regional Organizations: Comparing the EU/EEA, NAFTA, and ASEAN, 9 Queen
Mary J. Intell. Prop. 22 (2019).
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titled ‘The Case for a Legislative Amendment Against ‘Accessory Copyright’ for
Gray Market Products: What Can the US Learn from Singapore and Australia?’65
proposes a legislative provision to be implemented by the US Congress prohibiting
copyright protection for incidental product features in the context of parallel imports. This proposal followed a change in national policy on copyright exhaustion
in the US following the 2013 US Supreme Court in Kirstaeng v. Wiley & Sons.66 To
support our proposal, we compared the US legal system with those of Australia
and Singapore. In 1994, Singapore pioneered the adoption of a provision allowing
the parallel imports of goods carrying ‘accessory’ copyrights.67 A few years later,
in 1998, Australia incorporated a similar amendment to the Australian Copyright
Act of 1968.68 Based on these experiences, we suggest, in the article, a specific language to be considered by the US Congress, including ad hoc adaptations from
the Australia and Singapore laws to take into account the specific US context and
background.69
More recently, I addressed the topic of IP exhaustion in the book Exhausting
Intellectual Property Rights: A Comparative Law and Policy Analysis,70 co-authored
with Shubha Ghosh. The purpose of this book is to map and understand why different jurisdictions adopt different policies regarding the issue of exhaustion. In
the book, we describe the various national policies on relevant IP rights: patents,
trademark, and copyright. From these descriptions, we elaborate on the data that
we found, and based on this, we confirm that differences across types of IP exhaustion policies reflect mostly the effect of a particular IP regime on national industries. Notably, we highlight that nations with national intensive industries in
pharmaceuticals, software, consumer electronics, book publishing, and film distribution adopted different approaches as compared to nations that are primarily
users of these products.71 In the book, we compare the following countries and
regions: the US, the EU, Canada, and Mexico under the North American Free
Trade Agreement (NAFTA), as well as Australia, New Zealand, India, the People’s
Republic of China, and the Association of Southeast Asian Nations (ASEAN).72
However, the discussion could have included Switzerland, Russia, and countries in
the African and South American continents, and we will include additional countries to any future edition.
65 Irene Calboli & Mary LaFrance, The Case for a Legislative Amendment Against ‘Accessory Copyright’
for Gray Market Products: What Can the US Learn from Singapore and Australia?, 2013 Singapore
J. Legal Stud. 1 (2013).
66 Kirtsaeng v. John Wiley & Sons, Inc., 568 U.S. 519 (2013).
67 Calboli & LaFrance, supra note 65, at 261–66.
68 Id. at 266–72 (referring also to the relevant case law in Australia).
69 Id. at 272–76.
70 Shubha Ghosh & Irene Calboli, Exhausting Intellectual Property Rights: A
Comparative Law and Policy Analysis Cambridge (2018).
71 Id. at ch. 9.
72 Ghosh & Calboli, supra note 70, chs. 4–6 (focusing respectively on trademarks, patents, and
copyright exhaustion).
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Thinking comparatively has also been a guiding principle for edited books.
Methodologically, the most important aspect of these books, for the purpose of
comparative research, becomes their structure. In particular, comparative collections are composed of a series of contributions, which can individually address a
specific topic within the theme of the book comparatively. However, these collections frequently include nationally focused contributions. Yet, a series of nationally focused contributions is also an effective means to comparatively analyse the
theme addressed in these collections.
Also with respect to edited collections, comparative legal analysis can be particularly useful to address research areas that are still not harmonized or have
recently been harmonized to highlight the similarities and differences between
countries. A recent example in this respect is the book Geographical Indications
at the Crossroads of Trade, Development, and Culture: Focus on Asia-Pacific, edited
with Ng-Loy Wee Loon.73 Historically, few topics have proven to be so controversial than the protection of geographical indications (GIs). The adoption of the
TRIPS Agreement did not resolve these disagreements and countries worldwide
continue to quarrel on the nature and scope of this protection. In this context, several countries in Asia-Pacific have actively promoted GIs as a mechanism to foster
local development and safeguard local culture, while others have been more sceptical. However, there was little literature addressing this issue from the viewpoint of
countries in the Asia-Pacific region. This book intends to fill this gap and offers the
first comprehensive scholarly collection on GI protection, focusing in Asia-Pacific.
In particular, the book includes several chapters focusing on the national analysis
of the law of GIs in individual Asia-Pacific jurisdictions; chapters reviewing the
international agreements related to the topic; and chapters addressing the current
treatment of GIs in the EU and in the US.74 Since GIs have become increasingly
important in the negotiations of bilateral and plurilateral trade agreements (FTAs)
in the region, the book includes the topic of trade negotiations in the book with
the objective to assist the decision-making process of trade negotiators as part of
the ongoing FTA negotiations between the EU, the US, and several countries in
Asia-Pacific.75
Comparative legal analysis is also at the core of the Cambridge Handbook of
International and Comparative Trademark Law, edited with Jane Ginsburg.76 This
book is the first collection to addresses systematically, and from a comparative

73 Geographical Indications at the Crossroads of Trade, Development and
Culture: Focus on Asia-Pacific (Irene Calboli & Ng-Loy Wee Loon eds., 2017).
74 Id.
75 Id. For a related publication, this time advocating a change in US law related to GIs, see Irene
Calboli, Time to Say Local Cheese and Smile at Geographical Indications of Origin? International Trade
and Local Development in the United States, 53 Hous. L. Rev. 373 (2015).
76 The Cambridge Handbook of International and Comparative Trademark Law (Irene
Calboli & Jane C. Ginsburg eds., 2020).
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perspective, the law of trademarks with the objective to present a useful resource
to those interested in research and practice in this area. The book starts from the
premise that, while the trade in goods and services is more global, trademark law
remains territorial, yet territorial principles today are largely harmonized across
countries. Trademark lawyers, academics, and legislators working in the field need
to navigate both the national law on trademarks as well have an understanding
of its international framework. In particular, the book focuses on and compares
Common Law and Civil Law approaches, paying particular attention to the US and
EU trademark systems.77 In the first part, each contribution describes and analyses
the international framework of trademark law.78 In the second part, contributors
provide a national or comparative review of either the Common Law or Civil Law
approach on a specific substantive issue in trademark law and related fields, such
as geographic indications, advertising law, domain names, and trademark transactions.79 The book also takes into account other jurisdictions, both common law
and civil law, on the Asia-Pacific, African, and South American continents, though
not as thoroughly. In particular, Coenraad Visser and I authored the chapter focusing on comparing the regional trademark harmonization between the EU,
OAPI, ARIPO, ASEAN, and MERCOSUR.80
Finally, I would like to mention the book where this chapter is published, the
Handbook on Intellectual Property Research, edited with Lilla’ Montagnani. This
book may not seem, at first sight, an example of comparative legal analysis under
the traditional definition—if we intend this comparison strictly as the comparison
of different legal systems or institutions and thus a comparison of foreign, or at
least separate, jurisdictions.81 Instead, this book addresses ‘methods, lenses, and
perspectives’ to investigate IP research questions. Yet, this book represents an example of collaboration between scholars from different countries working from
different perspectives on IP research. It also compiles a remarkable number of
different contributions in terms of topics, authors’ nationality, legal systems, legal
training, and more. This diverse group of scholars additionally use different national examples of laws, case law, and doctrine from different countries to illustrate
the specific research methodology in their respective contributions.82 Accordingly,
even if this book does not fit into the ordinary definition of comparative scholarship, it certainly constitutes an important example of comparative approaches to IP
research.

77

Id.
Id. at chs. 1–8.
79 Id. at chs. 9–38.
80 See Irene Calboli & Coenraad Visser, Regional Trademark Protection: Comparing Regional
Organizations in Europe, Africa, South East Asia, and South America, in Cambridge Handbook on
International and Comparative Trademark Law 103 (Irene Calboli & Jane C. Ginsburg eds. 2020).
81 See supra Section II.
82 See the various Chapters in this volume.
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B. Main Takeaways and Suggestions for Intellectual
Property Scholars
Based on the discussion in this chapter, what are the main takeaways and suggestions for IP scholars interested in conducting comparative legal analysis? As elaborated below, the following list summarizes takeaways and suggestions regarding
the intersection between Comparative Law and IP law: (1) comparative legal analysis is a research methodology potentially useful to most scholars, as it provides
relevant information for almost any IP research question—not only specifically
comparative topics; (2) scholars have an increasingly larger set of tools to better
understand the systems being compared, thanks to online access to information
and the growing international exchanges of foreign scholars; (3) comparative legal
analysis can be combined with other research methodologies, yet its objective remains the comparison of different systems and the information that is collected
as part of this comparison; and (4) no matter how experienced scholars are in the
field, most comparisons cannot explore the entire ‘research iceberg’ and often need
to address just a part of it. Above all, comparative legal analysis remains a crucial tool to promote international understanding in the scholarly community and
beyond.
In particular, even though not all scholars consider comparative legal analysis
one of the core methodologies for their research, this does not diminish the importance of this methodology for all IP scholars. Today, almost all national provisions are derived from or otherwise linked to the international system. Thus,
scholars researching legal questions regarding primarily national law can also
benefit from knowing the international or comparative origins of the nationally related topics they are addressing. For example, the US laws on geographical
trademarks had to change as a result of both NAFTA and the TRIPS Agreement.83
Likewise, the US federal law on anti-dilution protection for trademarks was implemented following the adoption of the TRIPS Agreement, even though the law as
adopted in the TRIPS Agreement was largely influenced by both EU and US state
trademark law.84 In this respect, comparative legal analysis can also assist scholars
in understanding the origin of their national laws when addressing the topic from a
national perspective. Moreover, even though similar national provisions have been
adopted across the world, different national frameworks can impact the extent to
which, and the process through which, these provisions have been implemented.
83 See, e.g., Mary LaFrance, Innovations Palpitations: The Confusing Status of Geographically
Misdescriptive Trademarks, 12 J. Intell. Prop. L. 125 (2004); Marshall Leaffer, Appellations of Origin
and Geographic Indications in US Law After NAFTA and GATT, 2 Int’l Intell. Prop. L. & Pol’y 45
(Hugh Hansen ed., 1998).
84 See, e.g., J. Thomas McCarthy, Dilution of a Trademark: European Union and United States Law
Compared, 94 Trademark Rep. 1163, 1164 (2004); Paul J. Heald, Trademarks and Geographical
Indications: Exploring the Contours of the TRIPS Agreement, 29 Vand. J. Transnat’l. L. 635, 637–43
(1996).
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This can lead to differences in implementation and, in turn, different national decisions.85 In each of these instances, comparative legal analysis is the key to unlocking relevant information for a variety of purposes regarding research questions
focusing on both comparative and national legal contexts.
As mentioned in Section III, conducting comparative research has become
increasingly more accessible in present times. An increasingly larger number of
scholars can travel, both in person or online, and learn about foreign countries
in the most remote corners of our planet, facilitating a more precise evaluation
of both the ‘external and internal law’ of the systems compared.86 This remains a
crucial step for the success of comparative research, as this evaluation is fundamental to properly understand the scope of the analysis conducted and, at times,
to refine the research question prompting this analysis. One of the main takeaways
and suggestions for IP scholars is that this exercise of ‘full-immersion’ in different
systems—both its legal framework and its social, economic, and cultural reality—is
often the most rewarding and interesting part of the research carried out. Scholars
should approach this step of the analysis with an open mind, trying to leave behind
their national constructs and experiences, and with a genuine desire to understand
new ways to think about legal problems and solutions.
As elaborated extensively in Sections II and III, comparative legal analysis
is a methodology that can also be combined with other research methodologies
depending on the specific topic and area of inquiry. For example, the comparison
between legal systems in two different countries such as India and Malaysia
could involve a historical reconstruction of the legal developments of these countries, and thus include a historical analysis as well as a review of these developments based on colonial and post-colonial history of the countries. Depending on
the specific topic analysed, an approach based also on the intersection between
Comparative law and, for instance, Environmental Law, Criminal Law, or Privacy
Law may be needed. The comparison may include methodologies involving social
sciences and empirical analysis. In addition, or as an alternative, it could rely on a
review of the information found through the data collection before and after the
comparison based on critical race theory, or feminist and gender studies. As noted
85 See, e.g., Jane C. Ginsburg & Luke Budiardjo, Liability for Providing Hyperlinks to Copyright-
Infringing Content: International and Comparative Law Perspectives, 41 Columbia J. L. & Arts 153
(2018); Christophe Geiger, Daniel J. Gervais & Martin Senftleben, The Three-Step-Test Revisited: How to
Use the Test’s Flexibility in National Copyright Law, 29 Am. U. Int’l L. Rev. 581–626 (2014); Seagull Song,
Reevaluating Fair Use in China—A Comparative Copyright Analysis of Chinese Fair Use Legislation, the
US Fair Use Doctrine, and the European Fair Dealing Model, 51 IDEA 453 (2011); Jerome H. Reichman,
Compulsory Licensing of Patented Pharmaceutical Inventions: Evaluating the Options, 37 J. L. Med. &
Ethics (2009); Giuseppina D’Agostino, Healing Fair Dealing? A Comparative Copyright Analysis of
Canadian Fair Dealing to UK Fair Dealing and US Fair Use, 53 McGill L. Rev. 309 (2008); Jean-Luc
Piotraut, European National IP Laws Under the EU Umbrella: From National to European Community IP
Law, 2 Loy. Int’l L. Rev. 61 (2005).
86 See supra Sections II and III.
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above, these methodologies, and several others, are directly addressed in this book
by expert scholars. Still, once again it should be stressed that comparative legal analysis should be ‘feasible and non-threatening’87 so that its value becomes evident to
a large group of scholars. To the contrary, this would become a challenge that could
offset the larger value-added elements that comparative legal analysis provides—
the findings of the comparison.88
Ultimately, scholars should remember that no research inquiry can be fully exhaustive and comprehensive. Of course, the more experienced a scholar may be
in the methodology and the longer a scholar has worked on a specific issue, the
larger the part of the ‘research iceberg’ the scholar can uncover.89 Hence, no matter
how experienced a scholar may be, there will always be a section of the ‘iceberg’
remaining uncovered. Uncovering the ‘whole iceberg’ also frequently requires
addressing issues related to other disciplines—substantive legal fields as well as
procedures. Thus, to the question ‘how deep should comparative legal scholars
excavate the iceberg?’, there is no single answer, as the depth, length, and overall
scope of comparative legal analysis necessarily varies based on the specific research
question at issue. This does not take away any value from comparative research,
however, because the value of comparative legal analysis largely lies in conducting
the comparison and learning new information from it.

V. Conclusion
I would like to conclude this chapter with the words of Professor Martha Minow,
who pointedly noted that ‘[n]eglecting . . . comparative law could vitiate the vitality,
nimbleness, and effectiveness of [national] law or simply leave us without the best
tools and insights as we design and run institutions, pass legislation, and work to
govern ourselves’.90 Professor Minow was not referring specifically to Comparative
IP Law but to Comparative Law in general. However, I hope all IP scholars can
agree that comparative legal analysis can be useful and one of the best tools for any
type of research question in our field today. Comparative legal analysis can open an
endless number of doors for scholars and show a much larger world. After over two
decades of using comparative legal analysis as a research methodology, I not only
have a better understanding of different legal systems, but of the world in its social,

87

Palmer, supra note 6, at 263.
See supra Sections II and III.
89 I would like to credit the use of the metaphor ‘the iceberg’ in the context of comparative legal analysis and IP research to my colleague Jacques de Werra, who mentioned it during a recent presentation
of a draft of this chapter to him and our colleagues at the University of Geneva. The possibility to present
my research in that occasion was particularly important for the final stage of revisions of this chapter.
90 Minow, supra note 2, at 18.
88
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economic, and political perspective. Equally, or more importantly, the opportunity
to collaborate with a large number of scholars from many countries has proven
invaluable.91 From each of these scholars, I have learned important lessons. Each
of these experiences made me a better academic, but they were even more fundamental for my personal growth.

91 During the past decades, I have been fortunate enough to interact with a large number of distinguished colleagues across the world. To mention and thank them all would take many pages of this
book. I am most grateful to each of them for what I have learned from our interactions and our long-
standing friendship. Here I would like to especially remember the junior scholars with whom I have
worked in these past years and who are interested in comparative legal analysis in IP law. I thank them
for continuing to research in this important area of law. They are our future, and hopefully will continue
to build bridges, academic respect, and international understanding with their research.
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Contract Law and Intellectual Property
Transactions: Research Perspectives
Jacques de Werra

I. Introduction
Contract law is a key component of the intellectual property (IP) ecosystem: contracts are the legal vehicles by which IP rights can be lawfully used by third parties. Contracts are the essential tools by which IP owners can monetize their rights.
Making sure that contract law can perform these critical missions requires understanding the complex interactions between IP law and contract law. Analysing
these interactions is obviously not a new research venture.1 However, as will be
illustrated in this paper, there are still many areas that call for further research and
scientific activity. Exploring the interactions between IP and contract law is not
only scientifically relevant, but it also has a high practical significance because
of the uncertainty surrounding certain legal issues arising in (international) IP
transactions which generate high transaction costs.2 From a policy and regulatory
standpoint, there is a strong need to contribute to the reduction of the transaction
costs of IP-related agreements.3
In spite of the key importance of contractual mechanisms for the commercialization of IP rights, one must note (and regret) the almost complete lack of harmonization of the substantive law and rules that are applicable to IP transactions
at the international level. There are indeed only very limited references to IP transactions in international IP regulatory instruments.4 From this perspective, there is
1 See, e.g., Robert P. Merges, Contracting into Liability Rules: Intellectual Property Rights and Collective
Rights Organizations, 84 Cal. L. Rev. 1293, 1293–393 (1996).
2 See, e.g., Sonia Baldia, The Transaction Cost Problem in International Intellectual Property Exchange
and Innovation Markets, 34 Nw. J. Int’l. L. & Bus. 1 (2013).
3 See Richard A. Posner, Transaction Costs and Antitrust Concerns in the Licensing of Intellectual
Property, 4 J. Marhsall Rev. Intell. Prop. L. 325 (2005), at 327 (‘an important focus of legal reform
should be on means of reducing intellectual property transaction costs’).
4 See, e.g., TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights, 15 April
1994, Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299,
33 I.L.M. 1197 (1994) [hereinafter TRIPS]; TRIPS, art. 28(3) indicating very summarily that ‘Patent
owners shall also have the right to assign, or transfer by succession, the patent and to conclude licensing contracts’; see Marco Aleman, Patent Transactions: Limited Regulation in the Multilateral Legal
Framework and Diverse Legislation and Practice at the Country Level, in Accords de technologie
[Technology Transactions] 1 (Jacques de Werra ed., 2018), , the book is available in open access
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a significant gap between the (high) level of international harmonization of IP law
(resulting from the numerous international IP conventions including the TRIPS
and the various World Intellectual Property Organization (WIPO) IP treaties) and
the almost non-existent level of harmonization of contract law with respect to IP
transactions.5 Contract law is and remains local (and is regulated mostly at the national level—sometimes at the regional level). Contract law is further, deeply anchored in local legal cultures and traditions (civil law or common law) which make
international harmonization more complex, in spite of the fact that many IP transactions have a global reach.
Even if contract law were harmonized globally, this would not be sufficient because contract law is not the only applicable law in international IP transactions.
There are indeed many diverging local legal rules beyond contract law, particularly
those resulting from local IP laws,6 that can constitute a blocking factor hampering
the creation of a global IP transactional level playing field. It is regrettable in this
respect that the initiatives (and calls) made by leading experts of IP transactions for
harmonizing the law governing IP transactions at the international level have not
led to any major outcome (yet).7

II. The Differences and Interactions Between Intellectual
Property Law and Contract Law
The interactions between IP law and contract law are complex and manifold.
One area (of both practical and scientific interest) relates to the application
of the property-r ights aspects of IP law in the context of IP transactions in
spite of the fundamental difference of nature between IP rights and contractual rights.

at: https://archive-ouverte.unige.ch/unige:113029; in spite of the importance of international technology transfer agreements, there is no international harmonization of international technology
transfer agreements (it being noted that technology transfer is mentioned in TRIPS, arts. 7 and 66(2)).
5 By contrast to the harmonization or even unification of other areas of international contracts,
see, e.g., for the sale of goods, the well-established United Nations Convention on Contracts for the
International Sale of Goods of 11 April 1980, 1489 U.N.T.S. 3, 19 I.L.M. 671.
6 See Michael Anthony C. Dizon, The Symbiotic Relationship between Global Contracts and the
International IP Regime, 4 J. Intell. Prop. L. & Prac. 559, 564 (2009).
7 This initiative has been pursued at the United Nations Commission on International Trade
Law (UNCITRAL); on this development, see Andrea Tosato, Intellectual Property License
Contracts: Reflections on a Prospective UNCITRAL Project, 4 U. Cin. L. Rev. (2018); see also Mark
Anderson, International IP Transactions: Arguments for Developing a UN Standard, in Accords
de technologie [Technology Transactions] 33 (Jacques de Werra ed., 2018), the book is
available in open access at: https://archive-ouverte.unige.ch/unige:113029; and the blogpost of
Mark Anderson: https://ipdraughts.wordpress.com/2018/01/27/potential-un-convention-on-ip-
licensing/.
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Even if the legal nature of IP rights is (still) debated among scholars (at least
under certain legal systems), IP rights are generally considered as property rights.8
The consequence of treating IP rights as property is, in particular, that IP rights can
be enforced against any third party,9 and they can be alienated.10
IP rights have an effect erga omnes (from the Roman law/Latin terminology
meaning ‘against everyone’11) therefore IP rights are considered absolute rights
(i.e. they can be enforced against any third party). By contrast, as a matter of principle,12 contract law and contractual rights (and obligations) apply only between
the contracting parties and consequently have no (positive or negative) impact on
third parties: they have an effect inter partes (from the Roman law/Latin terminology meaning ‘between the parties’)13 so that they are considered as relative rights
(i.e. they are binding only on selected parties).
This basic and clear difference between absolute property-based IP rights and
relative contract-based rights (and obligations) can lead to complex interactions in
the context of IP transactions in various circumstances, which evidence the need
for (continued) scientific activity on these challenging topics.
One facet of the issue is whether and to what extent freedom of contract (which
is a key tenet of contract law at the global level) can affect the IP system, specifically
by making changes to the property aspects of the IP system, which can constitute a
form of private ordering. This private ordering allows IP owners to attempt to obtain more IP-like protection by various means, including by contract beyond the
protection that they benefit from the IP statutory regime of protection.14
As will be illustrated below in the non-exhaustive research questions that will
be discussed (see Section III below), it is essential that the analysis of the legal issues that lie at the intersection between IP law and contract law shall take into account the relevant contract law doctrines and methodologies. The methodological

8 Treating IP rights as property may still raises questions as to the consequences of such treatment;
for a recent interesting discussion, see Ole-Andreas Rognstad, Property Aspects of Intellectual
Property (2018).
9 See, e.g., Robert P. Merges, What Kind of Rights Are Intellectual Property Rights?, in The Oxford
Handbook of Intellectual Property Law 60 (Rochelle Dreyfuss & Justine Pila eds., 2018)
(‘Property bestows rights; and thus, logically, it creates duties. Traditionally we call the entity that holds
the rights the “owner”. But who holds the duties? Everyone else does. Everyone must respect the property right. That’s what it means for it to be ‘good against the world’.).
10 Id. at 70 (‘IP rights come with significant powers, perhaps the most important being the power to
alienate, and to grant rights to third parties generally’.); see generally Robert P. Merges, Justifying
Intellectual Property (2011); the principle of alienability is not necessarily applicable to all rights
(particularly not to moral rights that are generally considered to be inalienable).
11 See Merges, supra note 9, at 62 (‘Property rights are “good against the world”.’).
12 There are exceptions to this principle, for instance in the case when a contract grants contractual
rights to a third party (who can thus become a third party beneficiary of the contract); this scenario will
be explored and illustrated by reference to the discussion about FRAND licensing and about the legal
nature of FRAND commitments, see discussion infra Section III.B.2.
13 According to the doctrine ‘Res inter alios acta, aliis nec nocet nec prodest’ (Latin for ‘a thing done
between others does not harm or benefit others’).
14 See private ordering discussion infra Section III.A.1.
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challenge can sometimes lie in the proper identification and application of the relevant general principles of contract law. Other methodological challenges can also
arise (depending on the legal system), including whether IP contracts, in addition
to being governed by the general principles of contract law, are governed by specific sets of statutory rules. In certain contract law systems, specific statutory rules
govern certain types of IP transactions, such as licensing or franchising agreements,
while in other systems, there are no specific rules so that these IP transactions (and
specifically IP licensing15) may be governed by analogy by rules applicable to other
types of regulated contracts.

III. Research Questions
The interactions between IP and contracts are multifaceted and raise numerous
methodological challenges and doctrinal questions. This short piece will focus on a
few of them (obviously without claiming to be exhaustive).16
These legal issues can be classified into two categories depending on whether
they relate to the internal relationship between the parties to an IP transaction (see
Section III.A) or whether they affect external third parties (see Section III.B).17 In
spite of their classification, these issues all have in common that they raise intricate
legal questions at the intersection between IP and contract law. These issues also
15 See the major scientific contributions of Mary-Rose McGuire, Die Lizenz, Eine
Einordnung in die Systemzusammenhänge des BGB und des Zivilprozessrechts (2012);
Reto M. Hilty, Lizenzvertragsrecht, Systematisierung und Typisierung aus schutz-und
schuldrechtlicher Sicht (2000); Louis Pahlow, Lizenz und Lizenzvertrag im Recht des
Geistigen Eigentums (2006).
16 One area that will not be discussed here relates to the creation of security interests on IP rights,
which has attracted a lot of scientific attention (which is most legitimate in view of its doctrial complexity and of its key importance in practice); this was discussed in the context of the UNCITRAL work
which led to the adoption of its (non-binding) UNCITRAL Legislative Guide on Secured Transactions,
United Nations Commission on International Trade Law (UNCITRAL), https://www.uncitral.
org/pdf/english/texts/security-lg/e/09-82670_Ebook-Guide_09-04-10English.pdf and to the subsequent adoption (because this document did not focus on security interests on IP rights) of the
UNCITRAL Legislative Guide on Secured Transactions -Supplement on Security Rights in Intellectual
Property, UNICITRAL United Nations Commission on International Trade Law (2011),
https://www.uncitral.org/pdf/english/texts/security-lg/e/10-57126_Ebook_Suppl_SR_IP.pdf;
the
adoption of these documents has not reduced the scholarly relevance of this topic, as evidenced by
various recent publications, see, e.g., Peter G. Picht, Vom materiellen Wert des Immateriellen –
Immaterialgüterrechte als Kreditsicherheiten im nationalen und internationalen
Rechtsverkehr, Habilitation (2018). For a brief account of the history and mandate of the
UNCITRAL and the emergence of the UNICTRAL Guide, see generally Andrea Tosato, The UNCITRAL
Annex on Security Rights in IP: A Work in Progress, 4 J. Intell. Prop. L. & Prac. 743, 743–50 (2009).
17 It being noted that these two subcategories are not fully distinguishable given that certain issues
that affect essentially the parties to an IP transaction can also have an impact on third parties. By way of
example, the issue whether the parties to an IP transaction (say an IP license agreement) can contractually decide when the rights of the licensor on the licensed good (e.g. a book) shall be exhausted (exhaustion of the right of distribution/first sale) has an impact on the contracting parties (i.e. the licensor and
the licensee) but also has an impact on third parties (specifically the acquirors of the licensed good who
could benefit from the exhaustion of the rights).
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illustrate the difficulty in distinguishing between the respective scope and reach of
IP law and of contract law as well as the importance of using contract law doctrines
and methodologies in addressing IP transactional issues.

A. Research Questions Relating to the Relationship between the
Parties to an Intellectual Property Transaction
This Section will discuss two areas evidencing the (sometimes) conflicting interactions between IP law and contract law in the internal relationships between
the parties to an IP transaction. Though these issues may potentially arise in different types of IP transactions, the focus will be on IP licensing which is the most
common form of IP transactions. This Section will first discuss the phenomenon
of private ordering as it can result from IP transactions (see Section III.A.1). It will
then turn to the issue of the enforcement of the licensed IP rights against the licensee (see Section III.A.2).

1. Intellectual Property Transactions and Private Ordering
The emergence of ‘private orderings’ in the field of IP law is a well-identified and already quite carefully observed phenomenon.18 The risk posed by private ordering
in IP law is that private sources of control and of power may negatively affect the
balance of competing rights and interests, which is anchored in the IP system and
which may be endangered by such private ordering (particularly for the protection and preservation of the public domain). Contracts are a natural source of private ordering. By entering into a contract, the contracting parties essentially define
their own legal universe. In an IP setting, contracting parties may attempt to derogate from the statutory regime of IP protection and to agree on an allocation of
contractual rights and obligations that may significantly differ from the allocation
that results from the IP system. Private ordering is, however, not limited to contracts and to legal transactions. Non-legal sources of control and power can also be
the source of private ordering. Technology (and specifically technological protection measures (TPM)) can indeed define how an IP protected good (specifically a
copyrighted work) can be accessed and used irrespective of what IP law and specifically copyright law would say.19
Private orderings are of an even higher relevance in our digital and connected
world as a result of the omnipresent (and potentially oppressive) power of global
Internet platforms to dictate unilaterally the terms and conditions to their (billions
18 See generally Reto M. Hilty, Intellectual Property and Private Ordering, in The Oxford Handbook
of Intellectual Property Law 898 (Rochelle Dreyfuss & Justine Pila eds., 2018).
19 Id. at 900 (describing that ‘right holders can use technological protection measures (TPMs) to prohibit certain uses of the subject matter of protection or to impose a specific behavior on users or they
can restrain users contractually and that “[t]he two mechanisms do not exclude one another” ’).
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of) users. This power generates a growing scrutiny and triggers more intensive governmental actions and litigation way beyond the area of IP law (including data protection law, consumer protection law, and antitrust law).20
Given the importance of private ordering and of contracts in the IP ecosystem,
there remains a need to assess whether and to what extent contract law and contractual obligations affect the balance between competing rights and interests at the
core of the IP system. This raises the issue of the limits of the freedom of contract
with respect to IP and specifically to copyright transactions/copyright licensing.
As a matter of principle, the general view is that contracts cannot create additional rights for the benefit of the IP owners that would go beyond the statutorily
granted IP rights. This could, by way of illustration, result from a contractual provision in a license agreement that would purport to exclude the fair use of the licensed work by the licensee, or of another use that otherwise would be covered
by an exception or limitation to the scope of protection under copyright law. The
view is generally expressed that copyright exceptions and limitations are mandatory therefore they are not waivable by contract.21
In other words, contracts cannot circumvent and trump the mandatory nature
of (certain) copyright exceptions and limitations and, more generally, of other exceptions and limitations anchored in the various IP statutory regimes of protection.22 This issue whether certain IP core values and principles that are reflected in
IP laws can be amended (or not) by contract is not limited to copyright law and can
also affect other areas of IP law. The question particularly arises with respect to the
doctrine of exhaustion of IP rights (or first sale) by which the first sale of a tangible
product incorporating the IP at issue (e.g. a book) exhausts the right of control of
the IP owner over that tangible product (so that that product can be resold), irrespective of the contractual provisions that may aim at restricting the subsequent
sale and use of such tangible product.23 The issue may also arise with respect to
20 See Jane Radin & R. Polk Wagner, The Myth of Private Ordering: Rediscovering Legal Realism in
Cyberspace, 73 Chi.-Kent L. Rev. 1295, 1312 (1998); see also Luca Belli & Jamila Venturini, Private
Ordering and the Rise of Terms of Service as Cyber-Regulation, 5 Internet Pol’y Rev. (2016).
21 For an analysis, see Lucie M.C.R. Guibault, Copyright Limitations and Contracts, An
Analysis of the Contractual Overridability of Limitations on Copyright (2002); Jacques de
Werra, Moving Beyond the Conflict Between Freedom of Contract and Copyright Policies: In Search of a
New Global Policy for Information Licensing Transactions, 25 Colum. J. L. & Arts 239 (2003).
22 See, e.g., EU Directive (EU) 2019/790 of 17 April 2019, on copyright and related rights in the
Digital Single Market at art. 7, providing that ‘[a]ny contractual provision contrary to the exceptions
provided for in Articles 3 [Text and data mining for the purposes of scientific research], 5 [Use of works
and other subject matter in digital and cross-border teaching activities] and 6 [Preservation of cultural
heritage] shall be unenforceable’.
23 In the case Impression Products, Inc. v. Lexmark International Inc., 581 U.S. 1523 (2017); 137 S.Ct.
1523 (2017), the US Supreme Court decided that (at 1526) ‘a patentee’s decision to sell a product exhausts all of its patent rights in that item, regardless of any restrictions the patentee purports to impose.
As a result, even if the restrictions in Lexmark’s contracts with its customers were clear and enforceable
under contract law, they do not entitle Lexmark to retain patent rights in an item that it has elected to
sell’; the US Supreme Court consequently made the distinction between IP remedies and contractual
remedies, which is frequently complex to make; this article will not discuss further the doctrine of exhaustion. On this issue, see generally Shubha Ghosh & Irene Calboli, Exhausting Intellectual
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certain IP rights that may be considered as inalienable under certain copyright regimes (such as moral rights).
Other sets of mandatory legal principles can similarly preclude contracts from
unduly disrupting the delicate balance of competing rights and interests that is
needed in order to promote and maintain an innovation-friendly ecosystem.
Competition law plays a major role in this context.24

2. The Enforcement of the Licensed Intellectual Property Rights against the
Licensee: Intellectual Property Infringement and/or Contractual
Remedies?
Given their property-nature, IP rights can be enforced against anyone.25 They can
thus also be enforced against a contractual partner of the IP owner in certain circumstances. This can particularly happen to an IP licensee that would infringe on
the IP rights of its licensor, for instance if the ex-licensee continues to use the previously licensed IP right after the term of the license.26 This issue may seem trivial but
it remains quite complex (particularly in light of the differences that exist between
national and regional approaches and solutions). It appears essential to rely on a
contract law methodology in order to help frame and address the relevant legal
question at issue. This issue is essentially to define whether and under what circumstances the licensor can benefit from IP remedies against the licensee in case of
breach of an IP license agreement.
This issue was at the core of the dispute that recently went up to the Court of
Justice of the European Union (CJEU) in Case C-666/18, IT Development SAS
v. Free Mobile SAS, in which the CJEU rendered its judgment on 18 December 2019.
In this case,27 the Tribunal de Grande Instance of Paris declared by judgment
of 6 January 2017, the claims brought by IT Development (which claimed that Fee
Property Rights: A Comparative Law and Policy Analysis (2018), and The Research
Handbook on Intellectual Property Exhaustion and Parallel Imports (Irene Calboli &
Edward Lee eds., 2016); the application of the doctrine of exhaustion in the digital environment raises
additional complexities that will not be discussed here, see the recent judgment of the CJEU in Case
C-263/18, Nederlands Uitgeversverbond, Groep Algemene Uitgevers v. Tom Kabinet Internet BV, Tom
Kabinet Holding BV, Tom Kabinet Uitgeverij BV of 19 December 2019; see also Caterina Sganga, A Plea
for Digital Exhaustion in EU Copyright Law, 9 J. Intell. Prop. Info. Tech. & Elec. Com. 211 (2019).
24 TRIPS, supra note 4, art. 40(1); see the recent OECD report, Licensing of IP Rights and Competition
Law, 2019, Organisation for Economic Co-operation & Development, https://one.oecd.org/
document/DAF/COMP(2019)3/en/pdf; the interaction between competition law and IP licensing is
one aspect of the more fundamental interactions between competition law and IP law which is also
quite intricate, see, e.g., Alan Devlin, Antitrust and Patent Law (2016); see also Steven Anderman &
Ariel Ezrachi, Intellectual Property and Competition Law: New Frontiers (2011).
25 See Merges, supra note 9.
26 See, e.g., Palmer/
Kane LLC v. Rosen Book Works LLC, 204 F. Supp. 3d 565, 581 (S.D.N.Y.
2016) (holding that the defendant’s use of an image after the license expired infringed the plaintiff ’s
copyright).
27 Case C-
666/18, IT Development SAS v. Free Mobile SAS, [17] (summary of the national
proceedings).
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Mobile had infringed on its copyright on the licensed software on the basis of tort
law) rendered Free Mobile’s tort liability inadmissible and ordered IT Development
to pay the costs. The court held that there are two separate sets of rules relating to liability in intellectual property matters. The first being tortious liability in the event
of infringement of the exploitation rights of the author of the software, as determined by law. The other being contractual liability in the event of infringement of a
copyright reserved by contract. The court held that, in the present case, Free Mobile
clearly failed to perform its contractual obligations, providing a basis for an action
for contractual liability, and not for the tortious act of infringement of software
copyright. IT Development brought an appeal against that judgment before the
Cour d’appel de Paris (Court of Appeal, Paris, France), requesting the latter to refer
a question to the Court of Justice for a preliminary ruling, to set aside the judgment
at first instance, and to declare the infringement proceedings which it had brought
to be admissible. IT Development also seeks a declaration that the modifications
to the software made by Free Mobile constitute copyright infringements, that Free
Mobile be ordered to pay IT Development the sum of €1.44 million as compensation for the damage suffered, and, in the alternative, that Free Mobile be ordered,
on a contractual basis, to pay IT Development the sum of €840,000 as compensation for that damage.
The following question was submitted to the CJEU:
Does a software licensee’s non-compliance with the terms of a software licence
agreement (by expiry of a trial period, by exceeding the number of authorised
users, or some other limit, such as the number of processors which may be used
to execute the software instructions, or by modifying the source code of the
software where the licence reserves that right to the initial rightholder) constitute an infringement (for the purposes of Directive [2004/48]) of a right of
the author of the software that is reserved by Article 4 of Directive [2009/24]
on the legal protection of computer programs, or may it comply with a separate
system of legal rules, such as the system of rules on contractual liability under
ordinary law?28

The CJEU decided in its judgment that:
Directive 2004/48/EC . . . and Directive 2009/24/EC . . . must be interpreted as
meaning that the breach of a clause in a licence agreement for a computer program relating to the intellectual property rights of the owner of the copyright of
that program falls within the concept of ‘infringement of intellectual property
rights’, within the meaning of Directive 2004/48, and that, therefore, that owner

28

Id. at para. 25.
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must be able to benefit from the guarantees provided for by that directive, regardless of the liability regime applicable under national law.

The CJEU thus left it to the Member States to decide which liability regime (contract or tort liability) shall apply, provided however that the ‘guarantees’ provided
in the Directive 2004/48 shall be available (which means in practice that the tort/
IP infringement liability regime will generally apply given that a standard contract liability regime will not provide for the rights granted under the Directive).29
However, based on its broad (and potentially unprecise) wording, this judgment
could potentially be understood as meaning that any breach of any clause in a
software license agreement could trigger IP infringement remedies, which does
not seem adequate in all circumstances.30 It rather appears legitimate to consider
that this judgment (and its holding) of the CJEU applies only to cases where the
licensee’s activities—without the license—would infringe on the IP rights of the
licensor.31 In this respect, the question arises whether it is contractually possible
for the parties to decide that the grant of the license shall be subject to a contractual
condition, the breach of which could (automatically) annul the license. US courts
seem to adopt this contract law approach by distinguishing between the breach
of a condition and the breach of a contractual covenant, which trigger different
legal consequences: only the breach of a condition can lead to IP infringement
remedies.32
This issue demonstrates that a contract law methodology (based on the application of contract law rules, principles, and categories, for example the distinction
between conditions and covenants) can be of significant value in order to address
and frame fundamental IP transactional issues, in this case by helping to identify
the remedies that a licensor can have against its licensee in case of violation of the
license agreement.

29 See Christophe Caron, Responsabilité délictuelle pour contrefaçon ou responsabilité contractuelle
pour inexécution?, CJUE, 5e ch., 18 déc. 2019, aff. C-666/18, IT Development SAS c/Free Mobile SAS,
Communication – Commerce Électronique, No. 3—Mar. 2020, 341.
30 See Peter Ling, An Infringement of IP Rights that is also a Breach of Contract is still an Infringement
of IP Rights (15 January 2020), http://ipkitten.blogspot.com/2020/01/an-infringement-of-ip-rights-
that-is.html; see also Jacques de Werra, Intellectual Property Transactions: What We Can (and Should)
Learn from Contract Law for IP Licensing, 6(11) GRUR International 1095–1096 (2020).
31 See Caron, supra note 29.
32 For a discussion, see generally Robert W. Gomulkiewicz, Conditions and Covenants in License
Contracts: Tales from a Test of the Artistic License, 17 Tex. Intell. Prop. L. J. 335 (2009); for copyright
licenses, see, e.g., Jacobsen v. Katzer, 535 F.3d 1373, 1382 (Fed. Cir. 2008) (holding that a software license
was expressly conditioned on the licensee including copyright notices in distributed copies of its software); for patent licenses, see Kenall Mfg Co. v. Cooper Lighting, LLC, N.D. Ill. 2018, 2018 WL 3046935;
for a short comment, see John C. Paul, D. Brian Kacedon, et al., Breach of Terms in a Patent License
Agreement May Not Give Rise to Infringement Claims Unless Terms Are a Condition of the License (2
October 2018), https://www.finnegan.com/en/insights/articles/breach-of-terms-in-a-patent-license-
agreement-may-not-give-rise-to-infringement-claims-unless-terms-are-a-condition-of-the-license.
html.
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B. Research Questions Relating to the Impact of Intellectual
Property Transaction on Third Parties
The interactions between IP law and contract law do not impact only the parties in
an IP transaction. These interactions can indeed also have multiple and significant
external consequences on third parties. This Section will discuss two of them: the
first one relates to the enforcement of the licensed IP rights by (exclusive) licensees
against third party infringers (see Section III.B.1), and the second one discusses
one contractual issue arising in the context of FRAND licensing, which is to analyse the contractual FRAND obligations of owners of standard essential patents
(see Section III.B.2).

1. Enforcement of the Licensed Intellectual Property Rights by (Exclusive)
Licensees against Third Party Infringers
The issue whether, and in the affirmative, under what conditions exclusive IP licensees can enforce the licensed IP rights against third party infringers is an interesting
example of the potential impact of an IP transaction on third parties, specifically
on third parties (allegedly) infringing the licensed IP rights. This issue revisits—
in the context of IP transactions—the traditional contract law canon according to
which contracts do not have any impact on third parties.33 This is a challenging
question also because it illustrates the potential limits of the contractual freedom
of the parties to the license agreement to independently decide this issue. Certain
courts have indeed held that the contracting parties cannot validly decide on this
issue by stating that contractual covenants between the parties (to a license agreement) may ‘regulate the duties between the licensor and licensee to implement the
rights of the parties’, but that ‘a contract cannot change the statutory requirement
for suit to be brought by the “patentee”.’34
This issue is of utmost dogmatic relevance because it questions the legal nature
of the rights obtained by an (exclusive) licensee.35 Is it only a contractual right and
thus a relative right (i.e. a right which can be enforced only against specific third
parties, in this case against the contracting party) which has an impact only between the parties (inter partes), or is it an absolute right which can thus be imposed to everyone (erga omnes), including to third party infringers of the licensed
IP rights? This raises the broader issue of whether and under what conditions an IP
license can be opposed to other third parties (beyond third party infringers) specifically those who subsequently acquire rights on the licensed IP rights.36
33

Supra note 13.
Ortho Pharm. Corp. v. Genetics Institute, Inc., 52 F.3d 1026, 1034 (Fed. Cir. 1995) (citing Ind.
Wireless Co. v. Radio Corp., 269 U.S. 459 (1926), at 469).
35 For an analysis (under Swiss law), see Conrad Weinmann, Die Rechtsnatur der Lizenz
(1995).
36 For a recent discussion (under German law), see Lea Tochtermann, Sukzessionsschutz im
Recht des Geistigen Eigentums: Eine Untersuchung unter besonderer Berücksichtigung
34
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The issue is made even more complex because of the diversity of local laws with
respect to international IP licensing agreements covering various territories and
thus governed by various regional or national IP laws.37 There is consequently an
important need to pursue scholarly work on these topics in order to help shape
global solutions and avoid or at least reduce the need to litigate them around the
world.38

2. Fair Reasonable and Non-Discriminatory (FRAND) Licensing: What Are
the Contractual FRAND Obligations of Standard Essential Patents (SEP)
Owners?
The conditions and modalities of licensing of Standard Essential Patents (SEPs)
under Fair Reasonable and Non-Discriminatory (FRAND) terms and conditions
are intensively debated by courts, policy-makers, and scholars alike. To be clear, the
debates are not limited to the interaction between IP (patent law) and contract law,
but have other significant dimensions (specifically a competition law dimension
that shall not be discussed here). The issue of focus here relates to the legal nature
of the FRAND commitment made by owners of SEPs. This a (classical) contract
law question for which contract law methodologies could and should be applied in
order to help solve a pressing IP issue.
FRAND licensing demonstrates the critical importance of the regulatory ecosystem applicable to certain critical communication industries by which certain
industries must accept certain obligations when they participate in the development and adoption of technological standards by standards setting organizations
(SSOs). The process of standardization defines common technical standards39
international-privatrechtlicher Zusammenhänge (2018), and (for copyright licences),
Tobias Rothkegel, Die Verkehrsfähigkeit und Bestandssicherheit urheberrechtlicher
Lizenzen: Eine Untersuchung der Disparität zwischen gesetzlichem Rahmen und
steigender volkswirtschaftlicher und gesellschaftlicher Relevanz der Lizenzierung
Geistigen Eigentums (2019).
37 See Johnathon Liddicoat, Standing on the Edge: What Type of ‘Exclusive Licensees’ Should Be Able
to Initiate Patent Infringement Actions?, 48 Int’l Rev. Intell. Prop. & Competition L. 626 (2017);
Jacques de Werra, Can Exclusive Licensees Sue for Infringement of Licensed IP Rights? A Case Study
Confirming the Need to Create Global IP Licensing Rules, 30 Harv. J. L. & Tech. 189 (Special Symposium
Issue 2017).
38 See, e.g., the two recent UK cases commented in Johnathon Liddicoat & Jacques de Werra, When
can Exclusive Licensees Initiate Patent Infringement Proceedings?—Lessons for Global IP Licensing
Transactions from Two Recent UK Cases, 14 J. Intell. Prop. L. & Prac. 2, 2–4 (2019); see also the
Australian case: Vald Performance Pty. Ltd. v. Kangatech Pty. Ltd. [2019] FCA 1880 (Austl.).
39 The interaction between IP law (and specifically patent law) and standardization is complex. See
the definition of technical standards in Understanding Patents, Competition and Standardization in
an Interconnected World, International Telecommunication Union (ITU) (1 July 2014), http://
www.itu.int/en/ITU-T/ipr/Pages/Understanding-patents,-competition-and-standardization-in-
an-interconnected-world.aspx [hereinafter the ITU Report], at 15; certain parts of the analysis presented here are derived from previous publications, specifically: Jeff Dodd & Jacques de Werra, The
Need for a Global Framework for Knowledge Transactions: Cross Border Licensing and Enforcement, in
WTO: Edited Book on Trade in Knowledge (Antony Taubmann ed., forthcoming 2021): Jacques
de Werra, Patents and Trade Secrets in the Internet Age, 134 Revue de Droit Suisse 146–64 (2015).
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that must be used in order for a product to comply with the relevant technological
standard (for instance Wi-Fi).40 Technical standards integrate patented technologies owned by a wide range of companies, which thus become ‘standard essential
patents’ (SEPs),41 in the sense that any company wishing to use and implement the
relevant standards in its products (which is then called an implementer) need a licence to use those patents.42 This creates the risk of ‘patent holdup’, i.e. the risk that
the owners of such SEPs may unduly block the use of their patented technology by
implementers through the use of (or threat of) infringement lawsuits unless they
get potentially excessive royalty payments from implementers who want to comply
with the relevant technical standard.43 As a result, this type of behaviour has been
scrutinized under competition law,44 and measures have been taken to prevent
such potentially abusive conduct.45
The SSOs that set or develop technical standards frequently develop IP rights
policies in order to address such potentially abusive behaviours.46 Under such
40 Standards are of essential importance in the Information and Communication Technology (ICT)
industry. See ITU Report supra note 39, at 23–24, with a chart listing examples of international SSOs
and consortia and their standards of relevance to ICTs.
41 For a general presentation, see (among multiple other publications) the comprehensive Report
prepared for the European Commission (Directorate-General for Enterprise and Industry), Patents and
Standards: A Modern Framework for IPR-based Standardization (2014) http://ec.europa.eu/growth/industry/intellectual-property/patents/standards/index_en.htm.
42 See the documents and presentations made at the Information Session on Patents and Standards
(WIPO/IS/IP/GE/18), WIPO, http://www.wipo.int/meetings/en/details.jsp?meeting_id=47226 and
the dedicated website, Standards and Patents, WIPO, http://www.wipo.int/patent-law/en/developments/standards.html (last visited 9 April 2020); see also the interesting guide published by the Japan
Patent Office in June 2018: Guide to Licensing Negotiations involving Standard Essential Patents, Japan
Patent Office, https://www.jpo.go.jp/e/support/general/sep_portal/ (last visited 9 April 2020); see
also Commission Communication, Defining the Union’s approach to essential patents to standards of 29
November 2017, COM (2017) 712 final, https://ec.europa.eu/docsroom/documents/26583?locale=en;
for patents and standards, see the report Standards and Patents (doc. ref. SCP/13/2, 13th Sess.), WIPO
Standing Committee on Patents (23–27 March 2009), http://www.wipo.int/edocs/mdocs/scp/en/
scp_13/scp_13_2.pdf.
43 For a short description of the issue, see Judge Birss in Unwired Planet International Ltd. v. Huawei
Technologies Co. Ltd. & Anor [2017] EWHC (Pat) 711 [83].
44 See ‘Guidelines on the applicability of Article 101 of the Treaty on the Functioning of the European
Union to horizontal co-operation agreements (Text with EEA relevance), OJC 11, 14.1.2011, at 285
para. 269; for a (simplified) presentation of the key competition law issues of SEPs, see the Competition
policy brief, Standard-essential patents (June 2014), European Commission, http://publications.
europa.eu/resource/cellar/c57ffbf7-9aeb-11e6-868c-01aa75ed71a1.0001.01/DOC_1.
45 For an analysis, see Michela Angeli, Willing to Define Willingness: The (Almost) Final Word on SEP-
Based Injunctions in Light of Samsung and Motorola, 6 J. Eur. Competition L. & Prac. 221 (2015).
46 This is what was done (by way of illustration) by the European Telecommunications Standards
Institute (ETSI) in its IPR Policy. See ETSI Intellectual Property Rights Policy (Annex 6 of the Rules of
Procedure, ‘ETSI IPR Policy’) (4 December 2019), http://www.etsi.org/images/files/IPR/etsi-ipr-policy.
pdf; see also Intellectual Property Rights, ETSI, http://www.etsi.org/index.php/about/iprs-in-etsi
(last visited 9 April 2020). The ETSI IPR Policy therefore provides for a mechanism of declaration by
which the owners of standard essential patents commit to make their patents available to willing licensees under FRAND terms. See 6.1 of the ETSI IPR Policy (‘[w]hen an ESSENTIAL IPR relating
to a particular STANDARD or TECHNICAL SPECIFICATION is brought to the attention of ETSI,
the Director-General of ETSI shall immediately request the owner to give within three months an irrevocable undertaking in writing that it is prepared to grant irrevocable licenses on fair, reasonable
and non-discriminatory (“FRAND”) terms and conditions under such IPR’.). Annex A to the ETSI
IPR Policy (entitled ‘IPR Licensing Declaration Forms’) contains different forms to be completed and
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policies, ‘participants wishing to have their IPR included in the standard [are requested] to provide an irrevocable commitment in writing to offer to license their
essential IPR to all third parties on fair, reasonable, and non-discriminatory terms
(“FRAND commitment”).’47
Plainly, the central element of the system is the very notion of FRAND licensing;48 what shall be considered fair, reasonable, and non-discriminatory
licensing terms and conditions remains uncertain as of today.49 However, a preliminary legal issue relates to the legal nature and enforceability of the commitments (‘undertaking’50) that are made by the owners of the relevant SEPs to the
SSOs under the applicable governing law.51
By stating that the owners of SEPs are ‘prepared to grant irrevocable licenses’52
under their SEPS to third party implementers (in the formal undertaking that they
make to the SSOs), the issue is whether third party beneficiaries can request the
performance of such obligation, which, in turn, requires assessing whether these
potential licensees (which have not directly entered into any contract with the
owner of the relevant SEPs) can be considered as third party beneficiaries. This
issue, which obviously depends on the interpretation of the relevant declaration
under the applicable law, remains disputed,53 it being noted that granting—by
signed by the owner of the relevant IP rights under which such IP owner is invited to make a formal and
binding statement according to which ‘it and its AFFILIATES are prepared to grant irrevocable licenses
under its/their IPR(s) on terms and conditions which are in accordance with Clause 6.1 of the ETSI IPR
Policy’. See http://www.etsi.org/images/files/IPR/etsi-ipr-form.doc [hereinafter ETSI Declarations].
47

See Guidelines, supra note 44, at para. 285.
From a Swiss perspective, see Rolf H. Weber, Competition Law versus FRAND Terms in IT Markets,
34 World Competition L. & Econ. Rev. 51, 51–71 (2011).
49 See Doug Lichtman, Understanding the RAND Commitment, 47 Hous. L. Rev. 1023, 1031 (2010)
(‘It is something of an outrage that the language of the RAND commitment offers so little guidance as to
its proper interpretation.’).
50 Based on the terminology referred to in the ETSI Declarations, supra note 46.
51 The governing law in FRAND disputes should also be identified and selected with more predictability as convincingly suggested by Dicky Tsang King Fung & Jyh-An Lee, Unfriendly Choice of Law in
FRAND, 59 Va. J. Int’l L. 220 (2019).
52 See ETSI Declarations, supra note 46.
53 Admitting the validity of contractual commitments, see Microsoft Corp. v. Motorola, Inc., 854
F.Supp. 2d 993 (W.D. Wash. 2012), in which the Court agreed that Motorola (owner of SEP) through
its letters to both the IEEE and ITU [as SSOs], had entered into binding contractual commitments to
license its essential patents on RAND terms (with references to prior case law: Research In Motion Ltd.
v. Motorola, Inc., 644 F.Supp. 2d 788, 797 (N.D. Tex. 2008), and Ericsson Inc. v. Samsung Electronics,
Co., Civil Action No. 2:06-CV-63, 2007 WL 1202728, at *1 (E.D. Tex. 20 April 2007)) and that Microsoft,
as a member of both the IEEE and the ITU, is a third party beneficiary of Motorola’s commitments to
the IEEE and ITU (with reference to ESS Tech., Inc. v. PC-Tel, Inc., No. C-99-20292 RMW, 1999 WL
33520483, at *4 (N.D.Cal. 4 November 1999)); these findings were reaffirmed in the subsequent decision Microsoft Corp. v. Motorola, Inc., 864 F.Supp. 2d 1023 (Dist. Court, W.D. Wash. 2012); for an analysis of this case, see Kassandra Maldonado, Breaching RAND and Reaching for Reasonable: Microsoft
v. Motorola and Standard-Essential Patent Litigation, 29 Berkeley Tech. L.J. 419, 419–64 (2014); for a
contractual analysis of FRAND, see Roger G. Brooks & Damien Geradin, Interpreting and Enforcing
the Voluntary FRAND Commitment, Social Science Research Network, https://papers.ssrn.com/
sol3/papers.cfm?abstract_id=1645878; for the opposite view (considering that (common law) contract theory does not constitute the proper legal basis for analysing FRAND), see Jorge L. Contreras, A
Market Reliance Theory for FRAND Commitments and Other Patent Pledges, Utah L. Rev. 479 (2015).
48
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contract—rights to a third party is widely admitted at the global level. Under
French law, which is of particular relevance for the discussion here (given that it
is the law which governs the European Telecommunications Standards Institute
(ETSI) Declarations), the view is expressed that the commitments made by owners
of SEPs under the ETSI Declarations can qualify as ‘stipulation pour autrui’ within
the meaning of art. 1205 of the New French Civil Code,54 .55 (that is as a contract
with third party beneficiaries). Mr Justice Birss in the English case Unwired Planet
International Ltd. v. Huawei Technologies Co. Ltd. & Anor (‘Unwired Planet’) has
also accepted that the doctrine of stipulation pour autrui could be applied to ETSI
even though he admitted that the enforceability of the FRAND undertaking in
French law is ‘not a clear cut question’.56
Another interesting contract law question in the FRAND debate is to identify
which licensing contractual terms are expected to be covered by the FRAND obligations and how these obligations must be formulated. While the FRAND debate has (logically) essentially focused on the financial aspects of FRAND licensing
(i.e. the assessment and the calculation of FRAND-compliant royalties),57 patent
licensing agreements must cover a range of other contractual terms and conditions
for which the question of their compliance with FRAND also arises.58 These other
components of a FRAND license must indeed also be FRAND-compliant and may
also raise quite complex legal issues that courts have to address (potentially by

54 On 1 October 2016, Order No. 2016-131 of 10 February 2016, modifying the French Civil Code
provisions on contract law and the general regime and proof of obligations, entered into force, see The
Law of Contract, The General Regime of Obligations and Proof of Obligations [Civil Code] Order
n°2016-131 (Fr.).
55 See Christophe Caron, L’efficacité des licences FRAND: entre droit des brevets, droit civil et normalisation, La Semaine Juridique, édition générale, 1006, 1008 (2013).
56 Unwired Planet International Ltd v. Huawei Technologies Co. Ltd & Anor (‘Unwired Planet’)
[2017] EWHC (Pat) 711, para. 146: ‘Standing back I recognise that the enforceability of the FRAND
undertaking in French law is not a clear-cut question. Prof Libchaber stated that there remains widespread uncertainty about the issue of whether the doctrine of “stipulation pour autrui” can be applied to
ETSI. In my judgment it can be applied in that way and should be. The reason it should be applied is because the FRAND undertaking is an important aspect of technology standardisation. Holders of essential IPR are not compelled to give a FRAND undertaking but it serves the public interest that they make
it clear whether or not they are doing so, and it serves the public interest that if they do, the undertaking
is public, irrevocable and enforceable. To avoid hold up, implementers need to know that they can hold
SEP owners to a FRAND obligation.’; the application of the French law “stipulation pour autrui” was
confirmed by the UK Supreme Court in its judgment of August 26, 2020 rendered in this case, [2020]
UKSC 37.
57 See Gunther Friedl & Christoph Ann, Entgeltberechnung für FRAND-
Lizenzen an
standardessenziellen Patenten, Gewerblicher Rechtsschutz und Urheberrecht 948–55 (2014).
58 See Jorge L. Contreras & David L. Newman, Developing a Framework for Arbitrating Standards-
Essential Patent Disputes, J. Disp. Resol. 23, 39 (2014) (referring to ‘Non-Royalty FRAND Terms’);
see also James H. Carter, FRAND Royalty Disputes: A New Challenge for International Arbitration?, in
Contemporary Issues in International Arbitration and Mediation: The Fordham Papers 67,
73 (Arthur W. Rovine ed., 2013) (holding that ‘[t]he paradigm license term in dispute naturally would
be a royalty rate or rates, on the setting of which large amounts of money could turn; but there might
be dozens of other disputed terms, many with complicated (but not readily apparent) financial implications. Patent license agreements can be complex documents’).
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moving away from the clauses agreed upon by the parties).59 It must be noted from
a contract law standpoint that it is generally not usual that courts shall intervene in
private dealings and shall define the content of contracts instead of the contracting
parties unless exceptional circumstances justify such judicial interference.
These questions confirm (in the context of FRAND licensing) the key importance of contract law doctrines and contract law methodologies in helping to address pressing issues arising in the global IP transactional ecosystem.

IV. Conclusion
In spite of the widespread reliance on IP transactions in today’s increasingly globalized and technology-dependent business world, there are still many areas of the
vast universe of interactions between IP law and contract law that are still largely
underexplored as of today. There is consequently a need to conduct and to pursue
academic work in order to further explore the law of IP transactions. This requires
the ability (and mental agility) to combine various methodological approaches in
order to analyse the relevant issues in a useful and impactful manner. In this context, as demonstrated in this paper, several of the thorny issues that arise at the
interface between IP law and contract law call for the application of contract law
principles and doctrines in order to shed (new) contractual light on sometimes
quite classical IP transactional questions. As indicated in the introduction of this
paper, contracts are a key component of the IP ecosystem: contracts are the fundamental instrument by which IP rights can be used by third parties and be made
available to society as a whole. From a methodological perspective, it is essential
to use the legal doctrines, theories, and methodologies of contract law in order to
help analyse the intricacies of IP transactions, so that IP transactions can constitute
a trustworthy and predictable vehicle for monetizing, sharing, and maximizing the
benefits resulting from human innovation and creativity at the global level.

59 For a discussion, see Mark Anderson, How to Draft a License Agreement That Is Fair, Reasonable,
and Non-Discriminatory: A Ten-Point Plan, 13 J. Intell. Prop. L. & Prac. 377 (2018); see also de Werra/
Dodd, supra note 39 about the provisions of the license agreement that was validated by the UK courts
in the Huawei case (relating to the non-revocability of the license and to the choice of court clause)
and Jacques de Werra, Les licences FRAND : chance ou risque pour l’harmonisation globale du droit
des contrats de licence de brevets?, 2 sic ! 77-83 (2019), available at https://archive-ouverte.unige.ch/
unige:114455.
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Intellectual Property Law and
Extra-Contractual Liability
Giancarlo Frosio

I. Introduction
Secondary liability for intellectual property (IP) infringement has increasingly become a foundational portion of intellectual property research. This is due to the
critical role of intermediary third parties in mediating the speech of primary infringers, especially in the digital environment and platform society. The emergence
of the internet and platform society has made secondary liability a predominant
issue in the intellectual property enforcement discourse as online intermediaries’
role is unprecedented for their capacity to influence the informational environment and users’ interactions within it. In particular, most creative expression today
takes place over privately owned communication networks. The decentralized,
global nature of the internet means that almost anyone can present an idea, make
an assertion, post a photograph, or push to the world numerous other types of content, some of which may violate intellectual property rights and be illegal in some
jurisdictions. Therefore, genuine issues related to the liability of those enabling primary infringers to violate intellectual property rights have been constantly and increasingly arising.
In secondary liability, intellectual property doctrines—
and research—
intersect with other legal fields, spanning from tort law to extra-contractual liability depending on the relevant jurisdiction. Secondary liability for intellectual
property infringement has been traditionally based on conditions and standards derived from miscellaneous doctrines of tort law,1 such as the doctrines of
joint tortfeasance, authorization, inducement, common design, contributory liability, vicarious liability, or extra-contractual liability. Therefore, secondary and
1 See Graeme Dinwoodie, Rochelle Dreyfuss & Annette Kur, The Law Applicable to Secondary
Liability in Intellectual Property Cases, 42 N.Y.U. J. Int’l L. & Pol. 202, 202–10 (2009); Patrick Goold,
Unbundling the ‘Tort’ of Copyright Infringement, 102 Va. L. Rev. 1833, 1833–99 (2016); Joachim Dietrich,
Using Tort Law Accessory Liability to Protect Intellectual Property Rights, 23 Torts L.J. 275–89 (2016);
Lionel Bently & Brad Sherman, Intellectual Property Law 1074–76 (2014); Matthias Leistner,
Common Principles of Secondary Liability?, in Common Principles of European Intellectual
Property Law (Andres Ohly ed., 2012); Kamiel Koelman and Bernt Hugenholtz, Online Service
Provider Liability for Copyright Infringement, WIPO Doc. OSP/LIA/1 Rev.1, 5–8 (22 November 1999).
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extra-contractual liability for copyright infringement is, as such, an unharmonized
patchwork both at the international and regional levels and is being predominantly
standardized by national case law.
In this context, this chapter discusses intellectual property and extra-
contractual liability by highlighting general comparative analysis issues within
civil and common law systems, with some consideration given also to major theoretical clusters that might influence the different legal regimes. The chapter focuses on emerging issues of extra-contractual liability for intellectual property
infringement in the platform economy, with special emphasis on copyright and
trademark infringement, seeking to co-ordinate miscellaneous approaches from
the United States (US), the European Union (EU), and selected European countries’ experiences. In doing so, this chapter highlights research and methodological
issues related to limited harmonization at a regional level in secondary and extra-
contractual liability doctrines when applied to IP. Finally, this chapter describes
the World Intermediary Liability Maps (WILMap) as an attempt to provide consistency within a fragmented research framework while also presenting other miscellaneous endeavours seeking the same goal. The WILMap project, in particular,
serves as an example of a methodological research approach to cope with the fragmented and inconsistent legal framework dealing with extra-contractual and secondary liability for intellectual property infringement, with special emphasis on
copyright and trademark infringement in the digital environment.

II. Extra-Contractual Liability for IP Infringement:
Theoretical Background
Bringing pressure to innocent third parties that may enable or encourage violations
by others is a well-established strategy to curb infringement. Forcing third parties
to act affirmatively to curb infringement would increase the level of compliance
to the law. Intermediaries’ secondary liability has been based on different theories
ranging from moral to utilitarian or welfare approaches. A moral approach would
argue that encouraging infringement is widely seen as immoral,2 while the second
approach is associated with the welfare theory and, more broadly, with the utilitarian approach to law in general. The welfare approach was pioneered thirty years
ago by Reiner Kraakman’s seminal article setting the foundations of the so-called
2 See Richard Spinello, Intellectual Property: Legal and Moral Challenges of Online File Sharing, in
Ethics and Emerging Technologies 300 (Ronald Sandler ed., 2013) (concluding that the behaviour
of those that enable P2P sharing by writing and publishing the software that makes it possible is ethically
problematic, since it induces and encourages others to act unethically); Mohsen Manesh, Immorality of
Theft, the Amorality of Infringement, Stan. Tech. L. Rev. 5 (2006); Richard Spinello, Secondary Liability
in the Post Napster Era: Ethical Observations on MGM v. Grokster, 3 J. of Info., Commc’n and Ethics
in Soc’y 121 (2005); Geraldine Szott Moohr, Crime of Copyright Infringement: An Inquiry Based on
Morality, Harm, and Criminal Theory, 83 Boston U. L. Rev. 731 (2003).
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‘gatekeeper theory’ that will be influential in shaping early online intermediaries’
policies.3 The law would enlist third parties to frustrate or penalize recalcitrant primary infringers, such as bartenders/drunks, accountants/fraudulent clients, employers/illegal immigrants.4 According to Kraakman:
[s]uccessful gatekeeping is likely to require (1) serious misconduct that practicable penalties cannot deter; (2) missing or inadequate private gatekeeping incentives; (3) gatekeepers who can and will prevent misconduct reliably, regardless
of the preferences and market alternatives of wrongdoers; and (4) gatekeepers
whom legal rules can induce to detect misconduct at reasonable cost.5

Transposing Kraakman’s framework from security regulations—for which it was
initially developed—to intellectual property infringement, penalties should be imposed on intermediaries in hopes of suppressing infringing behaviours by users
only if: otherwise, the incidence of infringement would be unacceptably high because direct infringers cannot be controlled by socially acceptable sanctions; the
intermediaries on their own would not intervene to curb infringement—and instead might foster it; the intermediaries can effectively suppress infringement
with minimal capacity for direct infringers to circumvent them; or the social and
economic cost of penalizing intermediaries are not unacceptably high.6 This last
cost benefit analysis would be especially relevant in the case of so-called dual-use
technologies—technologies that can be used to infringe others’ rights as well as facilitate socially beneficial uses.
Although moral or fairness approaches have encountered some success in civil
law systems, while common law systems have been traditionally more akin to welfare approaches, welfare theory approaches have been generally dominant in secondary liability policy until recently. These theories have been based on the notion
that liability should be imposed only as a result of a cost-benefit analysis, which is
especially relevant in the case of dual-use technologies that can be deployed both
to infringe others’ rights and facilitate social beneficial uses.7 Apparently, however,
there is an ongoing revival of moral approaches to intermediary liability where the
justification for policy intervention would be based on responsibility for users’ actions as opposed to efficiency or balance innovation versus harm. As I have argued
elsewhere, the policy discourse is increasingly shifting from liability to enhanced
3 Reiner Kraakman, Gatekeepers: the Anatomy of a Third-Party Enforcement Strategy, 2 J. L. Econ. &
Org. 53 (1986); see also C. Metoyer-Duran, Information Gatekeepers, 28 Ann. Rev. Info. Sci. & Tech.
(ARIST) 111 (1993).
4 See Kraakman, supra note 3, at 53.
5 Id. at 61.
6 See William Fisher, CopyrightX: Lecture 11.1, Supplements to Copyright: Secondary Liability, 7:50
(18 February 2014), https://www.youtube.com/watch?v=7YGg-VfwK_Y (applying Kraakman’s framework to copyright infringement).
7 Id. at 7:50.
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‘responsibilities’ for online intermediaries under the assumption that their role is
unprecedented for their capacity to influence the informational environment and
users’ interactions within it.8

III. Liability Doctrines and Exemptions:
A Comparative Analysis
Against this doctrinal framework, miscellaneous doctrines have been developed both in common and civil law countries to impose liability on third parties
aiding, abetting, enabling, or merely facilitating primary infringers’ behaviour. As
mentioned, these doctrines have drawn from established principles in tort and
extra-contractual liability, traditionally applied to non-contractual liability, and
repurposed to the case of intellectual property infringement. Recently, secondary
liability has become a privileged tool to curb IP infringement online under the assumption that primary liability is ‘a teaspoon solution to an ocean problem’.9
In both civil and common law countries, some intra-IP law solutions, such as
the doctrine of authorization in the UK, have been coexisting with miscellaneous
doctrines based on general principles of private law, such as tort law or extra-
contractual liability, ranging from strict liability to negligence or a breach of a
duty of care and, at times, depicting a very confused international panorama. No
comprehensive review would be possible given the scope of this chapter. However,
some anecdotal reference to the interaction between intellectual property and
extra-contractual/tort liability provisions in some major jurisdictions might provide a broad-brush idea of the research and methodological challenges at stake in
this field.
Judge-
made doctrines of secondary liability—
including contributory, vicarious, and inducement liability—have been developed for some time in the US.
Contributory infringement would find its origin in tort law principles—according
to which, whoever directly contributes to a tort should be held liable along with
the tortfeasor herself—whereas vicarious infringement would be a qualification of
the doctrine of respondiat superior—a branch of the law of agency that governs
8 See Why Keep a Dog and Bark Yourself? From Intermediary Liability to Responsibility, 25 Oxford
J. Int’l L. & Inf. Tech. 1–33 (2017); see also Communication from the Commission to the European
Parliament, the Council, and the Economic and Social Committee, and the Committee of the Regions,
Tackling Illegal Content Online. Towards an Enhanced Responsibility of Online Platforms, COM
(2017) 555 final (28 September 2017); Martin Husovec, Injunctions Against Intermediaries
in the European Union Accountable But Not Liable? (2017); Emily Laidlaw, Regulating
Speech in Cyberspace: Gatekeepers, Human Rights and Corporate Responsibility (2015);
Mariarosaria Taddeo and Luciano Floridi, The Debate on the Moral Responsibility of Online Service
Providers, Sci. Eng. Ethics 1, 1 (published online 27 November 2015), http://link.springer.com/article/10.1007%2Fs11948-015-9734-1.
9 Randal Picker, Copyright as Entry Policy: The Case of Digital Distribution, 47 Antitrust Bull. 423
(2002).
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the responsibility of employers for the misconduct of their employees.10 Since the
so-called ‘dance hall cases’, a long line of US cases applied these doctrines to third
parties involved with primary intellectual property infringement. In Sony, the US
Supreme Court found that secondary liability doctrines, including contributory
and vicarious liability, earlier applied to patent infringement could be extended
to copyright infringement but manufacturing and marketing a device capable of
substantial non-infringing uses—such as the Sony VHS player—does not trigger
secondary liability.11 Later, Fonovisa found that third parties managing and selling
out spaces in a swap market might be vicariously liable for the intellectual property
infringement occurring within the market’s premises.12 Recently, abundant case
law dealt with secondary liability for copyright infringement occurring in peer-
to-peer (‘p2p’) networks by applying similar tort-based doctrines. Napster found
the p2p platform by the same name vicariously liable as it has actual knowledge of
infringement and supervisory control.13 Aimster qualified previous decisions by
noting that ‘willful blindness’—such as cryptography of all data exchanged on the
platform so as not to have knowledge of infringing files being shared—constituted
knowledge and triggered infringement.14 Finally, Grokster introduced a new
ground for liability beyond contributory and vicarious liability by stating that inducement to infringement—proved by evidence of ‘purposeful, culpable expression and conduct’—triggers liability.15
Other countries came up with mixed approaches where secondary liability is
alternatively based on intellectual property provisions or general tort principles.
Under UK law, third parties would generally be held liable for the infringements
of primary wrongdoers if they have either authorized those infringements, procured or induced them, or acted pursuant to a common design with its users to
achieve them. On one side, according to s. 16 of the UK copyright law, ‘[c]opyright
in a work is infringed by a person who without the licence of the copyright owner
does, or authorises another to do, any of the acts restricted by the copyright’.16 In
this context, UK Courts have distinguished between ‘authorization’ and ‘mere facilitation’, which would not trigger secondary liability.17 Also, claimants bringing
10 See Reiner Kraakman, Vicarious and Corporate Civil Liability, in Tort Law and Economics
134–47 (Michael Faure ed., 2009); Sverker Högberg, The Search for Intent-Based Doctrines of Secondary
Liability in Copyright Law, 107 Col. L. Rev. 909, 915 (2006); Alfred Yen, Third Party Copyright Liability
after Grokster, 91 Minn. L. Rev. 184 (2006); Mark Lemley and Anthony Reese, Reducing Digital
Copyright Infringement without Restricting Innovation, 56 Stan. L. Rev. 1345, 1366 (2004); Charles
Wright, Actual Versus Legal Control: Reading Vicarious Liability for Copyright Infringement into the
Digital Millennium Copyright Act of 1998, 75 Wash. L. Rev. 1005, 1013 (2000).
11 See Sony Corp. of Am. v. Universal City Studios, 464 U.S. 417 (1984).
12 See Fonovisa v. Cherry Auction, 76 F.3d 259 (9th Cir 1996).
13 See A&M Records v. Napster, 239 F.3d 1004 (9th Cir. 2001).
14 See In re Aimster Copyright Litig., 334 F.3d 643 (7th Cir. 2003).
15 See Metro-Goldwyn-Mayer Studios Inc. v Grokster, Ltd., 545 U.S. 913 (2005).
16 See CDPA 1988, § 16 (emphasis added). See also Falcon v. Famous Players Film Co. Ltd. [1926] 2
KB 474.
17 See CBS v. Ames Records [1981] RPC 407, § 106; Amstrad [1988] RPC 567, 603 [HL]; Newzbin
(No. 1) [2010] FSR 21, § 90; Dramatico [2012] RPC 27, § 81.
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suits against secondary infringers have to prove an additional mental element,
i.e. that the defendant knew or had reason to believe that he was dealing with
infringing copies, providing the means for making infringing copies or that the
performances for which he had permitted the use of premises or had provided necessary apparatus was infringing.18 On the other side, UK courts have also applied
common law tort doctrines such as joint tortfeasance, which requires an ‘identifiable procurement of a particular infringement’ or inducement and a ‘common
design’.19 It is according to this doctrine that liability was found, for example, in
the case of the operators of the ThePirateBay platform, but not the manufactures
of the Amstrad cassette player and duplicator.20 Finally, under seminal Norwich
Pharmacal jurisprudence, if, albeit innocently, ‘a person gets mixed up in the tortious acts of others’ so as to facilitate the tort, he comes under a duty to assist the
person who has been wronged and help to put an end to the tort.21 In close connection to UK doctrines, Australian jurisprudence construed a ‘separate common
law tort’ realized by the authorization to the infringement of intellectual property
rights.22
In France, general tort law principles have been relied upon to expand liability
to additional actors other than the material infringer.23 Extra-contractual liability
obliges to repair damages caused by fault or negligence (responsabilité délictuelle

18 See Dramatico Entertainment Ltd. v. British Sky Broadcasting Ltd. (No. 1) [2012] EWHC 268 (Ch)
(UK); Sophie Stalla-Bourdillon, Liability Exemptions Wanted! Internet Intermediaries’ Liability under
UK Law, 7 J. Int’l Comm. L. & Tech. 289, 293–99 (2012); Christina Angelopoulos, On Online Platforms
and the Commission’s New Proposal for a Directive on Copyright in the Digital Single Market, Centre For
Intell. Prop. & Info. L. 19–33 (January 2017), available at https://juliareda.eu/wp-content/uploads/
2017/03/angelopoulos_platforms_copyright_study.pdf; Paul S. Davis, Accessory Liability: Protecting
Intellectual Property Rights, 4 Intell. Prop. Q. 390 (2011).
19 See SABAF v MFI Furniture [2003] RPC 264, § 59 (Peter Gibson LJ) (noting ‘[t]he underlying
concept for joint tortfeasance must be that the joint tortfeasor has been so involved in the commission
of the tort as to make himself liable for the tort. Unless he has made the infringing act his own, he has not
himself committed the tort’) (emphasis added); see also L’Oréal v. eBay Int’l AG [2009] EWHC 1094
(Ch), § 350.
20 See Amstrad [1988] RPC 567 [HL], § 609; Dramatico [2012] RPC 27, § 83.
21 Norwich Pharmacal Co. v. Customs and Excise Comrs [1974] AC 133, § 175 B–C.
22 See Univ. of New S. Wales v. Moorhouse [1975] HCA 26 (Austl.) (finding the University of New
South Wales liable for authorizing the infringements of those who used the photocopiers it provided in
its library); CBS Songs Ltd. v. Amstrad Consumer Elecs. Plc [1988] UKHL 15 (finding manufacturer and
seller of hi-fi equipment not liable when applying authorization liability of intermediaries facilitating
the copyright-infringing actions of their users); Universal Music Australia Pty Ltd. v. Sharman License
Holdings Ltd. [2005] FCA 1242 (Austl.) (finding Sharman, who operated the Kazaa filesharing platform, liable for authorizing the infringements of its users); Roadshow Films Pty Ltd. v. iiNet Ltd. [2012]
HCA 16 (Austl.) (holding that iiNet, Australia’s second largest ISP, was not liable for authorizing its customers’ infringement of copyright films downloaded over BitTorrent); see also Jane Ginsburg and Sam
Ricketson, Inducers and Authorisers: A Comparison of the US Supreme Court’s Grokster Decision and the
Australian Federal Court’s KaZaa Ruling (Columbia Public Law and Legal Theory, Working Paper No.
0698, 2006).
23 Of course, here as well, in addition to intra-intellectual property solutions, such as by expanding
primary liability for copyright infringement to the right of communication to the public or reproduction not just to the material acts of infringement, but also to the provision of means for their commission. See Code de la propriété intellectuelle (Intellectual Property Code), art. L.122-4 (Fr.).
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and quasi-délictuelle).24 Similarly, crafted provisions are available in most civil law
legislations and have been customarily deployed to find secondary liability for intellectual property infringement. Traditionally, in France, third parties were placed
under a duty to take all necessary measures to prevent infringement of others’
rights to avoid liability. Courts developed the principle of ‘diligences approprieés’
from a general duty of care based on the standards of the ‘bon père de famille’ and
the ‘prestataire diligent et avisé’. These standards would impose three main obligations on third parties, including bringing the need to respect the rights of others
to the attention of users (obligation d’information), remaining vigilant against infringement along with a standard of professional care (obligation de vigilance), and
acting against verified infractions by—in the case of copyright infringement—
removing the unlawful material and impeding its future re-posting (obligation de
réaction).25 Later, the Cour de Cassation found this general duty—that derailed into
a judicially made notice and stay-down system—non-compliant with the prohibition of general monitoring under EU law; therefore, copyright holders must now
monitor the content of websites themselves and notify intermediaries for each new
infringement of protected content.26
In Germany, secondary liability in intellectual property infringement is almost
invariably handled through the doctrine of Störerhaftung—as an alternative to joint
tortfeasance for which the liability threshold is often set to high.27 This doctrine—
embedded in BGB, § 1004—grants a permanent injunctive relief to the proprietor
against anybody who has caused an interference—störer means interferer—with
the property, unless it would be unreasonable to burden the interferer with a duty
to examine whether his behaviour could interfere with the (intellectual) property
of a third person.28 Of course, also common liability in damages—similar to French
responsabilité délictuelle and quasi-délictuelle—can ground secondary liability for
IP infringement according to the principle that ‘[a]person who, intentionally or
negligently, unlawfully injures the life, body, health, freedom, property or another
right of another person is liable to make compensation to the other party for the
damage arising from this’.29

24 See Code Civil, art. 1382 (‘Every act whatever of man that causes damage to another, obliges him
by whose fault it occurred to repair it’) and art. 1383 (‘We are responsible not only for the damage occasioned by our own act, but also by our own negligence or imprudence.’).
25 See Lacoste (TGI de Nanterre, 8 December 1999).
26 See Cour de cassation [Cass.][supreme court for judicial matters] 1e civ., 12 July 2012, Bull. civ.,
No. 831 (Fr.); Cour de cassation [Cass.][supreme court for judicial matters] 1e civ., 12 July 2012, Bull.
civ., No. 828 (Fr.); André Lucas, Henri Jacques Lucas and Agnès Lucas-Schloetter, Traité de la Propriété
Littéraire et Artistique 901 (LexisNexis 4th ed., 2012); Angelopoulos, supra note 18, at § 2.
27 See Burgerliches Gesetzbuch [BGB] [German Civil Code], art. 830 (‘[i]f more than one person
has caused damage by a jointly committed tort, then each of them is responsible for the damage’)
[hereinafter BGB].
28 See Rolex v. Ebay/Ricardo (Internet Auction I), I ZR 304/01, JurPC Web-Dok, 31 (BGH, 11 March
2004) (Ger.).
29 See BGB, supra note 27, at art. 823.
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Cross-pollination between different legal regimes makes the research framework increasingly complex. For example, a recent Spanish copyright reform expanded third parties’ liability for copyright infringement by introducing, inter
alia, US doctrines of secondary liability—inducement, contributory and vicarious
liability—in the Spanish legal system. The reform imposed liability—unless the
intermediary is sheltered by the Directive 2001/29/EC’s exemptions—on anyone
who either knowingly induces the infringement or, knowing or having reason
to know about the infringement, co-operates to it, or having a direct economic
interest in the results of the infringement has the ability to control the infringer’s
conduct.30
Of course, tort and extra-contractual liability doctrines developed by courts
in multiple jurisdictions must also be co-ordinated with the liability exemptions enjoyed by online service providers for wrongful activities committed by
users through their services. These exemptions—or safe harbours—considerably
complicate the research field because regional or super-national legislations
must co-ordinate with national legislation and judicially made doctrines. The
United States introduced these safe harbours first. In 1996, the Communications
Decency Act exempted intermediaries from liability for the speech they carry.31
In 1998, the Digital Millennium Copyright Act introduced specific intermediary
liability safe harbours for copyright infringement under more stringent requirements.32 Shortly thereafter, the eCommerce Directive imposed on Member
States the obligation of enacting similar legal arrangements to protect a range
of online intermediaries from liability.33 Other jurisdictions followed suit in
more recent times.34 In most cases, safe harbour legislations provide mere conduit, caching, and hosting exemptions for intermediaries, together with the exclusion of a general obligation on online providers to monitor the information
which they transmit, store, or actively seek facts or circumstances indicating illegal activity.35 In particular, hosting providers are not liable for the information
30 Real Decreto Legislativo (RDL) 1/1996, de 12 de abril, por el que se aprueba el texto refundido
de la Ley de Propiedad Intelectual, regularizando, aclarando y armonizando las disposiciones legales
vigentes sobre la materia, BOE-A-1996-8930, art. 138, as amended by Ley 21/2014, de 4 de noviembre,
BOE-A-2014-11404 (Spain).
31 See Communications Decency Act of 1996, 47 U.S.C. § 230.
32 See Digital Millennium Copyright Act of 1998, 17 U.S.C. § 512 [hereinafter DMCA].
33 See Directive 2000/31/EC of the European Parliament and of the Council of 8 June 2000 on certain
legal aspects of information society services, in particular electronic commerce, in the Internal Market,
2000 O.J. (L 178) 1–16 [hereinafter eCommerce Directive].
34 See, e.g., Copyright Legislation Amendment Act 2004 (Cth), No. 154, Sch. 1 (Austl.); Copyright
Modernization Act, SC 2012, c.20, § 31.1 (Can.); Judicial Interpretation No. 20 [2012] of the Supreme
People’s Court on Several Issues concerning the Application of Law in Hearing Civil Dispute Cases
Involving Infringement of the Right of Dissemination on Information Networks, 17 December 2012
(China); Federal Law No. 149-FZ, on Information, Information Technologies and Protection of
Information, 27 July 2006 (Russ.) and Federal Law No. 187-FZ of 2 July 2013, amending Russian Civil
Code, § 1253.1.
35 See, e.g., eCommerce Directive, supra note 33, at arts. 12-15; DMCA, supra note 32, at § 512(c)(1)
(A–C).
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stored, provided that: (1) the provider does not have actual knowledge of illegal
activity or is not aware of facts or circumstances from which the illegal activity
is apparent; or (2) the provider, upon obtaining such knowledge or awareness,
acts expeditiously to remove or disable access to the information.36 In this context, the DMCA enacted notice-and-takedown procedures for removing alleged
copyright-infringing content.37 European law, then, imposes a higher standard on
online intermediaries by providing rightsholders with injunctions against intermediaries whose services are used by a third party to infringe a copyright or other
intellectual property right.38
In this context, it is worth mentioning that there is no case law and harmonized
regulation on secondary liability for IP infringement at the EU level.39 As seen, each
Member State has deployed differing and miscellaneous standards, also depending
on the relevant subject matter.40 This means the EU liability exemption legal framework must co-ordinate—and often clash—with multiple unharmonized doctrines
based on national tort and extra-contractual liability principles. However, in recent times, the Court of Justice of the European Union (CJEU) has tried to introduce some harmonization by expanding primary liability for infringement of the
right to communication to the public where traditionally only secondary extra-
contractual or tort liability doctrines were applied. In particular, the CJEU found
that some online service providers under specific circumstances might be primarily liable for copyright—and possibly trademark—infringement, rather than
secondarily, in cases of linking to infringing content.41

36 See, e.g., eCommerce Directive, supra note 33, at art. 14; DMCA, supra note 32, at § 512(c)(1)
(A–C).
37 See DMCA, supra note 32, at § 512(c)(3), (g)(2–3).
38 See Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on
the Harmonisation of Certain Aspects of Copyright and Related Rights in the Information Society,
art. 8(3), 2001 O.J. (L 167) 10–19; Directive 2004/48/EC of the European Parliament and of the Council
of 29 April 2000 on the Enforcement of Intellectual Property Rights, art. 11, 2004 O.J. (L 195) 16.
39 Actually, there is no direct relation between liability and exemptions, which function as an extra-
layer of protection intended to harmonize at the EU level conditions to limit third party liability. See,
e.g., Angelopoulos, supra note 18.
40 See Christina Angelopoulos, European Intermediary Liability in Copyright. A Tort-
Based Analysis (2016); Tatiana-Eleni Synodinou, Intermediaries’ Liability for Online Copyright
Infringement in the EU: Evolutions and Confusions, 31 Comp. L. & Sec. Rev. 57, 57–67 (2015); Tatiana-
Eleni Synodinou, Intermediaries’ Liability for Online Copyright Infringement in the EU: Evolutions
and Confusions, 31 Comp. L. & Sec. Rev. 57–67 (2015); Christina Angelopoulos, Beyond the Safe
Harbors: Harmonizing Substantive Intermediary Liability for Copyright Infringement in Europe, 3 Intell.
Prop. Q. 254 (2013); Mari Männiko, Intermediary Service Providers’ Liability Exemptions: Where Can
We Draw the Line?, in Regulating eTechnologies in the European Union: Normative Realities
and Trends (Tanel Kerikmäe ed., 2014) (noting that comparative analysis show that the present legislation is too general and gives too much room for interpretation); Patrick Van Eecke, Online Service
Providers and Liability: A Plea for a Balanced Approach, 48 Common Mkt. L. Rev. 1455–61 (2011);
Broder Kleinschmidt, An International Comparison of ISP’s Liabilities for Unlawful Third Party Content,
18 Int’l J.L. & Info. Tech. 345, 345–53 (2010).
41 See Case C-279/13, C More Entm’t AB v. Linus Sandberg (ECJ, 26 March 2015); Case C-466/12,
Nils Svensson et al. v Retriever Sverige AB (ECJ, 13 February 2014).
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IV. The World Intermediary Liability Map (WILMap):
A Methodological Approach Mapping a Fragmented
Legal Framework
Unsurprisingly, online intermediaries’ obligations, liabilities, and responsibilities increasingly take the center stage of internet policy. However, inconsistencies
across different regimes generate legal uncertainties that undermine both users’
rights and business opportunities. To better understand the heterogeneity of the
international online intermediary liability regime—and in search of consistency—
I have developed and launched the World Intermediary Liability Map (WILMap),
a detailed English-language resource hosted at Stanford CIS and comprised of case
law, statutes, and proposed laws related to intermediary liability worldwide.42
The WILMap is a graphic interface for legislation and case law enabling the
public to learn about intermediary liability regimes worldwide and evolving
internet regulation. This resource allows visitors to select information on countries
of interest, including case law, statutes, and proposed laws. The WILMap features
legislation, pending bills, and proposals imposing obligations on intermediaries,
both access and hosting providers or other online intermediaries, such as payment processors. If available, the WILMap includes relevant case law for each jurisdiction. The WILMap would like to feature any case law discussing obligations
and liability of online intermediaries due to (infringing) activities undertaken by
their users. The WILMap also features sections for administrative enforcement
of intermediary liability online, if there are administrative agencies charged with
implementing website blocking orders or content removal in a certain jurisdiction.
Each country page includes links to original sources and English translations, if
available.
Mapping online intermediary liability worldwide entails the review of wide-
ranging topics, stretching into many different areas of law and domain-specific
solutions. The WILMap covers numerous topics, including online intermediaries’
safe harbours, e-commerce, copyright and trademark protection, defamation,
hate/dangerous speech (including anti-terrorism provisions), privacy protection,
and child protection online.
The WILMap has become a privileged venue to observe emerging trends in
internet jurisdiction, innovation regulation, and enforcement strategies dealing
with intermediate liability for copyright, trademark, and privacy (right to be
42 World Intermediary Liability Map (WILMap) (a project designed and developed by Giancarlo
Frosio and hosted at Stanford CIS), https://wilmap.law.stanford.edu [hereinafter WILMap]. The
Stanford Intermediary Liability Lab (SILLab), another project I launched at Stanford Law School in
2013, functioned as an incubator for developing the WILMap and study international approaches to
intermediary obligations concerning users’ copyright infringement, defamation, hate speech or other
vicarious liabilities, immunities, or safe harbors. See Stanford Intermediary Liability Lab, https://www.
facebook.com/groups/ILLab; see also CIS, Intermediary Liability, https://cyberlaw.stanford.edu/focus-
areas/intermediary-liability.
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forgotten) infringement and the role of internet platforms in moderating the
speech they carry for users, including obligations and liabilities for defamation
and hate and dangerous speech. Mapping online intermediary liability worldwide
should help magnify policy gaps in existing legal frameworks regulating OSPs and
possible strategies to overcome them.
The WILMap project has been made possible by an amazing team of contributors from around the world, both individual researchers and institutions, providing the necessary information to create and update each country page.43 The
creation of a global network of WILMap contributors also allows for the promotion of synergies with global platforms and free expression groups to advocate for
policies protecting innovation and other user rights.44
Since its launch in July 2014, the WILMap has been steadily and rapidly growing.
Today, the WILMap covers almost one hundred jurisdictions in Africa, Asia, the
Caribbean, Europe, Latin America, North America, and Oceania. The WILMap
is an ongoing project. In collaboration with a network of experts worldwide, CIS
continues to update and expand the map with the goal of covering all jurisdictions.
To make the WILMap a more valuable resource for activists, industry players, researchers, and the general public, the WILMap website has been updated with enhanced usability and data aggregation features.45
WILMap’s attempt to study secondary liability to come at terms with a fragmented legal framework is not isolated. Mapping and comparative analysis exercises have been undertaken by the Network of Centers—which produced a case
study series exploring online intermediary liability frameworks and issues in
Brazil, the EU, India, South Korea, the US, Thailand, Turkey, and Vietnam46—
WIPO,47 and other academic initiatives.48
Institutional efforts at the international level are on the rise. Recently, the Global
Multistakeholder Meeting on the Future of Internet Governance (NETmundial)
worked towards the establishment of global provisions on intermediary liability
43

See WILMap, supra note 42, Contributors, https://wilmap.law.stanford.edu/contributors.
See OSJI-CIS Workshop on Intermediary Liability, Fostering Greater Collaboration between
Service Providers and Internet Freedom Groups in the Public Interest, Stanford University, Stanford,
CA, 15 December 2014.
45 Stanford Law School’s Center for Internet and Society Launch the World Intermediary
Liability Map 2.0, CIS Blog (16 May 2018) https://cyberlaw.stanford.edu/blog/2018/05/
stanford-law-schools-center-internet-and-society-launch-world-intermediary-liability.
46 See Berkman Center for Internet and Society, Liability of Online Intermediaries: New Study by the
Global Network of Internet and Society Centers (18 February 2015), https://cyber.law.harvard.edu/node/
98684; Urs Gasser and Wolfgang Schulz, Governance of Online Intermediaries: Observations from a
Series of National Case Studies (Berkman Center Research Publication No. 2015-5, 2015).
47 See Daniel Sang, Comparative Analysis of National Approaches of the Liability of the Internet
Intermediaries—VII: Japan (WIPO Study); Ignacio Garrote Fernández-Díez, Comparative Analysis on
National Approaches to the Liability of Internet Intermediaries for Infringement of Copyright and Related
Rights (WIPO Study).
48 See, e.g., for other mapping and comparative exercises, Intellectual Property Liability
of Consumers, Facilitators, and Intermediaries (Christopher Heath & Anselm Kamperman
Sanders eds., 2012).
44
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within a charter of Internet governance principles.49 A few months earlier, the
Organization for Economic Co-operation and Development (OECD) issued recommendations on Principles for Internet Policy Making stating that, in developing or revising their policies for the Internet Economy, the State members
should consider the limitation of intermediary liability as a high-level principle.50
Also, the 2011 Joint Declaration of the three Special Rapporteurs for Freedom of
Expression apparently contains statements suggesting an ongoing search for a
global regime for intermediary liability.51 The Representative on Freedom of the
Media of the Organization for Security and Co-operation in Europe (OCSE) issued a Communiqué on Open Journalism, which hopes to advise the organization’s
fifty-seven member states on best practices with regards to digital rights and
intermediaries.52
Efforts to produce guidelines and general principles for intermediaries emerged
also in the civil society. In particular, the Manila Principles on Intermediary Liability
sets out safeguards for content restriction on the internet with the goal of protecting
users’ rights, including ‘freedom of expression, freedom of association and the right
to privacy’.53 A set of general principles is accompanied by sub-principles and a background paper qualifying some of the terminology and statements included in the
principles.54
Other projects developed best practices that might be implemented by intermediaries in their terms of service with special emphasis on protecting fundamental rights.55 For example, under the aegis of the Internet Governance Forum,
the Dynamic Coalition for Platform Responsibility aims to delineate a set of

49 See NETmundial Multistakeholder Statement, São Paulo, Brazil, 24 April 2014, available at http://
netmundial.br/wp-content/uploads/2014/04/NETmundial-Multistakeholder-Document.pdf.
50 See Organization for Economic Co-operation and Development (OECD), Recommendation of
the Council on Principles for Internet Policy Making, C(2011)154 (13 December 2011), available at
http://acts.oecd.org/Instruments/ShowInstrumentView.aspx?InstrumentID=270.
51 See The United Nations (UN) Special Rapporteur on Freedom of Opinion and Expression, the
Organization for Security and Co-operation in Europe (OSCE) Representative on Freedom of the
Media, the Organization of American States (OAS) Special Rapporteur on Freedom of Expression and
the African Commission on Human and Peoples’ Rights (ACHPR) Special Rapporteur on Freedom
of Expression and Access to Information, International Mechanism for Promoting Freedom of
Expression, Joint Declaration on Freedom of Expression and the Internet (2011), available at http://
www.osce.org/fom/78309?download =true.
52 Organization for Security and Co-operation in Europe (OCSE) Representative on Freedom of
the Media, Dunja Mijatović, 3rd Communiqué on Open Journalism, Vienna, 29 January 2016, available at http://www.osce.org/fom/219391?download=true [hereinafter OCSE, Communiqué on Open
Journalism].
53 See Manila Principles on Intermediary Liability, Intro, available at https://www.manilaprinciples.
org.
54 See Manila Principles on Intermediary Liability Background Paper (30 May 2015), available at
https://www.eff.org/files/2015/07/08/manila_principles_background_paper.pdf.
55 See, e.g., Jamila Venturini et al., Terms of Service and Human Rights: Analysing
Contracts of Online Platforms (2016).
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model contractual-provisions.56 These provisions should be compliant with the
UN ‘Protect, Respect and Remedy’ Framework as endorsed by the UN Human
Rights Council together with the UN Guiding Principles on Business and Human
Rights.57 Appropriate digital labels should signal the inclusion of these model
contractual provisions in the Terms of Service of selected platform providers.58
Again, the Global Network Initiative (GNI) put together a multistakeholder group
of companies, civil society organizations, investors, and academics to create a
global framework to protect and advance freedom of expression and privacy in
information and communications technologies. The GNI’s participants—such
as Facebook, Google, LinkedIn, Microsoft, and Yahoo—committed to a set of
core documents, including the GNI Principles, Implementations Guidelines and
Accountability, Policy, and Learning Framework.59
Ranking Digital Rights is an additional initiative promoting best practices and
transparency among online intermediaries.60 This project ranks internet and telecommunications companies according to their virtuous behaviour in respecting
users’ rights, including privacy and freedom of speech. In November 2015, the first
project’s report ranked sixteen companies in different countries on thirty different
measures.61 Companies scored between 13 per cent and 65 per cent.62 Most companies received a failing grade for their public commitments and disclosed policies
affecting users’ freedom of expression and privacy.63
Several initiatives have been looking into notice and takedown procedures
to highlight possible chilling effects and propose solutions. Lumen—formerly
Chilling Effects—archives takedown notices to promote transparency and facilitate research about the takedown ecology.64 The Takedown Project is a collaborative effort housed at UC-Berkeley School of Law and the American Assembly
to study notice and takedown procedures.65 The Takedown Project launched the

56 See Dynamic Coalition on Platform Responsibility: A Structural Element of the United Nations
Internet Governance Forum, available at http://platformresponsibility.info [hereinafter Dynamic
Coalition].
57 See United Nations, Human Rights, Office of the High Commissioner, Guiding Principles on
Business Human Rights: Implementing the United Nations ‘Protect, Respect, and Remedy’ Framework
(2011), available at http://www.ohchr.org/Documents/Publications/GuidingPrinciplesBusinessHR_
EN.pdf.
58 See Dynamic Coalition, supra note 56.
59 See Global Network Initiatives, available at http://globalnetworkinitiative.org.
60 See Ranking Digital Rights, available at https://rankingdigitalrights.org; see also Rebecca
MacKinnon, Consent of the Networked: The Worldwide Struggle for Internet Freedom
(2012).
61 See Ranking Digital Rights, Corporate Accountability Index, available at https://
rankingdigitalrights.org/index2015.
62 Id.
63 Id.
64 See Lumen, available at www.lumendatabase.org; see also Online Censorship, available at https://
onlinecensorship.org (allowing users to document their experience with terms of service based removals of content).
65 See The Takedown Project, available at http://takedownproject.org.
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Notice Coding Engine looking at the impact of automated both sending and receiving process of notice and takedown.66 Again, the Internet and Jurisdiction project has been developing a due process framework to deal more efficiently with
transnational notice and takedown requests, seizures, MLAT, and law enforcement
co-operation requests.67 The framework will be based on the creation of a legal reference database to support the assessment of takedown requests.68 Finally, apart
from establishing good practice standards for notices, the Manila Principles initiatives made available a template notice of content restriction as a mock-up web
form that can be adopted by intermediaries.69

V. Conclusions
Interaction between IP law and tort law/extra-contractual liability doctrines is
constantly on the rise. Extra-contractual liability doctrines serve as a privileged
legal tool to address secondary liability, which often does not find specific redress
in intellectual property legislation and lacks harmonization in regional or international intellectual property legal instruments. Of course, secondary liability
for intellectual property infringement—with special emphasis on copyright and
trademark infringement—becomes critical in the platform economy given the role
of online service providers in mediating content distribution. Tort law and extra-
contractual liability, therefore, have been largely deployed to force third parties,
such as online intermediaries, to help in curbing infringement primarily carried
out by end-users. The inherently fragmented, national, and unharmonized nature
of tort and extra-contractual liability provisions and doctrines has been obviously
a challenge for legal research, reflecting a larger market conundrum where both
users and industry players find themselves at a disadvantage in understanding
how different regimes might regulate the global services offered to the public. The
WILMap—and other miscellaneous projects—has been developed to provide a
methodological solution to this fragmentation, mapping out a very inconsistent
legal framework and giving intellectual property researchers some co-ordinates to
carry out follow up research.

66

Id. at Projects, Notice Coding Engine.
See Bertrand de La Chapelle and Paul Fehlinger, ‘Towards a Multi-Stakeholder Framework for
Transnational Due Process’ (Internet & Jurisdiction White Paper, 2014), available at http://www.
internetjurisdiction.net/wp-content/uploads/2014/08/Internet-Jurisdiction-Project-White-Paper-3.pdf.
68 Id.
69 Template Notice Pre-Zero Draft Revised, available at https://goo.gl/NlVXEF.
67
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Property Law and the Intellectual
Property Agenda
Michael Grynberg

I. Introduction
What can intellectual property (IP) learn from the questions raised by property
doctrine and the methods used to answer them? A lot of scholarship addresses the
degree to which the two bodies of law cohere in principle, justification, or practice.
This chapter surveys some of this well-marked terrain, while suggesting some less
detailed areas of the map that might merit more exploration than they have received to date.
Section II begins with a familiar set of questions arising from the contention that
IP is or should be considered a form of property. Section III shifts from treating
property as a source of intellectual property rights to asking how property law
might limit their scope. Section IV considers the consequences of treating property
law as a form of information management. Finally, Section V asks if property law
might inform IP scholarship when we conceive of property doctrine as a system.

II. Property and Broad Intellectual Property
The debate over the term ‘intellectual property’ and its implicit assertion that IP is
a form of ‘property’ is by now familiar. For those who believe that rhetoric matters,
the term tilts the playing field in a way different than would alternatives formulations like ‘intellectual monopoly’, ‘expressive franchise’, or ‘information regulation’.
A large body of scholarship therefore addresses the extent to which IP is ‘property’ in some meaningful way. But stating that IP is or is not property assumes that
we know what ‘property’ means. That term itself begs any number of fundamental,
contentious issues. Property doctrine continually wrestles with questions of definition, justification, and distribution that need to be addressed before the claim that
IP is a form of property can be rendered intelligible.1
1 See generally Jeremy Waldron, Property Law, in A Companion to Philosophy of Law and Legal
Theory 3–23 (Dennis Patterson ed., 1999).
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A. Intellectual Property as Property
IP scholars have long debated whether treating protected information as if it were
property is a category error.2 Works in this tradition question whether—or affirm
that—IP can be property insofar as it is intangible, non-rival, or non-excludable.
And even if IP may be property, perhaps its protection harms other interests in a
way that ‘ordinary’ property does not.3
These exchanges necessarily raise questions of what property is.4 Some of the
characteristics that purportedly make IP a bad fit for property—e.g. intangibility—
have not traditionally prevented the assertion of property rights. To be sure, these
intangible rights are often tied to concrete things, as with estates in land. But not
always.5 Our conception of property’s ambit extends to interests that are arguably
as difficult to work with as information.6 And addressing these issues depends on
addressing underlying conceptual questions—for example, what we mean when
we refer to intangibles.7
These moves and countermoves suggest that the IP debate may inform a question that challenges property law. Are traditional examples of intangible property
rights a special case? Or do they deserve to be treated as part of the baseline of
property rights? If the former, perhaps the centrality of intangible interests in IP
makes IP too much for property doctrine to swallow. Whatever the connection between IP and property, it cannot be a formal one.
Taken to an extreme, the latter view threatens to destabilize property law. To appreciate this, it helps to consider alternative ways to describe intellectual property
rights (IPRs). If they are not property, what are they? We might see them simply
as a form of government regulation, albeit an extraordinary one.8 But to some extent, the same may be claimed about property rights—that they should be treated
2 See, e.g., Thomas Babington Macaulay, 1 Speeches by the Rt Hon Thomas Babington Macaulay, MP
394 (1853), available at http://name.umdl.umich.edu/ABA0947.0001.001 (‘The principle of copyright
is this. It is a tax on readers for the purpose of giving a bounty to writers. The tax is an exceedingly bad
one; it is a tax on one of the most innocent and most salutary of human pleasures.’).
3 See generally Adam Moore & Ken Himma, Intellectual Property, in The Stanford Encyclopedia
of Philosophy (Edward N. Zalta ed., Winter 2014), https://plato.stanford.edu/archives/win2014/
entries/intellectual-property/ (surveying the literature).
4 The focus here will be on private property versus common or collective property. See Waldron,
supra note 1, at 5–7.
5 See, e.g., Kremen v. Cohen, 337 F.3d 1024, 1030–34 (9th Cir. 2003) (discussing status of internet domain names as property and applicability of law of conversion to them).
6 See, e.g., Goldberg v. Kelly, 397 U.S. 254 (1970); Mathews v. Eldridge, 424 U.S. 319 (1976) (considering protection of government-provided benefits under the Due Process Clause); Charles Reich, The
New Property, 73 Yale L.J. 733, 778 (1964).
7 Waldron, supra note 1, at 4–5.
8 See, e.g., Michael Grynberg, Property Is a Two-Way Street: Personal Copyright Use and Implied
Authorization, 79 Fordham L. Rev. 435, 458 (2010) (‘To assume, arguendo or otherwise, that intellectual property is traditional property is to mask its extraordinary character. While governments impose
any number of regulations on our property, intellectual property laws give private actors regulatory
power over the private property of others. Holders of these “intellectual privileges” may invoke the coercive apparatus of the state to regulate private conduct.’).
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as government regulation without any special claims on behalf of rightsholders
that their interests are traceable to anything other than the public policies of the
moment.9
Courts already struggle with drawing the line between these two views of property.10 Forcing IP into the property box further widens the scope of commands
that may be characterized as mere regulatory activity. At some point, it may be
the conception of property as something that is intermediated by a thing that becomes the special case.11 Perhaps this is how things should be, but that would raise
anew the question of what, if anything, is special about property as a body of law,
and whether it maintains doctrinal autonomy. Work in this area thus illuminates
boundary issues in IP and property doctrine alike.

B. Why Property? Intellectual Property as Justified
by Property Incentives
The question of whether the rationales for IP track or diverge from those for traditional property rights is one of the most thoroughly covered areas in the IP/property interface. This subsection will therefore simply note a few recurring issues.
Justifications for property rights often focus on the utilitarian and efficiency
benefits of property regimes. These rationales perhaps best fit the American IP
tradition, reflected as they are by the Constitution and any number of judicial
pronouncements.12
This story of property has multiple threads, some fitting IP more plausibly than
others. The strand that focuses on the hypothetical tragedy of the commons and the
potential role of property rights in ameliorating congestion is a tricky one for application to IP regimes, given the non-rival nature—and therefore inexhaustibility—
of information. Incentive stories focused on production and the (partial) capture

9 Cf. Felix Cohen, Transcendental Nonsense and the Functional Approach, 35 Colum. L. Rev. 809,
820 (1935) (‘In every field of law we should find peculiar concepts which are not defined either in terms
of empirical fact or in terms of ethics but which are used to answer empirical and ethical questions alike,
and thus bar the way to intelligent investigation of social fact and social policy.’).
10 See, e.g., United States v. Turoff, 701 F. Supp. 981 (E.D.N.Y. 1988) (considering whether misappropriation of taxi medallions deprived city of a property interest under mail fraud statute).
11 See, e.g., Christopher Essert, Property in Licenses and the Law of Things, 59 McGill L.J. 559, 565
(2014) (arguing that ‘the fact that the rights of a licensee count as property rights gives us good reasons
to doubt the law-of-things view’ of property); Thomas W. Merrill & Henry E. Smith, What Happened
to Property in Law and Economics? 111 Yale L.J. 357, 357–58 (2001) (observing that the ‘conventional
wisdom among legal scholars’ is that ‘Property is a composite of legal relations that holds between
persons and only secondarily or incidentally involves a “thing”. Someone who believes that property
is a right to a thing is assumed to suffer from a childlike lack of sophistication—or worse’ [footnotes
omitted].).
12 U.S. Const. art. I, § 8, cl. 8. While trademark law is not rooted in the incentive framework of the
Intellectual Property Clause, it is likewise typically justified with an eye to general social benefits, specifically economic efficiency. See, e.g., Qualitex Co. v. Jacobson Prod. Co., 514 U.S. 159, 163–64 (1995).
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of beneficial externalities are a more plausible basis for justifying rights, while still
offering guides to their limitation.13
But enclosure carries costs. Property stories often tout a world with lowered
transaction costs. But when do the characteristics of IP subject matter, creation, or
markets produce unique difficulties that counsel curtailing the IP property right?14
Here the property tradition focusing on alternatives to enclosure offer a potential
way out.15
Incentive stories also raise questions of who it is that is responding to incentives.
Is our ideal creator an individual or a collective? A lone genius, an economically
rational actor, or someone else?16 Likewise, how much does law structure the relationships of creators and those using IP, and how often will parties order their lives
and affairs without considering legal requirements?17
Many of these questions are naturally empirical, both qualitatively and quantitatively.18 But property analogies continue to exert their force independent of the
results either because the empirics are inconclusive or unconvincing. For some
parties to the debate, the property baseline (‘IP is property’ or ‘IP is not’) has set a
burden of proof that is difficult to meet one way or the other.19
The property story also supplies an implicit moral claim. If property rights
exist to incentivize and reward, then those who appropriate the resulting gains
without paying the demanded toll are free riders worthy of sanction.20 By contrast,
13 See generally William M. Landes & Richard A. Posner, The Economic Structure of
Intellectual Property Law (2003).
14 See, e.g., Michael A. Heller, The Gridlock Economy: How Too Much Ownership Wrecks
Markets, Stops Innovation, and Costs Lives (2008); Michael A. Heller & Rebecca S. Eisenberg,
Can Patents Deter Innovation? The Anticommons in Biomedical Research, 280 Sci. 698 (1998); cf. eBay
Inc. v. MercExchange, LLC, 547 U.S. 388, 396 (2006) (Kennedy, J., concurring) (‘In cases now arising
trial courts should bear in mind that in many instances the nature of the patent being enforced and the
economic function of the patent holder present considerations quite unlike earlier cases. An industry
has developed in which firms use patents not as a basis for producing and selling goods but, instead, primarily for obtaining licensing fees.’).
15 See, e.g., Brett M. Frischmann, Michael J. Madison & Katherine J. Strandburg, Constructing
Commons in the Cultural Environment, 95 Cornell L. Rev. 657 (2010).
16 See, e.g., James Boyle, Shamans, Software, and Spleens: Law and the Construction of
the Information Society (1997).
17 Robert Ellickson, Order Without Law (1991). For explorations of the theme in the IP context, see, e.g., David Fagundes, Talk Derby to Me: Intellectual Property Norms Governing Roller Derby
Pseudonyms, 90 Tex. L. Rev. 1093 (2012); Dotan Oliar & Christopher Sprigman, There’s No Free Laugh
(Anymore): The Emergence of Intellectual Property Norms and the Transformation of Stand-Up Comedy,
94 Va. L. Rev. 1787 (2008).
18 Mark A. Lemley, Faith-Based Intellectual Property, 62 UCLA L. Rev. 1328, 1332 (2015) (observing
that ‘[i]n the past three decades there has been an unprecedented—indeed, astonishing—outpouring of
sophisticated empirical work on virtually every aspect of IP law and innovative and creative markets’
and collecting examples.).
19 Cf. id. at 1336 (‘Participants on both sides of the IP debates are increasingly staking out positions
that simply do not depend on evidence at all. That is, their response to evidence that doesn’t accord with
their beliefs is not to question their beliefs, or even to question the evidence, but to retreat to a belief
system that doesn’t require evidence at all.’).
20 Cohen, supra note 9, at 815 (‘The current legal argument runs: One who by the ingenuity of his
advertising or the quality of his product has induced consumer responsiveness to a particular name,
symbol, form of packaging, etc. has thereby created a thing of value; a thing of value is property;
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incentive stories generally assume the incomplete capture of externalities for social
welfare to be promoted, raising the question of which free rides are acceptable and
which are not—a question to which the approach of traditional property law is
relevant.21
Moral claims lead the inquiry to non-utilitarian rationales for property rights—
e.g. personhood and labour theories—and these claims likewise have their own
bodies of literature that have guided research in IP law.22
Finally, the property label may carry with it distributive consequences that likewise play out in the context of IPRs.23

C. What Parts of a Property System (If Any) Belong
in Intellectual Property
Assuming that property law has something to say to IP, the next set of questions
concern translation. Which aspects of a property regime properly belong in IP law?
Translation can take a strong and a weak form. The strong form asks what must
happen given that IP is property. One looks to property regimes to supply dictates.
The weak form asks what might happen in the law given that IP is sometimes like
property. One looks to property regimes to provide guidance.
The difference between the two approaches illustrates that the question of
whether IP is property is more than semantic, for it may affect the scope of IPRs.
When push comes to shove, American jurisprudence seems mostly in the camp of
the weak approach. To be sure, many cases take property language seriously, going
so far as to indicate that constitutional property protections against takings may
extend to IP rights.24 In general, however, courts generally recognize that these
rights still trace to statutory regimes, not common law rights, and are not on par

the creator of property is entitled to protection against third parties who seek to deprive him of his
property.’).
21 See generally Mark A. Lemley, Property, Intellectual Property, and Free Riding, 83 Tex. L. Rev. 1031,
1032 (2005) (‘Even real property doesn’t give property owners the right to control social value. Various
uses of property create uncompensated positive externalities, and we don’t see that as a problem or a
reason people won’t efficiently invest in their property.’).
22 See generally, e.g., Moore & Himma, supra note 3, §§ 3.1, 3.3 (discussing applicability of personality-
based and Lockean theories of property and their application to IP); Justin Hughes, The Philosophy of
Intellectual Property, 77 Geo. L.J. 287 (1988).
23 See, e.g., Jessica Litman, What We Don’t See When We See Copyright as Property, 77 Cambridge
L.J. 536, 554 (2018) (‘When the law transforms something that was not formerly property into a property right, the accompanying alienability will cause control of it to ﬂow to those with the most bargaining power. If you are looking to get your hands on some arable land or to regain your control of the
printing of texts, creating new property rights turns out to be an excellent strategy. Sometimes the original recipient of the property beneﬁts, but not always. Sometimes the world improves as a result; other
times it doesn’t.’). See generally Waldron, supra note 1, at 15–22.
24 Ruckelshaus v. Monsanto Co., 467 U.S. 986 (1984).
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with traditional rights to real or personal property.25 IPRs, therefore, are treated
differently than real or personal property.26 That said, the possibility of a strong
approach to translation remains an elephant in the room. Ignoring it threatens
chaos were courts ever to announce that the strong form should in fact prevail.
Accordingly, IP has a variety of doctrinal accommodations designed to insulate
itself against the possibility.27
But even the weak form leaves considerable room for property regimes to provide models for regulating interests that resemble property rights. For example,
copyright law’s post-mortem treatment of an author’s right to terminate licenses
is striking because of its inconsistency with principles of testamentary freedom
familiar to those who practice wills and trusts law.28 Deviations of this sort may
be justifiable, but carelessly discarding the accumulated practice and precedent of
traditional property law understandings demands justification. Even when there
is reason to do so, IP law should consider the reliance interests of lawyers in other
fields who might face surprise in situations in which IP law diverges from traditional property principles.

III. Property Law as Check
Treating IPRs as property also offers avenues for limiting their scope. Property law
can perform this function in at least three ways. First, property rights stand as a
challenge to the very idea of IP, for IPRs interfere with liberties protected by property law. Second, IPRs often collide with common law property rights. Mediating
the resulting conflict may require limiting the scope of the IPR. Third, accepting
a linkage between IP and property doctrine requires that we look to the whole of
property law, not just the parts that confer power to private actors. Property doctrine contains a range of principles that limit property rights, and they should not
be excluded when intangible interests are at issue.

A. As Challenge
Property doctrine presents two challenges to any conception of IP. First, the very
notion of giving property rights to anyone faces a legitimacy challenge insofar as

25

See, e.g., Wheaton v. Peters, 33 U.S. (8 Pet.) 591 (1834).
See, e.g., eBay Inc. v. MercExchange, LLC, 547 U.S. 388, 392 (2006).
27 See, e.g., Golan v. Holder, 565 U.S. 302, 316 (2012) (noting that concerns about takings issues led
Congress to provide protections for ‘reliance parties’ who had used foreign works to which copyright
was restored).
28 Unlike other matters in the author’s estate, the right may not be devised but must descend under
the Copyright Act’s conception of intestate succession. See 17 U.S.C. § 203.
26
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these rights interfere with the freedom of those bound to respect those rights.29 To
some extent, this restates the problem, discussed above, of how and whether IP is
justified.
But it raises a second challenge insofar as IP rights do not emerge on a blank
slate. IP rights not only interfere with personal liberty, but they also interfere with
pre-existing property interests.30 Those who own tools that can be used for copying
are bound to refrain from using them on matter protected by IPRs. But these incumbent property rights already satisfy local criteria of legitimacy. In a system that
protects property rights, how can they be curtailed in a principled manner? And
might the justification that justifies IP be generalized to other areas?

B. By Doctrine
Another way property law might check IPRs is if preexisting property interests
take priority over them. Here again, we may approach the claim as having strong
and weak forms. The strong claim is that because IP isn’t property, IPRs must yield
to preexisting property rights. A more modest contention would be to say that
when IPRs collide with preexisting property interests, the law must harmonize
conflicting interests in a way that takes personal property rights seriously.
The rise of the first-sale doctrine in copyright law illustrates this principle in action. In Bobbs-Merrill Co. v. Straus,31 a book publisher tried to use copyright to impose conditions on the transfer of books that it sold. But the right to transfer title is
part of the traditional ‘bundle of sticks’ of property law, and the condition was also
at odds with the traditional refusal to recognize servitudes in personal property.32
The Supreme Court mediated the conflict by establishing the first-sale doctrine,
recognizing that a copyright holder could not ‘qualify the title of a future purchaser’.33 Though Congress codified the doctrine shortly thereafter, it remains a judicially enforced limitation of IPRs in patent and trademark law. And the property
principles that created the doctrine retain their vitality. As the Supreme Court later

29 See, e.g., Dan Hunter & F. Gregory Lastowka, Amateur-to-Amateur, 46 Wm. & Mary L. Rev. 951,
1030 (2004) (‘If we begin with the liberal base assumption that people should be free to do anything that
is consistent with every other person’s freedom, then grants of property interests generate constraints
on freedoms and require justification’ (citing Waldron, supra note 1, at 8–10)).
30 Tom G. Palmer, Are Patents and Copyrights Morally Justified? The Philosophy of Property Rights and
Ideal Objects, 13 Harv. J.L. & Pub. Pol’y 817, 865 (1990) (‘But the attempt to generate profit opportunities by legislatively limiting access to certain ideal goods, and therefore to mimic the market processes
governing the allocation of tangible goods, contains a fatal contradiction: It violates the rights to tangible goods, the very rights that provide the legal foundations with which markets begin.’).
31 210 U.S. 339 (1908).
32 See, e.g., Zechariah Chafee, Jr., Equitable Servitudes on Chattels, 41 Harv. L. Rev. 945, 954 (1928)
(discussing experience of England and the United States).
33 Bobbs-Merrill Co., 210 U.S. 339 at 351.
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recognized in the patent context, the mere existence of IPRs cannot be permitted to
upend property rights expectations grounded in centuries of practice.34
As our conception of IPRs continues to evolve, it remains worthwhile to keep
in mind the preexisting property rights of those subject to IPRs. This is especially
important insofar as the rhetorical force of the word ‘property’ is brought to bear.
However much your copyright may or may not be property, my copy machine certainly is. Appeals to property rights cannot resolve any debate about whether I may
copy your book. If we want to resolve the legal question, we look to the Copyright
Act and its interpretations. If we want to resolve the philosophical issue, we should
get the rhetoric out of the way and discuss what matters.

C. By Analogy
When push comes to shove, whether IPRs are property—and whether they limit
property rights—may not really matter. Courts apply them in accordance with
their perceived scope. In setting that scope, however, analogies to the world of
property may guide their thinking.
For example, property principles may have created the first-sale doctrine, but
they have difficulty operating in the modern information economy. Software,
movies, and music are typically disseminated via data transfers that depend on authorized copying at the user’s location. Because there is no single, persistent ‘copy’,
the first-sale doctrine cannot operate with the same force that it does with non-
digital media. The property principles underlying the doctrine nonetheless remain
relevant, and the grounds and basis for translating them into the modern economy
provide fertile ground for research.35
Likewise, understanding the complexities of property rights helps counter some
facile plaintiff expectations of what it means to have an IPR. Casual invocations of
property rhetoric for IPRs treat them as simple exercises of the right to exclude. But
even real property rights radiate beyond their metes and bounds. So it is that one
may claim a nuisance due to a neighbour’s activity even in the absence of trespass.
Saying someone owns land resolves nothing; the law must grapple with whose
interest prevails.36 The issue is more acute in, IP, for rights holders and those subject
to rights are not in physical proximity.37 This exacerbates problems of bargaining,
34 Impression Prod., Inc. v. Lexmark Int’l, Inc., 137 S.Ct. 1523, 1532 (2017) (‘Congress enacted and
has repeatedly revised the Patent Act against the backdrop of the hostility toward restraints on alienation. That enmity is reflected in the exhaustion doctrine.’).
35 See, e.g., Grynberg, supra note 8; Aaron Perzanowski & Jason Schultz, Copyright Exhaustion and
the Personal Use Dilemma, 96 Minn. L. Rev. 2067 (2012).
36 R.H. Coase, The Problem of Social Cost, 3 J. L. & Econ. 1 (1960) (discussing problem of reciprocity
of harms).
37 See, e.g., Grynberg, supra note 8, at 126; Christopher M. Newman, Patent Infringement as Nuisance,
59 Cath. U. L. Rev. 61, 95 (2009) (‘Why do we differentiate between nuisance and trespass? . . . The
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delineation, and other transaction costs that might interfere with the use of property rights in securing efficient outcomes.38
Finally, property rhetoric often overlooks the variety of mechanisms that curtail
property rights. If we embrace the property model of intellectual property, it is appropriate to look to these restraints as a means for curbing potential excesses that
may come with an unrestrained view of the right to exclude.39 To argue both that IP
is property and that those analogous checks should not apply is not to argue that IP
is property. It is a different claim that would treat IPRs are something different and
alien to traditional common law conceptions of private power.

IV. Property Law as Information Regulation
Up to this point, the discussion has focused on translating property to IP law from
a particular view of the nature of property law. Specifically, should legal doctrines
designed to regulate land and things apply to information? We might instead view
property law as a form of information management and ask whether property’s
treatment of information might inform IP law.
Issues of information generation, use, management, dissemination, and quality
are all concerns of IP law, but they also appear in property doctrine to varying degrees. Property law is greatly concerned with information quality, specifically
simplifying information for third party reliance. The holder in due course rule allows the circulation of commercial paper by limiting the defences to payment
available against good faith holders of negotiable instruments.40 The Uniform
Commercial Code (UCC) protects good faith purchasers against claims of superior
title when they buy from merchants or holders of voidable title.41 Title recording
acts protect purchasers without notice from unrecorded interests. Adverse possession law enables apparent ownership to become reliable, and quiet title mechanisms
allow third parties to be confident in these settled expectations. It has been argued
that the numerus clausus principle also performs the function of simplifying information by limiting the types of property interests that exist.42 And so on.
concern raised by such a drastically enforced right to exclude is that landowners would be vested with
tremendous veto power over a wide range of uses for any neighboring land.’).
38

Id.
Michael A. Carrier, Cabining Intellectual Property Through a Property Paradigm, 54 Duke L.J. 1, 5
(2004) (‘For the secret here is that property is not as absolute as it is often claimed to be. Anyone familiar
with property doctrine knows this. Numerous doctrines such as adverse possession, eminent domain,
easements, zoning, and the Rule Against Perpetuities bespeak the limits on absolute property rights.
These limits, however, did not survive the relocation to IP.’).
40 U.C.C. § 3-302(a).
41 U.C.C. § 2-403.
42 Thomas W. Merrill & Henry E. Smith, Optimal Standardization in the Law of Property: The
Numerus Clausus Principle, 110 Yale L.J. 1, 8 (2000) (‘When property rights are created, third parties
39
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As discussed above, these limitations on property rights may be looked to for
limits to IPRs. So, for example, American property law’s scepticism of servitudes in
personal property may inform efforts to circumvent the first-sale and exhaustion
doctrines via the use of contractual mechanisms.43
But perhaps more may be said. Property law’s information mechanisms establish a range of information ‘ecosystems’ that can be studied for their responses to
changed conditions. For example, lax practices surrounding the mortgage crisis
demonstrate the dangers of privatizing public information and failing to follow
rules designed to adequately maintain an information commons.44 But the lessons
of that debacle have debatable applicability to the IP realm in light of the latter
field’s added focus on the creation of information in the first instance.
Another realm to explore is the information function of property rights qua
property rights. Henry Smith has argued that the right to exclude is itself an information simplification mechanism that takes advantage of the principle of modularity. In a modular system, interactions are intense within a module, but simplified
between them. So, for example, the inputs and conditions that lead a car’s brakes
to activate are complex, but the effect of their activation on the vehicle is comparatively simple.45
Smith posits that the property law’s right to exclude employs the principle
of modularity in beneficial ways. For those encountering property, it sends a
simplified signal—keep out or, in the case of personal property, don’t touch. There
is no need to inquire about the precise ownership of the thing in question. (Is it
leased? Held by cotenants? Is the ownership interest defeasible? etc.), the default
signal to the world is the same. Likewise, for courts, there is no need to think about
whether a particular unauthorized use would be welfare enhancing. The right
to exclude allows the difficult questions involved to be managed by the owner of
the fee.46
Smith’s attempt to apply this insight to the IP realm has met with resistance.47
One problem with treating the modularity story as justifying IPRs is that the
must expend time and resources to determine the attributes of these rights, both to avoid violating them
and to acquire them from present holders. The existence of unusual property rights increases the cost
of processing information about all property rights. Those creating or transferring idiosyncratic property rights cannot always be expected to take these increases in measurement costs fully into account,
making them a true externality. Standardization of property rights reduces these measurement costs.’).
43

See generally Molly Shaffer Van Houweling, The New Servitudes, 96 Geo. L.J. 885 (2008).
Nestor M. Davidson, New Formalism in the Aftermath of the Housing Crisis, 93 B.U. L. Rev. 389,
413 (2013) (‘But the contemporary secondary market was marked by a combination of MERS, relatively
relaxed assignment practices, and a foreclosure system that had come to rely at best on automation and
at worst on outright fraud.’).
45 Henry E. Smith, Property as the Law of Things, 125 Harv. L. Rev. 1691, 1701 (2012).
46 Henry E. Smith, On the Economy of Concepts in Property, 160 U. Penn. L. Rev. 2097, 2115–16
(2012).
47 Compare Henry E. Smith, Intellectual Property as Property: Delineating Entitlements in Information,
116 Yale L.J. 1742 (2007), with Michael A. Carrier, Why Modularity Does Not (and Should Not) Explain
Intellectual Property, 117 Yale L.J. Pocket Part 95 (2007).
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exclusion model backing the right to exclude coexists with property traditions that
contemplate that more intense interactions may be necessary outside the ownership module. Smith calls the alternative framework the governance model.48
Sometimes conditions favour the simplicity of the exclusion approach; sometimes
the nuance of the governance model is necessary.
The interplay between these two approaches may provide useful insights into the
study of IP. For my part, I have argued that they provide a guide for trademark law’s
vacillation between treating marks as a form of property and not.49 Trademarks
embody a range of meanings, but trademark law struggles with determining which
of those meanings are properly under the trademark holder’s control. For example,
Apple designates a particular source of computers. The holder of the Apple mark
for computers gets to decide the quality of the computers associated with the mark.
Few would dispute that point. The harder question comes with respect to other
meanings that build off of the mark’s source meaning—e.g. Apple’s brand identity.
Does the markholder get to control them as well?
Because the interaction between related trademark meanings is complex,
judges face a natural temptation to simplify them with a property right—to let
the rightsholder manage uses free from judicial intervention. But the nature of
language makes that approach impossible to follow to its logical conclusion. The
predictable result is vacillation between the exclusion and governance model in
trademark litigation.50
Or perhaps IP demands a different simplification. The information embodied
by IPRs is often hard to avoid, and their owners are typically not present. Perhaps
the principle of simplification counsels a different default message for those
encountering the subject of IP: go ahead and use this. This is the principle from
which exceptions should be both rare and subject to a governance approach, while
a default of freedom of use will offer the maximal simplicity.
The point is not that thinking about property rules as a form of information
regulation dictates one result or the other when applied to IP. Rather it is that
thinking about the matter may produce useful insights.

V. Property Law as a System
Conceiving of a doctrine as being explicable by reference to some larger concern
(be it information, efficiency, rights protection, etc.) suggests a final way that property law might inform IP scholarship. We might characterize IP law, either in whole
or in part, as forming a system. Claims about, say, trademark law may therefore
48
49
50

Smith, supra note 44, at 1714.
Michael Grynberg, Thick Marks, Thin Marks, 67 Case W. Res. L. Rev. 13 (2016).
Id. at 52–64.

Property Law and the Intellectual Property Agenda

107

be evaluated, at least in part, by the extent to which they fit or cohere with a larger
system that is to some extent autonomous from other bodies of law or the legal
system as a whole.51 These inquiries may, in turn, tell us something about the law
in general.
To be sure, the utility of this sort of analysis is debatable, especially when it is
addressed to the legal system as a whole.52 But more modest inquiries focused
on local bodies of law offer the potential benefits of enhancing rule of law values
like stability (insofar as settled understandings are preserved), predictability, and
intelligibility.53
The link and overlap between IP and property law may enrich the analysis, as
reflected by Jeremy Waldron’s defence of system thinking in writing about Felix
Cohen’s Transcendental Nonsense and the Functional Approach.54 The Cohen article reflects a potential interface between property and IP law. Cohen famously
attacked judges for treating trademarks55 as property simply because of their perceived fit with the property law concept of economic value. This reasoning represents a ‘vicious circle’, for the value that justifies treatment as property depends on
a court’s protecting trademarks as property in the first place.56 ‘What courts are
actually doing, of course . . . is to create and distribute a new source of economic
wealth or power’.57
Waldron argues, however, that the concepts attacked by Cohen as masking what
courts are actually doing might nonetheless be useful. Defining a term as ‘property’
or a usage as ‘possession’ has ripple effects throughout the legal system, and the
terms help us trace them.58 These effects persist however much we might want to
deconstruct the terms or dismiss the weight given them by courts as ill-advised.59
This sort of analysis in IP law may naturally be informed by property given the

51 See, e.g., Michael Grynberg, The Judicial Role in Trademark Law, 52 B.C. L. Rev. 1283, 1294–99
(2011) (describing ‘system’ criteria by which judicial trademark decisions might be evaluated); Michael
Grynberg, More Than IP: Trademark Among the Consumer Information Laws, 55 Wm. & Mary L. Rev.
1429, 1474–77 (2014) (arguing that certain classes of trademark claims should be ‘offloaded’ to other
doctrines for reasons of fit).
52 See generally Joseph Raz, The Relevance of Coherence, 72 B.U. L. Rev. 273 (1992).
53 Id. at 311–13.
54 Supra note 9.
55 Trade names in Cohen’s terminology given the state of unfair competition law at the time.
56 Supra note 9, at 815 (‘The circularity of legal reasoning in the whole field of unfair competition is
veiled by the ‘thingification’ of property.’).
57 Id. at 816.
58 Jeremy Waldron, ‘Transcendental Nonsense’ and System in the Law, 100 Colum. L. Rev. 22, 23
(2000) (‘The use of technical expressions . . . alerts us to the fact that the members of an array of legal
rules are understood to be related to one another systematically.’).
59 Id. at 25 (noting that in Cohen’s view ‘the function of the technical term is to conceal reasoning
rather than exhibit it’ but arguing that terms of this sort ‘occur and recur in a whole array of standards
or theorems, occupying slightly different positions in each case and expressing somewhat different relations, so that each theoretical term represents a nexus of connections and not just the begging of a particular question’); id. at 26 (arguing that technical vocabulary ‘is a way of relating each possible answer
to [a]question to various other answers that might have been given to various connected questions’).
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overlapping conceptual framework created by the (debatable) link between the two
fields.60
To be sure, system arguments in IP law do not need property doctrine.61 But the
concepts of property law may nonetheless provide both an example and testing
ground for thinking about the system effects of various IP doctrines. And, indeed,
the dialogue may carry back to property as IP doctrine might shed new light on
property law concepts.62

VI. Conclusion
Like many others, I find it useful to tell my students that the law is, if not a seamless web, a tapestry with many interconnected threads.63 The patterns we see in
one doctrine may be recognized elsewhere in ways helpful to students, practitioners, and scholars. However banal that sentiment, there may be a temptation
for IP sceptics to ignore it when property law is at issue. But one need not embrace
the IP-as-property metaphor to appreciate how much property law has to offer the
study of IP.

60

See, e.g., Timothy R. Holbrook, Patent Prior Art and Possession, 60 Wm. & Mary L. Rev. 123 (2018).
The eBay case, for example, might be seen as the Supreme Court’s opting out of the property
paradigm to promote its particular view of cross-doctrine coherence of remedies law. See eBay Inc.
v. MercExchange, LLC, 547 U.S. 388 (2006).
62 Holbrook, supra note 59, at 189–92.
63 F.W. Maitland, A Prologue to a History of English Law, 14 L. Q. Rev. 13, 13 (1898) (‘Such is the unity
of all history that any one who endeavours to tell a piece of it must feel that his first sentence tears a
seamless web.’).
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The Relationship Between Intellectual
Property and Administrative Law
Laurent Manderieux

I. Introduction
If the connection between intellectual property (IP) and international law is
somehow ‘recent’, dating back to the 1880s, intellectual property and administrative law entertain a long-standing, though ambiguous relationship. Intellectual
property rights (IPR) depend on a number of institutions, and primarily from intellectual property offices granting them, which fall into the administrative structure of each country. Indeed, administrative law can be understood as ‘the body of
legal standards that establishes executive institutions of government, and confers
governmental powers and imposes duties on public authorities’.1 And here it is argued that, insofar as intellectual property rights are rights granted by the state or
at a supranational level but only with the consent of the state (with a number of
ensuing, relevant consequences),2 intellectual property law and administrative law
overlap.
This overlap has three main and direct consequences. The first consequence is
that, if one adopts the classical distinction between public and private law and the
ensuing division into different sub-branches of law (something further discussed
later in this contribution), knowledge of the basic principles of administrative
law is required to fully grasp and understand how intellectual property is regulated at the national and international level. Second, and no less important, from
a methodological perspective, one cannot carry out complete, thorough research
on intellectual property law and policy without taking into account the conceptual
tools and categories elaborated in administrative law. Third, as further shown later
in this contribution, some new lines of intellectual property-related research can
emerge, embracing the relationship between intellectual property and administrative law rather than ignoring it. This contribution will focus on and address these
three consequences in turn.
1

Timothy A.O. Endicott, Administrative Law XV (2015).
See, for instance, the need to validate nationally patents granted by the European Patent Office,
Justine Pila & Paul Torremans, European Intellectual Property Law 147 (2016).
2
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110

Laurent Manderieux

First, the ‘double nature’, public and private, of intellectual property law will be
addressed. After this first section, the intersection between administrative law and
intellectual property at the national and international law will be broached. A discussion on the methodological issues arising from the intersection and overlap
between administrative law and intellectual property will follow. Finally, some
concluding remarks will close the contribution.

II. The ‘Dual’ Nature of Intellectual Property and
the Implications of the Public-Private Law Distinction
The first distinction one encounters when approaching the study of law is the theoretical and conceptual watershed between public law and private law. Indeed, the
general distinction between public and private branches of law is pervasive. Yet, it
often fails to catch the complexity of the legal discipline and the practical intersections between (apparently) different fields of law. It has been noted that the distinction between public and private law ‘has been around forever, but it continues to
fail as an organizing principle’.3 And scholars have started to doubt the advantages
of this distinction and to call for a reflection and redesign of the public-private
law relationship following a number of phenomena partly related to globalization.4
Nonetheless, at least in the field of intellectual property law, the scholarly community seems to have started to consider the implications of this divide only recently.
In a way, it is all a matter of perspective. As some have said addressing the relationship between intellectual property and private law, the fact ‘that intellectual
property is more public and administrative than classic areas of private law can be
better appreciated by efforts to grasp just what the relationship between intellectual
property and private law really is’.5 Thus, the recognition of the private law nature
of intellectual property does not exclude the existence of its public and administrative side. This is not to say, however, that this ‘double nature’ does not generate
any problem. In particular, although intellectual property rights are often equated
with property rights, intellectual property is supposed to protect information that
is regarded as a public good and thus deserves specific regulation.6 Striking a balance between the two opposites (private appropriation versus public enjoyment)
is not easy. This notwithstanding, the qualification of intellectual property rights
as property and as rights, does not need to lead to absolutist positions. Intellectual
3 Paul R. Verkuil, Outsourcing Sovereignty: Why Privatization of Government
Functions Threatens Democracy and What Can We Do About It 78 (2007).
4 Michael Rosenfeld, Rethinking the Boundaries Between Public and Private Law for the Twenty-First
Century: An Introduction, 11 Int’l J. Con. L. 125–28 (2013).
5 Henry E. Smith, Intellectual Property and the New Private Law, 30 Harv. J. L. & Tech. 1 (2017
Special Symposium).
6 Henry E. Smith, Intellectual Property as Property: Delineating the Entitlements in Information, 117
Yale L.J. 1742–822, 1744–45, Pocket Part 87 (2007).
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‘property’ ‘rights’ can still be derogated from and limited.7 And this is the reason
why intellectual property rights have a limited duration in time and the exclusive
rights granted by public authorities do not last forever. The quality of property
rights does not entail an infinite duration,8 and a ‘public space’ exists after the term
of protection has expired.9
These considerations testify to the polarization of the public/private debate in
the context of intellectual property. The predominance of this debate has overshadowed the administrative law side of intellectual property law. This has led to
an uncertain geography for intellectual property law, with several regions and islets
still partly uncharted. As a result, as a case in hand, the administrative nature of the
action of public authorities granting an intellectual property right has been overlooked in favour of the private aspects of appropriation/property and the public
side of the protection of the public interest.
And the pervasiveness of this public/private polarized debate has extended to
every other aspect of intellectual property. Intellectual property rights are, for instance, commonly regarded as human rights.10 This is not to exclude the possibility
of conflict between the two, with intellectual property rights protection undermining human rights obligations.11 But the point to be made here is that the intellectual property/human rights intersection has mainly centred over appropriation
issues (i.e. the right to property), rights and freedoms (i.e. freedom of expression
and right to privacy), and public interest.12 Apparently, no discussion has taken
place with regard to the possibility to challenge the public/administrative nature
of the granting of the right, the administrative review, and other administrative
aspects.
Therefore, it is safe to assert that, at least in the study of intellectual property,
compared to public and constitutional law and private law, administrative law has
been relegated to a marginal role. And this may well be the result of the preeminence accorded to these other fields of law. This may however relate also to other
reasons. On this point, it is worth noting that administrative law is a very complex
branch of law. As eminently noted, it generally features four main characteristic

7 Robert P. Merges, What Kind of Rights Are Intellectual Property Rights?, in The Oxford Handbook
of Intellectual Property Law 41–42 (Rochelle Cooper Dreyfuss & Justine Pila eds., 2019).
8 See, for instance, the debates on copyright and related rights, Justin Hughes, A Short History of
‘Intellectual Property’ in Relation to Copyright, 33 Cardozo L. Rev. 1293, 38–39 (2012).
9 Melanie Dulong de Rosnay & Hervé Le Crosnier, Propriété Intellectuelle. Géopolitique et
Mondialisation 20–
21 (28 February 2017) https://halshs.archives-ouvertes.fr/halshs-01078531/
document.
10 Universal Declaration of Human Rights, ratified on 10 December 1948, art. 27; see also Intellectual
Property and Human Rights, WIPO (9 November 1998), available at http://www.wipo.int/publications/
en/details.jsp?id=386&plang=EN.
11 Laurence R. Helfer, Human Rights and Intellectual Property: Conflict or Coexistence?, 5 Minn.
Intell. Prop. Rev. 48 (2003).
12 See, e.g., Christophe Geiger & Elena Izyumenko, Intellectual Property Before the European Court of
Human Rights, in Intellectual Property and the Judiciary (Christopher Geiger et al. eds., 2018).
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elements: an ambiguous relationship with constitutional law, on which it is based,
since administrative organs and procedures are premised on the constitution, but
which it concurrently influences; its strong connection with national historical
contingencies coexisting with its expansive tendency; its link with the maturity
of the State, which adopts administrative regulations corresponding to a certain
phase of evolution; its changing scope of application depending on the country of
reference.13 These elements make administrative law composite and specific and,
thus, not easy to permeate. But this does not affect as such the overlap between intellectual property and administrative law.
Therefore, keeping the above-mentioned distinction between public law and
private law and on how it impacts on the substance and the study of intellectual
property law, Section III below will focus on the substantive overlap and intersection between administrative law and intellectual property at the national level.

III. The Administration of Intellectual Property
Rights at the National Level
The universe of intellectual property comprises different rights featuring a wide
spectrum of regulatory approaches. The considerations concerning the administrative law aspects of patents do not necessarily apply, for instance, to copyright.
As a case in hand, the very nature of patents, as a document granted by the government affording the patent owner a number of exclusive rights upon his/her
application,14 differ greatly from copyright which,15 though it equally bestows several rights on the copyright holder does so automatically, without the need for any
registration. The lack, in the context of copyright, of a material action of public
administrative authorities results in the necessity to make distinctions with regard
to the relevance of administrative law depending on the intellectual property right
under scrutiny. And the possibility for intellectual property rights to overlap16 does
not change the picture. Nonetheless, for the sake of pedagogy, this contribution
will perform a general analysis of the interactions between intellectual property
law and administrative law at the substantive and methodological levels, stressing
significant intellectual property rights differences where appropriate. Thus, since,
as noted, copyright is not subject to registration, industrial property will necessarily represent the main focus of the contribution when addressing intellectual

13

Sabino Cassese, Il Diritto Amministrativo: Storia e Prospettive 5 (2010).
Craig A. Nard, The Law of Patents ch. 8 ff (2016).
15 Tanya Aplin & Jennifer Davis, Intellectual Property Law: Text, Cases and Materials
132 (3d ed. 2017).
16 Estelle Derclaye, Overlapping Rights, in The Oxford Handbook of Intellectual Property
Law (Rochelle Dreyfuss & Justine Pila eds., 2017).
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property, and this still despite the existence of formalities relating to copyright
under domestic laws.
Where industrial property offices are involved, they are normally operated directly by, and fully incorporated into, the government structure and are tasked with
different responsibilities.17 These responsibilities range from receiving and examining intellectual property rights applications for registration, to taking decisions
as for the grant or refusal (with middle course solutions possible) of the right and
the maintenance of the same.18 Some offices also provide for other types of intellectual property-related services.19 While for certain intellectual property rights such
as patents, application for protection (and, therefore, registration) is necessary for
the right to exist, for others, such as trademarks, it is just an option.
The practical consequence of intellectual property rights being the result of an
action of a public administrative authority is that administrative actions can be
challenged before a judge or can be subject to challenges before administrative organs. It is not always easy to distinguish between the two. However, one relevant
consequence of the administrative nature of the process of grant of intellectual
property rights, and of these rights being the result of an action by administrative authorities, is that, in principle, intellectual property rights applicants (where
a registration of the right is required) can interact with the relevant authorities
during the administrative process. In intellectual property, this general feature of
administrative processes takes the specific form of the possibility for an applicant
to exchange views with authorities and, in certain cases, to modify its claims. In a
similar fashion, third parties who may have an interest in the administrative process may intervene in the process through specific mechanisms such as third-party
opposition to the grant of intellectual property rights.
Moreover, as already mentioned, the administrative nature of the authorities
granting intellectual property rights results in the possibility to ask an administrative revision of the administrative act concerning the relevant intellectual property rights. In this case, the superior administrative authority or board of appeal
can revise the prior administrative decision or action in respect of the merits.
Differently, when an administrative decision or action is challenged before a court
or tribunal, the general principle of autonomy of public administration comes into
play. This principle can be defined as ‘the leeway granted to some public sector organization’.20 It goes without saying that the level of autonomy of every authority
depends on the power vested by the legal system of reference, together, of course,

17 World Intellectual Property Organization, WIPO Intellectual Property
Handbook: Policy, Law and Use 367 (2004).
18 Id. at 369–76.
19 Id.
20 Martino Maggetti & Koen Verhoest, Unexplored Aspects of Bureaucratic Autonomy: A State of the
Field and Ways Forward, 80 Int’l R. Admin. Sci. 239–56 (2014).
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with the ‘formal-legal status’ afforded by the law to the relevant authority.21 As a
consequence, generally, judges have to respect this principle and often revise the
process through which a certain decision was reached rather than the substance of
the decision in the merits. To this, one may add that certain legal systems provide
for administrative courts that are competent specifically for decisions or actions of
administrative authorities.
Here, one point is worth attention. Intellectual property granting offices may well
be taken to be part of the public organization of the State and, as such, administrative
law applies to them, and at the same time administrative law and intellectual property
law do not fully overlap. Judicial review of administrative action means in substance
that courts review whether the discretionary powers of administrative authorities have
been used within the limits of, and in compliance with, the law.22 First, the mechanisms for an individual to address intellectual property offices may take specific forms
(such as pre-grant opposition) that are specific to the subject of intellectual property
and different from other types of mechanisms conceived to allow individuals to address administrative authorities. Secondly, in the case of intellectual property rights,
judicial authorities can be seized in a number of cases that do not relate to the conduct
of administrative authorities. This happens for instance when right holders act before
a tribunal claiming a violation of their rights or when intellectual property-related issues emerge (such as matters of competition in the market or licensing of contractual rights). This does not exclude of course that procedures be established against the
right-granting authorities. This may happen, for instance, where the authority puts in
place discriminatory practices in right-granting procedures or violates certain rules of
the relevant legal system.
The engagement of administrative authorities with intellectual property rights
is not however confined to the realm of intellectual property offices. Customs authorities play a vital role in the enforcement of intellectual property rights. This
key role has become a focal point for certain international players such as the
European Union (EU),23 drawing the attention of doctrine,24 and causing clashes
at the international level.25 Customs authorities are part of the public administration and are indeed commonly referred to as ‘customs administration[s]’ which
apply customs legislation.26 Moreover, the strong relationship existing between
21 Tobias Bach, Administrative Autonomy of Public Organizations, in Global Encyclopedia of
Public Administration, Public Policy and Governance 3 (Ali Farazmand ed., 2016).
22 David Stott & Alexandra Felix, Principles of Administrative Law 4 (1997).
23 European Commission, The Role of Customs, https://ec.europa.eu/taxation_customs/business/customs-controls/counterfeit-piracy-other-ipr-violations/role-customs_en (last visited 27
November 2020).
24 Olivier Vrins & Marius Schneider, Enforcement of Intellectual Property Rights
Through Border Measures: Law and Practice in the EU (2012).
25 Henning Grosse Ruse-Khan, The Protection of Intellectual Property in International
Law 285 (2016).
26 See, e.g., Regulation (EU) No. 952/2013 of the European Parliament and the Council of 9 October
2013 laying down the Union Customs Code, art. 5(1), 2013 O.J. (L 269) 1.
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intellectual property and the regulation of competition27 warrants the significance
attributed to competition authorities in the field. And the regulation of competition falls squarely into the scope of administrative law.28 In this regard, a relevant
connection between subfields of administrative law (with respect to administrative
authorities and processes) and intellectual property can be discovered also within
the realm of taxation law.29
The sectors where intellectual property and administrative law meet and
strongly intersect are thus several. It is not to be excluded that with the technological progress and the digitalization of public administrations, further regions of
intersection and overlap between these two fields will emerge. As a case in hand,
the overlap and relationship between copyright and database rights has already
pushed for the adoption of adapted regulations concerning permitted acts of the
public administration in some countries.30 In this sense, the expansion of the international regulation of intellectual property has led to a concurrent expansion of
the intersection between intellectual property and administrative law. This will be
discussed in Section IV below.

IV. Intellectual Property and Administrative Law:
From the National to the International Level
As noted, the growing regulation of intellectual property at the international level
has somehow brought about an expansion of the intersection between intellectual
property and administrative law and procedures. The 1883 Paris Convention for
the Protection of Industrial Property, arguably the first international multilateral
instruments on intellectual property, already established in its art. 2—National
Treatment for Nationals of Countries of the Union:
(3) The provisions of the laws of each of the countries of the Union relating to judicial and administrative procedure and to jurisdiction, and to the designation of
an address for service or the appointment of an agent, which may be required by
the laws on industrial property are expressly reserved.

The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS)
somehow followed the same line of the Paris Convention.31 The TRIPS Agreement,

27

Richard Whish & David Bailey, Competition Law 810 (2015).
Supra note 1, at XV.
29 Anne Fairpo, Taxation of Intellectual Property (2016).
30 David Bainbridge, Information Technology and Intellectual Property Law 255 (2014).
31 Agreement on Trade-Related Aspects of Intellectual Property Rights, 15 April 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197
(1994) [hereinafter TRIPS Agreement].
28
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administered by the World Trade Organization (WTO), has explicitly connected
trade and intellectual property. It sets a minimum level of protection that all WTO
Members have to abide by,32 and partly incorporates prior international conventions on intellectual property. With regard to the subject of this contribution, the
Agreement features an entire section (Section III) on the enforcement of intellectual property rights, the respect of which is ensured by the option of a refined
dispute settlement system between WTO Members.33 In particular, the TRIPS
Agreement provides, under Art. 4 that:
(4) Parties to a proceeding shall have an opportunity for review by a judicial authority of final administrative decisions and, subject to jurisdictional provisions
in a Member’s law concerning the importance of a case, of at least the legal aspects
of initial judicial decisions on the merits of a case. However, there shall be no obligation to provide an opportunity for review of acquittals in criminal cases.

Also, significantly, under art. 49 (Administrative Procedures):
To the extent that any civil remedy can be ordered as a result of administrative
procedures on the merits of a case, such procedures shall conform to principles
equivalent in substance to those set forth in this Section.

Hence, the TRIPS Agreement explicitly targets the link between intellectual property and administrative proceedings to ensure that administrative decisions concerning intellectual property can be subject to review and that administrative
procedures regarding these rights comply with specific standards.
The preceding remarks are key to understand how national, regional and international authorities granting and administering intellectual property rights function. No researcher or practitioner on intellectual property rights can indeed fully
grasp the complexities of the mechanism of these authorities without using conceptual and analytical tools pertaining to administrative law. This does not only
hold true at the domestic level but also at the regional and international one, in
the process of harmonization of intellectual property rights. In particular, two organizations are worthy of attention: the European Patent Organization and the
European Union Intellectual Property Office (EUIPO).
The European Patent Organization is an intergovernmental organization established by the European Patent Convention (EPC), signed in 1973.34 The
Organisation consists of three main organs. The European Patent Office (EPO)
32

Id. at art. 1.
World Trade Organization, A Handbook on the WTO Dispute Settlement System 21
(2017).
34 European Patent Office, Governance, https://www.epo.org/about-us/governance.html (last
visited 27 November 2020).
33
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grants European patents to applicants whose applications comply with the conditions set forth in the EPC. The Administrative Council is composed of Member
States’ representatives supervising the work of the Office. Last, the Boards of Appeal
applies the EPC and revise the decision of the Office, from which it is totally independent. Therefore, the Boards of Appeal performs administrative appeals function corresponding to administrative authorities in national legal systems. Patents
granted by the EPO can be challenged before national courts of the Member States.
The EUIPO is a decentralized agency of the EU35 which mainly performs EU-wide
trademarks and industrial designs registration and which is also active in the field
of copyright through, for instance, its Orphan Works Database.36 Under the supervision of EU authorities and a Management Board and a Budget Committee, the
EUIPO features an Executive Director, heading a large administrative office that
works mostly in respect of the registration of (EU) trademarks and industrial designs, and the Boards of Appeal competent in respect of challenges to registrations.
It is worth noting that the establishment and remarkable development of
global regulators (such as international organizations and courts) and global rules
(through international instruments) has ‘altered the traditional picture’ whereby
the connection administrative law was necessarily connected to the nation-
state: the result has been the development of what is now called global administrative law.37 In this context, international instruments on intellectual property such
as the TRIPS Agreement, which provides norms on global governance while concurrently containing some deficits in institutional design, have been regarded as
instances of global administrative law.38 The evolution of intellectual property governance has indeed seen an expansion and a clear, formal link established between
intellectual property, trade, and investment by international instruments of diverse
nature.39 Though this interaction could be partly criticized, at least with regard to
international investment law and arbitration and with specific regard to the technical questions raised by it,40 it is somehow a natural relation, intellectual property
being a typical example of protected investment.41
35 EUIPO, Governance, https://euipo.europa.eu/ohimportal/en/governance (last visited 27
November 2020).
36 EUIPO, Orphan Works Database, https://euipo.europa.eu/ohimportal/it/web/observatory/
orphan-works-db (last visited 27 November 2020).
37 Sabino Cassese & E. D’Atterio, Introduction: The Development of Global Administrative Law, in
Research Handbook on Global Administrative Law 1 (Sabino Cassese ed., 2016).
38 Rochelle Cooper Dreyfuss, Fostering Dynamic Innovation, Development and Trade: Intellectual
Property as a Case Study, in Global Administrative Law 237–82 (IILJ Working Paper, Paper
No. 2008/4, 2009).
39 Laurent Manderieux & Gabriele Gagliani, Governance of Intellectual Property, in Global
Encyclopedia of Public Administration, Public Policy and Governance (Ali Farazmand
ed., 2016).
40 Gabriele Gagliani, International Economic Disputes, Investment Arbitration and Intellectual
Property: Common Descent and Technical Problems, 51 J. World Trade 335–356 (2017).
41 Carlos Correa & Jorge E. Viñuales, Intellectual Property Rights as Protected Investments: How Open
Are the Gates?, 19 J. Int’l Econ. L. 1 (2016); Lahra Liberti, Intellectual Property Rights in International
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The substantive intersection between intellectual property and administrative
law at the national as well as at the international level results in the need to use
administrative law concepts, categories, and tools in order to fully understand intellectual property law. Without these tools, it is impossible to fully grasp the significance of a number of intellectual property-related questions. This will be shown
in Section V which will focus on the methodological aspects of the intersection
between intellectual property and administrative law.

V. Methodological Aspects of the Intersection Between
Intellectual Property and Administrative Law
The direct consequence of the relevance of administrative law for the research,
analysis, and understanding of intellectual property law is that certain IP-related
questions cannot be properly addressed without using the tool provided by
administrative law.
As a case in hand, one cannot deal with questions such as the territorial nature
of intellectual property rights without grasping the essential administrative nature
of the act granting them. This means that ‘the grant of an IP right by a particular
country has effect only within the territory of that country’.42 And the pervasiveness and omnipresence of the principle of territoriality is such that some scholars
consider it a ‘truism’ in intellectual property law.43 As a consequence, the laws and
regulations of the country where a specific intellectual property right has been
granted, as well as the administrative authorities of that country, have the competence to decide on the validity of the right itself (only) in that territory.44 This
principle has been confirmed and factored in the major instruments regulating intellectual property at the international level.45 For instance, the Paris Convention
includes an art. 4bis on ‘Patents: Independence of Patents Obtained for the Same
Invention in Different Countries’, a rule strictly connected and deriving from the
territoriality principle. The outcome of this is that many broach the subject of territoriality of intellectual property rights from the international law perspective of
Investment Agreements: An Overview, OECD Working Papers on International Investment, Paper
No. 2010/01 (2010).
42 Frederick M. Abbott, Thomas Cottier & Francis Gurry, International Intellectual
Property in an Integrated World Economy 75 (2007).
43 Lydia Lundstedt, Territoriality in Intellectual Property Law 1 (2016).
44 Alexander von Mühlendahl & Dieter Stauder, Territorial Intellectual Property Rights in a
Global Economy—Transit and Other ‘Free Zones’, in Patents and Technological Progress in a
Globalized World: Liber Amicorum Joseph Straus (Wolrad Prinz zu Waldek und Pyrmont et al.,
eds., 2009).
45 Alexander Peukert, Territoriality and Extra-terrtioriality in Intellectual Property Law, in Beyond
Territoriality: Transnational Legal Authority in an Age of Globalization 192 (Gunther
Handl et al. eds., 2012).

Intellectual Property and Administrative Law

119

the territorial and extraterritorial extension of national jurisdiction.46 Although
this approach is certainly irreprehensible, it seems to deal with the issue of territoriality from the perspective of the external validity of the act of the state. The
subject can be however easily addressed thanks to the categories of administrative
law as well: as an act of the public, national administration, an intellectual property
right can be valid only in the territory for which that administrative authority has
competence. A competence attributed by law and national regulation and that can
certainly be extended thanks to international law instruments concluded by States.
Similarly, highlighting the link between intellectual property and administrative law exposes a number of intellectual property-related topics that are often
overlooked despite their relevance in the international geography of intellectual
property protection. For instance, the previously mentioned art. 49 of the TRIPS
Agreement ensures that when proceedings are initiated before administrative authorities instead of before (civil) courts, certain basic principles are respected. One
may wonder whether such a rule relay needs to be established and only the knowledge of intellectual property-related administrative law issues may grant a reply.
Indeed, in certain countries such as China and Vietnam, administrative authorities
are heavily involved in intellectual property litigation and enforcement.47 In this
regard, approaching intellectual property from the angle of administrative law may
facilitate comparative and international approaches to the regulation of intellectual
property. Of course, one has to take into account the administrative law principle
proper to the country of reference such as, in the example above, China. Yet, taking
into consideration administrative law can help in understanding and testing the
effectiveness even of international intellectual property regulations.
But highlighting the intersection between intellectual property and administrative law does not serve only the purpose of shedding new light on already widely
discussed topics. It is worth noting that a number of intellectual property issues that
are normally overlooked become apparent only once broached from the administrative law perspective. On this point, while intellectual property rights protection
through registration is given for granted, registration systems involve a significant
amount of work on the part of intellectual property offices, i.e. public authority administrative offices. Therefore, this represents a cost for public administration, and
no necessarily a warranted cost.48 In this sense, intellectual property policies that
do not take duly into account the administrative law aspects of intellectual property protection and enforcement risk being ineffective and inefficient. Accordingly,
from the methodological point of view, administrative law tools and concepts need
to be factored in any research and study on intellectual property. Thus, stressing

46

Supra note 42, at 76.
Concise International and IP Law 140 (Thomas Cottier & Pierre Véron eds., 3d ed. 2011).
48 Robert Burrel, Trade Mark Bureaucracies, in Trademark Law & Theory: A Handbook of
Contemporary Research (Mark D. Janis & Greame B. Dinwoodie eds., 2007).
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the link, connection and partial overlap between intellectual property and administrative law can serve the purpose of stimulating critical approaches to intellectual
property law and policies. Adopting administrative law tools and concepts means
to challenge given ideas and to open new windows to uncharted territories.
It has been shown that paying due regard to the intellectual property/administrative law link can be extremely rewarding at the level of research methodology.
It can help shed new light on trite subjects but it can also provide adequate conceptual instruments to uncover new fields of research and of critical thinking in
intellectual property.

VI. Conclusion
As shown, intellectual property and administrative law are not only strongly connected but partly overlap. Both branches of law are nationally characterized and
country-specific, changing from country to country, and both have experienced
significant changes related to globalization.
From a certain point of view, they are different faces of the same coin. One may
decide to look at this coin only from one angle and thus privilege the private side of
intellectual property or to adopt a wider perspective. Since administrative authorities are omnipresent in the life of intellectual property rights, from the granting
to the validation, effects in the market and enforcement of the rights (once due respect is paid to the differences existing among intellectual property rights), taking
administrative law into account when studying and researching intellectual property is fundamental. This is necessary to fully understand how intellectual property
is protected and regulated at the domestic, regional and international level.
Besides merely theoretical discussions, the active use of concepts and ideas of
administrative law in intellectual property allows uncovering relevant untouched
aspects of intellectual property and new topics of research. No serious study of intellectual property law has thus the luxury of ignoring administrative law.
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The Intersection Between Intellectual
Property and Antitrust Law
Mariateresa Maggiolino and Laura Zoboli

I. Introduction
This chapter aims to provide an overview of the intersection between intellectual
property (IP) and antitrust law and to show the major relevance this intersection
has for intellectual property scholars. Antitrust law and intellectual property law
frequently overlap with each other, and a good scholar or practitioner of either subject must necessarily understand the other. Against this background, this chapter
aims to address some of the most relevant issues that relate to this intersection and
to the conceptualization of antitrust principles for intellectual property scholars
and vice versa.
To this end, it is first necessary to elaborate—albeit in a nutshell—an oriented
definition of the two branches of law and to clarify their intrinsic relationship.
In particular, intellectual property creates exclusive rights in a wide and diverse
range of things (see the subject-matters of copyright, patents, and trademarks).
Once someone becomes the owner of an intellectual property right (IPR), she can
somehow exclude third parties.1 In this sense, we are talking about property. This
right to exclude third parties is a consequence of the need to encourage innovation
because it allows the creators of this innovation to reap most of its benefits.2 More
generally, intellectual property encourages activities on the part of the community,
since these activities increase the overall level of innovation.3
Antitrust law, instead, protects competition and the competitive process by
preventing certain types of behaviour. It is a rather odd instrument within the
toolset of economic regulation: it does not grant prerogatives nor does it impose
positive obligations; it does not govern specific industries or sectors; it does not
entrust agencies, authorities, let alone judges, with the power to adopt decisions
with erga omnes effects. Antitrust law works at the margins: it focuses on two sets

1

Lionel Bently & Brad Sherman, Intellectual Property Law 1–4 (4th ed. 2014).
Jorge Padilla, Douglas H. Ginsburg, & Koren W. Wong-
Ervin, Antitrust Analysis Involving
Intellectual Property and Standards: Implications from Economics, Harv. J. L. & Tech. 2–6 (2019).
3 Edwin C. Hettinger, Justifying Intellectual Property, 18 Phil. & Pub. Aff. 31–52 (1989).
2

Mariateresa Maggiolino and Laura Zoboli, The Intersection Between Intellectual Property and Antitrust Law In: Handbook
on Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Mariateresa
Maggiolino and Laura Zoboli 2021. DOI: 10.1093/oso/9780198826743.003.0009
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of behaviours—agreements and monopolistic practices—and forbids only those of
them that, on a case-by-case basis, are likely to alter the functioning of the market.
Therefore, antitrust enforcers—whether agencies, authorities, or judges—follow a
case-by-case approach and exercise judicial (or almost-judicial) powers to intervene against the sole firms that, in any sector or industry of the economy, pose a
threat to competition.
Economics teaches that only firms with a certain amount of market power can
harm competition, and that such harm—named antitrust injury—can only manifest itself in certain forms, namely: a decrease in output; an increase in market
price; a reduction in the quality and variety of the offer; or a lessening in the pace
of innovation.
In mere economic terms, therefore, a specific work, creation, or invention covered by intellectual property law cannot be freely sold or distributed. By conferring
control—or monopoly—over a particular asset, intellectual property law evades
regular competition dynamics.4 If we wanted to drastically simplify the reasoning
behind the relationship between intellectual property and antitrust law, we could
go so far as to say that intellectual property creates monopolies, whereas antitrust
law fights against or outright prevents them.
In light of the above, the interface between antitrust law and intellectual property rights (IPRs) pivots around two main concerns: whether IPRs attribute dominance or market power to their holders and what antitrust law should do when
firms undertake IPRs-driven practices that harm competition.
The last question, in particular, admits both a legal and a policy answer. As a
matter of law, it is first necessary to detail the antitrust-IP interface, and then to
find out the cases where these two pieces of law actually collide. Indeed, where all
the rules about competition and IPRs converge in allowing or forbidding a practice, no conflict actually arises. As for policy makers, their main interest should
lie in promoting competition and innovation. Thus, if there is a collision between
antitrust and IP to be solved, the priority will be to understand which of the two is
more conducive to such interest. Circumstances will dictate the outcome: either
certain IPRs-related business practices will be granted some form of immunity
from competition law, or new right and duties will be attributed to IPRs holders –
thus having antitrust law act as a ‘second-tier regulator’5.
The chapter discusses these issues, taking also into account the ways in which
antitrust scholars may conceptualize IPRs. In particular, Section II addresses the
relationship between IPRs and structural characteristics of the market, focusing on
the categories of market power and dominance. Section III focuses on the interface
4 Herbert Hovenkamp et al., IP and Antitrust: An Analysis of Antitrust Principles
Applied to Intellectual Property Law 1–12 (3d ed. 2016).
5 Steven D. Anderman, The Competition Law/IP ‘interface’: An Introductory Note, in The Interface
Between Intellectual Property Rights and Competition Policy (Steven D. Anderman
ed., 2007).
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between antitrust and intellectual property laws, by considering the rules, the
case law, and the policy debate. Section IV concludes the chapter, by proposing
a balance between IP and antitrust law using the considerations developed in the
chapter.

II. IP, Dominance, and Market Power
The key concept from which our analysis must start is that of market power. A firm
holds market power when it is able to increase its price above marginal cost in a
profitable and durable way.6 However, this definition of market power is hardly
applicable in practice. Antitrust authorities appreciate market power indirectly, by
developing a heuristic procedure—usually named as ‘the definition of the relevant
market’—that is aimed at acquiring as much information as possible on the competitive constraints that limit business practices. Therefore, a firm enjoys market
power when it manages to avoid, in part or entirely, the competitive pressure exerted by its commercial counterparts and its current and potential competitors
and, accordingly, when it enjoys a more or less considerable degree of freedom in
determining its own commercial strategies.7
As only firms with actual market power may harm competition, those who study
the interface between IPRs and antitrust rules wonder whether the very existence
of IPRs threatens competition, since, at times, they grant a significant amount of
market power to IPRs holders. The solution is not straightforward and it requires
an analysis of the relationships between IPRs and dominance on the one hand, and
between IPRs and market power, on the other.
As to the first relationship, consider that, during the twentieth century, the
United States Supreme Court qualified the exclusive rights conferred by a patent
as a kind of monopoly,8 with the ultimate result of nurturing the idea that every
IP holder always enjoys a dominant position. In antitrust law, however, automatic
implications are not possible. Like many other antitrust issues, the relationship between IPRs and dominance is a matter of facts. For example, it is evident that the
author of a copyrighted book on the Second World War does not hold any dominant position in the market for publishing, not even in the smaller market for
6 Frederic M. Scherer & David Ross, Industrial Market Structure and Economic
Performance (3d ed. 1990); Dennis W. Carlton & Jeffrey M. Perloff, Modern Industrial
Organization (4th ed. 2004).
7 Richard Whish, Competition Law 26–27 (6th ed. 2009).
8 See, e.g., United States v. Univis Lens Co., 316 U.S. 243, 250 (1942) (‘[a patent grants] to the inventor a limited monopoly, the exercise of which will enable him to secure the financial rewards for his
invention’); Int’l Wood Processors v. Power Dry, Inc., 792 F.2d 416, 426 (4th Cir. 1986) (reporting that
courts often refer to the patent holder’s rights ‘as either a limited monopoly or a patent monopoly’). This
approach has been later abrogated. See Illinois Tool Works Inc. v. Independent Ink, Inc., 547 U.S. 28
(2006).
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books about the Second World War. Likewise, consider the markets for sunglasses
or bags: here a fashion designer holding a famous trademark faces fierce competition from other fashion designers holding other equally famous trademarks. On
the opposite, it does happen that a firm holding a patent on a drug for stomach
acidity is also dominant in the market for the cure of such disease, if the patented
drug does not admit close substitutes equally capable of treating stomach acidity.
In brief, as the experience suggests, circumstances dictate whether an IPR holder
enjoys a dominant position or not. From a methodological perspective, dominance does not follow from the mere existence of an IPR, but from the features of the
connected intangible good, which may be good enough to smite rival goods and
conquer the market. Thus, to establish whether an IPR holder enjoys a dominant
position, antitrust enforcers must undertake a case-by-case analysis and ascertain
whether and to what extent the intangible good admits close substitutes that might
constrain the ability of the IPR holder to increase market prices, to limit output, to
worsen the quality or the variety of the supply,9 or to decrease the pace of innovation.10 The dominant position of a firm is indeed rooted in the characteristics of
its offer, beyond the intellectual or traditional nature of the property rights that accompany and connote that offer itself.11
As to the relationship between IPRs and market power, instead, certain proper
economic mechanisms must be taken into consideration. Firstly, as it happens especially with trademarks, IPRs can facilitate product differentiation and consumer
loyalty—two factors that, by reducing demand-side substitutability, allow IPRs
holders to get rid of some competitive constraints because consumers will be reluctant to switch to rival goods in response to a price increase. Likewise, IPRs can
also reduce supply-side substitutability, by increasing the costs for a rival to convert
its production into that of the IPR holder. The source of these costs is twofold: first,
patents induce rivals to invest in technologies different from the patented one;
second, trademarks may bring about a reputation gap that rivals will have to recover by investing in advertising. These are the factors that antitrust enforcers consider when characterizing the scenario under scrutiny and its market dynamics.
However, in the great majority of cases where these circumstances occur, no antitrust concerns are raised nor antitrust actions triggered. This happens because
antitrust law is not meant to reproduce perfect competition, where product differentiation, consumer loyalty, or low supply-side substitutability do not exist.
9

See Leegin Creative Leather Products, Inc. v. PSKS, Inc., 551 U.S. 877, 885 (2007).
Massimo Motta, Competition Policy: Theory and Practice 47–50 (2004).
11 The Court of Justice of the European Union has always made clear that the holding of an IPR
does not itself confer a dominant position. See, e.g., Case C-78/80, Deutche Gramophon GmbH
v. Metro-SB-Grossmarkte GmbH, 1971 E.C.R. I-487; Joined Cases C-241/91P & C-242/91P, Radio
Telefis Eireann (RTE) & Anor v. Commission of the European Communities, EUR-Lex-61991CJ0241,
ECLI:EU:C:1995:98, ¶ 47. However, in specific cases, the Court of Justice identified a patent as a tool
which confers ‘a temporary monopoly on its holder’; Joined Cases C-468/06 to C-478/06, Sot. Lélos kai
Sia EE and Ors v. GlaxoSmithKline AEVE, EUR-Lex-62006CA0468, ECLI:EU:C:2008:504, ¶ 64.
10

Intellectual Property and Antitrust Law

125

Moreover, antitrust law can focus only on monopolistic conducts or agreements
whereby firms aggregate certain amounts of market power. Therefore, unilateral
conducts introducing product differentiation, consumer loyalty, or low supply-
side substitutability are not and cannot be prosecuted.
Finally, IPRs may bolster market power when they act as barriers to entry, since
they can increase the costs for potential rivals to enter the market where IPRs
holders already operate. Unable to access and reproduce the protected intangible
goods, IPRs’ rivals are forced to either pay for getting the licenses for those goods,
or to invest in research and development to try to replace the protected goods with
resources that may enjoy an equal industrial-commercial success. This state of
affairs makes the market position of IPRs holders less contestable and, for sure,
antitrust enforcers must be well-aware of it to have a good understanding of the
relevant market scenario. Once again, however, antitrust law does not aim to eliminate the facts that distinguish real markets from the ideal of perfect competition: it
must take barriers to entry as a given and then focus on business behaviours.
In the light of these considerations, an IP scholar should clearly understand
the relationship between IPRs and market power and, in doing so, she cannot ignore the conditions under which antitrust law can intervene on conducts that are
monopolistic in some way. On the other hand, antitrust scholars cannot ignore
the mechanisms of IP regulation, which—in certain factual contexts—contradict
the regular competitive dynamics. More generally, both the IP scholar and the
antitrust scholar have a more complete and balanced view by understanding the
interplay between providing incentives for innovation via IPRs and safeguarding
competition.

III. The Interface Between Antitrust and IP Rules
Putting aside the above considerations on the relationships between IPRs and
market structural characteristics, such as dominance and market power, we shall
now focus on firms’ behaviours involving IPRs. Indeed, this topic has always raised
many issues, that can be organized in quite a simple way. It is sufficient to say that
any business practice may either violate or comply with antitrust rules, on the one
hand, and intellectual property rules, on the other. As a consequence, for any business practice, four scenarios are possible (see Figure 8.1).
The second and third scenarios are the simplest because the rules governing
competition and IPRs converge in either allowing or forbidding a given behaviour.
In these cases, hence, enforcers do not need to solve any legal conflict: the analysis and outcomes that derive from the application of antitrust overlap with those
coming from IP laws. Now, finding a piece of news dealing specifically with IP practices that do not violate antitrust law would be rather pointless in our context. The
third scenario, instead, is definitely more interesting and the AstraZeneca decision
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Figure 8.1

is a good example of how a business practice may, at the same time, infringe IP rules
and harm competition.12 In this case, the European Commission first ascertained
that a patent holder with monopoly power had fraudulently deceived the competent authority to obtain a supplementary protection certificate—a certificate that it
did not actually deserve. Since only patent holders are allowed to ask for such certificates, the Commission then verified that this illegal IP-related practice harmed
competition: by keeping producers of generics away from the market and by
blocking parallel import, this practice prevented the market price of the patented
drug from decreasing. Therefore, the case ended with the European Commission
applying the fines for the antitrust violation: in the end, if found that it had no
jurisdiction to punish the pharmaceutical company for its IP-related fraudulent
behaviour. In general, these scenarios, where a practice is illegal according to both
antitrust rules and IP laws, recall a principle: as the rule of law teaches, antitrust authorities cannot—and should not—apply pieces of law different from antitrust law
and, as a consequence, they cannot—and should not—impose penalties other than
antitrust fines. However, considering the conflicting policy goals of optimal deterrence and proportionality, one has to wonder whether the combined application of
the available remedies should be allowed or not—that is, the remedies provided by
IP laws and the remedies set forth by antitrust rules. In other words, once a conduct
has already been punished by an antitrust authority or by a judge with jurisdiction
on IP matters, one could discuss if the same conduct should also be prosecuted and
punished for the other violations that it perpetrated.
Let us now move to the first scenario, where a specific practice infringes on one
or more IP provisions, but it does not violate antitrust law. This may happen, for
example, when a firm deceives the patent office to obtain a patent, but does not enforce the connected exclusive right. Clearly enough, in such a case, the functioning
of the market mechanism is not at risk and, hence, antitrust law does not—and

12 See Case COMP/A. 37.507/F3, AstraZeneca, 2005 EUR-Lex-32006D0857, 328, 817. For an analysis of EU case law on the antitrust–IP intersection, see Nicolas Petit, The Antitrust and Intellectual
Property Intersection in European Union Law, in Handbook of Antitrust, Intellectual Property
and High Tech (Roger D. Blair & D. Daniel Sokol eds., 2017).
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should not—find any application. Likewise, antitrust law does not—and should
not—apply when the IP holder does use the fraudulent patent or brings an infringement action to enforce it, but at the same time, said IP holder does not hold any
dominant position.13 Indeed in such a circumstance, no antitrust injury can occur
because firms without market power cannot undermine the competitive mechanism. Unfortunately, the linearity of this reasoning that, simply stated, recalls the
rule of law and affirms that antitrust law cannot apply beyond the boundaries of its
scope, is often disregarded. Antitrust law is conceived as a strict and severe piece
of law, and antitrust enforcers are perceived as very qualified, experienced, and expeditious agents, at least because they are often dedicated agencies and authorities.
Therefore, those who are not satisfied with the enforcement of other pieces of law,
such as IP rules, consumer protection laws, or—as in these days—data protection
rules, frequently call for the replacement application of competition law. However,
the application of antitrust law is a cumbersome enterprise,14 which works on a
case-by-case basis to remedy against some specific business conduct capable of
limiting output, decreasing market price, lowering the quality and variety of the
supply, or reducing the pace of innovation. Hence, to employ competition law to
strike a behaviour that does not actually harm competition is not only an illegitimate action, but also a waste of time and resources.
Finally, the fourth scenario—i.e. the one that focuses on an IP-compliant behaviour that infringes antitrust law—lies at the heart of the most heated debates.
Indeed, every IPRs holder deemed in violation of antitrust law claims that her IPR
gives her the right to undertake the conduct that happens to harm competition. The
paradigm here is the case of IPRs holders that also enjoy dominance and that refuse
to license their IPRs. On the one hand, the very existence of the IPR at stake gives
their holders the right to exclude anybody from the use of the protected intangible
goods. On the other hand, under some market circumstances, it may happen that
a dominant firm refusing to share its IPRs produces an antitrust injury. Therefore,
two options are available to solve such a conflict: either the conducts that are dictated by IP laws are stripped away from the scope of antitrust law or antitrust law
can work as a second-tier regulator that, on a case-by-case basis, can reshape the
rights and obligations of IPRs holders. In summary, the fourth scenario is where
the real conflict between IP and antitrust rules takes place and it is here that, as
the following paragraphs will show, the solution of the conflict depends more on
policy choices than on legal or economic arguments.

13 Walker Process Equipment, Inc. v. Food Machinery & Chemical Corp., 382 U.S. 172 (1965);
Handgards, Inc. v. Ethicon, Inc., 601 F.2d 986, 994 (9th Cir. 1979) (Arguing that a monopolization (or
an attempt to monopolize) may occur only when the usual requirements of Section 2 have been satisfied. The existence of a dominant position is one of these requirements.).
14 Herbert Hovenkamp, The Antitrust Enterprise (2005).
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A. Case Law On Dominant Firms Refusing to License Their IP
In the United States’ (US) and European Union’s (EU) jurisdictions, the law about
dominant firms refusing to license their IPRs is an appendix of the more general
doctrine on the refusal to deal.15 In both jurisdictions, it is clear that dominant firms
can be obliged to deal only in some or exceptional circumstances. In both jurisdictions, it is understood not only that even dominant firms should enjoy the freedom
of contract principle, but also that any obligation to deal pushes rivals to co-operate.
However, in antitrust law co-operation may be more of a problem rather than an advantage, and compels antitrust enforcers to act like ‘central planners’, although antitrust law is not a piece of economic regulation and antitrust enforcers (especially
if they are judges) are ill-equipped to identify the inputs to be shared, to fix their
prices, and to monitor compliance with these requirements. The US and EU jurisdictions, however, do not identify the same special circumstances, and it is here that
the ‘great divergence’ between the two arises. More importantly for what matters
here, the two jurisdictions’ radicalized approaches to dominant firms’ refusals to
deal when IPRs come into play and the refusals at stake become refusals to license.
According to the present US duty-to-deal doctrine, which follows from the
Trinko ruling,16 US courts can oblige monopolists to deal under certain conditions.
First, the refusal to deal must be detrimental to consumer welfare (1) and unjustifiable (2). But then, the proposed duty-to-deal must not require the dominant firm
to: share an input that the market could offer otherwise (3); produce an input (or a
combination thereof) that the dominant firm does not use in its business (4); and
to enter into a new joint venture with its competitors (5). However, when IPRs are
at stake this test fails. Some US courts even disregard any possible antitrust injury
that a monopolist can cause by refusing to share its IPRs and enforce a quasi per
se legality rule to protect those refusals,17 mainly because they claim that any duty
15 See Douglas H. Ginsburg, Damien Geradin & Keith Klovers, Antitrust and Intellectual Property
in the United States and the European Union, in The Interplay Between Competition Law and
Intellectual Property: An International Perspective (Gabriella Muscolo & Marina Tavassi eds.,
2019); Thorsten Kaseberg, Intellectual Property, Antitrust and Cumulative Innovation in
the EU and the US (2012); Ianos Lianos & Rochelle C. Dreyfuss, New Challenges in the Intersection
of Intellectual Property Rights with Competition Law: A view from Europe and the United States (CLES
Working Paper Series No. 4/2013, April 2013); Josef Drexl, Research Handbook on Intellectual
Property and Competition Law (2010).
16 Verizon Communications, Inc. v. Law Offices of Curtis V. Trinko, LLP, 540 U.S. 398, 416 (2004)
(hereinafter, Trinko). See also Pacific Bell Telephone Co. v. linkLine Communications, Inc., 555 U.S. 438
(2009); Covad Communications Co. v. Bellsouth Corp., 299 F.3d 1272 (11th Cir. 2002); Stand Energy
Corp. v. Columbia Gas Transmission, 373 F. Supp. 2d 631 (S.D.W. Va. 2005); In re Remeron Antitrust
Litigation, 335 F. Supp. 2d 522 (D.N.J. 2004); z-Tel Commc’ns Inc. v. SBC Commc’ns Inc, 331 F. Supp. 2d
513, 527 (E.D. Tex 2004).
17 See Independent Service Organizations Antitrust Litigation, 203 F.3d 1322 (Fed. Circ. 2000) (hereinafter, Xerox), where the Federal Circuit endorsed a quasi-legality rule, by stating that a patent owner
who brings suit to enforce the statutory right to exclude others from making, using or selling the
claimed invention is exempted from the antitrust law, even though such a suit may have an anticompetitive effect. In the following years, a number of courts have followed Xerox’s rule—see, e.g., United Asset

Intellectual Property and Antitrust Law

129

to share IPRs would stifle innovation. First, it is considered that the IPR holder
would lose the incentive to innovate, because it would be prevented from taking
advantage of all the benefits generated by the protected intangible good. Second,
the rivals of the IPR holder would be discouraged from inventing around the monopolists’ IPR, because it would be easier for them to simply take a free ride on such
innovation.18 In summary, the US refusal to license doctrine stands for the idea
that the conflict between IP and antitrust provisions must and should be solved in
favour of the former, to foster innovation.
Conversely, the current EU refusal to deal doctrine—as stated in the 2009
Communication named ‘Guidance on the Commission’s Enforcement Priorities
in Applying Article 82 of the EC Treaty to Abusive Exclusionary Conduct by
Dominant Undertakings’19—establishes that, regardless of the existence of a previous business relationship, a dominant firm is obliged to share its proprietary
resources when the refusal: (1) is likely to lead to the elimination of effective competition on the downstream market; (2) is likely to lead to consumer harm; (3) is
not objectively justified; and (4) relates to a product or service that is objectively
necessary to be able to compete effectively on a downstream market. Then and
again, the involvement of IPRs changes the test to run: to prohibit a refusal to license, EU institutions want the practice at hand to meet a further condition (5): the
conduct must also prevent the advent of a new product or a new market, as established in Magill TV and IMS Health,20 block follow-on innovations, or the technical
Coverage Inc. v. Avaya Inc., 409 F. Supp. 2d 1008 (N.D. III 2006); Schor v. Abbot Labs, 378 F. Supp. 2d
850 (N.D. III 2005). To be sure, before Xerox, US courts have supported different rules in relation to
refusals to license: from the absolute legality rule of SCM Corp. v. Xerox Corp., 645 F.2d 1195, 1296
(2d Cir. 1981); and Miller Insituform v. Insituform of N.A., 830 F.2d 606 (6th Circ. 1987) to the duty
to license that the 9th Circuit imposed in Image Technical Servs., Inc. v. Eastman Kodak Co., 125 F.3d
1195, 1202 (9th Cir.1997), to the essential facility approach that a District Court applied in Intergraph
Corporation v. Intel Corporation, 3 F. Supp. 2d 1255 (N.D. Ala. 1998), but that was afterwards not only
definitively rejected on appeal 195 F.3d 1346 (Fed. Circ. 1999), but also stigmatized on a general ground
by the Supreme Court in Trinko.
18 Indeed, in In re Microsoft Corp. Antitrust Litigation the District Court has maintained that, ‘to
require one company to provide its intellectual property to a competitor would significantly chill innovation’; see In re Microsoft Corp Antitrust Litigation, 274 F. Supp. 2d 743, 745 (D. Md. 2003).
19 See 2009 O.J. (C 45/7) 80–89.
20 See Magill TV Guide/
ITP, BBC and RTE v. Commission (89/205/EC), 21 December 1988,
1989 O.J (L 78) 43, upheld in Joined Cases C-76, C-77 & C-91/89R, Radio Telefis Eireann and Ors
v. Commission, 1989 E.C.R. I-1141, upheld in Joined Cases C-241 & 242/91P, Radio Telefis Eireann
and Ors v. Commission, 1995 E.C.R. I-743; NDC Health/IMS Health: Interim Measures (2003/741/
EC), 13 August 2003, 2003 O.J. (L 268) 69, upheld in Case T-184/01, IMS Health v. Commission, 2005
ECLI:EU:C:2004:257. The citations here reproduced are taken from Case C-418/2001, IMS Health
GmbH & Co. OHG v. NDC Health GmbH & Co. KG, 2004 E.C.R. I-05039. See also Case C-7/97, Oscar
Bronner GmbH & Co. KG v. Mediaprint Zeitungs-und Zeischriftenverlag GmbH & Co KG, 1998
E.C.R. I-07791; Case T-201/04, Microsoft v. Commission, 2007 E.C.R. I-03601, ECLI:EU:T:2007:289;
Case C-170/13, Judgment of the Court (Fifth Chamber) of 16 July 2015, Huawei Technologies,
ECLI:EU:C:2015:477. The relevant cases of the Commission include: AT.39939—
Samsung—
Enforcement of UMTS standard essential patents; Commission decision, AT.39985—
Motorola—
Enforcement of GPRS standard essential patents.
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development, as indicated during the Microsoft saga.21 In other words, differently
from US courts, EU antitrust enforcers contemplate the possibility of imposing a
compulsory license to dominant firms that refuse to share their intangible assets.
And this is to strongly support and foster innovation—better, the innovations of
the rivals of the dominant firms. Indeed, as the EU test exemplifies, to assess the
likelihood of complementary and follow-on innovations, the IPR holder’s incentives to innovate are not the only material criterion: antitrust authorities may also
consider rivals’ incentives to innovate, which can increase when such rivals are
allowed to use the proprietary resource to further innovation by developing new
products, new markets, and follow-on innovations.22
In summary, hence, when dealing with refusals to license, US and EU antitrust
take two opposite views: while EU institutions punish these refusals when, among
other things, they restrict innovation, US courts deem them quasi per se legal, by
maintaining that they enhance innovation. This incompatible transatlantic scenario begs a couple of questions, then: who is right? And why the two jurisdictions
have such divergent views?
To answer these questions one must first consider the functions that antitrust
scholars (and economists) usually attribute to IPRs.

B. The Role of IPRs in Innovation and Competition
The accumulation of knowledge helps in sustaining both innovation and competitiveness of economic players. Such accrual requires a constant effort, as knowledge
is systematically repackaged into patents, procedures, creative works, etc. that have
to be distinct and identifiable, so that their owners may effectively access and exploit them—and possibly defend them when control is contested. These discrete
pieces of knowledge may have a role in innovation when they represent the ‘bricks’
with which new products and processes are built. Or they may be exploited by a
company to keep its competitive edge, because when merged together, they bring
about some competitive advantage that puts the firm in a stronger business position than that of its rivals.
Since IPRs and, in particular, patent and copyright rules govern the access to,
and the use of, these pieces of knowledge, IPRs affect both innovation and competition.23 First, they identify who owns the above mentioned ‘bricks’ and ‘competitive advantages’. Second, they establish the boundaries of such ownership not
only in connection to current goods, but also in relation to dependent and future
21 Commission Decision of 24 March 2004, relating to a proceeding under art. 82 of the EC Treaty
(Case COMP/C-3/37.792 Microsoft), COM (2004) 9 final (Brussels 21 April 2004); and Court of First
Instance, Case T-201/04, 17 September 2007.
22 Mariateresa Maggiolino, Intellectual Property and Antitrust 160–68 (2011).
23 See Commission Decision, Case AT.39226, Lundbeck (2013) 3803 final, § 598 ss.
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products and processes. Indeed, IPRs give their holders the right to control complementary and follow-on inventions as well as derivative creative works, thus
enabling innovators and creators to enjoy a foothold in new markets and to appropriate the benefits that flow not only from present, but also from future spillovers
and second-generation innovations.
Thus, IPRs distribute the incentives and opportunities to innovate and compete among economic agents. They distribute such incentives because, as they turn
non-excludable intangible goods into proprietary resources, they make economic
agents believe that their efforts in innovative and creative activities will be rewarded with all the profits and competitive advantages following from innovation.
They distribute opportunities to innovate and compete because, by establishing
who can use those pieces of knowledge to develop new products and new processes, IPRs can either strengthen the competitive advantages already possessed by
the IPR holder or fill the competitive gap separating the IPR holder from its rivals.
Therefore, excluding IPRs-related practices from the scope of antitrust law
means to believe that the way in which those rights distribute the incentives and
opportunities to innovate and compete is effective. Going back to the conflict between the US and European refusal to license doctrines, the US solution stands for
the idea that IPRs are always and in all circumstances the right legal tools to spur
innovation and competition. Conversely, admitting that antitrust law can modify
the scope of IPRs and, as a consequence, the rights of IPRs holders means to believe that, under the circumstances, the original IPRs-driven distribution of incentives and opportunities to innovate and compete may fail and that antitrust law can
remedy this IP-failure. Thus, while in the US IPRs are deemed to be the best legislative ‘device’ to govern the innovative process from an ex ante and generic standpoint, in the EU jurisdiction IPRs are (only) an ordinary instrument in the hands
of antitrust authorities to govern the innovative process by themselves, from an ex
post and case-by-case perspective.

C. Policy Arguments Underpinning Refusal to License Cases
So far, the discussion has not addressed the reason why the two jurisdictions endorse such divergent approaches. The answer is quite simple: when policy-makers
define the scope of IPRs—that is, who can enjoy those incentives and opportunities
as well as how broad and lasting they should be—they cannot rely on a unique economic theory. Economics is unable to identify the optimal scope of IPRs, which is
how they should be in order to promote innovation and competition. In particular,
the scope of IP protection undergoes the same time-consistency problem that torments the optimal duration of temporary monopolies: economists do not know
how to provide enough returns and incentives to the production of innovations,
on the one hand, and how to promote their quick social diffusion and, hence, a
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prompt erosion of innovators’ exclusive power, on the other hand. Economic
theory supplies different, equally plausible, and empirically founded arguments as
to the proper balance between creating and disseminating intellectual goods.24
Furthermore, economics cannot establish which firms are in the best position
to hold IPRs, whether dominant firms or their rivals. Indeed, the theories on what
market structures are the most conducive innovators are many: from those which
maintain that dominant firms are the best innovators possible, to those which
trust small and medium-sized firms and show that they can spur innovation and
competition more than incumbents can—with many other possible solutions in
between.25
As a consequence, the optimal distribution of the incentives to innovate and
compete is not an issue of fact or theories: it is an issue of beliefs and, hence, it begs
policy questions to which two jurisdictions can answer even in opposite ways. It
should not come as a surprise that the US and EU approaches can be explained by
looking at arguments from the theories depicting innovation and competition.
First, the US deference towards IPRs mirrors the idea that courts are not allowed
to second-guess legislators’ decisions and, in particular, IP legislators’ decisions to
avoid conditioning the enforceability of an IPR on the degree of market power that
the IPR holder enjoys. In other words, in dealing with monopolists who refuse to
license their IPRs, US courts rely on the ‘division of powers’ argument, according
to which it is not up to the judiciary to question the choices of the legislature. In
summary, in the US, those business practices that are authorized by the IP statutes
cannot form the basis of antitrust violations.26 This argument, instead, does not appear in the EU case law, probably because it could easily be rebutted. Indeed, when
it comes to the enforcement of IPRs, national laws governing IPRs cannot interfere
with the EU concern about competition and thus with the operations of the EU
Commission, which is called to guarantee the public interest confronting any specific and private interest.27
Second, the more intrusive EU approach stems from a different consideration
of the hurdles and risks that public powers’ interference into the economy entails.
In deciding whether to grant access to dominant firms’ proprietary inputs, EU
24

Maggiolino, supra note 23, at 43.
Joseph Schumpeter, Capitalism, Socialism, and Democracy 105 (1942); Kenneth J. Arrow,
Economic Welfare and the Allocation of Resources for Innovation, in The Rate and Direction of
Inventive Activity 609–25 (National Bureau of Economic Research ed., 1962); Philippe Aghion
et al., Competition and Innovation: An Inverted-U Relationship, 120 Q. J. Econ. 701 (2005).
26 R. Hewitt Pate, Competition and Intellectual Property in the US: Licensing Freedom and the
Limits of Antitrust 49, in European Competition Law Annual 2005: The Interaction between
Competition Law and Intellectual Property Law (C.D. Ehlermann & I. Atanasiu eds., 2007).
27 See Microsoft V, § 226 (affirming this argument even in realtion to a piece of EU law). Indeed,
the General Court, while speaking about the concept of interoperability and discussing whether the
Commission had to comply with what Directive 91/250 envisaged, held that: ‘[i]n any event, it must be
borne in mind that what is at issue in the present case is a decision adopted in application of Article 82
EC, a provision of higher rank than Directive 91/250’.
25
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antitrust enforcers chose to evaluate the likelihood of the advent of new products,
new markets, and follow-on innovation. Such analyses risk being highly speculative, especially when the antitrust action occurs in industries that are experiencing fast technological changes. Now, according to US courts, whereas the market
can remedy for unlawful conduct that judges fail to strike, there is no remedy
against lawful behaviours that judges prohibit. Thus, in order to not produce such
a harmful over-deterrence, the Chicago school suggests antitrust authorities refrain from hunting practices that are almost unavoidably illegal.28 In contrast, EU
antitrust institutions are less worried about the risk of false positives and over-
deterrence. Because of their history of public monopolies and regulated industries,
Europeans are quite comfortable with a strong presence of public powers in the
market, so that they tolerate an antitrust law that sometimes stomps into the realm
of industrial policy.29
Third, in the US, IPRs and antitrust rules are both federal matters. Accordingly,
federal courts are equally competent to enforce them and, if there is a problem
with an IPR, for example with an invalid IPR, judges can express themselves on
the validity of that right, without needing to invoke the application of antitrust law
to curb its scope. The Commission and EU courts, in contrast, are not empowered
to rule on the validity or infringement of national IPRs,30 so sometimes their decisions and judgments seem to target questionable IPRs that a US federal court
might have declared invalid by enforcing IP laws. Therefore, if the Commission
had been entitled to void the copyright in Magill TV and IMS Health, it might have
done so without any need to apply competition law.31 To be sure, some commentators object to this thesis and the EU authorities have never recognized to have used
antitrust law to remedy against overbroad copyrights.32 Nevertheless, such a thesis
has merit: it recalls that jurisdictional issues can affect substantive law.

IV. Conclusion
As elaborated in this chapter, there are at least four questions that an IP scholar
should pose when confronted with antitrust law.

28 Phillip Areeda & Herbert Hovenkamp, An Analysis of Antitrust Principles and Their
Application 770 (2018)(
29 Giuliano Amato, Antitrust and the Bounds of Power: The Dilemma of Liberal
Democracy in the History of the Market (1997).
30 Rita Coco, Antitrust Liability for Refusal to License Intellectual Property: A Comparative Analysis
and the International Setting, 12 Marq. Intell. Prop. L. Rev. 1 (2008).
31 Ian S. Forrester, EC Competition Law as a Limitation on the use of IP rights in Europe: Is there Reason
to Panic, in European Competition Law Annual 2003: What Is an Abuse of Dominant Position?
506 (Claus-Dieter Ehlermann & Isabela Atanasiu eds., 2003).
32 Ariel Katz, Intellectual Property Rights and Antitrust Policy: Four Principles for a Complex World, 1
J. Telecomm. & High Tech. L. 325, 351 (2002).
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In the first place, antitrust law is highly fact-specific: no evaluation is automatic
or applicable to any scenario. Each judgment depends on the circumstances that
distinguish the specific case under examination. This is why the first phase of each
antitrust analysis is aimed at describing the relevant market by giving space, when
necessary, to the role that IPRs play with respect to the attribution of market power.
Secondly, antitrust law does not aim at reproducing the market conditions that
lead to perfect competition. Its twofold goal is to prevent practices that may bring
about antitrust injury and to restore competition when specific business behaviours have harmed the market mechanism. Therefore, although they may work to
reduce demand and supply substitution or to shelter market power, even a significant amount of it, antitrust law can coexist easily with IPRs.
Thirdly, the case of an IPR conflict with antitrust rules is just one of four possible scenarios in which IPRs coexist with antitrust rules. The other three do not
raise any significant legal problems but do bring political questions that essentially
concern which discipline should intervene to ensure effective deterrence or punishment: only antitrust law, only IP law, or the two combined.
Finally, antitrust law uses economic models to describe reality, i.e. to understand
how firms interact with each other and how their behaviour could harm the market
mechanism. However, as seen in the case of dominant firms that refuse to license
their IPRs, economic models do not always univocally explain the functioning of
the market, the growth of the economy, or the flourishing of innovation. Thus, it
is here that non-economic arguments find room: purely legal or policy arguments
which, in turn, depend on the specific cultural principles and characteristics of
each jurisdiction.
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Intellectual Property and Privacy Law
Megan Richardson*

I. Introduction
There are many reasons why intellectual property (IP) scholars, lawyers, and
policy-makers should pay close attention to privacy law but three, in my view, are
especially important.
Firstly, the creation or exercise of an intellectual property right may affect private personal material. Given that the right to privacy is now widely recognized as
a human right, techniques need to be developed to give due acknowledgement to
this right and to find an appropriate balance between conflicting rights, freedoms
and interests. The accounting process is complicated by the fact that intellectual
property is generally considered to be a fundamental feature of a market-based
economic system and on some accounts also a fundamental human right over the
products of a creator’s or inventor’s creativity and improvements in knowledge.
Further, there may be other fundamental human rights tied up in the public domain limits and exceptions to intellectual property rights—for instance, rights of
access to knowledge (also fostering downstream creativity)—which may impact
on privacy.
Secondly, the fact that intellectual property and privacy law are centrally concerned with the regulation of information suggests that methods adopted in one
area can offer insights into the other. More particularly, both areas of law offer ways
of responding to the challenge of providing a degree of exclusivity for information
that is itself inherently non-exclusive, although for very different reasons. In short,
privacy law is concerned with acknowledging and promoting human dignity and
liberty inter alia by allowing individuals a measure of authority over their private
lives and personal information, although broader utilitarian goals may also be relevant. Intellectual property law is generally understood in quite utilitarian terms
of fostering innovation and access to knowledge by allowing creators to maintain
a degree of exclusivity as against free-riders, even if the law also caters to an extent to human values of dignity and liberty (including of creators and inventors).
Similarly, both laws have developed their own techniques of balancing competing
* With grateful thanks to Irene Calboli, Sam Ricketson and Martin Vranken for useful comments
and advice.
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rights, freedoms and interests considered sufficiently relevant and pertinent to be
weighed in a balance, for instance allowing access to the public domain of knowledge as a counterpoint to intellectual property, or freedom of expression as a counterpoint to privacy.
Thirdly, the common history of these bodies of law, often rooted in the same sets of
rights and obligations stretching back over centuries, means that there is considerable
overlap between the legal rights and obligations in common law jurisdictions (the particular albeit not only focus of this chapter). Moreover, even where dedicated ‘privacy’
causes of action are recognized in a particular jurisdiction they carry the residues of
their origins in their shape and operation. Thus, although a privacy tort or doctrine is
not framed as an intellectual property doctrine, as such, it can sometimes look quite
like an intellectual property doctrine in offering a right of exclusion (including against
third parties) even if it does not go as far as to allow for trade over an asset whose value
can be captured, mixed with other resources, and exploited in market transactions.
Likewise, the fact that elements of privacy protection have been embedded in intellectual property doctrines helps to explain and justify efforts to rely on these doctrines
for the protection of privacy, including in recent cases.
In the discussion below, I explore the intersections between intellectual property and privacy law beginning with their common histories in nineteenth-century
doctrines and then moving on to consider the ways that these bodies of law have
developed over the twentieth and twenty-first centuries, apparently separating
but still linked with each other in doctrinal, methodological and practical terms.
And I note that while the scope of what we may consider to be ‘intellectual property’ continues to expand to cover new creative and innovative practices, so too
the meaning and scope of what we may consider to be ‘privacy’—traditionally
understood as allowing the individual to enjoy a private sphere free from the public
gaze—has come under pressure to expand to address new situations where loss of
control over personal information and incursions on personal identity are seen to
undermine human dignity and liberty. Thus ‘privacy’ and ‘intellectual property’
become ever more imbricated in our modern digital world, and we can expect to
see ever more interchange between the laws that regulate these domains.

II. What Has Changed?
Already in the nineteenth century it was clear that intellectual property and privacy
law were embroiled with each other’s concerns. In their famous article in the 1890
Harvard Law Review, Samuel Warren and Louis Brandeis identified ‘the right to
privacy’, or ‘the right to be let alone’ as they called it, as implicitly protected by a
range of Anglo-American doctrines.1 In particular, they pointed to the author’s
1

Samuel D. Warren & Louis D. Brandeis, The Right to Privacy, 4 Harv. L. Rev. 193 (1890).
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common law right of first publication of unpublished material (as such, an aspect
of the law of copyright) and the equitable doctrine of breach of confidence (mainly
developed as a way of protecting trade secrets) as offering a degree of practical
protection of a person’s private domestic affairs from unwanted public access and
exposure. As proto-legal realists, Warren and Brandeis objected to the way that
the protection of privacy was hidden in these doctrines which were more specifically focussed on considerations of ownership of the products of creativity and
breach of trust and confidence, with judges sometimes distorting the scope of the
doctrines to achieve a desired result. And their argument was that courts should
come out and acknowledge that what was at stake here was ‘the right to privacy’
as an aspect of ‘inviolate personality’.2 While referencing the protection of privacy
under French press law3 and the German idea of ‘honour’4 (and we might also note
the way that laws in these jurisdictions were being shaped to allow for the protection of image rights in response to nineteenth-century portraiture practices),5
they did not suggest that American law should follow the civilian models directly.
Rather their argument was that judges should fashion a modern privacy tort to
address the crisis that was emerging in the wake of George Eastman’s ‘instantaneous photograph[y]’, invented and patented a few years earlier (his cameras already
widely sold for public use under the trade-mark banner ‘you press the button, we
do the rest’),6 along with ‘newspaper enterprise’,7 and the public desire for ‘gossip’.8
Since this article, the idea that the right to privacy should be dealt with under
legal doctrines specifically framed in terms of privacy rather than intellectual
property, or any other legal ordering principle for that matter, has continued to
underpin arguments for privacy law reform, and not just in the US. In modern
times, reference may also be made to the recognition of the right to privacy, or
to private life (la vie privée), as a universal human right in international human
rights instruments beginning with the United Nations’ Universal Declaration of
Human Rights in 1948, the Council of Europe’s Convention on Human Rights and
Fundamental Freedoms in 1950, and the UN’s further embodiment of the Universal
Declaration’s principles in the International Covenant on Civil and Political Rights
in 1966.9 Indeed, the idea of the right to privacy as a fundamental human right
2

Id. at 195–96, 205.
Id. at 214.
4 Id. at 198.
5 See Megan Richardson, The Right to Privacy: Origins and Influence of a Nineteenth-
Century Idea (2017)
6 Supra note 1.
7 Id. at 195.
8 Id. at 196.
9 Universal Declaration of Human Rights, art. 12, G.A. Res. 217 (III)A, U.N. GAOR, 3d Sess., at 71,
U.N. Doc. A/810 (1948); European Convention for the Protection of Human Rights and Fundamental
Freedoms, 4 November 1950, art. 8, para. 1, 213 U.N.T.S. 221, 230 (entered into force 3 September
1953); International Covenant on Civil and Political Rights, art. 17, G.A. Res 2200A (XXI) (1966),
999 U.N.T.S. 171 (entered into force 23 March 1976); Charter of Fundamental Rights of the European
3
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has increasingly informed the development of private and public law in multiple
jurisdictions10—including constitutional law (which some argue already included
embryonic ideas about the right to privacy in eighteenth-century prohibitions on
unreasonable searches and seizures of private property)11—albeit with variations
still across jurisdictions in terms of the degree of recognition accorded to privacy,
the scope of protection available, and the legal doctrines employed.12
Now in the twenty-first century, we are faced with a new range of challenges that
were unimaginable at the end of the nineteenth century or even for much of the
twentieth century, prophetic as Warren and Brandeis’s early article was in pointing
out the potential for modern technologies, social norms and business practices
to pose significant threats to privacy,13 as well as its usefulness in identifying the
values at stake—whether expressed in terms of human dignity (or ‘inviolate personality’ as these authors termed it),14 human liberty and flourishing (as British
nineteenth-century liberal philosopher John Stuart Mill argued),15 or as a combination of these along with other values including some of a more explicitly utilitarian kind (as some modern-day legislators, judges and scholars may be inclined
to argue).16 And rather than intellectual property occupying a marginal position,
rejected by Warren and Brandeis as an underpinning of privacy protection but implicitly recognized by them as a driver on the other side in their language of ‘journalistic and other enterprise’ treating ‘gossip’ as ‘a trade’ pursued with ‘industry
as well as effrontery’,17 considerations of industry, property and ownership take
centre stage—underpinning the modern technologies and business and social
practices that may sometimes be drawn on in support of privacy but more often
have created a new range of impediments to its realization.

Union, arts. 7–8, 2000 O.J. (C. 364). For a useful overview, see Alexandra Rengel, Privacy in the
21st Century 77–97 (2013).
10 See Beate Roessler, Privacy as a Human Right, 67 Proc. Artist. Soc. 187 (2016–2017); See generally Richardson, supra note 5, ch. 5.
11 See generally Michael Tugendhat, Liberty Intact: Human Rights in English Law 131–45
(2017); see also T.T. Arvind and Christian Burset, A New Report of Entick v. Carrington (1765) (Notre
Dame Legal Studies Paper No. 200131) available at <https://papers.ssrn.com/sol3/papers.cfm?abstract_
id=3529420>.
12 See James Whitman, The Two Western Cultures of Privacy: Dignity Versus Liberty, 113 Yale L.J.
1151 (2004).
13 For general discussion of how the control exercised by technology, social norms and markets can
put pressure on law, see Lawrence Lessig, Code Version 2.0 120–37 (2006).
14 Warren & Brandeis, supra note 1, at 205. See also, for a modern argument in dignitarian terms,
Edward Bloustein, Privacy as an Aspect of Human Dignity: An Answer to Dean Prosser, 39 N.Y.U. L. Rev.
964 (1964).
15 John Stuart Mill, On Liberty (1859). See also, for a modern liberal argument, Roessler, supra
note 10.
16 See Daniel Solove, Understanding Privacy (2008). And Mill was a utilitarian as well as a liberal, arguing that liberty was essential to the utility of a progressive society: see Richardson, supra
note 5.
17 Warren & Brandeis, supra note 1, at 196.
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Thus in place of the nineteenth and twentieth centuries’ mix of news, entertainment, and gossip,18 we have ‘social media entertainment’ operating on a vast international scale.19 Instead of ‘Kodakers lying in wait’, using Eastman’s invention,20
we have technologies of pervasive surveillance including personal camera-phones,
CCTV, cookies, sensors, drones, and facial recognition systems used to monitor
and subtly control the activities of humans across the board.21 Instead of ‘newspaper enterprise’ we have business and state enterprises creating valuable datasets
and deploying these for purposes ranging from national security and predictive
policing to health research, targeted advertising, and monitoring internet users
for copyright infringements in file-sharing activities,22 to give just a few examples.
Instead of public discussion engendered by the newspaper press setting limits on
privacy,23 we have secret algorithms deployed to surreptitiously collect human data
and use these to influence human behaviour—‘target[ing] people as voters [and]
also as personalities’.24
In the face of these transformations, it is legitimate to ask whether we need to
move beyond the traditional idea of a right to privacy, understood as a right to be
‘let alone’, or of ‘non-transparency’, or ‘in-access’, important as this may be in responding to modern concerns that humans have about boundary-setting in our
efforts to maintain a sphere of private life free from intrusion from others.25 Should
the right to privacy in this traditional sense continue to be seen as a right that
can be drawn on to address the broader purpose of ‘ensur[ing] the development,
without outside interference, of the personality of each individual in his relations
18 See Sex, Lies and Democracy: The Press and the Public (Hugh Stephenson & Michael
Bromley eds., 1988); Amy Gajda, The First Amendment Bubble: How Privacy and Paparazzi
Threaten a Free Press (2015); Will Slauter, Who Owns the News? A History of Copyright
(2019).
19 See Stuart Cunningham & David Craig, Social Media Entertainment: The New
Intersection of Hollywood and Silicon Valley (2018).
20 See Robert E. Mensel, ‘Kodakers Lying in Wait’: Amateur Photography and the Right of Privacy in
New York, 1885–1915, 43 Amer. Q. 24 (1991).
21 There is a substantial literature on privacy and surveillance: see David Lyon, The Electronic
Eye: The Rise of the Surveillance Society (1994); Helen Nissenbaum, Privacy in
Context: Technology, Policy, and the Integrity of Social Life (2010); Neil M. Richards, The
Dangers of Surveillance, Harv. L. Rev. 1934 (2013); Mark Andrejevic & Mark Burdon, Defining the
Sensor Society, 16 Tel. & New Med. (2015); David Lyon, The Culture of Surveillance: Watching
as a Way of Life (2018); Shoshana Zuboff, The Age of Surveillance Capitalism: The Fight
for a Human Future at the New Frontier of Power (2019).
22 See Frederica Giovanella, Copyright and Information Privacy: Conflicting Rights in
Balance (2017).
23 See Alexander Meiklejohn, Free Speech and Its Relation to Self-Government (1948).
See generally Eric Barendt, Freedom of Speech 1–39 (2d ed., 2005).
24 Sue Halpern, Cambridge Analytica, Facebook, and the Revelations of Open Secrets, New Yorker, 21
March 2018.
25 See, for instance, discussing privacy in these terms, Warren & Brandeis, supra note 1; Lisa
Austin, Privacy and the Question of Technology, 22 L. & Phil. 119 (2003); Nicole Moreham, Privacy
in the Common Law: A Doctrinal and Theoretical Analysis 121 L. Q. Rev. 628 (2005); Kirsty Hughes, A
Behavioural Understanding of Privacy and Its Implications for Privacy Law, 75 Mod. L. Rev. 806 (2012);
Richardson, supra note 5; Roessler, supra note 10.
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with other human beings’, as the European Court of Human Rights put it in Von
Hannover v. Germany in talking about the ‘inten[tions]’ behind the right to private life in art. 8 of the European Convention on Human Rights?26 Or should the
language of ‘privacy’ now be accorded a more extended meaning and scope, in line
with its broader purpose?27 For present purposes, I will not try to resolve these
difficult issues of meaning and scope. Instead, I accept that it is quite common,
especially in legal circles, to use the language of ‘privacy’, or ‘data privacy’, or ‘information privacy’, to include control over personal data across the board, adopting
an extended language of ‘privacy’ to cover what might alternatively be termed ‘data
protection’ (especially in European jurisdictions)—and, moreover, that such language might be taken even further in response to efforts on the part of those in a
position to control personal data to shape and control human identity, even if ultimately a new vocabulary might be desirable.28
My more immediate goal is to argue that the right to privacy, whether understood
in its traditional fairly confined sense of a right of in-access into an individual’s (or
group’s) private life or in a broader sense of control over personal information (‘informational self-determination’),29 challenges the conventional binary analyses
of intellectual property law which treats information resources as either public
domain, free for everyone to use and share, or as appropriable and exploitable as
private property.30 Given that the right to privacy is now widely recognized as a
human right, whatever may be its precise point of origin and current compass,31
the pressure is on scholars, lawyers, and policy-makers to find ways to engage with
its concerns, including within the rubric of intellectual property law taking into
account also that law’s various limitations and exceptions. At the same time, I acknowledge that a range of other rights, freedoms and interests that intersect with
the right to privacy in various ways may also need to be taken into account in a full
balancing process—most obviously here the right to freedom of expression (which
even Warren and Brandeis thought may mean that in ‘the circumstances of [the]
26 Von Hannover v. Germany [50] (2004); cf. Von Hannover v. Germany (No. 2) 55 Eur. H.R. Rep. 15,
[95] (2012).
27 See, e.g., Solove, supra note 16; Nissembaum, supra note 21; Richards, supra note 21. But see
Paul de Hert & Serge Gutwirth, Data Protection in the Case Law of Strasbourg and Luxemburg: Constitu
tionalisation in Action, in Reinventing Data Protection? (Serge Gutwirth et al. eds., 2009), preferring the European language of ‘data protection’ for legal controls over processing of personal data—and
see further on data protection as a fundamental right, Stefano Rodotà, Data Protection as a Fundamental
Right (Gutwirth et al., id.). For a compromise position using terminology of ‘data privacy’ (or ‘information privacy’), see Graham Greenleaf, Asian Data Privacy Laws: Trade and Human Rights
Perspectives (2014); Lee Bygrave, Data Privacy Law: An International Perspective (2014);
see also Giovanella, supra note 22.
28 Cf. Zuboff, supra note 21, at 14.
29 See Rodotà, supra note 27, at 79, citing the famous German Census Act Case (1983) 65 BVerfGE 1.
30 See Julie Cohen, The Biopolitical Public Domain: The Legal Construction of the Surveillance
Economy, 31 Phil. & Tech. 213 (2018), see also Julie Cohen, Between truth and power: the legal
constructions of informational capitalism (2019).
31 See Roessler, supra note 10, and generally Philip Alston, Does the Past Matter? On the Origins of
Human Rights, 126 Harv. L. Rev. 2043, 2081 (2013).
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case’ a person’s private life becomes ‘a legitimate matter of public investigation’).32
In short, what is needed is a pluralist rather than narrowly binary approach to intellectual property, viz an approach which accommodates the rights to privacy and
freedom of expression alongside rights, freedoms and interests which have more to
do with fostering creativity and innovation and ensuring a healthy public domain.
In the next section of this paper, I suggest that in the legislation, jurisprudence, and
literature that exist we now have the tools to begin to frame this approach.

III. Framing the Approach
Consider the situation where a photograph or other portrait of A, or a letter or diary
or other biographical work concerning A, or a dataset containing private biographical material about A comes under the ownership or control of B—for instance, B
is the photographer or artist who made the portrait, or the writer who composed
the letter or diary-note or memoir, or the compiler who compiled the dataset, or an
assignee or other party lawfully standing in the place of the original photographer,
artist, writer or compiler and entitled to exercise that person’s rights. If C seeks
to publish the material without the licence or consent of B, then B may bring or
threaten an action for infringement of some intellectual property right that B has
in the material. B’s claims here would quite likely include a claim for infringement
of copyright in an original work or other copyright subject-matter. But, at the same
time, B might also claim for breach of some other right or rights that B holds, for
instance B’s database right or B’s right to control the use of material that is secret or
confidential in the sense of being a body of material that is not publicly known (to
the extent such rights are recognized in the jurisdiction). In response to B’s claim
or claims, C may inter alia contest whether intellectual property subsists in the material, or in B as the putative right-holder, or may raise a defence or defences to infringement, or may challenge the choice of remedies (or may adopt a mix of these
strategies). The discussion may be wide-ranging, depending on the scope of the
intellectual property right or rights as construed by the judges in the jurisdiction—
for instance, to take the example of copyright, depending on whether the standard
of originality is treated as broadly expansive in covering B’s skill and labour or as
more narrowly requiring an author’s ‘intellectual creation’ in order for copyright to
subsist, and whether a broad defence of fair use is available to C (as in the US) or
the use must be brought within some more narrowly tailored fair dealing or other
defence concerning news reporting, parody, caricature, pastiche, or quotation, etc
(as in the UK, and for that matter Australia). But ultimately, on a conventional approach, the focus in these cases will be on rights and interests as raised and argued

32

Warren & Brandeis, supra note 1, at 214–16.
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on behalf of B as the putative right-holder and C as the putative user drawing on
the concepts and language of the relevant intellectual property doctrine. As such,
they appear to offer limited scope for attention to be paid to any privacy concerns
of the person or persons who form the subject of a proposed publication.
Nevertheless, occasionally we see hints at a different approach in certain legislative provisions, cases, and scholarly interventions. One example is the ‘right
to privacy’ for ‘certain photographs or films’ provided for in the UK Copyright,
Designs and Patents Act 1988 by way of exception to the copyright in a photograph
or film provided for under the Act33—i.e. to go back to our thought experiment,
the right of A is here specified by way of exception to the right of B as the creator
or owner of the portrait. On its face, this looks rather like a European-style image
right (such rights also often stated as qualifications to copyright in European jurisdictions).34 But, if we look more closely, the terms of this ‘right to privacy’ are narrowly formulated, being limited to those responsible for commissioning portraits
in the form of a photograph or film for private purposes and allowing them limited
scope to object to public displays. As such, the provision moves only a small step
beyond the right of a person commissioning a photograph or other portrait for
private purposes to claim copyright to that portrait under the model established
by the UK Fine Arts Copyright Act in the mid-nineteenth century (which is still
largely the model followed in the Australian Copyright Act 1968, for instance).35
Even so, the approach of this provision in specifically identifying and making
space for the right to privacy is still arguably superior to the text and data mining
exception in the Copyright Designs and Patents Act, inserted in response to the
Hargreaves Review in 2014.36 This provision makes no express reference to accommodating the rights, freedoms and interests of individuals (and groups) whose
data are the subject of text and data mining activities—unlike the equivalent

33 Copyright, Designs and Patents Act 1988, c. 48, § 85 (Right to privacy of certain photographs and
films).
34 See, for instance, contribution by Ansgar Ohly on Germany, in Huw Beverley-Smith et al.,
Privacy, Property and Personality: Civil Law Perspectives on Commercial Appropriation
(2006); Annette Kur, What to Protect, and How? Unfair Competition, Intellectual Property, or Protection
Sui Generis, in Intellectual Property, Unfair Competition and Publicity: Convergences
and Development 11, 22–23 (Nari Lee et al. eds., 2014); and §§ 22 and 23 of the German Copyright
(Arts Domain) Act (Kunsturhebergesetz), noted in Von Hannover v. Germany, supra note 26, and Von
Hannover v. Germany (No. 2), supra note 26.
35 See Copyright Act 1968 (Cth), s 35(5) (Austl.) (regarding commissioned portraits for private or
domestic purposes). And for the comparable provisions (regarding commissioned portraits but not restricted to portraits commissioned for private purposes), see the Fine Art Copyright Act, 1862, 25 & 26
Vict., c 68, § 1.
36 Copyright, Designs and Patents Act 1988, s 29A (Copies for text and data analysis for non-
commercial research), inserted by the Copyright and Rights in Performances (Research, Education,
Libraries and Archives) Regulations 2014 (S.I. 2014/1372), regs 1, 3(2). See Ian Hargreaves, Digital
Opportunity: A Review of Intellectual Property and Growth 4 (2011). Note that the defence
is limited to ‘[t]he making of a copy of a work by a person who has lawful access to the work’ in order
that ‘a person who has lawful access to the work may carry out a computational analysis of anything recorded in the work for the sole purpose of research for a non-commercial purpose’.
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exception in the EU Digital Single Market Directive,37 which expressly preserves
the protections of the EU Charter and General Data Protection Regulation 2016
(along with its carefully calibrated safeguards and derogations for archival and
other research).38 Nevertheless, the fact that the exception in the UK Act states that
it is an exception to copyright infringement can be taken to imply that the normal
data protection standards applicable to the processing of personal data (i.e. data relating to a person who is identified or reasonably identifiable) should still apply. In
the end, it will be down to courts to determine the extent to which data protection
standards add an additional level of regulation for cases of text and data mining
under the copyright exception—as they have done already for cases of copyright
owners seeking to enforce their rights against those suspected of engaging in illegal
file-sharing using file-sharing services.39 And we might hope that the ‘proportionality’ (or balancing of rights) approach enunciated for those cases will be accepted
by UK courts for text and data mining cases as well.40 By contrast, in the US Google
Books case,41 questions of text and data mining were dealt with simply under the
US Copyright Act’s fair use defence,42 without any suggestion that there might be
data privacy concerns regarding some of those books, applying the conventional
binary analysis.
A more forthright declaration in favour of privacy is found in the US Supreme
Court case of Harper & Row v. Nation Enterprises in 1985.43 The declaration was
only made in passing, as the case concerned a distinctly commercial interest in
former President Gerald Ford’s biography which plaintiffs were already preparing
to publish on their own account. Yet, the Court noted that copyright law had historically often been used ‘in the service of personal privacy’, citing Warren and
Brandeis,44 and intimated that there was no reason why it should not continue to be
deployed in this fashion. Admittedly the Court was concerned with only a limited
class of cases here, namely the situation where a person arguing for privacy is the
same person who claimed to own the copyright—i.e. to go back to our thought experiment, where A is the same person as B (or B feels responsible for A’s interests in
some way). Even so, it is hard to find much support for the idea of copyright being

37 Directive (EU) 2019/790 of the European Parliament and of the Council of 17 April 2019 on
Copyright and Related Rights in the Digital Single Market.
38 Id. rec. 85 (‘Any processing of personal data under this Directive should respect fundamental
rights, including the right to respect for private and family life and the right to protection of personal
data set out in Articles 7 and 8, respectively, of the Charter and must be in compliance with Directive
2002/58/EC and Regulation (EU) 2016/679.’).
39 Golden Eye (International) Ltd. v. Telefonica UK Ltd. [2013] EMLR 1; and further Rugby Football
Union v. Consolidated Information Services Ltd. (formerly Viagogo Ltd.) [2012] 1 WLR 3333.
40 See Golden Eye, supra note 39, at [44], per Arnold J (citing In re S [2005] 1 AC 593 [17], per Lord
Steyn); Rugby Football Union, supra n. 39 at [44], per Lord Kerr.
41 Authors Guild v. Google, Inc, 804 F.3d 202 (2d Cir. 2015).
42 See Copyright Act, 17 U.S.C. § 107.
43 Harper & Row v. Nation Enterprises, 471 U.S. 539 (1985).
44 Id. at 554; see also Warren & Brandeis, supra note 1, at 198–205.
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subservient to privacy when it comes to other US cases, and we can see why when
the approach the Supreme Court was suggesting was the polar opposite of the conventional binary analysis. For instance, in Salinger v. Random House,45 shortly after
Harper & Row, it was accepted that Salinger’s principal motive in seeking to prevent
publication of biographical excerpts which closely paraphrased his unpublished letters was to protect his position as someone who had ‘chosen to shun all publicity and
inquiry concerning his private life’.46 Yet, when it came to assessing the defendant’s
argument of fair use as a defence to copyright infringement, the Court emphasized
that these works were desired to be unpublished but without paying attention to the
reason as lying in the letters’ private, intimately personal, character. Rather, from
the Court’s perspective, or at least its language, the situation should be treated as the
same regardless of whether Salinger’s intention was to protect his privacy or ‘to sell
his letters’ on his own account.47 Apparently, the legislature thought even this went
too far. After Salinger, the Copyright Act was amended to state that the fact that a
work is unpublished ‘shall not itself bar a finding of fair use’.48
Salinger might still be taken as implicitly supporting privacy through its treatment of copyright and its fair use defence, even if the court did not come out and
say so in actual words. Certainly, some scholars have read the case in this way.49
And there are other US cases where privacy appears to be implicitly protected
under the rubric of copyright. For instance, Balsley v. LFP,50 where the plaintiff
(Balsley aka Bosley) successfully claimed copyright infringement against Hustler
magazine for publishing her naked photograph after she acquired the rights from
the original photographer who had posted it online (i.e. to return to our thought
experiment, in this case, A had purchased an assignment of rights in the photograph from B, the original photographer, and was now suing C). She succeeded in
her claim despite the magazine’s argument that its use was ‘newsworthy’, invoking
an expansive idea of the First Amendment right to free speech that had been widely
deployed in privacy tort cases.51 The Court held that newsworthiness was less pertinent in this case where ‘defendant’s use of the photograph was clearly for commercial purposes’ and, as there was no transformative element involved in simple
republication of the photograph in the magazine, the arguments against fair use
prevailed. The case has been criticized by a number of US scholars for its treatment
of copyright law as a vehicle to protect privacy.52 We may wonder why copyright
45

Salinger v. Random House, Inc., 811 F.2d 90 (1987).
Id. at 92.
47 Id. at 99.
48 § 107 Copyright Act, as amended by 106 Stat. 3145 (1992).
49 See, for instance, Karen Burke LeFevre, The Tell-Tale Heart: Determining ‘Fair’ Use of Unpublished
Texts 55 Law & Contemp Probs 153, 168 (1992).
50 Balsley v. LFP, Inc., 691 F.3d 747 (6th Cir. 2012).
51 Time, Inc. v. Hill, 385 U.S. 374 (1967). See also Balsley, supra note 50, at 759–60.
52 See, for instance, Pamela Samuelson, Protecting Privacy Through Copyright Law?, in Privacy in
the Modern Age: The Search for Solutions (Marc Rotenberg, Julia Horwitz & Jeramie Scott eds.,
46
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should not be available to a person who owns a valid copyright in a creative work
and has a good claim of infringement.53 But Balsely does point to some difficulties
in the reasoning, which to some extent can be attributed to the Court’s implicit
treatment of the right to privacy. For instance, there was the easy conclusion that
the photograph satisfied copyright law’s standard of originality, which under US
law requires ‘creative choices’ in composition.54 Secondly, there was the lack of discussion of the weight to be given to privacy in assessing fair use—and, even if in
this particular case the argument for privacy seemed strong, it may be less strong
in other cases where courts have also arguably implicitly treated copyright as a way
to protect privacy.55 Thirdly, there was the failure to acknowledge that if privacy
was to be treated along with copyright as a consideration on the side of the plaintiff, there was a legitimate argument that (First Amendment protected) freedom of
speech should also be fully considered in the assessment of fair use.56
In short, Balsley is a useful decision in suggesting that US courts may be prepared in some cases to make allowance for privacy concerns within the general
rubric of a copyright regime.57 But it would have been more useful still to have
seen the Court go further in discussing when the right to privacy could legitimately
be invoked alongside copyright and balanced against the other rights, freedoms
and interests at stake in the case, using all the affordances of the open-textured fair
use defence. The same can be said of UK cases where copyright has been relied on
to shore up protection of privacy under the UK’s misuse of private information
tort (sometimes supplemented by other privacy-protecting doctrines such as traditional breach of confidence), but without much discussion of the weight to be accorded to copyright and privacy versus access to knowledge and freedom of speech,
drawing on available fair dealing and public interest defences in the Copyright,

2015). But see (contra) Shyamkrishna Balganesh, Privative Copyright, 73 Vand. L. Rev. 1 (2020). Cf.
(allowing some scope for privacy protection) Eric Goldman & Jessica Silbey, Copyright’s Memory Hole,
BYU L. Rev. 53–54 (2019) especially.
53 Cf. Melville B. Nimmer, Does Copyright Abridge the First Amendment Guarantees of Free Speech
and Press?, 17 UCLA L. Rev. 1180, 1186–87 (1970) (privacy protection part of copyright law’s definitional balances).
54 See, as to the originality standard, Rentmeester v. Nike, Inc., 15-35509 (9th Cir. 2018) (‘the photo
obviously qualifies as an “original work of authorship”, given the creative choices Rentmeester made
in composing it. See 17 U.S.C. § 102(a)(5); Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53, 60
(1884)’).
55 For instance, Monge v. Maya Magazines, Inc., 688 F.3d 1164 (9th Cir. 2012) (where the private
wedding pictures appeared to be rather anodyne) and generally discussion of this case in Samuelson,
supra note 52.
56 For more comprehensive discussion of these points, see Balganesh, supra note 52; Goldman &
Silbey, supra note 52.
57 Although it is a different matter if the claim falls outside the rubric of copyright: see Garcia
v. Google, Inc., 786 F.3d 733, 745 (9th Cir. 2015). See also Wendy J. Gordon, Copyright Owners’ Putative
Interests in Privacy, Reputation and Control: A Reply to Goold, 103 Va. L. Rev 36, 47 (2017) (‘a host of
differences between copyright law and privacy rights would make it difficult to know how to shape a
privacy claim in copyright law’).
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Designs and Patents Act.58 Indeed, this lack of balancing is doubly surprising in the
UK given that not only is the European Convention on Human Rights part of UK
law (via the Human Rights Act 1998)59 but the EU Charter of Fundamental Rights
also has a role (after the Lisbon Treaty of 2007 part of the constitutional law of the
EU)60—although the latter will change once the UK reaches the end of the Brexit
transition period.
At this point, it is worth comparing the more explicit and comprehensive approach to balancing rights, freedoms and interests in the European Court of Justice,
applying the standards of the Charter, in the 2014 case of Deckmyn v. Vandersteen.61
At a New Year event in 2011, Joseph Deckmyn, a nationalist political figure and
member of the Vlaams Belang party in Belgium, had circulated a calendar which
included a depiction of the mayor of Ghent distributing coins to people wearing
veils and of colour using an image ‘freely’ adapted from Willy Vandersteen’s comic
book De Wilde Weldoener, part of the iconic Suske en Wiske series.62 The estate
of Vandersteen claimed copyright infringement and the question of the scope of
the parody exception in the 2001 Information Society Directive63 was referred
to the Court of Justice. The Court of Justice noted that the specification of rights
of freedom of expression, intellectual property, and non-discrimination in the
Charter, along with the InfoSoc Directive’s general language referencing ‘fundamental principles of law . . . and the public interest’,64 and the existence of a 2004
Directive on Equal Treatment all pointed to the need (in construing the parody
exception) to find a ‘fair balance’ between the rights and interests of authors and
users, including here not only ‘the freedom of expression of the user of a protected
work’ but also the ‘legitimate interest’ an author might have ‘in ensuring that the
work protected by copyright is not associated with [a discriminatory] message’.65
If we read the author’s ‘legitimate interest’ in not having the work associated with
a discriminatory message as a vehicle also to protect the rights or interests of the
racial groups targeted in Deckmyn’s calendar, we can see copyright relied on to

58 For instance, HRH Prince of Wales v. Associated Press Ltd. [2008] EWHC (Ch) 57; Rocknroll
v. News Group Newspapers Ltd. [2013] EWHC (Ch) 24. See also (regarding the need to consider free
speech under U.K copyright law), Ashdown v. Telegraph Group Ltd [2002] Ch 149.
59 Human Rights Act 1998, c. 42. For the Convention, see supra note 9.
60 Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the
European Community, signed at Lisbon, 13 December 2000, 2007 O.J. (C 306) 1. For the Charter, see
supra note 9.
61 Case C-201/13, Deckmyn v. Vandersteen (2014). For a useful discussion of the case, see Jonathan
Griffiths, Fair Dealing After Deckmyn, in Research Handbook on Intellectual property in
Media and Entertainment (Megan Richardson & Sam Ricketson eds., 2017).
62 The image also featured on the Vlaams Belang website and magazine. Deckmyn, supra note 61,
at 13–15.
63 Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the
Harmonisation of Certain Aspects of Copyright and Related Rights in the Information Society, 2001
O.J. (L 167).
64 Id., rec. . (3).
65 Deckmyn, supra note 61, the Court at 25–34.
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protect rights and interests of not just authors and users but also of the people depicted in the calendar, albeit subject to ‘fair balancing’ with other relevant rights
and interests, including free speech.66
It might be observed that Deckmyn was concerned with the question of free
speech and racial politics, not privacy or data protection, as such—evidenced by
the fact that the Charter’s art. 7 right to private life and art. 8 right to data protection were not cited in the arguments and reasoning in this case. Nevertheless, it
would not take much to transform this into a data protection case, involving as it
did the question of racial profiling, albeit still at the generic level rather than being
targeted at specific identifiable individuals so bringing the right to data protection
directly into play. Thus, the decision in Deckmyn takes us beyond existing cases
where the Court of Justice has accepted that the rights to private life and data protection need to be balanced with other rights, freedoms and interests more specifically concerned with creativity and innovation (most notably concerning efforts
to require online services to monitor users for copyright infringements, where the
Court has talked of the need to find a ‘fair balance’ between a claimant’s right to
copyright, the service’s right to carry on a business, and users’ rights not to be pervasively monitored).67 Certainly, it can be said that the right not to be subjected to
‘certain forms and expressions of racism and xenophobia’ (as the Advocate General
put it in Deckmyn) is deeply ingrained in European law and culture.68 But the same
can be said of the right not to be pervasively monitored and profiled by those in a
position to exercise control over personal data,69 along with the more traditional
right not to be subjected to intrusions into private life70—and not just in European
law and culture.71 Further, in response to those who point out that there may be
other rights, freedoms and interests to be considered, the European Court’s language of ‘legitimate interest’ and ‘fair balancing’ suggests an appropriate method of
resolving conflicts based on identifying, specifying and balancing relevant rights,
freedoms and interests to determine which should prevail (a test that may be characterized as one of ‘proportionality’, or more simply of ‘balancing’).72
66 Note also as to the margin of appreciation: ‘it is for the national court to determine whether “in the
light of all the circumstances of the case” whether the application of the parody exception “preserves
that fair balance” ’: id. at [35].
67 See Case C‑275/06, Promusicae, 2008 E.C.R. I‑271; Case C-70/10, Scarlet Extended SA v. SABAM,
2011 E.C.R. I-11959, §§ 43–53; Case C-360/10, SABAM v. Netlog NV, 2011 2 C.M.L.R. 18, 42–51; Case
C-149/17, Bastei Lübbe GmbH & Co. KG v. Michael Strotzer (2018); and generally Giovanella, supra
note 22. Cf. the UK cases, supra note 39. For a useful discussion, see also David Lindsay, Copyright
and Privacy, in Across Intellectual Property: Essays in Honour of Sam Ricketson (Graeme W.
Austin, Andrew F. Christie, Andrew T Kenyon & Megan Richardson eds., 2020).
68 Deckmyn, supra note 61, at 82–83.
69 See Rodotà, supra note 27.
70 See Richardson, supra note 5; Roessler, supra note 10.
71 See Whitman, supra note 12.
72 There is a substantial literature on ‘proportionality’, or ‘balancing’ as a method for reconciling conflicting rights, freedoms and interests: see, for instance, Moyshe Cohen-Eliya & Iddo Porat, American
Balancing and German Proportionality: The Historical Origins, 8 Int’l J. Const. L. 263 (2010); Aharaon
Barak, Proportionality: Constitutional Rights and Their Limitations (2012); Stijn Smet,
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IV. Conclusion
In summary, what I have proposed in this chapter is a pluralist approach to intellectual property which considers the right to privacy along with the other relevant rights, freedoms and interests. Against this approach, the conventional binary
treatment of intellectual property versus the public domain seem increasingly
overly restrictive in its efforts to relegate the right to privacy to the margins of intellectual property law—treated as either wrapped up in intellectual property’s
commodification processes or alternatively declared terra nullius ripe for exploitation by others. Instead, under the proposed approach, part of a broader movement towards emphasizing and explicating human rights,73 we can identify the
personal domain as a domain independent of other domains and not subject to
their ordering.

Resolving Conflicts Between Human Rights: The Judge’s Dilemma (2016); When Human
Rights Clash at the European Court of Human Rights: Conflict or Harmony (Stign Smet &
Eva Brems eds., 2017); Niels Petersen, Proportionality and Judicial Activism; Fundamental
Rights Adjudication in Canada, Germany and South Africa (2017); Giovanella, supra
note 22; Griffiths, supra note 61; Jonas Christoffersen, Human Rights and Balancing: The Principle
of Proportionality, in Research Handbook on Human Rights and Intellectual Property
(Christophe Geiger ed., 2015); Christophe Geiger & Elena Izyumenko, Towards a European ‘Fair Use’
Grounded in Freedom of Expression, 35 Am. U. Int’l L. Rev. 1 (2019).
73 See Laurence Helfer & Graeme Austin, Human Rights and Intellectual
Property: Mapping the Global Interface (2011); Geiger, supra note 72; see also Chapter 12.
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The Interface Between Intellectual Property
and Information Technology Law
Maria Lillà Montagnani

I. Introduction
Intellectual property (IP) law deals with creativity and innovation. Over the years,
IP law has developed an increasingly profound link with both technological developments and the rules governing them. IP law is constantly challenged by new
waves of technologies since it is often called to provide protection for them. At the
same time, new technologies offer new ways to exploit protected works. Besides,
the more technology has become an autonomous subject matter governed by specific provisions, the more IP law has engaged in a constant dialogue with these provisions. This interaction between IP law and technology has significantly affected
the contours of the field.
In this chapter, I address the relationship between IP and the rules adopted to
govern the specific technologies that are designed to handle information—known
as ‘information technologies (IT)’. This set of provisions goes under the name of
‘IT law’. I address the interface between IP and IT law from the standpoint of the
IP scholars who have an interest in technology. In particular, I investigate how the
IP/IT interface is, or could be regulated and how the rules regarding IP and IT
law interact with each other. There is indeed a circular relationship between law
and technology as the former, while governing the latter, is also shaped by it and
vice versa.
Before going into the merits of the interface between IP and IT law, it is necessary to briefly identify the relationship between these two areas of research. The
boundaries of IP law are generally known and defined. The same cannot be said, at
least until a few years ago, for IT law. Therefore, the contours of IT law need to be
identified to understand its relationship with IP law, and in turn to explore research
questions at the intersection between the two fields of law.
The chapter proceeds as follows. Section II starts precisely by defining the
boundaries between IT law and IP law. Section III illustrates what it means to work
at the interface between IP and IT law. Section IV thereafter provides examples
of research questions that can be carried out by IP scholars in IT-related areas.
Finally, Section V concludes the chapter by underlining the difficulties that can be
Maria Lillà Montagnani, The Interface Between Intellectual Property and Information Technology Law In: Handbook on
Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Maria Lillà
Montagnani 2021. DOI: 10.1093/oso/9780198826743.003.0011
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encountered by scholars working at the IP/IT interface and offers suggestions on
how to overcome these difficulties.

II. The Boundaries Between Information Technology Law and
Intellectual Property Law
The common understanding of IT law is that it is the set of rules applying to the
internet and regulating human behaviour in the cyberspace.1 Generally speaking,
research about the intersection of law and technology is considered to have
emerged as a discipline in the 1960s. However, only in the 1990s, along with the expansion of the internet, did the term ‘cyberlaw’ gain strong popularity,2 followed by
similar expressions such as ‘IT law’ and ‘Computer law’. Since then, legal scholars
have continuously pursued the goal of defining and analysing IT law but have
struggled to find consensus on the definitions of cyberspace and cyberlaw.3
In the second half of the 1990s, the debate became very lively. Some fought
against the idea of IT law as a separate field of study because of the assumption
that there was no reason to teach the ‘law of cyberspace’ any more than there was
reason to teach the ‘law of the horse’.4 However, others claimed IT law was a separate, specific field of study, necessary to tackle the unique features of the internet
that put into question the traditional areas of law.5 The applicability of current
laws was also highly questioned—from patent and copyright law to the new borderless, hyperconnected, and ever-changing environment brought about by the
third major technological revolution that was the internet.6 In an important work,
1 See John W. Bagby, Cyberlaw: A Forward, 39 Am. Bus. L.J. 521 (2002), where the Author defines ‘cyberlaw’—which is a synonym for IT law—as the ‘law pertaining to the Internet’. This concept is strictly
intertwined with Information Technology (IT), to be intended as ‘the application of modem computer-
based techniques to the management of the collection, storage, retrieval and processing of information’.
See Simon Chalton, An Introduction to Info. Tech., 14 Int’l Legal Prac. 81 (1989). As technologies progress and the surrounding economic, legal, and social landscapes evolve, this term has evolved to the
point that it could be argued that the ‘[v]ersion 1.0 of cyberlaw is rapidly giving way to version 2.0, and
with it, the emphasis is shifting from a border-less network to borderless law, from code that regulates to
code that is regulated, and from self-regulation to government regulation’. See Michael Geist, Cyberlaw
2.0, 44 B. C. L. Rev. 323, 324 (2003).
2 See, e.g., Greg Lastowka, Foreword: Paving the Path of Cyberlaw, 38 Wm. Mitchell L. Rev. 1 (2011);
see also Julie E. Cohen, Cyberspace as/and Space, 107 Colum. L. Rev. 210 (2007).
3 Daniel J. Ryan et al., International Cyberlaw: A Normative Approach, 42 Geo. J. Int’l L. 1161, 1167
(2011).
4 Frank H. Easterbrook, Cyberspace and the Law of the Horse, 1996 U. Chi. Legal F. 207 (1996).
Among many, Judge Frank Easterbrook argued that the internet was like a horse, governed by the laws
regulating everything else, and mixing legal theory with technology was just an excuse for dilettantism.
5 See Lawrence Lessig, The Law of the Horse: What Cyberlaw Might Teach, 113 Harv. L. Rev. 501
(1999).
6 See David R. Johnson & David Post, Law and Borders: The Rise of Law in Cyberspace, 48 Stan. L. Rev.
1367, 1375 (1996); David Kushner, The Communications Decency Act and the Indecency Spectacle, 19
Hastings Comm./Ent. L. J. 87, 131 (1996); David G. Post, Anarchy, State, and the Internet: An Essay on
Law-Making in Cyberspace, 1995 J. Online L. 3 (1995).
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Professor Bagby envisioned two possible scenarios for the development (or perhaps the end) of IT law—the incremental and evolutionary theory, and the revolutionary theory.7 According to the incremental and evolutionary theory, IT law
could be slowly absorbed into traditional areas of law (such as IP law, telecom law,
privacy/data protection, international private law) to the point of disappearing as a
separate field. Following the revolutionary approach, cyberspace instead would be
so unique that it would become impossible for traditional fields to adjust and regulate it sufficiently, thus, an interdisciplinary new sector would develop under the
guidance of cyberspace experts.
Equally lively was the debate between technological determinists8 and
cyberlibertarians9 on the one hand, and cyberpaternalists10 and network
communitarists11 on the other hand. The former group claimed that internet
freedom was hardwired into its technological infrastructure and any attempt at
regulation was doomed to fail, while the latter argued that cyberspace could (and
should) be regulated by the law, social norms, the market, and code architecture.12
In the second half of the 1990s, the cyberlaw debate enlarged to encompass not
only public actors, such as governments attempting to exert sovereignty over foreign nationals and companies, but also international bodies, such as the Internet
Corporation for Assigned Names and Numbers (ICANN) for the regulation of domain names and online intermediaries.13 Indeed, online intermediaries brought
about a completely new range of issues, specifically the issue of responsibility for

7

Bagby, supra note 1.
This term was coined by Thorstein Veblen to indicate a reductionist theory inspired by Karl Marx,
whereby technologic innovation follows a determined, inevitable path beyond control and, in turn, society, its history, cultural values and changes are driven by technology. Particularly effective is the following image: ‘technology marches in seven-league boots from one ruthless, revolutionary conquest to
another, tearing down old factories and industries, flinging up new processes with terrifying rapidity’.
Charles A. Beard, Time, Technology, and the Creative Spirit in Political Science, 21 Am. Pol. Sci. Rev. 1, 2
(1927).
9 Johnson & Post, supra note 6; John Perry Barlow, Selling Wine Without Bottles: The Economy
of Mind on the Global Net, in High Noon on the Electronic Frontier: Conceptual Issues in
Cyberspace 9 (Peter Ludlow ed., 1999); David G. Post, Against ‘Against Cyberanarchy’, 17 Berkeley
Tech. L.J. 1365 (2002).
10 Joel R. Reidenberg, Lex Informatica: The Formulation of Information Policy Rules Through
Technology, 76 Tex. L. Rev. 553 (1998); Jack L. Goldsmith, Against Cyberanarchy, 65 U. Chi. L. Rev.
1199 (1998); Lawrence Lessig, Code: Version 2.0 (2006).
11 See Andew Murray, The Regulation of Cyberspace: Control in the Online Environment
(2006); Roger Brownsword, Law, Technology and Society: Re-Imagining the Regulatory
Environment (2019).
12 See the theory known as ‘Code is law’ in Lessig, supra note 10, at 124.
13 As Graeme Dinwoodie points out, a consensual definition of online intermediary does not emerge
from the analysis of the current legal instruments. ‘[I]t is perhaps thus appropriate to adopt as broad
a view as possible so as to admit of the greatest possibility of legal intervention.’ Graeme Dinwoodie,
Who Are Internet Intermediaries?, in The Oxford Handbook of Online Intermediary Liability
37, 56 (Giancarlo Frosio ed., 2020). This, however, should not refrain us from developing taxonomies
that could still be very useful tools to decipher the reality, such as the one by Jaani Riordan, A Theoretical
Taxonomy of Intermediary Liability, in The Oxford Handbook of Online Intermediary Liability
57 (Giancarlo Frosio ed., 2020).
8
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online illegal activities, such as the illegal distribution of copyright infringing content and other counterfeited products infringing on patents and trademarks.
Despite the claim about the internet’s anarchic architecture, legislators have
adopted a number of instruments to regulate it, building an increasingly conspicuous corpus of IT law. To be more precise, IT law has emerged piece by piece.
Some of it was created through regulation, while a large part was formed by judicial
interpretation.14 In an article on the future of cyberlaw, Greg Lastowka illustrates
the formation of cyber law, its impact on society, and its future path by comparing
the changes triggered by the internet to those brought about by the diffusion of the
automobile.15 Lastowka explains that the ‘cultural embrace of cars brought us many
benefits, but also many problems: an ongoing toll of fatal accidents, the decline
of urban centres, an increased national dependence on fossil fuels (and resulting
international armed conflicts), and the transformation of our planet’s environment’.16 Similarly, the development of the internet upended ‘[e]stablished understandings of privacy, copyright, evidence, ethics, human rights, and commerce’.17
Additionally, IT law has developed further to encompass rules aimed at enduring
the ‘optimal’ functioning of the internet. This requires ensuring the internet is the
least limited as possible while at the same time, respecting the rights existing under
the law. IT law is derived from a corpus of provisions from both traditional sectors
(IP law, contracts, or torts) and provisions specifically adopted (the e-Commerce
Directive18 or the Regulation on the free flow of non personal data19). However, the
rules’ shared purpose of keeping the internet free yet compliant with the law creates an autonomous field of law.20
Moreover, IT law is currently evolving due to the development of the so-called
‘emerging digital technologies’ (EDTs),21 which include artificial intelligence (AI),
14 See, e.g., the way in which the right to be forgotten has emerge: it was initially affirmed by
the Court of Justice of the EU by pulling the strings of the legislation existing at that time in the
famous case C‑131/12, Google Spain SL v. Agencia Española de Protección de Datos (AEPD) and
Mario Costeja González (13 May 2014) http://curia.europa.eu/juris/document/document_print.
jsf?doclang=EN&docid=152065. Subsequently, the right was established in art. 17 of Regulation 2016/
679 of the European Parliament and of the Council of 27 April 2016 on the protection of natural persons with regard to the processing of personal data and on the free movement of such data, 2016 O.J. (L
119) 1–88; see Herke Kranenborg, Google and the Right to Be Forgotten, 1 Eur. Data Prot. L. Rev. 70
(2015).
15 Lastowka, supra note 2, at 3–4.
16 Id. at 5.
17 Id.
18 Directive 2000/31, 2000 O.J. (L 178) 1–16 [hereinafter e-Commerce Directive].
19 Proposal for a Regulation of the European Parliament and of the Council on a framework for the free
flow of non-personal data in the European Union, COM (2017) 495 final (13 September 2017), 2017/
0228 (COD).
20 See Eric Goldman, Teaching Cyberlaw, 52 St. Louis U. L. J. 749 (2008); Patrick Quirk, Curriculum
Themes: Teaching Global Cyberlaw, 16 Int’l J. L. & Info. Tech. 297 (2008).
21 The category of emerging digital technologies is not fully defined and exhaustively identified in the
European documents, where they are indicated with the exemplificative list of ‘Internet of Things (IoT),
Artificial Intelligence, advanced robotics and autonomous systems’. See Commission Staff Working
Document, Liability for Emerging Digital Technologies Accompanying the Document Communication
from the Commission to the European Parliament, the European Council, the Council, the European
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advanced robotics, the Internet of the Things (IoTs), the Internet of Service (IoSs),
and the Internet of Bodies (IoB). The IoSs, IoB, and quantum computing are already changing society as we know it. These technologies establish an interconnected dimension where personal and non-personal data flow seamlessly from
several devices linked among them and the web. In fact, one of the major features
of EDTs is that of blurring the line between the offline and the online. This development may entail a rethinking of IT law’s current boundaries where information
technologies go well beyond the internet to encompass the flows of data that take
place through the interconnected realities.

III. Researching at the Interface Between Intellectual
Property and Information Technology Law
As IT law emerged as an autonomous field of study, IP law was shaken by the waves
of technological innovation occurring. The same technological progress that gave
rise to IT law significantly impacted IP law and altered its contours. IT law is a
direct consequence of technological development, whereas IP law—or at least part
of it—is shaped by technological development. Thus, IT and IP law are intrinsically
related because both are deeply affected by technological developments.
The intertwining relationship between IT and IP law is also why an increasing
number of IP scholars work at the interface between the two. The line between
these two fields is blurred and they influence each other. Working at the IP/IT interface law, thus, means addressing their overlaps and reciprocal influences.
The overlaps occur because a new technological phenomenon could be the subject matter of both IP and IT law since IP law governs how we protect intellectual
creations and technological innovations and IT law dictates the rules governing
cyberspace. Another way to look at this interplay is by considering the so-called
‘digital technologies’ that are also the backbone and subject of discussion of IT law.
Even when addressing these technologies from an IP law point of view, the analysis
raises many issues that derive from the need to also consider IT law.22
Working at the interface between IP and IT law, thus, implies analysing technological phenomena that are governed by both IP and IT law and understanding the
double layer of regulation. As in all cases where provisions from diverse branches
of laws apply, scholars need to understand how these regimes co-ordinate. This
co-ordination must ensure that the goals pursued by IP and IT law can both be
Economic and Social Committee and the Committee of the Regions, Artificial intelligence for Europe, at 2,
SWD (2018) 137 final (4 April 2018).
22 For a recent example of scholarly account of the relationship between digital technologies and
IPRs, see Research Handbook on Intellectual Property and Digital Technologies (Tanya
Aplin ed., 2020).
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achieved and the respective interests equally protected. Scholars also must understand whether there is a need to balance between, for example, the interests of
rightsholders and the interest to the optimal functioning of the internet. In addition, scholars working at the interface also seek to understand if one regime overtakes the other, if some stakeholders’ interests are under or over-protected, and
what causes this unbalance. Aside from the analysis of the rules applying in a specific technology context, and the analysis of the issues that arise, this kind of enquiry may also have a normative dimension and seek to provide ground for more
sound rules.
The reciprocal influences are clearly closely linked to the overlaps but suggest
further connotations. Technological development governed by both IP and IT
rules leads to these two branches of law shaping each other beyond the specific
technological phenomenon. Indeed, their relationship goes beyond the diverse
provisions simultaneously applying and co-ordinating. The constant co-ordination
results in a gradual reciprocal shaping between the two regimes. Consider, as an
example, the case of content filtering by online platforms to avoid that platform’s
users upload copyright infringing content. This filtering practice was adopted to
take advantage of the safe harbours under arts. 12–14 of the e-Commerce Directive
and was developed by online intermediaries before any legislative request in this
direction was formulated. Only recently did art. 17 of the Directive on Copyright
in the Digital Single Market encompass the practice and turn it into a mandatory
obligation.23
Working at the interface between IP and IT law requires that IP law scholars
examine not only how IP law is impacted by technological development but also
how it is shaped by the IT rules governing the technological development. A profound degree of awareness of the IP/IT dynamics is therefore required to undertake
sound research at the interface. IP law, and copyright law in particular, have significantly changed due to the development of digital technology, the establishment of
the internet, and, even more, the adoption of rules that govern such phenomena.
This has given rise to the subfield of ‘digital copyright’—the most appropriate example of the interface as it shapes and is shaped by technological development.24
In the following sections, I will draw from works on digital copyright to illustrate what it means to work at the interface between IP and IT law. I will use IP
scholars’ works to show that various methods can be employed when dealing with
this interface. In fact, this is an area where there is no defined methodology and instead, the method adopted derives from the specific research question. IP scholars
working at the IP/IT interface employ both traditional approaches, ranging from

23 Directive (EU) 2019/790 of the European Parliament and of the Council of 17 April 2019 on
Copyright and Related rights in the Digital Single Market and Amending Directives 96/9/EC and 2001/
29/EC, 2019 O.J. (L 130) 92–125 [hereinafter DSM Directive].
24 See Jessica Lipton, Digital Copyright (2001).
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theoretical25 to empirical studies,26 and new methodologies, such as content analysis27 and text and data mining.28 In fact, some chapters of this book, while dealing
with a specific methodology, also provide instances of carrying out IP research at
the IP/IT interface.29

IV Example of a Specific Interface Between IP and IT Law:
Copyright Infringement and Platforms Liability
There are many examples of scholarly works at the IP/IT interface but I will focus
on some that deal specifically with liability of online intermediaries for copyright
infringing content uploaded by their users. The theme of intermediaries’ secondary
or indirect liability for IPR infringement involves both copyright and trademarks,
however, I hereby consider the former as it is still very controversial while the latter
is more settled.30 Moreover, assessing liability for online copyright and trademark
infringement involves different standards and consequences.31
Online intermediaries are the engine of the internet and thus are the addressees
of a wide corpus of norms in both IP and IT law; they ‘move’ information, which in
many cases assumes the shape of a copyrighted work. The relevance of intermediaries is well illustrated in Professor Lipton’s work,32 where she emphasizes their importance, maintaining that IT law itself is ‘the law of the intermediated information
exchange’ since intermediaries facilitate ‘all online interactions—social, commercial, academic, artistic’.
While the focus will be on EU rules, examples from other jurisdictions—mainly
the US—will also be taken into consideration, as the topic is of a global dimension. Moreover, as many of the studies analysed show, the mechanisms of notice
and take-down (N&TD) introduced by § 512 of the DMCA have over the years
acquired the status of global law.
A complete account of the many works on this topic is not possible. Therefore,
I will make a selection adopting a diachronic perspective to show how scholarly

25

See infra, Section IV.
Id.
27 See infra, Chapter 30 (Sharon Bar-Ziv).
28 See infra, Chapter 31 (Thomas Margoni).
29 See Bar-
Ziv and Margoni, supra notes 28 and 29; see also, infra, Chapter 28 (Geertrui Van
Overwalle & Lina Kestemont); and supra, Chapter 5 (Giancarlo Frosio).
30 See Graeme B. Dinwoodie, Secondary Liability for Online Trademark Infringement: The
International Landscape, 37 Colum. J. L. & Arts 463 (2014); Kurt M. Saunders & Gerlinde Berger-
Walliser, The Liability of Online Markets for Counterfeit Goods: A Comparative Analysis of Secondary
Trademark Infringement in the US and Europe, 32 Nw. J. Int’l L. & Bus. 37 (2011).
31 Martin Senftleben, Intermediary Liability and Trademark Infringement: Proliferation of Filter
Obligations in Civil Law Jurisdictions?, in The Oxford Handbook of Online Intermediary
Liability 381 (Giancarlo Frosio ed., 2020).
32 Jacqueline Lipton, Rethinking Cyberlaw: A New Vision for Internet Law (2015).
26
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research at the interface also modifies its attitude towards the topic, in terms of
both research questions asked and methodology adopted.
Initial studies on the topic of online intermediaries focus on the application
of the e-Commerce Directive to the online intermediaries hosting copyright
infringing content. The e-Commerce Directive is a horizontal piece of legislation
that, among other topics, regulates the cases in which online intermediaries are
sheltered by liability for the illegal content uploaded by their users. The report produced by Edwards and Waelde offers a classic example of scholarly research in this
phase.33 Their work provides a comprehensive analysis of the issues related to liability for copyright infringement in a comparative perspective. Having analysed
the provisions that affect the matter, the authors focus on the peer-to-peer cases
that took place and the N&TD adopted to notify intermediaries that copyright
infringing content is on their platform and ask for its removal. The final part of the
work evaluates if the right balance was struck between the rights of authors and
content providers, and the need not to restrict the development of technology.
The methodology applied in this initial phase is mainly doctrinal. Authors analyse legal provisions and case law in a comparative way to co-ordinate copyright
protection and the safe harbours regime. The conditional liability regime for online intermediaries, in fact, aimed at letting them perform their activity without
running the risk of being held liable for any illegal activities that occurred on their
platforms or through their services.
Later studies combined the doctrinal dimension with an empirical component, particularly in relation to the N&TD procedure. Pioneers of these types of
works are Jennifer Urban and Laura Quilter,34 who were the first to use a database
of around 900 notices (now Lumen)35 to examine the practical functioning of the
N&TD.36
Similarly, the study by Urban, Karagaris, and Schofield demonstrates the full
potential of using data to discuss the interface between IP and IT in relation to
the N&TD.37 The authors qualitatively documented how the N&TD process was
perceived and operationalized by major US companies and carried out in-depth
33 Charlotte Waelde & Lilian Edwards, Online Intermediaries and Copyright Liability (WIPO
Workshop Keynote Paper, 2005), https://ssrn.com/abstract=1159640.
34 Jennifer M. Urban & Laura Quilter, Efficient Process or ‘Chilling Effects’? Takedown Notices Under
Section 512 of the Digital Millennium Copyright Act, 22 Santa Clara Comput. & High Tech. L. J. 621
(2006).
35 Lumen is a project of the Berkman Klein Center for Internet & Society at Harvard University
(https://cyber.harvard.edu/research/lumen). The project has collected requests to remove material
from the web since 2002 and encompasses complaints of all varieties, including trademark, defamation,
privacy, domestic and international, and court orders.
36 Other studies were conducted by Daniel Seng who applies quantitative methods on an even wider
dataset. See Daniel Seng, The State of the Discordant Union: An Empirical Analysis of DMCA Takedown
Notices, 18 Va. J. L. & Tech. 369 (2014); Daniel Seng, ‘Who Watches the Watchmen?’ An Empirical
Analysis of Errors in DMCA Takedown Notices (2015), https://ssrn.com/abstract=25632023.
37 Jennifer M. Urban, Joe Karaganis & Brianna L. Schofield, Notice and Takedown in Everyday
Practice (UC Berkeley Public Law Research Paper No. 2755628, 2017).
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interviews with nearly three dozen intermediaries and notice senders. They also
quantitatively studied a random sample of takedown notices, taken from a set of
over 108 million requests submitted to the Lumen database over a six-month period. The analysis showed an initial trend towards the automation of N&TD on
both the rightsholders sending the notices and the platforms taking down the content in response to the notices sent. The trend was triggered by automated systems
sending large numbers of notices. This in turn prompted some platforms to adopt
procedures that automatically remove the signalled content while pushing other
platforms to go beyond that and adopt ‘filtering systems, direct takedown procedures for trusted rightsholders, hash-matching based “staydown” systems, and contractual agreements with certain rightsholders that set forth additional protections
and obligations for both parties’.38
In the end, the work highlighted that the N&TD procedures were not the appropriate means to balance the interests of rightsholders, innovative services, and
citizens. It also planted the seeds for the following studies dealing with the specific
consequences for copyright permitted uses and, most recently, in light of the phenomenon called ‘algorithmic copyright enforcement’.
A good example of the former is the study of take-down behaviour by Kris
Erickson and Martin Kretschmer, where a dataset of user-generated parody videos
hosted on YouTube was recorded at yearly intervals to see whether the videos had
been taken down.39 Their analysis focused on parodies due to the impact this exception has on the cultural, social, and political spheres. They examined the relationship between the risk of takedown and features of user-generated parody
videos, such as its expressive content, genre, production values, and country of
origin. The authors found that rightsholders make complex choices that are often
assisted by automatic detection mechanisms, and these choices rarely depend on
concern for the artistic integrity of the creative works they parodied. For example,
rightsholders do not target the most popular or highest production value parodies
but appear to be doing quite the opposite. This is likely because rightsholders can
track and monetize derivative uses of their copyright material via the ContentID
employed by YouTube. Thus, high-quality and popular parodies might remain
live on the platform because rightsholders have determined that the revenue gains
from monetizing those unauthorized parodies weigh against any potentially negative effects such as substitution.
As to the latter, Perel and Elkin-Koren addressed the questions of transparency,
due process, cost allocation, and accountability that arise when the enforcement
38

Id. at 2.
Kris Erickson & Martin Kretschmer, ‘This Video Is Unavailable’: Analyzing Copyright Takedown
of User-Generated Content on YouTube, 9 JIPITEC 75 (2018); see also Sabine Jacques et al., The Impact
on Cultural Diversity of Automated Anti-Piracy Systems as Copyright Enforcement Mechanisms: An
Empirical Study of YouTube’s Content ID Digital Fingerprinting Technology, 15 SCRIPTed 277, 291
(2018).
39
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of copyright online relies on technological systems capable of identifying the
infringing content and preventing its appearance online, i.e. when copyright enforcement becomes algorithmic.40 The authors conducted experiments to test
how algorithms, such as YouTube’s ContentID system, react to various inputs. The
authors gathered data on the platform’s behaviour over the life cycle of a typical
uploaded work of user-generated content—including filtering at the moment of
upload, to receipt and handling of takedown notices, to the removal of content
and notification of the uploader. They uploaded and tracked various purpose-
made clips. For example, one clip contained non-infringing footage but copyrighted music, while another contained only the footage. The study showed a wide
variation in practices across online platforms and that false positives are often
present (removal of non-infringing content when asked to do so), which is evidence of the failure of both human and algorithmic systems in handling N&TD
procedures.
The empirical work done by IP scholars on copyright infringing content online
is extremely relevant and complements theoretical research. While, in an initial
phase, some co-ordination was found between norms promoting copyright protection online and norms shielding intermediaries from copyright liability for
content posted by their users, the empirical studies that followed proved that such
co-ordination was lacking in practice. Moreover, such studies provided evidence
that the coexistence between copyright law and platform liability rules generate
a system that profoundly impact copyright internal and external balance, i.e. the
internal balance between protection and permitted uses, and the external balance
between copyright and fundamental rights, such as data protection or freedom of
expression.41 Because intermediaries, to be on the safe side, tend to remove content every time a notice is sent, the traditional relations between protection and
permitted uses and the relation between copyright and fundamental rights, such
as freedom of expression, are deeply altered. In addition, the enforcement of copyright law is carried out through technology that heavily relies on the filtering algorithm to determine what is infringing and what is not, further augmenting the
unbalance between copyright and other rights.
Working at the interface between IP and IT law is not limited to illustrating discrepancies among rules when they apply to the digital world—as proved by the
empirical works above mentioned—but goes beyond to explore how emerging
technologies could be fruitfully employed to face such issues. For example,
both Niva Elkin-Koren42 and Dan Burk,43 in their theoretical works, debate the
40 Mayaan Perel & Niva Elkin-
Koren, Black Box Tinkering: Beyond Disclosure in Algorithmic
Enforcement, 69 Fla. L. Rev. 181, 184 (2017).
41 Maria Lillà Montagnani & Alina Trapova, Copyright and Human Rights in the Ballroom: A Minuet
between the US and the EU, 46 Mitchell Hamline L. Rev. 613 (2020).
42 Niva Elkin-Koren, Fair Use by Design, 64 UCLA L. Rev. 1082 (2017).
43 Dan L. Burk, Algorithmic Fair Use, 86 U. Chi. L. Rev. 283 (2019).

IP and Information Technology Law

159

possibility of incorporating fair use metrics into copyright policing algorithms.
The first author argues that if fair use has a future, it is algorithmic and depicts
the possibility that a self-learning autonomous system could implement basic
cases of fair use while still requiring human intervention for the most complicated
cases. On the other hand, the second author warns that once fair use values are embedded in algorithms, they will inevitably become embedded in public behaviour
and consciousness because algorithms govern users’ behaviour. This runs the risk
of habituating users to the biases carried by algorithms and thus progressively altering fair use standards.
A conspicuous line of recent works that pivot around art. 17 of the DSM
Directive analyses the use of technology as a means to enforce copyright online.
As soon as the directive was proposed, several IP scholars criticized its lack of
co-ordination with the e-Commerce Directive. Alina Trapova and I carried out
a study44 where we illustrated that even if the e-Commerce Directive’s regime of
safe harbours remains intact, the context where it applies is comprised of diverse
obligations deriving not only from the DSM Directive proposal, but also from a
series of other instruments.45 This creates an enhanced liability regime for online
intermediaries which would require a rethinking of the whole system instead of
proceeding with a piecemeal approach.
The inconsistency of the DSM Directive proposal has also been highlighted by
Giancarlo Frosio, whose works show the profound lack of co-ordination between
the traditional knowledge-and-take-down negligence-based intermediary liability
system and the introduction of filtering and monitoring obligations that the proposed version of art. 13 (now art. 17) clearly required.46 Frosio advances an alternative proposal by examining the adequacy of filtering and monitoring measures
from a fundamental rights perspective and considering proportionality between
property rights’ enforcement and competing fundamental rights, such as freedom
of expression, business, and privacy. He seeks a more pragmatic engagement with

44 Maria Lillà Montagnani & Alina Trapova, Safe Harbours in Deep Waters: A New Emerging Liability
Regime for Internet Intermediaries in the Digital Single Market, 26 Int’l J. L. & Info. Tech. 294 (2018).
45 See Proposal for a Directive of the European Parliament and of the Council Amending
Directive 2010/13/EU on the Co-ordination of Certain Provisions Laid Down by Law, Regulation or
Administrative Action in Member States Concerning the Provision of Audiovisual Media Services
in View of Changing Market Realities, COM (2016) 287 final (25 May 2016); Guidance on Certain
Aspects of Directive 2004/48/EC of the European Parliament and of the Council on the Enforcement
of Intellectual Property Rights, COM (2017) 708 final (29 November 2017); Commission Staff
Working Document, Guidance on the Implementation/Application of Directive 2005/29/EC on Unfair
Commercial Practices, Accompanying the Document, Communication from the Commission to the
European Parliament, the Council, the European Economic and Social Committee and the Committee
of the Regions, A Comprehensive Approach to Stimulating Cross-border e-Commerce for Europe’s
Citizens and Businesses, SWD (2016) 163 final (25 May 2016).
46 Giancarlo Frosio, To Filter or Not to Filter? That Is the Question in EU Copyright Reform, 36
Cardozo Arts & Ent. L.J. 331 (2018); see also João Quintais et al., Safeguarding User Freedoms in
Implementing Article 17 of the Copyright in the Digital Single Market Directive: Recommendations from
European Acads., 10 J. Intell. Prop. Info. Tech. & Elec. Com. L. 277 (2019).
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technological change and proposes an arrangement that enforces a liability rule
but also introduces an apportionment of profits and produces value for creators.
Similarly, Martin Husovec scrutinizes another aspect of the proposal related to a
switch from a N&TD to a notice and stay down policy (N&SD). The author shows
that while algorithmic enforcement is inevitable and sometimes socially desirable, it is important to keep a high-quality automation of copyright enforcement to
avoid negligible enforcement errors and push innovation in the right direction by
conditioning acceptance of algorithmically generated notices on their quality. This
is an enhanced N&TD framework that promotes automation better than a N&SD.
However, the author warns that for this to happen, it is necessary to have standardized submission formats or interfaces for automated notices that come with quality
conditions and effective sanctions to enforce them.
The above works adopt a doctrinal approach to call for a more coherent legislative intervention in a space that cannot even be considered IP law anymore because
of the years of IP/IT interaction that blended the two. Indeed, in a recent work of
mine, I focus on art. 17 as the result of a long process of interaction between IP and
IT rules.47 I show how algorithmic enforcement has moved from being a practice,
willingly adopted by platforms to face the high number of notices, to a mandatory
obligation under art. 17. Even more, a platform not complying with art. 17’s obligations is now directly liable for copyright infringement for infringing the right
of communication to the public. In a way, art. 17 condenses all the changes that,
over the years, copyright law experienced because of IT law. The last step is the
change of the nature of intermediary liability from indirect liability for the copyright infringing content posted by their users to direct liability for the infringement
of the communication to the public right.
Many of the works on art. 17—and on many other debated parts of the DSM
Directive—have a policy dimension. After identifying clashes between copyright protection and the current liability regime derived from the e-Commerce
Directive, these works take a normative stance in an attempt to provide solutions to
the challenges that the algorithmic society raises. In light of the impact technology
has on society and the role that the law plays in addressing such changes, working
at the interface often implies that the analyses carried out ultimately have a normative purpose.

V. Conclusions
In this chapter I illustrated what it means to work at the interface between IP and
IT law by offering examples of works in the digital copyright area. While this does
47 Maria Lillà Montagnani, Virtues and Perils of Algorithmic Enforcement and Content Regulation in
the EU: A Toolkit for a Balanced Algorithmic Copyright Enforcement, 11 JOLTI 1 (2020).

IP and Information Technology Law

161

not require a specific methodology—as it depends on the specific research questions addresses—some precautions must be taken, regardless of the nature of the
research.
The starting point in this line of inquiry is the observation of the phenomena
that technology triggers, the changes they generate, and their influence on the society we live in. Technologies have acquired an increasingly disruptive impact and
this impact must be understood.
The observation of the technological phenomenon as a whole must be
coupled with the understanding of the technology at stake, or at least of its
basic functioning. Working at the IP/IT interface requires understanding at
least the technology at stake’s main features. Consider, for example, the current
debate about the consequences of autonomous decision-making. It would be
impossible to envision legal solutions without having an elementary understanding of how autonomous systems self-learn, the role of data in the process, and where biases may come from. Moreover, in some cases, the time spent
studying the markets where technological innovation occurs may help to envision the direction that the development is taking and to anticipate the issues
that will arise.
Without comprehending the technology and the changes it brought about, the
analysis of the governing legal framework runs the risk of remaining void and detached from reality. Thus, IP scholars approaching issues at the IP/IT interface
should be well equipped with some degree of ‘interdisciplinary pragmatism’. This
interdisciplinary pragmatism is derived from the melding of legal and technical
expertise—where for ‘technical’ I also refer to the capacity of reading market dynamics and stakeholder behaviours.
The crucial need to understand the technology—and the changes it generates—
explains why empirical studies play an important role in this field as they provide
evidence of what is occurring and generate the ground on which other scholars can
speculate. However, scholars working at the IP/IT law interface should be aware
that this sector develops at a very fast pace. Empirical studies are a powerful means
of knowing if they are up-to-date or, once no longer contemporary, are used in a
diachronic way to shed light on the evolution of a technological phenomenon. This
is in fact a field where it is key to know what occurred in the past to understand the
present, and nothing more than a precise account of the reality may help a scholar
acquire this knowledge.
A diachronic approach is fundamental for making sense of the various rules that
sometimes, even in a short period of time, are adopted and tend to overlap one
another. When technology is at stake, legislators may not always be timely in their
intervention; they may intervene too early or too late, or intervene in an inorganic
manner. If this occurs, scholarly research will need to provide a complete picture of
the diverse layers that have over time come to constitute the regulatory framework
applying to a specific case.
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In the end, analysing the legal framework(s) and how it has developed allows IP
scholars to elicit the extent of the changes that the constant interaction with IT law
have generated on the core principles of IP. In a way, from the ‘periphery’ of the IP/
IT law interface, the influence that IT law exerts travels to the backbone of IP law
and affects the traditional balance of interests typical of IP rights. Only through a
thorough analysis of what happens at the periphery can we preserve the function of
the IP law system or understand that it may be the time for a change.
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A Research Framework for Intellectual
Property and Environmental Law
Joshua D. Sarnoff

I. Introduction
Intellectual property (IP) law (IPL) covers a wide range of subjects (whether
core doctrines such as patent, copyright, trademark, and trade secrecy or related
fields such as competition, data protection, privacy, publicity, computers and the
internet, speech and conduct, artificial intelligence, criminal activity, and other
areas).1 Environmental law (EL) covers perhaps even more subjects. The field is
often usefully divided between: (1) a wide range of issues relating to pollution
sources and human or environmental receptors and different means of control
through various forms of regulation and liability measures; and (2) issues relating
to natural and other resources such as flora, fauna, water, minerals, and energy,
and their conservation, development, and management.2 The intersection of these
fields of IPL and EL is thus a multidimensional space requiring consideration not
only of specialized areas and topics within each of these fields, but also of general
law principles and a variety of approaches to analysis and critique. This chapter
seeks to situate some methodologies for research at the intersection of IPL and EL
within a broader context of methodological analyses that are brought to law and
legal problems. These methodological forms include historical, doctrinal, theoretical, empirical (often economic, psychological, and sociological), and other types
of analyses (including public choice theory and big data analyses). Nevertheless,
I hope to note some unique aspects of how the two fields of intellectual property
and environmental law exhibit common features and synergies, making for very
fertile and productive research addressing very important social problems.

1 See generally Peter S. Menell, Mark A. Lemley & Robert P. Merges, Intellectual Property
in the New Technological Age (2018); James Grimmelmann, Internet Law Cases and
Problems (8th ed. 2018).
2 See generally David Driesen, Robert Adler & Kirstin Engel, Environmental Law: A
Conceptual and Pragmatic Approach (3d ed. 2016); James R. Rasband et al., Natural
Resources Law and Policy (3d ed. 2016). For a current survey of myriad concerns of various environmental law scholars, see Inara Scott et al., Environmental Law. Disrupted., 49 Envtl. L. Rep. 10038
(January 2019).
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At their most basic level, both intellectual property law and environmental law
tend to be creatures of public positive law grants and legislation (although early
forms sometimes resulted from judge-made law establishing legal claims).3 The
fields address and often develop from (or create or affect) normative social arrangements and quasi-legal commons arrangements.4 They are therefore situated
within a broader context of legal understanding, which requires extensive familiarity with, among other things: (1) legislation and administrative regulation and
practices; (2) individual and market behaviours; (3) how laws and regulatory actions affect those behaviours; and (4) the consequences of such legal and regulatory interventions. Both fields of IPL and EL address a range of human interactions
with other humans, species, and the physical environment and technology. No area
of human life or of any ecosystem is immune from these fields’ reach.

II. The Problem of Selecting Problems to Study, t
he Method of Choosing Research Methods,
and the Solution to the Lack of Solutions
Trying to explain in a short book chapter how one performs research at the intersection of the fields of IPL and EL (and likely of any other field) is a hopeless endeavour. This is not just because the topic is much too broad, but also because the
explanation depends on the researcher making a choice of the subject of research
and of the methodologies for performing research that the researcher wishes to
pursue. (More on this in a second.) Those choices and wishes may be highly personal and may sometimes be shaped or constrained by personal ambition or by
communal norms.5 Accordingly, in this chapter, I aspire only to provide some personal insights into the intersection of IPL and EL research based on many years
of practice and of writing in and about both fields separately and more recently
together. The examples I will provide will be drawn principally from my early work
on environmental regulation and political and jurisdictional considerations in implementation and valuation,6 from my later work on patent law history, doctrine,

3 See, e.g., Wheaton v. Peters, 33 U.S. 591 (1834); St. Helen’s Smelting Co. v. Tipping [1865] 11 HL
Cas 642.
4 See generally Elinor Ostrom, Governing the Commons: The Evolution of Institutions
for Collective Action (1990); Brett M. Frischmann, Michael J. Madison, & Katherine J.
Strandburg, Governing Knowledge Commons (2014).
5 But cf. Chad Oldfather, The Scholar’s Dilemma, 101 Marq. L. Rev. 957, 969 (2018) (‘Topic selection,
the selection and implementation of methodology, and the execution and assessment thereof are tied to
this intangible communal conception of what falls within the appropriate range of the discipline.’).
6 See, e.g., Joshua D. Sarnoff, The Continuing Imperative (But Only From a National Perspective)
for Federal Environmental Protection, 7 Duke Envtl. L. & Pol’y F. 225 (1997) [hereinafter Sarnoff,
Continuing Imperative]; Joshua D. Sarnoff, A Reply to Professor Revesz’s Response in ‘The Race to the
Bottom and Federal Environmental Legislation’, 8 Duke Envtl. L. & Pol’y F. 295 (1998).
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and theory,7 from my more recent work on innovation funding, technology development, and climate policy theory and practices,8 and from my most recent efforts
(with others) to engage in empirical work with big data and linguistic analyses.9
The starting point (both for my personal efforts and, I think, for any productive
research and methodological analysis in any field) is to identify a state of affairs
that the researcher thinks is a ‘problem’ that needs addressing, that has not yet been
addressed adequately and is therefore in search of a ‘solution’. Perhaps my patent
law background makes this ‘problem-solution’ formulation of the methodological
question seem natural.10 But few researchers do (or should) spend their time focusing on what they view as non-problems (and when they do, I suspect they rarely
contribute much of value).
This ‘problem-solution’ description of research methodology, however, begs the
question of why the researcher thinks the state of affairs is a problem. More importantly, it begs the question of what the researcher finds interesting and important
enough about the problem to make it worth the personal effort to engage in analysis. But even were one to understand the psychological dynamics behind those
two important questions, the choice of methodological approaches to performing
research on the problem would remain. The researcher must decide how to analyse
the problem in a manner sufficient to provide an accurate diagnosis of its origins,
its causes, and the reasons that it has not already been solved.11
Even with a sufficient understanding of the problem and an ‘appropriate’ choice
of research methodologies, the researcher is unlikely to be content to just analyse
the problem without also seeking to devise (and implement) an effective solution.
After all, if the problem is worth studying, presumably it is also worth trying to
solve. But the search for solutions to problems that are the subject of research also
involves a choice of methodologies, as well as a choice of outcomes. Solutions may
address either particular root causes or a much broader range of causal contributions to identified problems.12 The developed solutions may or may not address
7 See, e.g., Joshua D. Sarnoff, The Historic and Modern Doctrine of Equivalents and Claiming the
Future, Part I (1790–1870), 87 J. Pat. & Trademark Off. Soc’y 371 (2005); Joshua D. Sarnoff, The
Historic and Modern Doctrine of Equivalents and Claiming the Future, Part II (1870–1952), 87 J. Pat. &
Trademark Off. Soc’y 441 (2005).
8 See, e.g., Joshua D. Sarnoff, Government Choices in Innovation Funding (with Reference to Climate
Change), 62 Emory L.J. 1087 (2013) [hereinafter Sarnoff, Government Choices]; Joshua D. Sarnoff, The
Likely Mismatch Between Federal R&D Funding and Desired Innovation, 18 Vand. J. Ent. & Tech. L. 363
(2016) [hereinafter Sarnoff, Mismatch].
9 See Alan C. Marco, Joshua D. Sarnoff & Charles A. deGrazia, Patent Claims and Patent Scope,
48 Research Pol’y 103790 (Nov. 2019); id. (US PTO-HooverIP2 Economic Working Paper, August
2016), available at http://ssrn.com/abstract=2825317.
10 See, e.g., European Patent Office, Guidelines for Examination, Part G—Patentability, Chap. VII—
Inventive Step, 5. Problem-Solution Approach, available at https://www.epo.org/law-practice/legal-texts/
html/guidelines/e/g_vii_5.htm.
11 This is without regard to the ability of the researcher to persuade others that the methodological
choices were sound and thus that the research is valid. Cf. Oldfather, supra note 5 and accompanying text.
12 See, e.g., Patricia M. Williams, Techniques for Root Cause Analysis, 14 BUMC Proceedings 154,
157 (2001) (root-cause analysis ‘can be conducted at several levels of depth and complexity’).
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related problems, as well as new problems that might arise from implementing particular solutions. Further, solutions (in order to actually solve problems) must be
feasible, practical, and socially and politically acceptable. Researchers often may be
unable to identify such solutions.
This inadequacy of identifying solutions suggests one of three possibilities. First,
the researcher’s analysis of the problem may have been deficient, suggesting the
methodological choices for analysis were improper or inadequate. Second, the
problem itself may be intractable, and thus insoluble (at least given current analytic techniques).13 Third, the researcher simply may lack problem-solving (inventive) creativity, even with a correct and complete methodological analysis. This
just means that researchers often are warped and frustrated creatures,14 caring
deeply about and correctly identifying the reasons why problems exist, but lacking
the means to solve them. Thankfully, researchers need not be inventors to be considered successful. Providing careful analyses of problems without providing solutions normally constitutes respectable scholarship, even if it leaves the problem
(along with the better understanding provided by the researcher) to the political
sphere to be ‘muddle[d]through’.15
In summary, all research, particularly research addressing important social
problems (as in the fields of IPL and EL), involves a personal choice of which problems to address, which methodologies to employ, and whether to try to solve those
problems. The choices may be defended (more or less adequately) from criticism
levelled by other researchers and detractors. But that does not mean the choices
made are demonstrably valid.

A. Intellectual Property and Environmental Law
Methodologies and Conflicts over the Sources and
the Measurement of Values
Questions abound regarding the sources, nature, measures, attribution, and quantification of values that inform the previously noted choices of problem identification, problem selection, research methodology, and effort to find solutions (or
not). Specifically, treating a state of affairs as a ‘problem’ requires attributing values
to the conditions within the state of affairs and to the alternatives that might otherwise obtain. Understanding, measuring, and comparing values requires resort to
psychology, philosophy, religion, and politics. As some of the theories of value,
valuation, and individual and social attributions of value are the subject of other

13 See, e.g., Horst W.J. Rittel, & Melvin M. Webber, Dilemmas in a General Theory of Planning, 4 Pol’y
Sci. 155, 155–69 (1973) (discussing ‘wicked’ problems).
14 Cf. It’s a Wonderful Life (1946) (‘warped, frustrated old man’).
15 Charles E. Lindblom, The Science of ‘Muddling Through’, 19 Pub. Admin. Rev. 79 (1959).
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chapters in this book, or are far beyond the scope of this chapter, I won’t spend
much ink or time trying to address them theoretically. Rather, I will note how they
affect research methodology in the fields of IPL and EL. It is critical to understand
that these questions of the sources and measures of value are at the core of intellectual property law debates16 and of environmental law disputes.17 Consequently,
they are also at the core of the intersection of these fields, as the examples provided
below demonstrate.
Because values inform the choice of research problems and methods, some position necessarily must be taken in regard to the sources and attribution of values.
These choices again will be personal. But here, they invariably lead to methodological criticism from other researchers and detractors who do not share the same
beliefs regarding the sources, nature, measures, attribution, and quantification of
values. Perhaps this situation is no worse than what we experience in other social affairs. One invariably must choose a side in the face of conflict (including
the choice to stay on the sidelines, but that option is not feasible for a researcher).
Given that truth and accuracy of analysis are the supposed goals of research,18 and
that solving important social problems is the reason to engage in it, the situation is
deeply unsettling.
The question of values invariably (at least in the fields of IPL and EL) informs
methodological choices that result in controversies that cannot be settled by either theoretical or empirical analysis. As Jeremy Sheff has cogently summarized
(for IPL):
But the first step in answering any question in these areas of policy empirically
is figuring out whether there is even anything useful to measure, or whether the
relevant questions are too deeply enmeshed in questions of subjective value that
empirical measurement cannot meaningfully capture. These are, in the language
of moral philosophy, the problems of interpersonal comparison and aggregation.
And the debate over them is an old one, in law, in philosophy, and even in literature . . . And ultimately . . . these problems are not theoretical or empirical; they are
political (in the non-pejorative sense). That is, when two parties fundamentally

16 Compare, e.g., Mark A. Lemley, Faith-Based Intellectual Property, 62 UCLA L. Rev. 1328 (2015)
(critiquing Robert P. Merges, Justifying Intellectual Property (2011)) with Robert P. Merges,
Against Utilitarian Fundamentalism, 90 St. John’s L. Rev. 681 (2016) (responding). See generally Justin
Hughes, The Philosophy of Intellectual Property, 77 Geo. L.J. 287 (1988); Wendy J. Gordon, Intellectual
Property, in The Oxford Handbook of Legal Studies 617 (2003).
17 Compare, e.g., William F. Baxter, People or Penguins: The Case for Optimal Pollution
(1974) (adopting an anthropocentric approach), with Peter Singer, Animal Liberation, in N.Y. Rev.
Books (5 April 1973) (rejecting an anthropocentric approach), and Bill Devall & George Sessions,
Deep Ecology: Living as if Nature Mattered (2001) (same).
18 See, e.g., Gary T. Marx, Reflections on Academic Success and Failure: Making It, Forsaking It,
Reshaping It, in Authors of Their Own Lives 260 (B. Berger ed., 1990) (‘Academic work is publicly
and correctly viewed as having a sacred quality involving the pursuit and transmission of truth.’).
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disagree over questions of value that cannot be resolved empirically, the only
tools we can feasibly use to resolve the disagreement are political ones.19

And if politics in general are messy and filled with conflict, the politics of methodological choices in research in IPL and EL or their intersection (like the politics
of trying to impose conformity in methods of legal interpretation) tends to be even
messier and to go ballistic. But in these fields, that is not because of the application
of Issawi’s or Sayre’s law.20
For example, consider the social policy question of whether to permit various
scientific research efforts to assess—and thus potentially to develop—solar climate
engineering (geoengineering) technologies that might be used in the future, to address the serious adverse current and future consequences of climate change induced by greenhouse gases (GHG) emissions.21 (Such research therefore involves
both IPL and EL considerations.22) Permitting such research to proceed may generate a ‘moral hazard’ that detracts from more ambitious (and more rapid) measures to mitigate GHG emissions, employing existing technologies or alternative
future technologies23 that also might be developed through research (through the
various means of funding such research and development, including providing IP
rights24).
How does a researcher resolve the theoretical and empirical valuation and
evaluation issues involved in assessing whether such research should proceed?
How should these evaluations be made, when they necessarily involve conflicting
judgments about the values to be attributed to particular outcomes, as well as about
predictions of uncertain future human conduct and technological progress? The
answer, of course, is that researchers must simply make their choices. And they will
then (rightly) be subject to the (pervasive) criticism that they have not provided
19 Jeremy Sheff, Faith-Based vs. Value-Based IP: On the Lemley-Merges Debate (2 April 2015), available at https://jeremysheff.com/2015/04/02/faith-based-vs-value-based-ip-on-the-lemley-merges-
debate/.
20 ‘[I]n any dispute the intensity of feeling is inversely proportional to the value of the stakes at issue.’
See Elsevier Dictionary of Psychological Theories 416 (J.E. Roeckelein ed., 2006) (attributed to
Charles Philip Issawi). ‘[A]cademic politics is the most vicious and bitter form of politics, because the
stakes are so low.’ Id. (attributed to Wallace S. Sayre).
21 See, e.g., Stratospheric Controlled Perturbation Experiment (ScoPEx), available at https://projects.iq.harvard.edu/keutschgroup/scopex; David Keith, et al., Stratospheric Solar Geoengineering
Without Ozone Loss, 113 Proc. Nat. Acad. Sci. 14910 (27 December 2016). See generally Douglas G.
MacMartin, Katherine L. Ricke & David W. Keith, Solar Geoengineering as Part of an Overall Strategy for
Meeting the 1.5 C Paris Target, 376 Phil. Trans. 20160454 (2018).
22 See, e.g., Jesse Reynolds, Jorge L. Contreras & Joshua D. Sarnoff, Solar Climate Engineering and
Intellectual Property: Toward a Research Commons, 18 Minn. J. of L. Sci. & Tech. 1 (2017) (discussing the role of intellectual property in geoengineering technology research, development, and
dissemination).
23 See, e.g., Forum for Climate Engineering Assessment, Governing Solar Radiation
Management: Academic Working Group on Climate Engineering Governance 16 (October
2018), available at http://ceassessment.org/srmreport/; Albert C. Lim, Does Geoengineering Present a
Moral Hazard, 40 Ecol. L. Q. 673 (2013).
24 See generally Sarnoff, Government Choices, supra note 8.
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adequate theoretical grounds or empirical support for their personal valuation decisions and cognitive choices.25
For another example, consider the complex ethical considerations and valuation
choices involved in a cost-benefit analysis to determine an ‘appropriate’ level of a
Pigouvian26 carbon tax.27 The field of environmental law has a long tradition of
methodological critiques of cost-benefit analyses (CBA), particularly for ignoring
or undervaluing hard to quantify sources of worth and how CBAs are performed
in practice.28 Further, determining an appropriate tax level may have to assume
away—as economists are fond of doing29—current realities regarding the difficulty
of enacting or maintaining such a tax at a level that would be effective to achieve
the desired policy goals.30 The goals themselves, moreover, are the product of contested valuations developed through international political processes, under the
United Nations Framework Convention on Climate Change (UNFCCC). For example, the goal of ‘stabilization of greenhouse gas concentrations in the atmosphere at a level that would prevent dangerous anthropogenic interference with the
climate system’31 has long-since been missed. The more recent goal of ‘[h]olding
the increase in the global average temperature to well below 2°C above pre-
industrial levels and to pursue efforts to limit the temperature increase to 1.5°C
above pre-industrial levels’32 also appears to have been missed. So, we now need
‘carbon dioxide removal’ achieved by ‘negative emission technologies’33 to achieve
the second goal, and may ultimately resort to geoengineering technologies to
achieve the first.

25 See, e.g., supra notes 5, 16 and accompanying text. See generally Amos Tversky & Daniel Kahneman,
Judgment under Uncertainty: Heuristics and Biases, 185 Sci. 1124 (1974).
26 See generally Arthur C. Pigou, The Economics of Welfare (1920); William J. Baumol, On
Taxation and the Control of Externalities, 62 Am. Econ. Rev. 307 (1972).
27 See, e.g., H.R. 6463, 115th Cong., 2d Sess. (2018).
28 See, e.g., Cass R. Sunstein, Cost-Benefit Analysis and Arbitrariness Review, 41 Harv. Envtl. L. Rev.
41 (2017); Steven Kelman, Cost-Benefit Analysis: An Ethical Critique, The American (Am. Enterp.
Inst., 7 February 1981).
29 See, e.g., The Joke Goes Like This: A Physicist, an Engineer and an Economist Are Stranded in the
Desert . . . , Economic Sociology and Political Economy Blog (27 December 2014), available at
https://economicsociology.org/2014/12/27/the-%e2%80%aa%e2%80%8ejoke%e2%80%ac-goes-like-
this-a-%e2%80%aaphysicist%e2%80%ac-an-%e2%80%aa%e2%80%8eengineer%e2%80%ac-and-an-
%e2%80%aaeconomist%e2%80%ac-are-stranded-in-the-desert/.
30 See, e.g., Justin Gilles, Forget the Carbon Tax for Now: It’s Politically Toxic. There Are Other Ways to
Cut Greenhouse Gas Emissions, N.Y. Times (27 December 2018); Editorial, Wanted: A Fair Carbon Tax,
564 Nature 161 (13 December 2018); David Roberts, 10 Reasons a Carbon Tax Is Trickier Than You
Think, GRIST (19 November 2012), available at https://grist.org/climate-energy/ten-reasons-a-carbon-
tax-is-trickier-than-you-think/.
31 United Nations Framework Convention on Climate Change, art. 2, S. Treaty Doc. No. 102-38,
1771 U.N.T.S. 107.
32 See, e.g., UNFCCC, Paris Agreement, art. 2.1(a), FCCC/CP/2015/L.9/Rev.1, Draft Decision—/
CP.21 Annex (2015).
33 See, e.g., Wendy B. Jacobs & Michael Craig, Legal Pathways to Widespread Carbon Capture and
Sequestration, 47 Envtl. L. Rep. 11022 (December 2017); Glen P. Peters & Oliver Geden, Catalysing a
Political Shift from Low to Negative Carbon, 7 Nature Climate Change 619 (2017).

170

Joshua D. Sarnoff

Returning to methodological analysis required for setting the level of the tax,
how would one value the social and economic harms (including effects on the
amount and quality of lives34) caused by GHG-emitting activities? How would the
researcher determine the adequacy of the carbon tax incentives to achieve the appropriate degree of behavioural changes35 and the proper degree of incentives for
the right kinds of technological developments (with or without additional intellectual property incentives36)? And how would the researcher then balance these
considerations against the social costs of imposing such taxation37? Again, there
are no theoretically necessary or adequate empirical grounds for making such
choices, either through research or through political processes for making such
policy judgments.
For a final example, consider the most basic question in patent law: what kinds
of things can be treated as patentable inventions, and thus as private property?
This question involves highly contested religious and moral concerns regarding
the natural environment. This is because such judgments determine the ‘proper’
treatment of discoveries about the natural world and scientific principles, as well
as of different kinds of practical applications that may be made thereof. As I have
explained elsewhere, religious beliefs in the sixteenth and seventeenth centuries
required unrestricted dissemination of new scientific discoveries about the natural
world and precluded private property in such discoveries.38 Such fundamental religious beliefs also generated distinct categories of things, distinguishing God’s work
from human creations. Joseph Bramah therefore argued against James Watt’s seminal steam engine patent in the late eighteenth century by noting that the ‘works
of men begin’ at the point ‘where the independent works of God end, who by his

34 See generally W. Kip Viscusi, Pricing Lives: Guideposts for a Safer Society (2018); Dave
Merrill, No One Values Your Life More Than the Federal Government, Bloomberg (19 October 2017),
available at https://www.bloomberg.com/graphics/2017-value-of-life/.
35 See, e.g., Nicholas Z. Muller & Robert Mendelsohn, Efficient Pollution Regulation: Getting the
Prices Right: Reply, 102 Am. Econ. Rev. 608 (2012); Art Fraas & Randall Lutter, Efficient Pollution
Regulation: Getting the Prices Right: Comment, 102 Am. Econ. Rev. 602 (2012); Frank Ackerman,
Carbon Markets and Beyond: The Limited Role of Prices and Taxes in Climate and Development Policy
(United Nations Conference on Trade and Development, G-24 Discussion Paper Series No. 53,
December 2008), available at https://unctad.org/en/Docs/gdsmdpg2420084_en.pdf.
36 See, e.g., Daron Acemoglu, et al., The Environment and Directed Technical Change, 102 Am.
Econ. Rev. 131 (2012) (recommending both carbon taxes and research subsidies to avoid ‘excessive
use of carbon taxes’); Raphael Calel & Antoine Dechezleprêtre, Environmental Policy and Directed
Technological Change: Evidence from the European Carbon Market, 98 Rev. Econ. & Stat. 173 (2016).
37 See, e.g., Corbett A. Grainger & Charles D. Kolstad, Who Pays a Price on Carbon? (NBER Working
Paper No. 15239, August 2009), available at https://www.nber.org/papers/w15239; Joseph Rosenberg,
Eric Toder & Chenxi Lu, Distributional Implications of a Carbon Tax (Columbia SIPA Center on Global
Energy Policy & Tax Policy Center, Urban Institute and Brookings Institution July 2018), available at
https://energypolicy.columbia.edu/research/report/distributional-implications-carbon-tax.
38 See Joshua D. Sarnoff, Patent Eligible Inventions after Bilski: History and Theory, 63 Hastings L.J.
53, 85–90 (2011).
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own secret principles and methods . . . established the elements and their properties, and stocked the universal storehouse’ of endless changes producible by different combinations and proportions.39 As a more modern commenter noted over
150 years later, ‘a scientific discoverer is not a creator, since he merely lifts the veil
and discloses a principle or law of nature which has always existed . . . [A]ll the proponents [of patent rights in scientific discoveries] recognize that the scientific discoverer should not have any monopoly of his discovery’.40
These sixteenth-and seventeenth-century religious beliefs also provided the
theoretical underpinnings for the Lockean labour theory of property and of the
limits of what could be made into private property, based on the equality and waste
provisos.41 Locke’s provisos apply fully to discovered natural phenomena and to intangibles.42 These religious and natural law beliefs, moreover, imposed on scientists
a moral duty to freely disseminate discovered information about the natural world
created by God, for the benefit of all.43 As Lord Camden stated in the late eighteenth century, scientists were ‘entrusted by Providence with the delegated power
of imparting to their fellow creatures that instruction which heaven meant for universal benefit; they must not be niggards to the world, or hoard up for themselves
the common stock’.44 And as William Robinson put it in his seminal treatise on patent law at the end of the nineteenth century, ‘[t]o benefit by the discoveries of his
fellow-men is thus not only a natural right, it is also the natural duty which every
man owes to himself and to society; and the mutual, universal progress thence resulting is the fulfilment of the earthly destiny of the human race’.45 Accordingly,
creating private patent rights in natural discoveries and in their direct applications
for human benefit would constitute sinful behaviour. As knowledge was a gift from
God, ‘[t]o sell knowledge was to traffic in the sacred . . . Reformation Protestants
were particularly sensitive to the sin of simony’.46 And to treat the discovery of
divinely provided (and revealed) nature and science as one’s own creation would
constitute the sin of pride. ‘[Man] assumes that he can gradually transcend finite

39 Christine MacLeod, Inventing the Industrial Revolution: The English Patent System
1660–1800 220 (2002) (quoting Joseph Bramah, A Letter to the Rt. Hon. Sir James Eyre, Lord Chief
Justice of the Common Pleas (1797)).
40 Hector M. Holmes, Book Review, 45 Harv. L. Rev. 1431, 1432 (1932).
41 See generally Jeremy Waldron, God, Locke, and Equality: Christian Foundations of John
Locke’s Political Thought (2002).
42 See Sarnoff, supra note 38, at 85–89
43 See id. at 89–
90. Issues regarding appropriate valuation and treatment of other forms of ‘sacral’ knowledge are frequently addressed in other intellectual property context. See, e.g., Peter Jaszi,
Protecting Traditional Cultural Expressions—
Some Questions For Lawmakers, WIPO Magazine
(August 2017), available at https://www.wipo.int/wipo_magazine/en/2017/04/article_0002.html.
44 17 The Parliamentary History of England col. 999 (T.C. Hansard 1813) (1774).
45 William C. Robinson, 1 The Law of Patents for Useful Inventions §§ 25, 39 (1890).
46 Lewis Hyde, Frames from the Framers: How America’s Revolutionaries Imagined
Intellectual Property 4–5 (13 December 2005), available at http://ssrn.com/abstract=870073.
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limitations until his mind becomes identical with universal mind. All of his intellectual and cultural pursuits, therefore, become infected with the sin of pride’.47
These historic religious and moral beliefs and values (originating as deontological beliefs and subsequently adding utilitarian beliefs and calculi that transformed understandings of Lockean property theory) provided the origins of the
modern doctrinal prohibition on the patenting of ‘[l]aws of nature, natural phenomena, and abstract ideas’.48 But it is not clear the dead hand of the past should
control the present, commitments to originalist interpretive methodologies or religious exegetic techniques notwithstanding.49 The historic religious and deontological moral underpinnings of modern patent law doctrine have been largely
ignored by the courts, which have focused on more ‘modern’ utilitarian considerations. ‘Laws of nature, natural phenomena, and abstract ideas are “the basic tools
of scientific and technological work” . . . “[M]onopolization of those tools through
the grant of a patent might tend to impede innovation more than it would tend to
promote it”, thereby thwarting the primary object of the patent laws’.50 Nevertheless,
these historic religious beliefs provided (and continue to provide for the general
public and for legal decision-makers) category understandings that are required to
distinguish between unpatentable applications of such ineligible discoveries and patentable applications that, while ‘directed to’ such ineligible discoveries, nonetheless
reflect an ‘inventive concept’51 of the requisite kind and degree of human creativity,
and thus should be considered patent-eligible (technological) inventions.52 Without

47 1 Reinhold Niebuhr, The Nature and Destiny of Man 178–79 (1964) (1941). See generally
Joshua D. Sarnoff, Religious and Moral Grounds for Patent Eligible Subject Matter Exclusions, in Patents
on Life 38–58 (Thomas Berg et al. eds., 2019).
48 Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 573 U.S. 208, 216 (2014) (quoting Assn. for Molecular
Pathology v. Myriad Genetics, Inc., 569 U.S. 576, 133 S.C.t 2107, 2116 (2013), and citing inter alia
O’Reilly v. Morse, 53 U.S. 62, 112–20 (1854), and Le Roy v. Tatham, 53 U.S. 156, 174–75 (1853)).
49 Cf. Christopher L. Eisgruber, The Living Hand of the Past: History and Constitutional Justice, 65
Fordham L. Rev. 1611, 1611 (‘History has a useful role to play in constitutional interpretation, but not,
as is often thought, at the expense of our commitment to moral principle or justice.’).
50 Alice Corp. Pty. Ltd., 573 U.S. 208, at 216 (quoting Myriad Genetics, 133 S.Ct. at 2116, and Mayo
Collaborative Servs. v. Prometheus Labs., Inc., 566 U.S. 66 (2012), 132 S.Ct. at 1923).
51 Id. at 217–18 (an inventive concept is ‘an element or combination of elements that is “sufficient to
ensure that the patent in practice amounts to significantly more than a patent upon the [ineligible concept] itself ” ’) (citing and quoting Mayo, 132 S.Ct. at 1294, 1296–97).
52 See id. at 223, 225 (‘the claims in [Diamond v.] Diehr[, 450 U.S. 175 (1981),] were patent eligible
because they improved an existing technological process, not because they were implemented on a
computer . . . The method claims do not, for example, purport to improve the functioning of the computer itself ’); Sarnoff, supra note 38, at 69–84. See also Brief of 15 Law Professors as Amici Curiae in
Support of Petitioner, Assn for Molecular Pathology et al. v. Myriad, Inc., et al., 569 U.S. 576 (2013);
Brief of Nine Law Professors as Amici Curiae in Support of Petitioner, Mayo Collaborative Servs.
v. Prometheus Labs., Inc., 566 U.S. 66 (2012); Brief of Eleven Law Professors and AARP as Amici
Curiae in Support of Respondent, in Bilski v. Kappos, 561 U.S. 593 (2010); Jeffrey A. Lefstin, Three Faces
of Prometheus: A Post-Alice Jurisprudence of Abstractions, 16 N. C. J. L. & Tech. 647, 663–76 (2015)
(distinguishing pre-emptive and generic applications from inventive applications); Daniel H. Brean,
Business Methods, Technology, and Discrimination, Mich. St. L. Rev. 307, 351–63 (2018) (discussing the
post-Alice technological arts test, categorization of business methods, and concerns about prohibited
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agreement on such category understandings, patent law doctrine and determinations of what constitutes an ‘inventive concept’ has become highly contested and
uncertain.53
Given this background, how should a researcher evaluate the comparative
policy choice to preserve a public domain in natural and scientific discoveries and
in some kinds of applications thereof (based either on deontological or utilitarian
value attributions, or both) against creating private patent property in some or all
of such applications (or even in the discoveries themselves)? Here, as elsewhere,
the required line-drawing to distinguish between the creativity discovered in the
natural world and human creativity, and where to attach property rights so as to
recognize human contributions, requires a choice of theories and approaches that
simply are not subject to empirical verification, or even to coherent theoretical disputation. Nevertheless, the deontological, utilitarian, or even personhood54 perspectives on whether and when to grant property rights in the intangible results
of intellectual endeavours must be assessed and weighed to make decisions about
the appropriate legal treatment of providing such patent rights. Even if one simply
were to obtain ‘contingent valuation’55 evidence of the public’s amalgamated beliefs and valuations, the public’s valuations are not somehow magically ‘correct’ or
‘true’ as a matter of theory (any more than a choice to value at a particular dollar
amount a statistical life saved56 is ‘correct’, for purposes of making an environmental regulatory decision). These valuation decisions for research, as for policy
decision-making, reflect personal and political choices, not theoretical or empirical resolutions based on research and analysis. And determining the validity
(really the propriety) of those choices and of the valuations they reflect may require
agreement on underlying beliefs and values,57 or at least agreement on the appropriate political ‘jurisdiction’ to determine the evaluative metrics (not to mention
resolving the question of paternalism or liberalism in choosing to respect or challenge such personal judgments).58

‘discrimination’ on eligibility by field of technology); Austin Steelman, Curiouser and Curiouser! Why
the Federal Circuit Can’t Make Sense of Alice, 98 J. Pat. & Trademark Off. Soc’y 374 (2016) (discussing
four tests interpreting Alice, including the technological arts test).
53 See, e.g., Kevin Madigan & Adam Mossoff, Turning Gold into Lead: How Patent Eligibility
Doctrine Is Undermining U.S. Leadership in Innovation, 24 Geo. Mason L. Rev. 939, 941 (2017). Cf.
Bilski v. Kappos, 561 U.S. 593, 613 (2010) (Stevens, J., concurring in the judgment) (‘I agree with the
Court that, in light of the uncertainty that currently pervades this field, it is prudent to provide further
guidance.’).
54 See, e.g., Margaret J. Radin, Property and Personhood, 34 Stan. L. Rev. 957 (1982).
55 See, e.g., Richard T. Carson, Nicholas E. Flores & Norman F. Meade, Contingent
Valuation: Controversies and Evidence, 19 Envtl. & Resource Econ. 173 (2001).
56 See supra note 36 and accompanying text.
57 See, e.g., Joshua D. Sarnoff, A World Law Without Agreement on Environmental Values?, 10 Col.
J. Int. Envtl. L. & Pol’y 251, 252 (1999).
58 See, e.g., Sarnoff, Continuing Imperative, supra note 6, at 243–50.
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B. Particular Methodological Approaches to Intellectual
Property Law and Environmental Law Problems
With that background, I can quickly describe a few specific methodologies I have
employed when researching IPL and EL. But before doing so, it is important to reiterate that both fields are situated within broader public and private international
(including trade and human rights), constitutional, legislative, judge-made, and
administrative law fields. Accordingly, researchers should pay attention to sources
of law, to jurisdictional choices and conflicts, to constitutional and administrative
concerns, and particularly to public-private distinctions.59 At their core, both fields
address the myriad choices of forms of regulation and structuring of markets to
solve social problems. So, yet further methodological choices of approach are presented. Accordingly, the rest of this chapter is mostly personal narrative, rather
than actual analysis of how to ‘do’ research at the intersection of the fields of IPL
and EL.

1. Historical, Doctrinal, and Theoretical Analyses
I have found that historical analysis of the development of problems and of doctrinal developments in law often helps to understand the theory and values at
stake for any problem to be studied. I also have found that history and doctrine
are often the best place (or at least a very good place) to start. The example given
above regarding patent-eligible subject matter should demonstrate that really
understanding a current state of affairs is often impossible without understanding
its history and origins (and what values are involved and how the conflicts over
values that shape the current state of affairs developed). Whether or not fidelity to
some form of constitutional interpretation or fidelity to judicial precedent controls
legal developments, accurate historical and doctrinal analysis is essential. Thus, the
Supreme Court has preserved its current interpretations of patent eligibility legislation by adhering to the principle of stare decisis,60 even if the Court had its history
and doctrinal analyses slightly wrong.61
For another example of how historical and doctrinal analysis helps to understand theory and problems in these fields, consider the question of which forms
of federal, state, or co-operative regulation of air quality and which methods of
developing emissions-minimizing or pollution-control technologies have proven
to work best. Much of the study of EL involves careful analysis of the choices
59 See generally Gerald Turkel, The Public/Private Distinction: Approaches to the Critique of Legal
Ideology, 22 L. & Soc’y Rev. 801 (1988); Morton J. Horwitz, The History of the Public/Private Distinction,
130 U. Penn. L. Rev. 1423 (1982); Duncan Kennedy, The Stages of the Decline of the Public/Private
Distinction, 130 U. Penn. L. Rev. 1349 (1982).
60 See Bilski v. Kappos, 561 U.S. 593, 601–02 (2010).
61 Of course, it is only my belief that I have adequately demonstrated that the Court has gotten its
history and doctrine wrong. Compare text at notes 38–52 supra with the contents of the sources listed in
note 52 supra and with Jeffrey A. Lefstin, Inventive Application: A History, 67 Fla. L. Rev. 565 (2015).
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regarding the regulatory jurisdiction and instruments to achieve particular goals.
For example, regulation for different kinds of air pollutants and sources has involved: uniform, centralized, pre-emptive federal standards; uniform ambient
standards with decentralized state regulatory decisions and implementation;
centralized technology standards with decentralized state application and implementation; etc.62 Similarly, substantial analysis is required to evaluate how these
choices of regulatory approaches, as well as how explicit measures to develop
emission-reducing or pollution-control technologies, have affected technological
changes that have then affected the ability to achieve (or not) the specified regulatory goals.63 However, the analyses—based on valuation and data source choices—
invariably turn out to be highly contested.
These choices of jurisdictional approaches, regulatory forms, and technological
developments have immense significance for the effectiveness of current or potential future achievement of regulatory goals, such as addressing climate change
mitigation and adaptation. International and domestic political processes will specify the tools to be applied by the various jurisdictions, but analysis will be needed
to assess the effectiveness of the choices. Concerns over the jurisdictional and
regulatory approaches, moreover, will be even greater with explicit jurisdictional
conflicts over regulatory choices. For example, the current United States federal
government may seek to pre-empt state regulation of greenhouse gas emissions
from motor vehicles,64 posing not only political conflicts but raising more directly the question of the values (as reflected by the different political citizenry65)
that must be applied to assess the propriety of the policies. ‘Creating the right balance of centralized and decentralized authority [thus] requires careful attention to
context’.66
Historical evaluations of different jurisdictional efforts and forms of regulation may assist analysis of such comparative mechanism-choice questions (notwithstanding the difficulties of making cross-contextual comparisons, without the
ability to test counterfactual alternatives even if occasional natural experiments
may exist). But such historical evaluations for comparison require empirical analyses for which relevant data may be lacking and require valuation choices that are
62 See, e.g., Sarnoff, Continuing Imperative, supra note 6, at 291–306. See generally US Environmental
Protection Agency, Office of Air and Radiation, The Benefits and Costs of the Clean Air Act from 1990 to
2020, Final Report—Rev. A (April 2011), available at https://www.epa.gov/sites/production/files/2015-
07/documents/fullreport_rev_a.pdf.
63 See, e.g., Sarnoff, Government Choices, supra note 8; David Popp, Richard G. Newell & Adam B.
Jaffe, Energy, the Environment, and Technological Change (Nat’l Bureau of Econ. Research, Working
Paper No. 14832, 2009), available at https://www.nber.org/papers/w14832.
64 See, e.g., Denise A. Grab et al., No Turning Back: An Analysis of EPA’s Authority to Withdraw
California’s Preemption Waiver Under Section 209 of the Clean Air Act (Institute for Policy Integrity,
October 2018), available at https://policyintegrity.org/publications/detail/no-turning-back.
65 See Sarnoff, Continuing Imperative, supra note 6, at 312–15.
66 Denise A. Grab & Michael A. Livermore, Environmental Federalism in a Dark Time, 79 Ohio St.
L.J. 667, 671 (2018).
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highly contested. As I concluded many years ago, ‘[u]ltimately, the implementation
history suggests that the success or failure of the Clean Air Act is a normative and
not an empirical claim’.67
Further, the role of technology development and its effects on market behaviours require similar evaluations with inadequate data and contested valuation criteria. As has been noted, pollution control technology development faces a ‘double
externality’ problem.68 The costs of pollution (negative externalities) can be externalized, and the benefits of control technologies may not be fully internalized,
but rather constitute public goods for which research and production incentives
may be inadequate and require governmental intervention in markets. Thus, for
environmental-related technology policy (although it applies equally to research
and methodological choices for evaluation to support policy choices):
[t]he combination of environmental externalities and knowledge market failures provide two hurdles for policy makers to address when providing incentives for environmental innovation and suggests two possible avenues through
which policy can encourage the development of environmentally-friendly technologies: correcting the environmental externality and/or correcting knowledge
market failures. At a minimum, effective long-run environmental policies require
both. Because knowledge market failures apply generally across technologies,
policies addressing knowledge market failures may be general, addressing the
problem in the economy as a whole, such as patent protection, R&D tax credits,
and funding for generic basic research. Such policies focus on the overall rate of
innovation—how much innovative activity takes place. In contrast, policies aimed
specifically at the environment focus on the direction of innovation. While this
includes policies regulating externalities, such as a carbon tax or cap-and-trade
system, it also includes environmental and energy policies using more general
R&D policy mechanisms with a specific focus on the environment. Technology
policies specific to energy include targeted government subsidies for adoption of
alternative energy and funding for targeted basic and applied research.

In summary, history, doctrine, and theory help ground research into the identified
problems for study. This is because any analysis of the problem under investigation
should be informed by careful contextual analyses. But such evaluations invariably suffer from the contestability of the chosen evidence and of the values to be
attached to the historical, doctrinal, theoretical, and other sources for comparative
evaluation. Modern empirical analyses are invariably needed to supplement such

67

Sarnoff, Continuing Imperative, supra note 6, at 312.
See Popp, Newell & Jaffe, supra note 63, at 4–6. See generally Adam B. Jaffe, Richard G. Newell &
Robert N. Stavins, A Tale of Two Market Failures: Technology and Environmental Policy (Resources for
the Future, Discussion Paper No. 04-38, October 2004).
68
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historical, doctrinal, and theoretical analyses, but then may supply inadequate
evidence for the highly contestable evaluative criteria that are chosen for making
judgments regarding jurisdictional, regulatory, and technological policy choices.

2. Empirical Analyses (e.g. Economics, Psychology, and Sociology)
Both fields of IPL and EL are constantly addressing how regulatory policy choices
(including non-regulation) affect individual behaviours and firm decisions within
markets. Economic analyses (using pricing, survey, and other types of data) provide useful tools for evaluating, identifying, and predicting the effects of those
policy choices. One of the principal methods of economic analysis is CBA, which
applies as much to IPL as to EL. As noted earlier, CBA is only as useful as the inputs
into it are sufficiently complete, properly predictive, and appropriately weighed.
I won’t repeat here the methodological criticisms that often attach to CBA, except
to note that questions abound about attributing appropriate values for the analysis,
including difficulties associated with the ‘endowment effect’69 and with seeking
to compare incommensurables using a single scale of value.70 Similar questions
abound regarding outcome probability assessments for CBA and similar valuation
and probability issues arise for CBA’s close cousins: decision-tree analysis71 and
breakeven analysis.72 And of course, there is the entire field of (no longer) ‘new institutional economics’.73
Another useful economic methodology is modelling, which (like CBA) permits
evaluation of alternatives and then permits the kinds of counter-factual analyses
historical research is incapable of performing. An increasingly used (and useful)
form of modelling is game theory (including Nash equilibrium modelling).74
But this just compounds the methodological questions. In addition to some of
the valuation and prediction problems just noted for CBA, modelling requires
69 See, e.g., Daniel Kahneman, Jack L. Knetsch & Richard H. Thaler, Anomalies: The Endowment
Effect, Loss Aversion, and Status Quo Bias, 5 J. Econ. Persp. 193 (Winter 1991); Richard Thaler, Toward
a Positive Theory of Consumer Choice, 1 J. Econ. Behav. & Org. 39 (1980).
70 See, e.g., Incommensurable Values, Stanford Encyclopedia of Philosophy, https://plato.
stanford.edu/entries/value-incommensurable/; Virgilio Afonso da Silva, Comparing the
Incommensurable: Constitutional Principles, Balancing and Rational Decision, 31 Oxford J. Leg. Stud.
273 (2011); Anthony M. Williams, Comparing Incommensurables, 45 J. Value Inq. 267 (2011).
71 See, e.g., Yufei Yuan & Michael J. Shaw, Induction of Fuzzy Decision Trees, 69 Fuzzy Sets and
Systems 125 (1995).
72 See, e.g., Daniel A. Farber, Breaking Bad? The Uneasy Case for Regulatory Breakeven Analysis, 102
Cal. L. Rev. 1469 (2014).
73 See generally Oliver E. Williamson, The New Institutional Economics: Taking Stock, Looking Ahead,
37 J. Econ. Lit. 595 (2000); Douglass C. North, Institutions, Institutional Change and
Economic Performance (1990).
74 See, e.g., Game Theory and the Environment (Nick Hanley & Henk Folmer eds., 1998);
Katharina Schüller, Katerina Stanková & Frank Thuijsman, Game Theory of Pollution: National Policies
and Their International Effects, 8 Games 30 (2017); Adam D. Moore, Intellectual Property and the
Prisoner’s Dilemma: A Game Theory Justification of Copyrights, Patents, and Trade Secrets, 28 Fordham
Intell. Prop., Media & Ent. L.J. 831 (2018). See generally John F. Nash, Equilibrium Points in N-Person
Games, 36 Proc. Nat. Acad. Sci. 36 48 (1950).
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assumptions about the conduct of actors in private decisions, in markets, and in
response to regulation. Again, one must make methodological choices regarding
whether and how to deviate from ‘rational actor’ economic modelling approaches,
which then requires resorting to psychology, sociology, anthropology, and other
fields to supply the models for predicting the relevant conduct.75 Research in IPL
and EL therefore requires choices of whether to address methodologies used in too
many other fields of research. No researcher is an island. . . .76
Finally, and as a transition to the last set of considerations, economic analyses
can also provide evidence and evaluation of political views using similar techniques to measure public preferences for various types of regulation. ‘Our empirical indicators of past and present political norms are the self-reported statements
of citizens in public opinion polls (contingent valuations of policies and politics)
and ‘market’ preferences expressed through voting for federal legislators and the
President’.77 But this only raises the questions of the adequacy of our valuation
methods more starkly and, more importantly, the question of paternalism and
whether to act on the self-expressed (correctly or otherwise) preferences of liberal
actors in economic and political markets.78

3. Other Forms of Analysis (e.g. Public Policy and Big Data)
Public choice theory79 and other forms of public policy analysis80 can also help researchers understand why problems remain unsolved. Further, the analysis can assist researchers to identify and structure potentially feasible and effective solutions
to the identified problems, notwithstanding the high current degree of political
dysfunction within our political and regulatory systems (as well as within our research funding systems81). As noted earlier, however, inventing solutions to problems is not a requirement for research. And in any event, identifying or developing
effective methods for making normative recommendations are beyond the scope
of the current chapter (and book).
In contrast, developments in analytic capabilities using computational techniques, big data, and artificial intelligence may provide important new avenues

75

See generally, supra note 69.
John Dunne, No Man is an Island (1624).
77 Sarnoff, Continuing Imperative, supra note 6, at 313.
78 See id. at 316 (‘Given the difficulties of discerning citizen preferences and legislative intentions, the
dispute over literal interpretation again becomes a moral question regarding the costs and benefits of
paternalism.’).
79 See generally Mancur Olson, The Logic of Collective Action: Public Goods and
the Theory of Groups (1965); James M. Buchanan & Gordon Tullock, The Calculus of
Consent: Logical Foundations of Constitutional Democracy (1962).
80 See generally Handbook of Research Methods and Applications in Political Science
(Hans Keman & Jaap J. Woldendorp eds., 2016).
81 See, e.g., Sarnoff, Mismatch, supra note 8, at 380–406.
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and new methodologies for effective research into either IPL, EL, or their intersection.82 These techniques similarly can help researchers understand why the problems they are studying have not yet been solved. Often, they do so by identifying
otherwise unrecognized causal factors or correlations,83 or by making it feasible
to use different sources of data and to manage the analysis of larger amounts of
data. Such analyses also can identify patterns in regulatory or private behaviours
that may have gone undetected and thus can productively supplement historical,
economic, and political analyses (including use to invent solutions). Of course, as
with other techniques previously discussed, the methodologies for categorization
of data (and consequent coding of it84) and the valuations to be attributed to such
data will similarly be subject to dispute.
One IPL example of using new data sources and big data techniques to provide
better understanding is its use in explaining patent prosecution and examination
behaviours. Once the data sources became available to researchers, the behaviours of prosecutors and examiners could be analysed more directly. For example,
Melissa Wasserman and Michael Frakes have effectively used ‘difference in difference’ and other statistical techniques to assess examiner behaviours given different
conditions and incentives.85 For another example, by parsing patent claim text and
making the data available, Alan Marco, Charles deGrazia, and I have been able to
develop and validate new methods of analysing patent scope and changes to application scope during prosecution, to relate those methods to examination behaviours, and to identify categorical differences among numerous dimensions (such
as by field of technology, applicant and examiner characteristics, etc.).86 Additional
analyses of such data using ‘natural language processing’ data analysis techniques
are now feasible.87 Many other new types of data that have always informed practical understanding can also be harnessed for analysis.

82 See generally Amir Gandomi & Murtaza Haider, Beyond the Hype: Big Data Concepts, Methods,
and Analytics, 35 Int’l J. of Info. Mgmt. 137 (2015); C.L. Philip Chen & Chun-Yang Zhang, Data-
intensive Applications, Challenges, Techniques and Technologies: A Survey on Big Data, 275 Info. Sci.
(2014).
83 See, e.g., Richard M. Shiffrin, Drawing Causal Inference from Big Data, 113 Proc. Nat.
Acad. Sci. 7308 (2016); William R. Clark & Matt Golder, Big Data, Causal Inference, and Formal
Theory: Contradictory Trends in Political Science?, Pol. Sci. & Politics 65 (January 2015).
84 See, e.g., Elicia Ratajczyk et al., Challenges and Opportunities in Coding the Commons: Problems
Procedures and Potential Solutions in LargeN Comparative Case Studies (2017), available at https://www.
thecommonsjournal.org/articles/652/print/. See generally Christen Erlingsson & Petra Brysiewicz, A
Hands-On Guide to Doing Content Analysis, 7 Afr. J. Med. 93 (2017).
85 See, e.g., Michael D. Frakes & Melissa F. Wasserman, Is the Time Allocated to Review Patent
Applications Inducing Examiners to Grant Invalid Patents? Evidence from Microlevel Application Data,
99 Rev. Econ. & Stat. 550 (2017); Michael D. Frakes & Melissa F. Wasserman, Patent Office Cohorts,
65 Duke L.J. 1601 (2016); Michael D. Frakes & Melissa F. Wasserman, Does Agency Funding Affect
Decisionmaking?: An Empirical Assessment of the PTO’s Granting Patterns, 66 Vand. L. Rev. 67 (2013).
86 See Marco, Sarnoff & deGrazia, supra note 9.
87 See generally Christopher D. Manning & Hinrich Schütze, Foundations of Statistical
Natural Language Processing (1999).
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One EL example of using new computational techniques involves valuing the
benefits of distributed energy resources that would displace other, more polluting,
energy sources:
[T]hree techniques [can be used] for identifying displaced generation: (1) using
counterfactual dispatch scenarios, (2) identifying the marginal generator, and
(3) using electric market simulation models. These options are explained in order
of decreasing levels of precision and decreasing information requirements.88

Again, big data techniques and economic modelling provide opportunities to
evaluate the counter-factual situations historical research cannot supply. But they
then become even more contingent on the particular valuations and predictions
attributed to the models.
In summary, the new sources of data that can be made available (at reasonable costs and in reasonable timeframes using machine learning techniques) and
the improvements in computational analyses provide researchers with yet more
choices of methodologies to use. Where researchers used to worry they might not
find sufficient sources of information to analyse when addressing their problems of
study, the issue of search has given way to the issue of relevancy. The new problem
posed for researchers when making methodological choices in the fields of IPL and
EL (and likely in all other disciplines) is TMI!

III. Conclusion
Research in the fields of IPL and EL, and at their intersection, involves personal
choices to address what the researcher considers to be a problem worth analysing
(and hopefully worth solving). Such choices require judgments based on personal
values and theoretical commitments. Others in the relevant evaluative communities will invariably dispute the choices and contest the values and commitments.
Research in the fields of IPL and EL simply poses those choices more starkly because of the importance of the problems these fields address and that researchers
in these fields choose to study. But researchers inevitably must choose their topics
and methodologies, and they should do so based on their personal beliefs about
what problems are worth their personal efforts and what constitute ethical bases
for value. Such beliefs will inevitably generate substantial opposition. So perhaps

88 Jeffrey Shrader, Burcin Unel & Avi Zevin, Valuing Pollution Reductions: How to Monetize
Greenhouse Gas and Local Air Pollutant Reductions from Distributed Energy Resources (Institute
for Policy Integrity No. 6, March 2018), available at https://policyintegrity.org/publications/detail/
valuing-pollution-reductions.
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it is best to conclude by providing researchers with some very old wisdom, from
Lao Tzu.
A man’s work, however finished it seem,
Continues as long as he live;
A man, however perfect he seem,
Is needed as long as he live:
As long as truth appears falsity,
The seer a fool,
The prophet a dumb lout,
If you want to keep warm keep stirring about,
Keep still if you want to keep cool,
And in all the world one day no doubt
Your way shall be the rule.89

89

The Way of Life, According to Lao Tzu, No. 45 (Witter Byner trans., 1986).
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Intellectual Property, Human Rights, and
Methodological Reflections
Peter K. Yu*

I. Introduction
Research conducted at the intersection of intellectual property and human
rights is of recent origin. When the UN Sub-Commission on the Promotion and
Protection of Human Rights (UN Sub-Commission) adopted Resolution 2000/
7 on ‘Intellectual Property Rights and Human Rights’ about two decades ago,1
scholars rarely examined issues covering the two areas. As Laurence Helfer and
Graeme Austin noted in their pioneering textbook:
Human rights law . . . offered neither a necessary nor a sufficient justification for
state-granted monopolies in intangible knowledge goods; nor, conversely, did it
serve to check the expansion of intellectual property protection standards . . . [To
a great extent,] each legal regime was preoccupied with its own distinct concerns
and neither saw the other as either aiding or threatening its sphere of influence or
opportunities for expansion.2

Since the mid-2000s, scholars have paid much greater attention to the interface between intellectual property and human rights. Today, one can easily find books and
law review articles on the subject.3 Initially, most of these discussions focused on
* This chapter draws on research the author conducted for earlier articles in the Florida Law Review,
the Georgia State University Law Review, the SMU Law Review, the UC Davis Law Review, the University
of Richmond Law Review, and a book chapter published by Edward Elgar Publishing.
1 Sub-Commission on Human Rights Res. 2000/7, Intellectual Property Rights and Human Rights,
UN Doc. E/CN.4/Sub.2/RES/2000/7 (17 August 2000) [hereinafter Resolution 2000/7].
2 Laurence R. Helfer & Graeme W. Austin, Human Rights and Intellectual
Property: Mapping the Global Interface 33–34 (2011).
3 For book-length studies on intellectual property and human rights, see id.; Copyright and Free
Speech: Comparative and International Analyses (Jonathan Griffiths & Uma Suthersanen eds.,
2005) [hereinafter Copyright and Free Speech]; Intellectual Property and Human Rights: A
Paradox (Willem Grosheide ed., 2010); Intellectual Property Law and Human Rights (Paul
L.C. Torremans ed., 4th ed. 2020) [hereinafter Intellectual Property Law and Human Rights];
Research Handbook on Human Rights and Intellectual Property (Christophe Geiger
ed., 2015) [hereinafter Research Handbook]; World Intellectual Property Organization,
Intellectual Property and Human Rights (1999).
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topics such as access to essential medicines, access to knowledge, and the protection of traditional knowledge and traditional cultural expressions.4 In recent years,
however, the literature has been expanded to cover new or underexplored areas,
such as internet-related human rights, the right to science and culture, the use
of human rights impact assessments in the intellectual property area, the human
rights challenges posed by bilateral, regional, and plurilateral trade agreements,
and, more recently, human rights issues implicated by artificial intelligence.5
Although scholarship on intellectual property and human rights has been
growing rapidly, commentators rarely articulate the different methods used to conduct research in this area (even though some of the past scholarship has revealed
careful and thoughtful methodological choices). It will therefore be beneficial to
devote greater attention to methodological rigour, especially with the benefit of
the burgeoning literature on human rights research methods and methodology.6
In a recently published article, I called for ‘greater methodological engagement to
refine existing human rights approaches to intellectual property and to devise new
approaches to advance the promotion and protection of human rights in the intellectual property area’.7
This chapter has a different focus, however. Although it still delves into research
and interpretive methods, it joins other contributions to this Handbook in reflecting on the methodological choices one could make in the area of intellectual
property and human rights. Drawing on some of my prior works on the development of a human rights framework for intellectual property, this chapter explores
three methodological choices: (1) the choice between a positivist and philosophical conception of human rights; (2) the choice between historical and evolutive
interpretations of human rights instruments; and (3) the choice of developing a
layered hierarchical structure to systematically analyse the myriad human rights
interests involved and their interplay. The chapter’s focus on these choices not only
highlights the strengths and limitations of each methodological approach, but
also provides first-hand insights into how researchers select their methods and
approaches.

4 See Peter K. Yu, Intellectual Property and Human Rights in the Nonmultilateral Era, 64 Fla. L. Rev.
1045, 1075–82 (2012) [hereinafter Yu, Nonmultilateral Era]; Peter K. Yu, The Anatomy of the Human
Rights Framework for Intellectual Property, 69 SMU L. Rev. 37, 81–84 (2016) [hereinafter Yu, Anatomy].
5 See Peter K. Yu, Intellectual Property and Human Rights 2.0, 53 U. Rich. L. Rev. 1375, 1380–81
nn. 24–28 (2019); Yu, Anatomy, supra note 4, at 39 and nn. 8–10.
6 See, e.g., Human Rights and Statistics: Getting the Record Straight (Richard P. Claude
& Thomas B. Jabine eds., 1992); Todd Landman, Studying Human Rights (2006); Todd Landman
& Edzia Carvalho, Measuring Human Rights (2010); Methods of Human Rights Research
(Fons Coomans et al. eds., 2009); Research Methods in Human Rights (Lee McConnell & Rhona
Smith eds., 2018); Research Methods in Human Rights: A Handbook (Bård A. Andreassen et al.
eds., 2017); Statistical Methods for Human Rights (Jana Asher et al. eds., 2008).
7 Yu, supra note 5, at 1381–82.
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II. The Conception of Human Rights
The first methodological choice concerns the conception of human rights.
Although both a positivist conception and a philosophical conception are equally
attractive and defensible, my prior scholarship on intellectual property and human
rights has consistently focused on rights explicitly recognized by international and
regional human rights instruments, as opposed to rights derived from abstract
moral considerations.
Article 27(2) of the Universal Declaration of Human Rights (UDHR)
states: ‘Everyone has the right to the protection of the moral and material interests
resulting from any scientific, literary or artistic production of which he [or she]
is the author’.8 Closely tracking this Declaration, art. 15(1)(c) of the International
Covenant on Economic, Social and Cultural Rights (ICESCR) further requires
state parties to ‘recognize the right of everyone . . . [t]o benefit from the protection of the moral and material interests resulting from any scientific, literary or
artistic production of which he [or she] is the author’.9 Taken together, these two
provisions stipulate the obligation regarding the right to the protection of interests
resulting from intellectual productions.
In my past scholarship on intellectual property and human rights, I chose to
focus on positive rights for three reasons. First, the drafting histories of the UDHR
and the ICESCR have underscored the tremendous difficulty in achieving an
international political consensus on rights recognized in these two instruments.10
Indeed, the divergent interests, backgrounds, beliefs, and philosophies involved
in the negotiating processes have made it virtually impossible to achieve an international philosophical consensus. As Jack Donnelly rightly reminded us, ‘few
issues in moral or political philosophy are more contentious or intractable than
theories of human nature’.11 Thus, it makes great pragmatic sense to focus on those
human rights that have already attained international normative consensus. If researchers could not even agree on the recognized rights, they would not succeed
in divining the scope, content, and obligations of these rights. Without the ability
to do so, they would also be unable to resolve the tensions and conflicts between
human rights and intellectual property rights.

8

G.A. Res. 217 (III) A, Universal Declaration of Human Rights, art. 27(2) (10 December 1948).
International Covenant on Economic, Social and Cultural Rights art. 15(1)(c), 16 December 1966,
993 U.N.T.S. 3 (entered into force 3 January 1976).
10 For the drafting history of art. 27 of the UDHR and art. 15 of the ICESCR, see Maria Green (Dir.,
Int’l Anti-Poverty Law Ctr.), Drafting History of the Article 15(1)(c) of the International Covenant on
Economic, Social and Cultural Rights, UN Doc. E/C.12/2000/15 (9 October 2000); Johannes Morsink,
The Universal Declaration of Human Rights: Origins, Drafting, and Intent 217–22 (1999);
Peter K. Yu, Reconceptualizing Intellectual Property Interests in a Human Rights Framework, 40 U.
C. Davis L. Rev. 1039, 1047–75 (2007).
11 Jack Donnelly, Universal Human Rights in Theory and Practice 16 (2d ed. 2003).
9
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Second, international human rights instruments such as the UDHR, the
ICESCR, and, to a lesser extent, the International Covenant on Civil and Political
Rights (ICCPR) have received significant attention in the international debate on
intellectual property and human rights. Given this attention, the plain language
of these instruments will have a significant impact on the future development of
the international intellectual property regime. While scholars may still question whether the UDHR has now achieved the status of customary international
law,12 there is no denying that the Declaration, along with the two covenants, has
achieved an international normative consensus.13 It is therefore expected that national governments and intergovernmental organizations, such as the World Trade
Organization (WTO) and the World Intellectual Property Organization (WIPO),
will actively refer to these instruments in addressing the tensions and conflicts between human rights and intellectual property rights.
Third, based on how international agreements are usually drafted, the provisions in international and regional human rights instruments do not necessarily
have a commonly agreed-upon purpose—other than a broad objective, such as the
promotion of human dignity and respect. As James Nickel pointed out, ‘people can
agree on human rights without agreeing on the grounds of human rights’.14 During
the UDHR and ICESCR drafting processes, for example, delegates harboured disparate concerns and voted on the provisions based on different motivations. With
respect to art. 27 of the UDHR specifically, those motivations ‘ranged from the
protection of moral rights to international harmonization to collateral realization
of other human rights’.15 Because of these differing motivations, no researcher can
pinpoint with historical accuracy what motivated the delegates to adopt this particular article. The same can also be said about art. 15 of the ICESCR.
Notwithstanding these three justifications for embracing a positivist conception
of human rights, some scholars have taken a completely different approach by focusing on a philosophical conception of human rights. As Richard Falk explained,
there are two different jurisprudential schools of human rights:
The positivists consider the content of human rights to be determined by the texts
agreed upon by states and embodied in valid treaties, or determined by obligatory
state practice attaining the status of binding international custom. The naturalists,
on the other hand, regard the content of human rights as principally based upon
immutable values that endow standards and norms with a universal validity.16

12

See Yu, supra note 10, at 1046 n. 16.
See Donnelly, supra note 11, at 17, 40–41.
14 James W. Nickel, Making Sense of Human Rights 177 (2d ed. 2007).
15 Yu, supra note 10, at 1073.
16 Richard Falk, Cultural Foundations for the International Protection of Human Rights, in Human
Rights in Cross-cultural Perspectives: A Quest for Consensus 44, 44 (Abdullahi Ahmed An-
Na’im ed., 1992).
13
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Thus far, scholars have identified several shortcomings in a positivist conception of
human rights. As William Fisher and Talha Syed observed in relation to the right to
health, this conceptual approach has two main weaknesses:
First, by tying a right to health strictly to what is recognized in legal documents
the analysis limits its scope of protection to claims against governments acting
within their own sovereign territories (and, perhaps, only to certain types of
‘negative’ claims). Second, implementing the right requires knowing what its substantive requirements should be and how tradeoffs with other rights or priorities
are to be made, and to answer those questions adequately we need to draw on
extra-legal normative considerations.17

As if these two shortcomings were not enough, one could add ‘a third weakness
concerning how this approach would encourage one to ignore important goals and
interests that have strong moral bases but have yet to be recognized politically by
the international community’.18
In sum, before researchers examine the interface between intellectual property
and human rights, they should think more deeply about whether to focus on a
positivist or philosophical conception of human rights. While each conception has
strengths and weaknesses and is equally defensible, this methodological choice will
have a significant impact on the outcome of the research analyses and the attendant
policy recommendations. That choice will also affect others’ reception of and responses to those analyses and recommendations.

III. The Interpretation of Human Rights Instruments
The second methodological choice pertains to the interpretation of human rights
instruments. In my first article calling for the development of a human rights
framework for intellectual property, I devoted considerable length to reviewing
the drafting history of both the UDHR and the ICESCR.19 This historical review is
of great strategic importance because policy-makers and commentators continue
to have wide disagreements over the interface between intellectual property and
human rights, partly for the reasons noted above.
Apart from these disagreements, many human rights advocates continue to
question whether intellectual property rights can have human rights bases. To
these advocates, the right to the protection of interests resulting from intellectual
17 William W. Fisher & Talha Syed, Global Justice in Healthcare: Developing Drugs for the Developing
World, 40 U. C. Davis L. Rev. 581, 642 (2007).
18 Peter K. Yu, Ten Common Questions About Intellectual Property and Human Rights, 23 Ga. St. U. L.
Rev. 709, 716 (2007).
19 See Yu, supra note 10, at 1047–75.
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productions, as recognized in both art. 27(2) of the UDHR and art. 15(1)(c) of the
ICESCR, does not belong to the same category of prohibition on genocide, slavery,
and torture; the rights to freedom of thought, expression, association, and religion; and the rights to life, food, health, basic education, and work. As Australian
delegate Alan Watt declared during the drafting of the UDHR, ‘the indisputable
rights of the intellectual worker could not appear beside fundamental rights of a
more general nature, such as freedom of thought, religious freedom or the right
to work’.20 Likewise, many human rights advocates fear that ‘the inclusion in the
human rights debate of a relatively trivial item like intellectual property protection
would undermine the claim that human rights are of fundamental importance to
humanity’.21
To some extent, these fears and concerns coincide with those harboured by
leading human rights scholars. For instance, Philip Alston cautioned that the
continuous proclamation of new human rights will undermine both the fundamental nature of human rights and the integrity of the process of recognizing those
rights.22 Likewise, Mary Ann Glendon observed: ‘A rapidly expanding catalog of
rights . . . not only multiplies the occasions for collisions, but it risks trivializing
core democratic values. A tendency to frame nearly every social controversy in
terms of a clash of rights . . . impedes compromise, mutual understanding, and the
discovery of common ground’.23
Given these fears and concerns, as well as the continued disagreement over
whether the right to the protection of interests resulting from intellectual productions has achieved human rights status, it can be quite helpful to undertake careful
historical analysis to show that the UDHR and ICESCR drafters intended to include this specific right in the instruments. Such analysis will also provide six important insights to help shape the development of a human rights framework for
intellectual property.
First, the existence of the right to the protection of interests resulting from intellectual productions is far from self-evident. Unlike the right to take part in cultural
life or the right to enjoy the benefits of scientific progress and its applications—
rights that are recognized in art. 27(1) of the UDHR and art. 15(1)(a) and (b) of the
ICESCR—the right to the protection of interests resulting from intellectual productions has always been controversial. While some delegates found the right unworthy of protection as a basic human right, others questioned its overlap with the
protections already covered under the right to own property, the right to just remuneration for work, or both. Indeed, neither art. 27(2) of the UDHR nor art. 15(1)
(c) of the ICESCR included the right to the protection of interests resulting from
20

Morsink, supra note 10, at 221.
Yu, supra note 18, at 713–14.
22 See Philip Alston, Conjuring Up New Human Rights: A Proposal for Quality Control, 78 Am. J. Int’l
L. 607 (1984).
23 Mary Ann Glendon, Rights Talk: The Impoverishment of Political Discourse xi (1991).
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intellectual productions until after considerable debate and repeated reintroductions. It is therefore no surprise that Audrey Chapman, the former director
of the Science and Human Rights Program at the American Association for the
Advancement of Science, found that the drafting history supported ‘relatively weak
claims of intellectual property as a human right’.24
Second, even for the protection of something as fundamental as human rights,
the development of international agreements cannot escape from the realpolitik of
international and regional negotiations. As one commentator noted:
Human rights codifications inevitably convey a somewhat incomplete, or even
biased, image of what human rights really are. All of them have been drafted and
enacted under specific political and economic circumstances, and therefore reflect the mindsets and specific concerns of their drafters and the time they lived
in. They are often the fruit of political compromise—a constraint to which moral
truth is not exposed.25

In Professor Donnelly’s words, human rights are far from ‘timeless, unchanging,
or absolute; any list or conception of human rights—and the idea of human rights
itself—is historically specific and contingent’.26 A case in point is a critical debate
on the drafting of the UDHR in the Third Committee of the UN General Assembly,
the committee responsible for social, humanitarian, and cultural affairs and the
International Bill of Rights. During that historic debate, the proponents of the right
to the protection of interests resulting from intellectual productions managed to
utilize the then-recently adopted American Declaration on the Rights and Duties
of Man to generate the much-needed support from Latin American countries.27
Third, there is a strong interdependent relationship between art. 27(1) and (2) of
the UDHR and art. 15(1)(a), (b), (c), and (3) of the ICESCR. Although the paragraphs concerning these disparate rights were analysed, debated, and voted on separately, they were often discussed close in time. These different paragraphs were
also included in the same article for one obvious reason: they serve common goals
and are ‘intrinsically linked’ to each other.28 A misinterpretation of one paragraph
24 Audrey R. Chapman, Core Obligations Related to ICESCR Article 15(1)(c), in Core
Obligations: Building a Framework for Economic, Social and Cultural Rights 305, 314
(Audrey Chapman & Sage Russell eds., 2002) [hereinafter Core Obligations].
25 Jakob Cornides, Human Rights and Intellectual Property: Conflict or Convergence, 7 J. World
Intell. Prop. 135, 137 (2004).
26 Donnelly, supra note 11, at 1.
27 See Morsink, supra note 10, at 130–34.
28 See Committee on Economic, Social and Cultural Rights, General Comment No. 17: The Right of
Everyone to Benefit from the Protection of the Moral and Material Interests Resulting from Any Scientific,
Literary or Artistic Production of Which He or She Is the Author (Article 15, Paragraph 1(c), of the
Covenant), ¶ 4, UN Doc. E/C.12/GC/17 (12 January 2006) [hereinafter General Comment No. 17];
Chapman, supra note 24, at 314; E.S. Nwauche, Human Rights—Relevant Considerations in Respect of IP
and Competition Law, 2 SCRIPT-ed 501, 503–04 (2005).
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may therefore adversely affect a state’s ability to fulfil the objectives of the other
paragraphs—either by taking away the synergistic effect or by creating obstacles
to the full realization of those objectives. The converse is also true: the proper interpretation of one paragraph will help a state realize the objectives of the other
paragraphs. As stated in General Comment No. 17, the authoritative interpretation
of art. 15(1)(c) of the ICESCR, the paragraphs in that article are ‘at the same time
mutually reinforcing and reciprocally limitative’.29 The same can be said of the two
paragraphs in art. 27 of the UDHR.
Fourth, the UDHR and the ICESCR do not delineate the scope of the right to
the protection of interests resulting from intellectual productions. Nor do they
endorse any particular modality of protection. When these two instruments were
drafted, the delegates paid considerable attention to ensuring that each provision in the instruments took account of the diverging interests and cultures of the
participating states. As a result, the instruments reflect many different interests,
economic backgrounds, ideological persuasions, legal values, and cultural traditions.30 Indeed, virtually all of the adopted provisions faced some challenge by the
delegates, and both instruments were ultimately adopted by majority votes with a
significant number of abstentions.
Fifth, the debate over both art. 27 of the UDHR and art. 15 of the ICESCR did
not allow for much discussion of the relationship between the different paragraphs
in the provisions, as well as the tensions and conflicts between those paragraphs.31
As Professor Chapman noted, most of the discussions in the drafting sessions and
the follow-up debate ‘focused primarily on whether an intellectual property provision should be included, rather than on its interpretation’.32 Likewise, Maria Green
observed:
The distinguished men and women who gave us the ICESCR did not seem to
deeply consider the difficult balance between public needs and private rights
when it comes to intellectual property. When the question was raised, they tended
to dismiss it almost out of hand. Primarily, they seem to have assumed that the
goals of [art.] 15(1)(b) were obvious and beyond discussion, the benefits of science being a fundamental human right that belongs to everyone. They seem to
have seen article 15(1)(c), however, as a smaller thing, one that served to protect
several different potential interests, according to the views of the drafter.33

Finally, although intellectual property issues received only limited attention during
the UDHR and ICESCR drafting processes, the delegates explored the interplay of
29
30
31
32
33

General Comment No. 17, supra note 28, ¶ 4.
See Yu, supra note 10, at 1141–48.
See Green, supra note 10, ¶ 43.
Chapman, supra note 24, at 315.
Green, supra note 10, ¶ 45.
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human rights and intellectual property rights. To be certain, the Western delegates,
unlike their colleagues in Eastern bloc countries or Latin America, were primarily
concerned with civil and political rights and considered economic, social, and cultural rights of second order.34 Nevertheless, the drafting history showed that the
delegates, despite their different beliefs, philosophies, and orientations, had raised
many important questions that remain valid in today’s debate. These questions include those concerning the human rights basis for intellectual property rights, the
need for specialized studies of patents, and the economic, social, and cultural implications of intellectual property rights.
Although the drafting history provides important insights to help the interpretation and implementation of the right to the protection of interests resulting from
intellectual productions, it cannot be overlooked that both human rights and intellectual property rights have continued to evolve. As a result, it could be quite
dangerous to have the debate on intellectual property and human rights fixated on
the time when the UDHR and the ICESCR were adopted—that is, more than five
decades ago. As Professors Helfer and Austin cautioned:
Human rights law and intellectual property law are both famously dynamic,
readily adapting to changing circumstances through new rounds of treaty
making, interpretations by international tribunals, and revisions of national laws.
A framework that privileges the original understanding of Articles 27 and 15
fails to engage with this dynamism and with the evolutions in law, politics, social
values, and technology that engendered these adaptations.35

To highlight the benefits of evolutive interpretations, consider the following two
examples. The first example concerns the limited protections the UDHR and
the ICESCR have provided to traditional knowledge and traditional cultural
expressions—a topic that is of great significance to today’s international intellectual property debate. When these two instruments were drafted, group rights
were underdeveloped, and their drafters did not have indigenous communities in
mind.36 As Johannes Morsink, the author of an authoritative drafting history of
the UDHR, showed convincingly, historical memories, political circumstances,
concerns of the colonial powers, and the lack of political organization had caused
the UDHR drafters to omit a provision on the right to protect minorities.37 Even
today, some policy-makers and commentators continue to describe group rights

34 See Laurence R. Helfer, Toward a Human Rights Framework for Intellectual Property, 40 U.C. Davis
L. Rev. 971, 981 (2007).
35 Helfer & Austin, supra note 2, at 507.
36 See Yu, supra note 10, at 1144–45.
37 See Morsink, supra note 10, at 269–80.
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as so-called ‘third generation’ rights, thereby undercutting their importance within
the international human rights regime.38
Notwithstanding these complications, neither the UDHR nor the ICESCR
prevents interpretations that incorporate collective rights. Indeed, many international and regional human rights instruments contain language covering this
type of right. References to the right to take part in cultural life, for instance, have
appeared in the UN Charter, the UNESCO Constitution, the Declaration of the
Principles of International Cultural Co-operation, the Convention on the Rights
of the Child, the Convention on the Elimination of All Forms of Discrimination
Against Women, and the International Convention on the Elimination of All
Forms of Racial Discrimination.39
Moreover, since the adoption of the UDHR, the ICCPR, and the ICESCR,
human rights have continued to evolve and expand.40 Despite the intention of
the drafters of these instruments, there has been a growing trend toward the extension of human rights to groups. For example, art. 31(1) of the United Nations
Declaration on the Rights of Indigenous Peoples provides:
Indigenous peoples have the right to maintain, control, protect and develop their
cultural heritage, traditional knowledge and traditional cultural expressions, as
well as the manifestations of their sciences, technologies and cultures, including
human and genetic resources, seeds, medicines, knowledge of the properties of
fauna and flora, oral traditions, literatures, designs, sports and traditional games
and visual and performing arts. They also have the right to maintain, control,
protect and develop their intellectual property over such cultural heritage, traditional knowledge, and traditional cultural expressions.41

General Comment No. 17 also stated: ‘States parties in which ethnic, religious or
linguistic minorities exist are under an obligation to protect the moral and material
interests of authors belonging to these minorities through special measures to preserve the distinctive character of minority cultures’.42

38 For the discussions of the distinctions between ‘first generation’, ‘second generation’, and ‘third generation’ human rights, see Matthew C.R. Craven, The International Covenant on Economic,
Social, and Cultural Rights: A Perspective on Its Development 8–9 (1995); Asbjørn Eide &
Allan Rosas, Economic, Social and Cultural Rights: A Universal Challenge, in Economic, Social and
Cultural Rights: A Textbook 15, 15–16 (Asbjørn Eide et al. eds., 1995).
39 See Stephen A. Hansen, The Right to Take Part in Cultural Life: Toward Defining Minimum Core
Obligations Related to Article 15(1)(a) of the International Covenant on Economic, Social and Cultural
Rights, in Core Obligations, supra note 24, at 279, 282.
40 See Audrey R. Chapman & Sage Russell, Introduction to Core Obligations, supra note 24, at 1, 13;
Magdalena Sepúlveda, The Nature of the Obligations Under the International Covenant
on Economic, Social and Cultural Rights 81–84 (2003).
41 G.A. Res. 61/295, United Nations Declaration on the Rights of Indigenous Peoples, art. 31(1) (13
September 2007).
42 General Comment No. 17, supra note 28, ¶ 33.
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The second example concerns the right to private property, which intellectual
property rights holders have widely utilized to provide the human rights basis for
the right to the protection of interests resulting from intellectual productions. In
Europe, the right to property provision in art. 17(2) of the Charter of Fundamental
Rights of the European Union explicitly covers intellectual property. In Anheuser-
Busch, Inc. v. Portugal, the Grand Chamber of the European Court of Human Rights
also extended the protection of ‘the peaceful enjoyment of . . . possessions’ in art. 1
of Protocol No. 1 to the European Convention of Human Rights to cover both registered trademarks and trademark applications of a multinational corporation.43
To be sure, one could point out that the Cold War has made it difficult, if not impossible, to recognize the right to private property in international human rights
instruments, causing the right to be reduced to ‘a high level of generality’ in the
UDHR44 and to completely disappear in both the ICCPR and the ICESCR. One
could also note that the norms articulated in the European Convention of Human
Rights and the Charter of Fundamental Rights of the European Union are regional
by nature. As such, these instruments do not reflect an international consensus or
have universal appeal.45 Indeed, many human rights experts have found it problematic for the European Court of Human Rights to extend human rights protection beyond individuals to cover corporate actors, such as Anheuser-Busch, Inc.46
As Professor Donnelly noted emphatically: ‘Collectivities of all sorts have many
and varied rights. But these are not—cannot be—human rights, unless we substantially recast the concept’.47
In sum, the choice between historical and evolutive interpretations is similar
to the choice between a positivist and philosophical conception of human rights
discussed in the previous section. Both interpretive approaches have strengths and
weaknesses. While historical interpretations will generate debates on the drafting
history and its potential implications, evolutive interpretations will raise questions
concerning whether international human rights instruments should be interpreted
liberally or restrictively in light of today’s changing political, social, economic, cultural, and technological environments.
Moreover, as the discussion in the previous section may have suggested, the
choices between the different approaches explored in this chapter are not always
binary. Given the respective strengths and weaknesses of the two approaches, it
43

45 Eur. Ct. H.R. 36 (2007) (Grand Chamber).
Mary Ann Glendon, A World Made New: Eleanor Roosevelt and the Universal
Declaration of Human Rights 183 (2001).
45 See Daniel Gervais, How Intellectual Property and Human Rights Can Live Together: An Updated
Perspective, in Intellectual Property Law and Human Rights, supra note 3, at 3, 4.
46 See General Comment No. 17, supra note 28, ¶ 7; Farida Shaheed (Special Rapporteur in the Field of
Cultural Rights), Copyright Policy and the Right to Science and Culture: Rep. of the Special Rapporteur in
the Field of Cultural Rights, ¶¶ 41, 99, UN Doc. A/HRC/28/57 (24 December 2014) [hereinafter Special
Rapporteur’s Report on Copyright Policy].
47 Donnelly, supra note 11, at 25.
44
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may be sensible to combine them. For instance, a hybrid approach starting with
a positivist conception of human rights but informed by a strong philosophical
understanding is likely to be superior to an approach utilizing either a positivist
or philosophical conception alone. Likewise, a hybrid approach using evolutive
interpretations to improve historical analyses could help update human rights
interpretations to address the changing political, social, economic, cultural, and
technological environments.

IV. The Development of an Analytical Framework
The final methodological choice relates to the development of a framework to analyse the myriad human rights interests involved and their interplay. Regardless
of whether researchers subscribe to a positivist or philosophical conception of
human rights or embraces historical or evolutive interpretations, a considerable
part of their research will be devoted to the tensions and conflicts between human
rights and intellectual property rights. Notable examples of these tensions and conflicts involve the right to life, the right to health,48 the right to freedom of opinion
and expression,49 and the right to education.50
To address these tensions and conflicts, policy-makers, commentators, and
intergovernmental organizations have identified two diametrically opposed approaches: the conflict approach and the coexistence approach.51 While the former
views the two sets of rights as being in fundamental conflict, the latter considers
them essentially compatible. Although scholars were once divided between these
two approaches, most of them, especially those subscribing to a positivist conception of human rights, now recognize that some aspects of intellectual property
rights are protected in international or regional human rights instruments while
other aspects do not have any human rights basis.
Given the human rights status of only select aspects of intellectual property
rights, the conflict approach cannot satisfactorily resolve the tensions and conflicts
48 See, e.g., Angelina Snodgrass Godoy, Of Medicines and Markets: Intellectual Property
and Human Rights in the Free Trade Era (2013); Helfer & Austin, supra note 2, at 90–170;
Holger Hestermeyer, Human Rights and the WTO: The Case of Patents and Access to
Medicines (2007); Lee Joo-Young, A Human Rights Framework for Intellectual Property,
Innovation and Access to Medicines (2015).
49 See, e.g., Copyright and Free Speech, supra note 3; Helfer & Austin, supra note 2, at 221–315;
Peter K. Yu, Digital Copyright Enforcement Measures and Their Human Rights Threats, in Research
Handbook, supra note 3, at 455.
50 See, e.g., Helfer & Austin, supra note 2, at 316–63; Human Rights in Education, Science
and Culture: Legal Developments and Challenges (Yvonne Donders & Vladimir Volodin
eds., 2007).
51 See Paul L.C. Torremans, Copyright (and Other Intellectual Property Rights) as a Human Right, in
Intellectual Property Law and Human Rights, supra note 3, at 245, 246–47; Laurence R. Helfer,
Human Rights and Intellectual Property: Conflict or Coexistence?, 5 Minn. Intell. Prop. Rev. 47, 48–49
(2003); Yu, supra note 18, at 709–11.
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Figure 12.1 Layered Hierarchical Structure of the Human Rights Framework for
Intellectual Property

between human rights and intellectual property rights. Instead, these conflicts
have to be further separated based on whether they are external or internal.52
While internal conflicts exist only within the human rights regime, thereby requiring approaches to resolve competing fundamental rights, external conflicts
suggest that intellectual property rights have expanded beyond the requirements
of international and regional human rights instruments.
With respect to external conflicts, researchers can easily apply the principle
of human rights primacy. Endorsed by the UN Sub-Commission in Resolution
2000/7 and reaffirmed in Resolution 2001/21, this principle subordinates the non-
human rights aspects of intellectual property rights to human rights obligations.53
With respect to internal conflicts, however, researchers will have to distinguish
between the human rights and non-human rights aspects of intellectual property
rights. Once the specific human rights interests have been identified and separated from the non-human rights interests, researchers can then use the principle
of human rights primacy to resolve the external conflicts. While this principle may
be useful in many cases, it does not resolve all conflicts, especially those in areas in
which the concerned human right is only vaguely defined or has insufficiently developed contours.
In two prior works, I built on the distinction between external and internal conflicts to examine the complex interactions between scientific productions, intellectual property, and human rights.54 To help clarify the different types of interests
and protections within a human rights framework for intellectual property, I organized the framework into four structural layers (see Figure 12.1). This layered
hierarchical structure helps pinpoint the specific human rights interests involved
52 See Yu, Nonmultilateral Era, supra note 4, at 1091–96; Yu, supra note 10, at 1075–123; Yu, supra
note 18, at 711.
53 See Sub-Commission on Human Rights Res. 2001/21, Intellectual Property and Human Rights,
¶ 3, UN Doc. E/CN.4/Sub.2/RES/2001/21 (16 August 2001); Resolution 2000/7, supra note 1, ¶ 3; Yu,
supra note 10, at 1092–93.
54 See Peter K. Yu, Biobanking, Scientific Productions and Human Rights, in Global Genes, Local
Concerns: Legal, Ethical, and Scientific Challenges in International Biobanking 73 (Timo
Minssen et al. eds., 2019); Yu, Anatomy, supra note 4.
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in scientific productions. That structure can also be easily enlarged to cover other
forms of intellectual productions, such as literary or artistic productions.
At the bottom of my proposed hierarchical structure is the production layer,
which covers all types of intellectual productions. With respect to scientific productions, for instance, the production layer includes scientific publications, scientific innovations (such as inventions), and scientific knowledge.55 Many would also
add indigenous knowledge, innovations, and practices, although such addition can
be controversial (due to the limited protections afforded under the existing intellectual property regime). While all productions undoubtedly lie in this particular
layer, it will still be important to identify the specific types of productions involved
because each type of production may require different forms of protection. In addition, because some of these productions may be ineligible for protection under
the existing intellectual property regime, they may need protections outside that
regime.
Above the production layer is the interest layer. This layer covers two different
types of human rights interests resulting from intellectual productions: moral and
material interests.56 While the laws of most countries offer strong protection to
material interests—due in large part to the requirements of the WTO Agreement
on Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement) and
other WIPO-administered intellectual property instruments—these laws offer
very limited protection, if any, to moral interests. In the United States and many
other jurisdictions, for example, the patent system does not protect the integrity
of a patented invention.57 Nor does it recognize the moral and material interests of
subsequent inventors once a patent has been issued to the first inventor.58
Above the interest layer is the protection layer, which covers the different forms
of protection used to address the moral and material interests resulting from intellectual productions. This layer includes the different types of intellectual property rights. In the TRIPS context, for instance, these rights include copyrights and
related rights, trademarks, geographical indications, industrial designs, patents,
plant variety protection, layout designs of integrated circuits, and the protection
of undisclosed information (including test or other data for pharmaceutical and
agrochemical products). This interest layer also includes protections lying outside
the intellectual property regime, such as those provided through contracts, investment law, food and drug regulations, and alternative funding models.59
The top layer is the limitation layer, which covers the different limitations on the
rights featured in the protection layer. Just because the intellectual property system
55

See General Comment No. 17, supra note 28, ¶ 9.
See Yu, Anatomy, supra note 4, at 55–56.
57 See id. at 50–51; Justin Hughes, The Philosophy of Intellectual Property, 77 Geo. L.J. 287, 351 (1988).
58 See Robert Nozick, Anarchy, State, and Utopia 182 (1974); Yu, Anatomy, supra note 4,
at 49–50.
59 See Yu, Anatomy, supra note 4, at 62–63.
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has offered strong protection to certain rights does not mean that the human rights
framework will protect those rights to the fullest extent. Moreover, one should
not forget that intellectual property rights are constrained by both endogenous
and exogenous limits.60 Because the interest layer has already internalized the
endogenous limits within the covered rights, the limitation layer includes only
exogenous limits. Examples of the latter limits are those found in human rights
treaties, constitutions, and competition law, as well as those in relation to ‘morality, public order and the general welfare in a democratic society’, as provided in
art. 29(2) of the UDHR.61
To be sure, the hierarchical structure advanced in this section is predicated on
a positivist and historically informed reading of the UDHR and the ICESCR. This
structure therefore builds on the approaches outlined in the two previous sections.
Nevertheless, even if we are to embrace a philosophical conception of human
rights, this structure will remain relevant. With such a conception, some of the
layers in the structure may change. If they remain unchanged, they may interact
with other layers differently. Indeed, there is no requirement that the proposed
structure has four distinct layers—namely, production, interest, protection, and
limitation. Nor is there any necessary relationship between each layer.
In sum, regardless of whether one subscribes to a positivist or philosophical conception of human rights, the layered hierarchical structure advanced in this section
can be used to enhance our understanding of the human rights interests involved
in intellectual productions, including scientific, literary, and artistic productions.
A close scrutiny of the interactions between the different layers can also provide
useful insights into the interplay of intellectual property and human rights. For
instance, a top-down focus on the interactions between the protection and interest
layers can show how the levels of protection in the current intellectual property regime have exceeded the requirements of international and regional human rights
treaties. By contrast, a bottom-up focus on the interactions between the interest
and protection layers can help locate the appropriate protections for the specific
human rights interests identified in the interest layer or determine whether alternative forms of protection exist to secure those interests.

V. Conclusion
In January 2006, the UN Committee on Economic, Social and Cultural Rights
adopted an interpretive comment on the right to the protection of interests resulting from intellectual productions,62 spurring the growth of research on
60 See Peter K. Yu, The Political Economy of Data Protection, 84 Chi.-Kent L. Rev. 777, 794–
96
(2010).
61 See Yu, Anatomy, supra note 4, at 65–66.
62 General Comment No. 17, supra note 28.
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intellectual property and human rights. Less than four years later, the Committee
adopted another interpretive comment on the right to take part in cultural life.63
After the release of these two general comments, Farida Shaheed, the first Special
Rapporteur in the Field of Cultural Rights, also issued two reports examining
the human rights ramifications of copyright and patent policies.64 Although the
Committee still has not yet released its remaining interpretative comment on the
right to enjoy the benefits of scientific progress and its applications,65 all of these
developments have greatly enriched scholarship on intellectual property and
human rights.
As the debate in this area continues and escalates in the near future, researchers
can no longer focus primarily on identifying the scope, content, and obligations of
the right to the protection of interests resulting from intellectual productions or on
addressing the potential tensions and conflicts between human rights and intellectual property rights. Most of these tasks, while still important, have already been
completed admirably by the first generation of intellectual property and human
rights scholars. Instead, scholars in this area will need to think more deeply about
the research and interpretive methods used to advance the promotion and protection of human rights in the intellectual property area.66
As this chapter has shown, methodological choices in the area of intellectual
property and human rights come with both strengths and weaknesses. The more
researchers understand these strengths and weaknesses, the more effective their
arguments will be. Ultimately, the choices they make will affect not only the outcome of the research analyses and the attendant policy recommendations, but also
others’ reception of and responses to those analyses and recommendations. From
an advocate’s standpoint, a key understanding of these methodological choices will
be crucial to protecting human rights in the intellectual property area. Scholarship
on intellectual property and human rights should therefore devote greater attention to exploring and scrutinizing these choices.

63 Committee on Economic, Social and Cultural Rights, General Comment No. 21: Right of Everyone
to Take Part in Cultural Life (Art. 15, Para. 1(a), of the International Covenant on Economic, Social and
Cultural Rights), UN Doc. E/C.12/GC/21 (21 December 2009).
64 Special Rapporteur’s Report on Copyright Policy, supra note 46; Farida Shaheed (Special Rapporteur
in the Field of Cultural Rights), Cultural Rights, UN Doc. A/70/279 (4 August 2015).
65 See Aurora Plomer, Patents, Human Rights and Access to Science 156–61 (2015).
66 See Yu, supra note 5, at 1399–424.
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The Relevance of Criminal Law
in Intellectual Property Law Research
Ajay K. Sharma and Dipa Dube

I. Introduction
Intellectual property (IP) law aims to protect the application of ideas and information from commercial exploitation without the consent of the right holders. The
era of fast emerging technological developments has paved the way for new forms
of violations against these types of intangible properties. In some areas, civil law
protection still does not seem to be an appropriate and efficient method to counter
the ever-increasing menace of substantial commercial violations prevailing in the
IP area. For this reason, the application of criminal law for possible protection of
IP—even though not a new phenomenon—is becoming a universal practice globally, which is quite controversial and highly debated.
It is known that while IP law protects the private rights of the owner and licensees of
IP, criminal law has always been a tool to protect the public interest by justifying criminal sanctions for harm to the society. However, some scholars argue that since nowadays the magnitude of IP violations, particularly in the form of ‘counterfeiting’ and
‘piracy’1 directly or indirectly affect the interest of the general public, criminal law has
become an adequate tool to ensure more stringent IP protection.2 Infringing goods are
sold via the e-commerce platform to consumers and wind their way through supply
chains into everything from cell phones to weapons. As noted by several studies, IP
owners may suffer brand diminution and economic loss as a result of these products.
The Hargreaves report in 2010 pointed out that ‘IP rights cannot succeed in their core
economic function of incentivizing innovation if rights are disregarded or are too expensive to enforce. Ineffective rights regimes are worse than no rights at all’.3
1 Organization for Economic Co-
operation and Development, Magnitude of
Counterfeiting and Piracy of Tangible Products: An Update (November 2009).
2 Ajay K. Sharma, Criminal Enforcement of Trademarks and Copyright Law: Foreign & Indian
Perspectives, in New Dimensions of Intellectual Property Rights (Veer Mayank & Nidhi Saxena
eds., 2019). See Enforcement of Intellectual Property: A Handbook of Contemporary
Research (Christophe Geiger ed., 2012).
3 Professor Hargreaves stated it quite plainly in his 2010 report, Digital Opportunity: A Review of
Intellectual Property and Growth. See Baroness Neville-Rolfe, The Challenge of Protecting Intellectual
Property, WIPO Magazine (November 2016).
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Critics of the above position have argued that excessive enforcement can, however, lead to chilling effects and be detrimental to innovation.4 Scholars like Joseph
Agutu Omolo have criticized the use of criminal law in protecting intellectual
property rights (IPR), especially in his country of Kenya, as it arguably diverts a
significant amount of public resources from key areas like health and security.5 The
resources are instead directed towards criminal prosecutions to protect the private
interests of owners of IPR at the taxpayer’s expense.
Despite the lack of consent in the literature on the use of criminal law to protect
IP, governments most often agree on the severity of criminal activities related to IP
infringement and their negative impact on businesses, creators, and innovators.
Accordingly, several countries have enacted national policies penalizing the violators of IP law and most importantly, preventing further violations and, in turn,
protecting innovation and encouraging investment.
The wide employment of criminal law to protect IP raises the question of how
criminal law interacts with IP law. For example, if a third party steals a physical
property, a general reaction would be to call the police and rely on criminal proceedings. But the IP violation is very different. The proprietor is most likely to rely
on civil remedies for passing-off, trademark infringement, copyright infringement,
and so forth. It is not because there are no criminal sanctions relating to offences
involving counterfeit goods, pirated copies, or bootleg recordings, but because the
relevant criminal provisions have developed in a piecemeal fashion, which has
produced less than satisfactory results in the past.6 Yet, the intersection between
IP law and criminal law is very important for scholars to investigate because, in
certain specific cases, IP law goes beyond the scope of the private right regime to
become a public policy that has a direct impact on public interests. These are cases
where IP rights violations hamper the socio-economic health of the respective nations, as they involve transnational organized criminal networks generating huge
monetary benefits out of such illegal activities.
Against this backdrop, this chapter aims at analysing the intersection between
IP and criminal law to assist scholars engaged in IP research implying criminal law,
such as those on counterfeiting products, piracy, etc. While criminal enforcement
in IP cases has begun to catch scholars’ attention,7 it remains a very delicate aspect
in contemporary law-making of IP and more research is needed. Expertise on how
to address this topic is growing, but still several IP scholars are not very familiar
with criminal law, nor are criminal law scholars with IP law. Moreover, IP scholars

4 Joanna Demers, Steal This Music: How Intellectual Property Law Affects Musical
Creativity (2006).
5 Joseph Agutu Omolo, Criminal Procedures and Penalties for Infringement of Intellectual Property
Rights in Kenya, 13 J. Intell. Prop. L. & Prac. 649 (2018).
6 Lucy Alcock et al., Criminal Remedies Against Counterfeiting, 11 J. Brand Mgmt. 93 (2003).
7 Xavier Seuba, The Global Regime for the Enforcement of Intellectual Property
Rights (2017).
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frequently perceive criminal enforcement entering into the domain of private law
as an intrusion or, alternatively, as too technical, since it involves more procedural
aspects rather than fundamental theoretical questions.8 This debate is crucial in
our society, both for those who support strong criminal enforcement systems, in
particular against criminal organizations and networks, and for those who express
concerns about the applications of criminal sanctions against individuals or innocent infringers.
In this chapter, we proceed to analyse the intersection of criminal law and IP
law through a blend of exploratory and analytical methods. This blend enables us
to first situate the criminal law discussion in the domain of IP rights and to explain
how far the elements of crime may be identified in IP violations such that criminal
sanctions are justified. Second, we move on to analyse the concept of economic
crime as distinct from conventional crimes and argue organized violations such
as counterfeiting, etc. call for stricter enforcement and deterrence, as they generate an enormous burden on national economies. In this regard, we examine and
compare the laws of India, the United Kingdom (UK), and the United States (US),
as well as the most recent international developments, to show the trend towards
criminal enforcement as the best possible protection for legitimate businesses and
consumers. The paper leaves much scope for future work by the scholars of the
upcoming generation who may further delve into the theoretical and practical implications of interactions between IP and criminal law, especially with the increase
in online sales of counterfeited and pirated products and the seamless flow with
which crime networks operate without and beyond jurisdictions, affecting all persons and countries alike.

II. Brief Overview of Criminal Law
Criminal science, according to Kenny, is a social study that aims to discover the
causes of criminality to devise the most effective methods of reducing its effects
and to perfect the machinery for dealing with those who have committed crimes.9
It has three branches: criminal law, criminology, and criminal policy.
Criminal law deals with those kinds of human conduct prohibited by the state.
The main function of criminal law is to lay down a set of standards on what is permissible and what is not. It is a method of social control, a framework specifying
the parameters of acceptable behaviour.10 The same is true for all laws, for example
Family Law, Law of Contract, etc. What distinguishes criminal law from other

8 Christophe Geiger (ed.), Criminal Enforcement of Intellectual Property: A
Handbook of Contemporary Research (2012).
9 J.W. Cecil Turner, Kenny’s Outlines of Criminal Law (2013).
10 See Ronald J. Waldron et al., The Criminal Justice System: An Introduction (2010).
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mechanisms of social control and other branches of law is the sanction employed
to back up the rules, namely stigmatic punishment.11
Sutherland defines criminal law as a body of specific rules regarding human
conduct which have been promulgated by a political authority, apply uniformly
to all the members of the classes to which the rules refer, and are enforced by
punishment administered by the state.12 This definition characterizes four components of criminal law, namely politicality, specificity, uniformity, and penal
sanction:13
• Politicality is regarded almost universally as a necessary element of criminal
law. Thus, while violation of rules or laws made by the state are regarded as
crimes, the same cannot be said of violations of rules made by a trade union or
the church.
• Specificity is an element distinguishing criminal law from civil law. The civil
law may be quite general. The criminal law, in contrast, gives a strict definition
of a specific act or omission as offence and when there is doubt, the judge is
obligated to decide in favour of the defendant if the prosecution is not able to
prove guilt beyond a reasonable doubt.
• Uniformity is an element of criminal law because it attempts to provide
evenhanded justice without respect to a person’s social status. An act described as a crime is a crime, no matter who commits it.
• Penal sanction as an element of criminal law refers to the notion that violators will be punished or at least threatened with punishment by the state.
Punishment under criminal law is supposed to be imposed decently and dispassionately by representatives of the state, differing from punishment imposed by a mob.
In contrast, the science of criminology deals with crimes and criminals.
Criminology attempts to study the patterns of human behaviour which violate
the social norms of society.14 Why do people commit crimes, what are the motivations and drivers which make crimes favourable to them, and what are the best
methods to combat the rising crimes in society are questions which have perturbed
the mind. Criminology is a field of study which goes beyond simply thinking about
crime. It tends to scientifically study the behaviour patterns, offer viable explanations for the same, and provide useful information to the policy-framers and
law-makers as to the penal policies to be adopted. It also helps in the shaping and
11 N.K. Chakrabarti & Dipa Dube, 1 R. Deb’s Principles of Criminology, Criminal Law and
Investigation (4th ed. 2018); Matthew Lippman, Essential Criminal Law (2014).
12 Edwin Sutherland, Donald Cressey & David Luckenbill, Principles of Criminology
(1992).
13 Id.
14 Larry J. Seigel, Criminology: Theories, Patterns and Typologies (13th ed. 2015).
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reshaping of the criminal law of a nation.15 In its ultimate analysis, the study of
criminology provides important information about the causes of crime and effective means to combat the same.
Criminal policy, on the other hand, refers to measures the state adopts in the
face of crime phenomena, ranging from the prevention of crime to its response.16 It
facilitates the framing of criminal laws and regulates action.17

A. Notion of Crime
Crime is a universal phenomenon. It occurs in all societies, at all points of time,
though the pattern and modes of crime tend to change.18 So, what exactly is
crime? A simple way of explaining crime is that it is a behaviour which is against
the socially approved norms of society. However, not all violations of norms are
labelled as crime. It is limited to that anti-social, harmful and pernicious human
conduct prohibited by the state.19 In crime, there is a public interest which goes
beyond the individuals affected. It inflicts a distinct harm to the community
and the wrong perpetrated is against the whole community as well as the individual victim.20 Karen mentions that a crime is a wrong to society involving
the breach of a legal rule which has criminal consequences.21 Paul W. Tappan
has defined crime as an ‘intentional act or omission in violation of criminal law,
committed without defense or justification and sanctioned by the laws as felony
or misdemeanor’.22
Whatever the definition, it may be safe to state that crime is an undesirable
act which brings upon consequences prohibited by the state and which is subject
to sanction. In a sense, crime has three attributes: first, that it is a harm brought
about by some anti-social act of a human being which the State intends to prevent;
second, the preventive measures taken by the state appear in the form of a threat of
sanction or punishment; and third, the legal proceedings, wherein the guilt or innocence of the accused is determined by a special kind of proceedings governed by
special rules of evidence.23

15

See Katherine S. Williams, Textbook on Criminology (2012).
Noshin Darri & Masoud Heidari, The Strategy of Implementing Criminal Policy in Environmental
Crimes, 2 J. Earth, Envir. & Health Sci. 89 (2016).
17 Criminal Justice Policy 128 (Stacy L. Mallicoat & Christine L. Gardiner eds., 2017).
18 Ahmed Siddique, Criminology, Problem & Perspective (2005).
19 K.I. Vibhute, PSA Pillai’s Criminal Law (13th ed. 2017).
20 Grant Lamond, What Is a Crime?, 27 Oxford J. Leg. Stud. 609 (2007).
21 Maggie Lee & Karen Laidler, Doing Criminology from the Periphery: Crime and Punishment in
Asia, 17 Theoretical Criminology 141 (2013).
22 Paul W. Tappan, Crime, Justice, and Correction (1960).
23 International Criminal Court, Rules of Procedure and Evidence (2013).
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B. Elements of Crime
St. Augustine had said ‘Ream lingnam non facit mens rea’. This maxim, slightly altered, eventually gained wide acceptance and became the best known maxim of
criminal law, in the words used by Coke to express it ‘Et actus not facit reum, nisi
mens sit rea’. It signifies that there can be no crime without a guilty mind. To make
a person criminally accountable, it must be proved that an act forbidden by law
has been caused by his conduct and that conduct was accompanied by a legally
blameworthy attitude of mind.24 Thus, there are two components of every crime.
They are:
• A physical element (actus reus);
• A mental element (mens rea).
The word actus denotes a ‘deed’, a physical result of the human conduct. The word
reus means ‘forbidden by law’. Therefore, the term ‘actus reus’ can be defined as
‘such result of human conduct as the law seeks to prevent’.25
The second important element which is required is a mental state. There must be
a state of mind with regard to the actus reus which is called the mens rea. It signifies
the intention to act in the proscribed fashion or to bring about the unacceptable
ends, or in some cases, reckless indifference to a particular harm.26
Generally, a crime is not committed if the mind of the person doing the act is innocent. There is the requirement of a blameworthy condition of mind for imputing
criminal liability. Such blameworthiness is in the sense of mere volition, where one
does the act he intends to do, acts to bring about a desired consequences, or does
not care about the consequences which he is likely to bring about. In other words,
the essence of the principle of mens rea is that criminal liability should be imposed
only on persons sufficiently aware of their actions, and of the consequences it may
have, that can fairly be said to have chosen the behaviour and its consequences.27

C. Economic Crimes
It is often argued and asserted that IP violations do not fit the conventional understanding of crime. A violent act inflicting injury to another perpetrated with a blameworthy mind may not really meet the description of a violation in the IP domain.
Rather, the latter are technology-driven specialized illegal acts aimed at infringing an

24
25
26
27

Ratanlal & Dhirajlal, The Indian Penal Code (34th ed. 2018).
Sutherland, Cressey & Luckenbill, supra note 12.
Mallicoat & Gardiner, supra note 17.
Brend v. Wood [1946] 110 JP 317, 318(c) (UK).
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IPR and generating revenue for the perpetrators who often are organized crime networks operating in the market. IP violations rarely leave visible victims, yet they may
generate economic loss in the nations where the organizations operate. Therefore, an
inquiry into the nature of IP violations as economic crimes may be worthwhile.
The concept of economic crimes refers broadly to any non-violent crime resulting in a financial loss. These include a broad range of illegal activities, including
money-laundering, tax evasion, IP violations, etc.28 The difference between conventional offences and economic crimes are in the characteristics and modus operandi, with the latter involving large economic losses, deployment of technology
and communications to carry out the illegal activities. These crimes—although
relatively invisible—essentially affect the society as a whole.29
The growth of economic crime is traced to the materialism and business
competitiveness fostered by industrialization. These factors influenced India
and other parts of the world after World War II, yet criminal jurisprudence had
limited opportunity to shape itself to counter the growing tide of economic crime.
Nowadays, though, there are elements of a new criminal jurisprudence evidenced
in legislations intended to regulate and control economic crimes, namely, the
treating of economic crimes as cases of strict liability, with curtailment or abandonment of the necessity to prove intent (mens rea); the recognition of secondary
or vicarious criminal liability, which involves the liability of a principal for the
acts of its agents; and the adoption of a more severe sentencing, including mandatory minimum imprisonment, large fines, and the confiscation of goods and
property.30
Nowadays economic crimes include corporate crimes, occupational crimes,31
organizational crimes, elite deviance, etc. which are crimes sharing the core
element of being committed by persons of education and status who indulge in the
criminal activities via their professions or occupations (known also as ‘white collar
crimes’). However, in IP violations, there is not a precise overlap between economic
crimes and white collar crimes. While some instances of professional/occupational
misconduct or criminality may be present, they do not explain the occurrence as a
whole. Counterfeiting, for example, may be classified as a white collar crime as it is
typically these individuals that have access to copyrighted, trademarked, or other

28 The Eleventh United Nations Congress on Crime Prevention and Criminal Justice, Report of the
Eleventh United Nations Congress on Crime Prevention and Criminal Justice, UN Doc. A/Conf.203/18
(17 May 2005) [hereinafter Eleventh UN Congress].
29 Deepa Mehta, Economic Crime in a Globalizing Society: Its Impact on the Sound Development of the
State—An Indian Perspective, United Nations Asia and Far East Institute, https://www.unafei.
or.jp/publications/pdf/RS_No66/No66_10VE_Mehta1.pdf; See also Law Commission of India, 47th
Report on The Trial and Punishment of Social and Economic Offences 4 (1972).
30 M. Chandra, Socio-Economic Crimes (1979).
31 M.B. Clinard & R. Quinney, Criminal Behavior Systems: A Typology (2d ed. 1973).
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protected information or products that can then be counterfeited.32 But there may
be several other instances where IP violations take place through use of technology
or other means by offenders who are neither people from the elite class nor engaged in the same industry.33

III. The Intersection Between Criminal Law and
Intellectual Property Law
The domain of IP as a private law seeks to protect the creations of human creativity. Taking along the concept of proprietary rights, IP law seeks to create exclusive rights in intangibles and, like with tangible properties, it subjects these
intangibles to similar rules regarding ownership, protection from invasion, assignment, lease, etc.34 While the major preoccupation of IP continues to remain
the same, sometimes, especially in modern technology-driven societies, the invasion of IP rights no longer remains confined to mere private rights violation
as such—which give rise to civil causes of action—but may give rise to criminal
liability as well. Where the ‘harm’ inflicted by the act likely has an impact not
merely on the private individual concerned but the society as a whole, or where
the act is likely to endanger the safety of the public at large, criminal law is set in
motion.
As Herbert Packer puts it,35 it is common to assert there are two conditions to be
satisfied before the criminalization of a conduct can be justified:
• the conduct must be wrongful; and
• it must be necessary to employ the criminal law to condemn or prevent such a
conduct.
A particular conduct should not be prohibited unless it can be regarded as
wrongful. Three main trends of thinking exist to establish wrongfulness:

32

See discussion infra, Part III.A
But see Edelhertz, Herbert, The Nature, Impact and Prosecution of White-Collar Crime, 16 Soc.
Work 122 (1971). Defines white collar crimes as ‘an illegal act or series of illegal acts committed by
nonphysical means and by concealment of guile, to obtain money or property, to avoid the payment or
loss of money or property or to obtain business or personal advantage’, thereby extending the definition
of white collar crime beyond the traditional understanding and maintaining IP violations as a form of
white collar crime.
34 Nasiru Mukhtar, Nature and Scope of Intellectual Property: An Appraisal of Concepts, Issues and
Prospects for Developing Economies, 6 J. Pol. & L. 202 (2013).
35 Herbert Packer, The Limits of Criminal Sanction (1968). See also Herbert Packer, Two
Models of the Criminal Process, 113 U. Pa. L. Rev. 1 (1964).
33
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• First, there is the view the conduct is wrongful if it is immoral (legal moralism).
• Second, many assert the conduct is wrongful if it causes harm and serious offence to others (harm principle or liberalism).
• Third, there are those who assert the conduct is wrongful if it causes harm to
others and to the person committing it (paternalism).
For IP violations, the concept of ‘harm’ plays a fundamental role. Harm can be
caused to the interests of the individual IP holder, to potential buyers or to societal health and safety. Such harm cannot be addressed merely by application
of civil remedies, since it fails to invoke the necessary deterrence towards such
acts. For example, when an IP right is violated by the willful use of someone else’s
trademark or copyrighted work (usually in the course of a business), without
the proper authorization or licensing to do so, it is a criminal wrong.36 The act
is backed by sanction prescribed by the State and the criminal procedure is expected to be applied to such violation. Here, the ‘willful use’ may be taken to
indicate a deliberate act, not just a mistake or accidental one. The deception is
intentional, to defraud the potential users, which causes brand diminution to the
IP holders and cheating for the potential buyers who consider it authentic, when
it is fake.
Thus, it is clear IP and criminal law intersect on the periphery of the impact
on general buyers and legitimate right holders, i.e. as a violation of general public
interest. Accordingly, most jurisdictions prescribe penalties for IP violations because they fit the requirement of criminal law in that it inflicts injury not only on
the individual concerned but to the society as a whole.37 For example, penal provisions can be found in the Trade Marks Act 1994 (TMA) (UK) and the Copyright
Designs and Patents Act 1988 (CDPA) (UK), as well as more recent Acts, such as
the Fraud Act 2006 (UK) and the Video Recording Act 2010 (UK).38 Largely, the
introduction into national laws of penal provisions is a result of the adoption of
the TRIPS Agreement in 1994, which imposed a minimum of enforcement in all
Member States primarily to counter the production and sales of counterfeit products and piracy worldwide. In the next Sections, this phenomenon is addressed
and additional examples of the intersection between IP law and criminal law are
explored.

36 Mens rea element is clearly there, but here the prosecution need not prove mens rea beyond reasonable doubt because the transaction may be civil in nature but the impact of private right violation
ultimately resulted in committing a public wrong, hence punishment would be decided according to
criminal law procedure and provisions of the specific law concerned.
37 For the most satisfactory analysis of the criteria of crime from the legal point of view, see Jerome
Hall, Prolegomena to a Science of Criminal Law, 89 U. Pa. L. Rev. 549 (1941); Jerome Hall, Interrelations
of Criminal Law and Torts, 43 Colum. L. Rev. 735–79, 967–1001 (1943); Jerome Hall, Criminal
Attempts: A Study of the Foundations of Criminal Liability, 49 Yale L. Rev. 789–840 (1940).
38 IP Crime Report 2013/14, IP Crime Group (2014).
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A. The Counterfeiting Phenomenon and Criminal Enforcement
‘Counterfeit products’39 are generally defined as ‘fake’ products40 bearing a trademark/
copyright that is identical to, or indistinguishable from, a trademark/
copyright registered to another party, infringing the rights of the holder of the
trademark/copyright.41 Counterfeiting refers to an intentional and calculated
reproduction of a genuine article for the purpose of misleading the recipient or
buyer into believing that he/she is buying the genuine product itself. In this process, the owner of the relevant IP’s legal rights, such as a trademark, are infringed.42
As it has been argued, counterfeits not only bring economic loss but ‘destroy businesses through loss of profits and consumer trust and, ultimately, brand value’.43
The global losses from the counterfeit market are understood to be in hundreds of
billions of dollars.44 As has been noted, trade in counterfeited goods is now above
5 per cent of world trade and continuously rising.45 Its market value in India alone,
for example, is ₹ 1.17 lac crore (2017–2018),46 while in the UK is estimated to be
£20 billion (2019–2020).47 As highlighted by scholars, counterfeiting additionally
impacts employees often working under poor conditions in clandestine, illegal
activities.48
Moreover, in the twenty-first century, software, music, and trade secret pirates
operate through the internet. Anything that can be digitized—reduced to a series
39 Agreement on Trade-Related Aspects of Intellectual Property Rights, 15 April 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197,
art. 51, note 14(a) (1994) [hereinafter TRIPS Agreement]. ‘ “Counterfeit trademark goods” shall mean
any goods, including packaging, bearing without authorization a trademark which is identical to the
trademark validly registered in respect of such goods, or which cannot be distinguished in its essential
aspects from such a trademark, and which thereby infringes the rights of the owner of the trademark in
question under the law of the country of importation.’
40 Id. at note 14(b): ‘ “pirated copyright goods” shall mean any goods which are copies made without
the consent of the right holder or person duly authorized by the right holder in the country of production and which are made directly or indirectly from an article where the making of that copy would have
constituted an infringement of a copyright or a related right under the law of the country of importation’.
41 Lisa Maria Turunen & Pirjo Laaksonen, Diffusing the Boundaries Between Luxury and Counterfeits,
20 J. Prod. & Brand Mgmt. 468 (2011). See J.B. Steenkamp, Global Brand Strategy: World-wise
Marketing in the Age of Branding 1 (2017).
42 Virginie de Barnier, Counterfeiting: The Challenges for Governments, Companies and Consumers, in
The Handbook of Security (Martin Gill ed., 2014).
43 The Economic Impact of Counterfeiting, OECD, https://www.oecd.org/sti/ind/2090589.pdf (1998).
The latest international initiative is the Global Anti-Counterfeiting Group (GACG) which is a forum for
discussion aimed at raising awareness of the health and safety hazards of fakes.
44 The Black Market Economy, Havocscope Black Market, http://www.havocscope.com/ (last
visited 1 May 2020).
45 Ajay Raghvan, Counterfeit Goods Account for 5% of Global Trade, The Hindu Business Line (12
June 2018).
46 Jeevan Prakash Sharma, Fake Goods, Smuggling Caused Rs 1.17 Lakh Cr Loss, Cost 16 Lakh Jobs In
2017–18: FICCI Report, Outlook: The Fully Loaded Magazine (26 September 2019).
47 See Organization for Economic Co-operation and Development & UK Intellectual
Property Office, Trade in Counterfeit Products and the UK Economy: 2019 Update (2019).
48 Linda Haie-Fayle & Wolfgang Hubner, Counterfeiting and Piracy: Fakes, Facts and
Figures, OECD Observer (No. 262, July 2007).

208

Ajay K. Sharma and Dipa Dube

of zeroes and ones—can be transmitted rapidly from one computer to another.
There is no reduction of quality in second-, third-, or fourth-generation copies.
Pirated digital copies of copyrighted work transmitted over the internet are known
as ‘warez’. Warez groups are responsible for illegally copying and distributing hundreds of millions of dollars of copyrighted material worldwide.49
Finally, while the production and sale of counterfeit goods pose significant
problems for many types of consumer products including electronics, entertainment, fashion, and luxury goods, it also impacts public interest goods such as
medicines. The World Health Organization (WHO) defines ‘counterfeit’ medicines as being ‘deliberately and fraudulently mislabelled with respect to identity
and/or source’.50
Counterfeiting can apply to both branded and generic products and counterfeit
products may include products with correct ingredients or with wrong ingredients, without active ingredients, with insufficient ingredients or with fake packaging.51 The counterfeiting of medicines, and especially that of antibiotics, is a true
public health issue.52 Counterfeit antibiotics cause hundreds of deaths every year
worldwide, especially in South-East Asia and in Sub-Saharan Africa.53
The drafters of the TRIPS Agreement regarded IP violations of counterfeiting
and piracy as crimes and prescribed deterrence as the main purpose of criminal
sanctions.54 In particular, art. 61 of the TRIPS Agreement establishes that:
Member countries have to provide for remedies for counterfeiting and piracy,
which must include imprisonment and/or monetary fines, sufficient to provide
a deterrent, consistently with the level of penalties applied for crimes of a corresponding gravity.55

49 See Cyber Crime: Intellectual Property Theft, Law Library: American Law and Legal
Information, https://law.jrank.org/pages/11992/Cyber-Crime-Intellectual-property-theft.html
(last visited 22 May 2020). But see Eric Goldman, A Road to No Warez: The No Electronic Theft Act and
Criminal Copyright Infringement, Santa Clara L. Dig. Commons (July 2003).
50 World Health Organization. Executive Board 124th session provisional agenda item 4.11.
Counterfeit medical products. EB 124/
14 (2008) https://apps.who.int/gb/ebwha/pdf_files/EB124/
B124_14-en.pdf (last visited 22 May 2020). See William L. Hamilton et al., Public Health Interventions to
Protect Against Falsified Medicines: A Systematic Review of International, National and Local Policies, 31
Health Pol. & Plan. 1448 (2016).
51 A. Delepierre et al., Update on Counterfeit Antibiotics Worldwide; Public Health Risks, 42 Medecine
et Maladies Infectieuses 247 (2012).
52 Jonathon Harper & Bertrand Gellie, Counterfeit Medicines: Survey Report (2006).
53 Theodore Kelesidis et al., Counterfeit or Substandard Antimicrobial Drugs: A Review of the Scientific
Evidence, 60 J. Antimicrobial Chemotherapy 214 (2007).
54 The Enforcement of Intellectual Property Rights: A Case Book (2012) (emphasis
added).
55 TRIPS Agreement, supra note 39, at art. 61. Further says that in appropriate cases, remedies available shall also include the seizure, forfeiture and destruction of the infringing goods and of any materials and implements the predominant use of which has been in the commission of the offence. Members
may provide for criminal procedures and penalties to be applied in other cases of infringement of intellectual property rights, in particular where they are committed wilfully and on a commercial scale.
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However, as predicted by some scholars,56 the minimum standard imposed by the
TRIPS Agreement failed to reduce global counterfeits and did not satisfy IP owners
in developed countries. Moreover, no additional measures related to enforcement
could easily be discussed within the framework of the TRIPS Agreement because
of opposition by several parties, including academics, civil society, and developing
countries.57
Because of this situation, developed countries’ governments turned to bilateral and plurilateral trade agreements (FTAs) as an alternative avenue to prescribe
higher levels of criminal enforcement and resolve growing concerns for IP owners
due to counterfeiting, piracy and allied activities of IP violations. In particular,
several of the agreements being negotiated by the European Union (EU) and the
US with third countries include comprehensive IPR chapters, which aim at setting comparable levels of IPR protection to those existing in the EU or the US,
including additional criminal enforcement measures.58 These measures relate both
to anti-counterfeits in the brick-and-mortar and the digital environment and are
directed at the counterfeiting activities taking place in the countries involved in the
agreements or the counterfeited goods potentially in transit in these countries.59
A proposal for increased criminal sanctions for IP infringement on a commercial scale was also at the heart of the Anti-Counterfeiting Trade Agreements
(ACTA), a plurilateral agreement negotiated by the US, the EU, Japan, Switzerland,
Australia, New Zealand, South Korea, Canada, and Mexico. ACTA was negotiated
after the WTO decision in the case between the US and China.60 There, the US
claimed that China’s criminal penalties were not consistent with their obligation
56 Jerome H. Reichman & David Lange, Bargaining Around the TRIPS Agreement: The Case for
Ongoing Public-Private Initiatives to Facilitate Worldwide Intellectual Property Transactions, 9 Duke
J. Comp. & Int’l L. 11, 34–40 (1998).
57 Jerome H. Reichman, The TRIPS Agreement Comes of Age: Conflict or Cooperation with the
Developing Countries, 32 Case W. Res. J. Int’l L. 441 (2000).
58 Raymundo Valdés & Maegan McCann, Intellectual Property Provisions in Regional Trade
Agreements: Revision and update, in Regional Trade Agreements and the Multilateral
Trading System 497 (Rohini Acharya ed., 2016). See also European Commission, Report on the
Protection and Enforcement of Intellectual Property Rights in Third Countries (8
January 2020).
59 Counterfeiting activities generally start in developing countries. According to the EUIPO-OECD
study, there are five sets of indicators that shape economies’ propensities to become important actors in
trade in counterfeit and pirated goods: ‘production facilities, governance, free trade zones, trade facilitation policies and logistics capacities and facilities’. The study identifies ‘poor governance (i.e. high levels
of corruption and poor enforcement of intellectual property rights) . . . as a crucial element that amplifies the effects of other drivers’. See Organization for Economic Co-operation and Development
(OECD) & EU Intellectual Property Office, Why Do Countries Export Fakes?—The Role
of Governance Frameworks, Enforcement and Socio-Economic Factors (2018). The major
problem in enforcement occurs when counterfeited and pirated goods are in cross border transit then
the applicability of domestic IP law provisions came into effect and then it solely depends upon the transiting country that how its law dealt with it, if it has been found or seized there, if the affected country
where such IP has been registered and where such products has been stopped in transit have FTAs, etc.
then it could be solved as per the terms and conditions of such FTAs.
60 See Panel Report, China—
Measures Affecting the Protection and Enforcement of Intellectual
Property Rights ¶ 8.1, WT/DS362/R (26 January 2009).
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under TRIPS, the Chinese customs officials lacked authority to destroy or confiscate infringed items, and the Chinese Copyright Law was inconsistent with TRIPS.
The panel found that China’s Copyright Law was, in fact, inconsistent with TRIPS,
as were the customs measures. However, United States was not able to prove the
criminal procedures and penalties were inconsistent with TRIPS. The panel recommended that China bring their Copyright Law and customs measures into
compliance.61 In light of this decision, the countries pushed for ACTA and sought
to redefine the concept of commercial scale, which was already included in art. 61
of the TRIPS Agreement, but whose definition was not sufficiently strong, according to several countries. Notably, ACTA defined acts of commercial scale as
whether IPR infringements are for purposes of commercial advantage or private
financial gain; whether significant willful infringements are made; or involving
imports or exports; or whether involving the knowing trafficking in counterfeit
labels intended to be used on IP protected goods.62 ACTA also proposed deterrent level penalties, including the seizure and forfeiture of illegal proceeds to IPR
infringements.
India, China, Brazil, and several other growing economies were not parties to
the ACTA negotiations, however, and identified several major issues related to the
agreement. First, it was argued that ACTA conflicts with existing international
trade law and would create legal uncertainty for countries around the world.
Second, it was noted that ACTA undermines the balance of rights, obligations,
and flexibilities existing within international law.63 This criticism was also made
by several scholars regarding both trade issues and IP matters.64 Moreover, several
countries were still implementing the already existing international IP obligations
within their domestic laws and feared additional levels of enforcement would become unnecessarily detrimental for their economies.65 Third, it was supported that
the border enforcement provisions in ACTA could have a dangerous effect on access to medicines by disrupting the shipment of goods such as pharmaceuticals,
in particular generic products, or products not protected by patents in developing
countries.66 For example, India is currently challenging the very legality of these
61

Id.
Tanya Aplin & Jennifer Davis, Intellectual Property Law: Text, Cases and Materials
(2013).
63 The relevant provisions are to be found in arts. 2.1 and 9.1 of the TRIPS Agreement, which relate,
respectively, to the Paris Convention and to the Berne Convention. Second, the TRIPS Agreement adds
a substantial number of additional obligations on matters where the pre-existing conventions are silent
or were seen as being inadequate. The TRIPS Agreement is thus sometimes referred to as a Berne and
Paris-plus agreement.
64 Henning Grosse Ruse-Khan, A Trade Agreement Creating Barriers to International Trade? ACTA
Border Measures and Goods in Transit, 26 Am. U. Int’l L. Rev. 645 (2011).
65 In 2010, both countries tabled draft copyright reform bills. See The Copyright (Amendment) Bill
2010, A Bill to Further Amend the Copyright Act 1957, Bill No. XXIV of 2010. See also Bill C-32, An Act
to Amend the Copyright Act, 3rd Sess., 40th Parl., 2010 (as read at first reading 2 June 2010), Parliament
of Canada.
66 Id.
62
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types of border enforcement measures under the WTO Agreement.67 Fourth, it
was said ACTA could force developing countries to allocate resources towards IP
enforcement ahead of other important policy concerns. All in all, ACTA established a dangerous precedent by eschewing broader international arenas (such as
UN-based organizations) that offer greater transparency and consensus-driven
policies in favour of a closed, non-transparent negotiation process that intentionally excludes developing countries.68
Ultimately, because of growing opposition from civil society, developing countries, academics, etc. the EU and most other signatories did not ratify ACTA and it
was never entered into effect.69 That is how a much hyped multilateral agreement
to address counterfeiting at a global level failed due to giving preferences to the developed nations at the cost of developing ones.

B. Theft of Intellectual Property
The term ‘IP theft’ is used generally to indicate all categories of theft or dishonest
appropriation of property belonging to another,70 including copyrighted material,
trade secrets, and trademark. It is not a distinct form of offence, but a wider connotation to indicate the vast multitude of violations in the domain of IP. As stated by
Deborah Halbert, ‘IP theft’71 involves robbing people or companies of their ideas,
inventions, and creative expressions—known as ‘IP’—which can include everything from trade secrets and proprietary products and parts to movies, music, and
software.
IP theft is a growing threat, especially with the rise of digital technologies and
internet file sharing networks. IP thieves can operate from anywhere in relative
anonymity, making a pool of possible suspects both wide and deep. Most valuable
to them are trade secrets and proprietary business information, for example drug
trial data, paint formula, software code for data analytics, etc. When it comes to
speculating the cost of such IP thefts, it ranges up to billions of dollars, though in
most situations, the costs are hidden or indirect and therefore difficult to quantify.72 Some instances of IP theft are:73 a North Carolina man pleaded guilty to
67 Over the past few years, European countries have seized generic medicines travelling between
India and Brazil. See WTO, European Union and a Member State—Seizure of Generic Drugs in
Transit: Request for Consultations by India (19 May 2010).
68 See Duncan Mathews and Petra Zikovska, The Rise and Fall of the Anti-
Counterfeiting Trade
Agreement(ACTA): Lessons for the European Union, 44 IIC 625–655 (2013).
69 Anselm Kamperman Sanders et al. (European Parliament, Directorate-General for the External
Policy of the Union), The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment (2011).
70 Theft Act 1968, § 1 (Eng.).
71 Debora Halbert, Intellectual Property Theft and National Security: Agendas and Assumptions, 32
The Info. Soc. 256 (2016).
72 Emily Mossburg, J. Donald Fancher & John Gelinne, The Hidden Costs of an IP Breach, 19
Deloitte Rev. 106 (2016).
73 Elizabeth Lee, Intellectual Property Theft a Growing Threat, Voice of America (15 January 2020),
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stealing trade secrets from aircraft companies to help a competitor develop anti-
ice aircraft technology; a software engineer at a Chicago locomotive manufacturer
indicted for stealing proprietary information from his company and taking it to
China; and a Chinese national working as an engineer in California sentenced to
twenty-seven months in federal prison for stealing trade secrets from medical device companies and taking them to China.
In many parts of the world, international, regional and national law enforcement
authorities have uncovered intricate links between IP theft and other serious offences
including illicit drugs, money laundering and corruption.74 Profits from illegal sales of
counterfeited goods have been traced to the funding of terrorist activities75 and other
organized crimes. Misappropriated IP has also served as a means of acquiring symbols of legitimacy for fraudulent sales, investment scams and collection of personal
information (identity theft).76 Further, a 2012 US Defense Security Service Report
stated77 that:
[T]he stakes are high in the battle against foreign collection efforts and espionage
that target US technology, intellectual property, trade secrets, and proprietary information . . . Every time our adversaries gain access to sensitive or classified information and technology, it jeopardizes the lives of our warfighters, . . . Our national
security is also at risk in the potential loss of our technological edge, which is closely
tied to the economic success of the cleared contractor community and the well-being
of our economy.

The report linked IP to the state of national security and the need to fortify the same
against theft.78
It is evident that IP theft has serious repercussions on the economy
of the respective nations and poses a severe threat to public interest.79
It costs businesses billions of dollars a year and robs the nation of jobs
and tax revenues losses—
all from IP theft of trade secrets in the US:80
74 INTERPOL, Europol, and several national law enforcement entities have highlighted a link to organized crime. See, e.g., IP Crime Report 2013/14, supra, note 38.
75 International Economic Crime in a Globalizing International Anti-Counterfeiting
Coalition, Inc. (IACC), White Paper on International/
Global Intellectual Property
Theft: Links to Terrorism and Terrorist Organizations (2003).
76 Id.
77 Targeting US Technologies: A Trend Analysis of Reporting from Defense Industry
(2012), Defense Security Service, http://www.dss.mil/documents/ci/2012-unclass-trends.pdf (last
visited 13 June 2020).
78 Debora Halbert, Intellectual Property Theft and National Security: Agendas and Assumptions, 32
Info. Soc. 256 (2016).
79 Organization for Economic Co-
operation and Development, Magnitude of
Counterfeiting and Piracy of Tangible Products: An Update, (November 2009), www.oecd.
org/dataoecd/57/27/44088872.pdf
80 Daniel Roffman, The Reality of Trade Secret Protection, Risk Management (1 June 2019), http://
www.rmmagazine.com/2019/06/01/the-reality-of-trade-secret-protection/.
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$840 billion (2017), the UK81 €60billion (2014) losses, and a potential 1 million
jobs in the EU and India.

IV. Examples of National Provisions for Criminal
Enforcement under IP Law
Examples from developed IP regimes such as the UK and the US, and developing
regimes like India, have been chosen to analyse the difference in enforcement
mechanisms in IP violation cases, its impact on legitimate trade, and how it protects the interest of all stakeholders like innovators, investors, IP right holders and
customers of such products, on the basis of the findings of proven case studies,
which highlights the transitions of criminal law into IP law.
The legislators of these countries must have considered that IP violations such as
counterfeiting cause economic harm and operate against public interest, whereby
such intersection of criminal law into IP protection has been provided under the
respective progressive IP legislations.

A. Indian IP Law
1. Trademarks Act 1999
Infringement may occur when one party, the ‘infringer’, uses a trademark which
is identical or confusingly similar to a trademark owned by other party, in relation
to products or services which are identical or similar to the products or services
which the registration covers.82 Section 103 of the Act states that any person who
falsifies any trademark or falsely applies to goods or services any trademark or applies any false trade description to goods or services, etc. shall, unless he proves
that he acted without intent to defraud, be punished with imprisonment and a fine.
Section 104 further provides that any person who sells, lets for hire, or exposes for
sale or hires or has in possession goods or things to which any false trademark or
false trade description is applied, shall be punished with imprisonment unless the
offender acted innocently or had no reason to suspect the genuineness of the trademark. Further penal provisions have been laid down in §§ 105–109 of the Act.
The proprietors of the trademark, as well as licensed users, have the option to
initiate criminal prosecution against the infringers. Criminal remedies available
include a proceeding for the above offences can be filed before the magistrate

81 See Trade Secrets Systems in Innovation, IP Policies and Development, WIPO Symposium on Trade
Secrets and Innovation, European Commission (25 November 2019), https://www.wipo.int/edocs/
mdocs/mdocs/en/wipo_inn_ge_19/wipo_inn_ge_19_p2.pdf.
82 § 29 Trademarks Act 1999 (India).
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within whose jurisdiction the offence is committed, or Police can register a FIR and
prosecute directly, subject to the Registrar’s approval.83

2. Copyright Act 1957
Copyright law in India allows for both civil and criminal remedies in case of infringement. Several sections under the Indian Copyright Act prescribe criminal
sanctions, including §§ 63, 63B, 65, 65A, 65B, 67, 68, and 68A. Thus, any person
who knowingly infringes or abets the infringement of a copyright work shall be
punished with imprisonment.
The Copyright Act 1957 postulates knowledge on the part of the accused that
he was infringing the copyright in a work. The use of the word ‘knowingly’ results
in requiring mens rea in the full sense. Evidence is required to prove the required
guilty knowledge.84 Similarly, any person who knowingly makes use on a computer of an infringing copy of a computer program shall be punishable under the
Act.85 Even a person who knowingly makes or has in his possession any plate for
the purpose of making infringing copies of any work in which copyright subsists is
punishable.86 The Police have been conferred powers to seize without warrant all
copies of such infringed work and produce them before the magistrate as part of
criminal proceedings.87

B. United States Intellectual Property Law
The federal civil remedies and criminal penalties available as a consequence of violations of the federal IP laws include the Copyright Act of 1976 and the Trademark
Act of 1946 (Lanham Act).88 Although a felony, copyright infringement does not
require a profit motive; the maximum penalties increase from three to five years
if the offence is committed for commercial advantage or private financial gain.89
Repeat felonies are subject to increased maximum penalties.90
A first-time felony conviction under 17 U.S.C. § 506(a)(1)(B) carries a three-year
maximum sentence of imprisonment and a fine up to $250,000 or twice the monetary gain or loss; repeat offenders face the same fine and six years’ imprisonment.91

83

Id. at § 115(4).
A.K. Mukherjee v. State (1994) P.T.C. 202 (Del.).
85 § 63B Copyright Act 1957 (India).
86 Id. § 65.
87 Id. § 64. See also § 165 Code of Criminal Procedure 1973 (India).
88 Brian T. Yeh, Intellectual Property Rights Violations: Federal Civil Remedies and Criminal Penalties
Related to Copyrights, Trademarks and Patents, Congressional Research Services (27 May
2016) http://fas.org/sgp/crs/misc/RL34109.pdf.
89 18 U.S.C. § 2319(b)(1), (d)(2) (2008).
90 Id. at § 2319(b)(2), (c)(2), (d)(3)–(4).
91 Id. at §§ 2319(c)(1), (2), 3571(b)(3), (d).
84
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A first-time felony conviction carries a three-year maximum sentence—five
years if the offence was committed for purposes of commercial advantage or private financial gain—and a fine of $250,000 or twice the monetary gain or loss;92 repeat offenders face the same fine and twice the jail time (six or ten years, depending
on whether the offence was committed for purposes of profit).93
Because ‘penalties under the civil [Lanham] Act have been too small, and too infrequently imposed, to deter counterfeiting significantly’, much of the conduct formerly subject only to civil penalties was criminalized through the enactment of the
Trademark Counterfeiting Act of 1984, Pub. L. No. 98-473, 98 Stat. 2178 (1984).94

C. United Kingdom Intellectual Property Law
The Copyrights, Designs and Patents Act 1988 (CDPA) in the UK creates a series
of summary offences as ‘secondary offences’ concerning infringements of copyrights and, in the case of the most serious instances, may now be prosecuted either
summarily or on indictment.95 Likewise, the trademarks legislation now provides
a similar set of offences against the counterfeiting of registered trademarks,96 both
on goods within the registration and even, in cases of improper dilution, on other
goods.97 While such offences do not cover everything that is actionable as infringement in a civil proceeding, their ambit is much wider than anything applicable to
patents, registered designs or confidential information.98 It is in each case an offence to secure false entries in the register99 and to make an unauthorized claim to
the right.100 However, no criminal liability attaches specifically to the activity of an
infringer, as is equally the case with unregistered design right.101

92

17 U.S.C. § 506(a)(1)(C) (2008).
18 U.S.C. §§ 2319(d), 3571(b)(3), (d) (2008).
94 Codified at 18 U.S.C. § 2320 (2016).
95 Copyrights, Designs and Patents Act 1988, §§ 107–110 (Eng.).
96 Trade Marks Act 1944, § 92 (UK) [hereinafter TMA]; R v. Johnstone [2003] 3 All ER 884 (HL).
97 Id. It is no longer a defence to show that other matter dispelled any potential in the mark to deceive
or cause confusion; so it would now be an offence to sell a product as a ‘brand copy’, specifying the brand.
Also, a market trader who bought designer goods at low prices from an unknown person could not rely
on the innocence defence in § 92(5) TMA 1994. Following the Hargreaves Report, the UK Government’s
strategy for suppressing music and film piracy and the counterfeiting of fake goods is to strengthen the
impact of existing administrative system, rather than to institute new ones: Intellectual Property
Offences (IPO), Prevention and Cure (2001).
98 Allison Coleman, Legal Protection of Trade Secrets (1992); Geiger, supra note 8.
99 The Patent Act 1977, § 109 (UK) [hereinafter TPA]; TMA, supra note 97, at § 94; Registered
Design Act 1949, § 43 (UK) [hereinafter RDA].
100 TPA, supra note 99, at § 110 (§ 111 covers false claims to have applied for a patent); TMA, supra
note 97, at § 95; RDA, supra note 99, at § 35. There are also offences connected with secrecy directions in
TPA at §§ 22(9), 23(3); RDA at § 34.
101 William Cornish et al., Intellectual Property: Patents, Copyright, Trade Marks and
Allied Rights 67 (2013).
93
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To some extent the lacuna may be filled by the general crime of conspiracy to
defraud.102 This may be committed where those agreeing together are proposing to
acquire property dishonestly, but also when they seek to obtain some other pecuniary advantage or try to deceive a person into acting contrary to his duty.
In Scott v. Metropolitan Police Commissioner,103 there was a conspiracy to defraud the owners of the film copyright by bribing cinema employees to handover
film so they could be surreptitiously copied and returned. The House of Lords confirmed the owners were defrauded by this practice, even though no one was deceived by the operation.104 The decision does not depend upon the fact that actual
copying was itself a summary offence,105 and so it might apply if the subject matter
were some form of IP other than copyright.
There is some doubt whether the subject matter is confidential information.
The mere fact that a person is the victim of the crime does not entitle him to
civil relief such as damages or an injunction.106 While accepting that the Trade
Descriptions Act 1968 gave no civil causes of action, Lord Diplock nevertheless encouraged the judges to look to the range of the criminal law in determining the
scope of equivalent civil redress—in this instance, the extent of the tort of passing
off.107 Also, there have been instances where English courts have found a competitor may sue another for infraction of the specific EU regulation.108
This depends on finding that the legislation was intended to have a direct effect, which entails showing, inter alia, that the regulation is sufficiently clear and
precise. For instance, the Regulation protecting the marketing of spirits, which referred to the interests of producers and importers in its recitals, has been held to
give a competitor a right to object to a drink being marked as ‘whisky’ when its
alcohol content fell below the required 40 per cent.109
If the criminal offence is imposed to confer a ‘public right’, the Attorney General
may secure an injunction to restrain its commission. He has unfettered discretion
over intervening, which the judges will not review; it makes no difference whether
the Attorney General considers the case upon his own motion or at the request of

102

Andrew Ashworth, Principles of Criminal Law 13 (5th ed. 2006).
Scott v. Commissioner of Police of the Metropolis [1975] AC 819 (UK).
104 Relying upon line of authority, especially Welham v. DPP [1961] AC 103, 123–24 (UK).
105 Conspiracy to commit this offence was also charged: it would now rank as a statutory form of
conspiracy (see Criminal Law Act 1977, § 1(1) (UK)), and could only be charged with the consent of the
DPP (see Criminal Law Act 1977, § 4(1) (UK)).
106 In relation to Injunctions, see Emperor of Austria v. Day [1861] 3 De G.F. & J.217 (UK); Springhead
Spinning v. Riley [1868] LR 6 Eq. 551; CBS Songs v. Amstrad [1987] RPC 429 (CA).
107 Erven Warnick v. Townend [1980] RPC 31 (HL) (UK).
108 Lord Diplock in Scott [1975] AC 819, 842 (HL) (UK).
109 Scotch Whisky Association v. JD Vintners [1996] Eur. L.R. 446 (UK); Taittinger v. Allbev [1993]
FSR 641 CA; Scotch Whisky Association v. Glen Kella [1997] ETMR 470 (UK); cf. Antonio Munoz
v. Frumar [1999] FSR 872, where an attempt to enforce private rights under the EU Grape Regulation
was rejected;
103
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some interested person.110 Thus, he refused to intervene in the order to protect the
interests of particular performers under Performer Protection Acts.111
In addition, special powers have been conferred on the Office of Fair Trading
(OFT) and on other regulators at the national and local level (such as weights
and measures authorities and the Financial Services Authority (FSA)) to issue
‘Stop Now Orders’.112 These powers are used to ensure compliance with the Trade
Descriptions Act and the other applicable legislation.113

IV. Takeaways for Scholars Researching the Interface Between
Intellectual Property and Criminal Law
Research related to IP and criminal law has become increasingly relevant in the
past years as criminal infringement has been introduced in the IP system of most
countries. As a result, more scholars have started studying these topics across the
world. Interestingly, and perhaps not surprisingly, many scholarships still come
from developed countries where these issues have been pervasive.114 On the other
hand, in developing countries like India, where this is at an early stage, less scholarship has been published so far, although the landscape is changing with increased
focus on these aspects.
It is clear that today we have a variation of examples regarding criminal enforcement and other criminal law related aspects of IP law. For example, it seems clear
that criminal enforcement of IP in India and other developing countries is in its
infancy, but the trend is changing. However, this is not the case in the US or the
UK. Instead, when we look at the position in the US or the UK, the mechanism to
protect IP rights is one of stricter enforcement, providing heavy fines and imprisonment up to ten years for IPR violations.115 Most of the scholarships came from
these developed IP regimes, providing a fair opportunity to the scholars to research
in other regimes.

110 In Gouriet v. Union of Post Office Workers [1978] AC 435 (HL). For repeated breaches of the
criminal law an injunction may be granted; see Attorney General v. Harris [1961] QB 74 (CA).
111 In Re Island Records (1978) 122 (CA).
112 Enterprise Act 2002, Pt. 8.
113 Confiscation of the Proceeds of Crime: A Modern Tool for Deterring Counterfeiting and
Piracy, United Nations Interregional Crime and Justice Research Institute (UNICRI)/
International Chamber of Commerce ‘Business Action to Stop Counterfeiting and Piracy’
(ICC BASCAP) (2013) 13; see also Eleventh UN Congress, supra note 28, at 68, para. 2-21.
114 Neville-Rolfe supra note 3.
115 18 U.S.C. § 2320. Trafficking in Counterfeit Goods or Services: . . . if an individual, shall be fined
not more than $2,000,000 or imprisoned not more than ten years, or both, and, if a person other than
an individual, shall be fined not more than $5,000,000; and double of this punishment for subsequent
Offences. In the UK, Offences under §§ 1–4, 5(1) and (3) Forgery and Counterfeiting Act 1981 are either way punishable with maximum ten years’ imprisonment or fine or both.
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One size does not fit all and there are many variations based on the country, the
various issues addressed, and the level of development, and it is up to scholars in
this area to find nuances when they address the various topics that can intersect
between IP and criminal law. Even TRIPS started by talking about balance and that
enforcement should NOT become an unreasonable barrier to legitimate trade.
In addition, scholars should apply the tests of proportionality and moral culpability while dealing with IP violations with criminal law. For example, Andreas
Rahmatian focuses on proportionality when addressing the topic of sentencing related to trademark violations and said:
Sentencing practice for trademark crimes should not neglect the issue of proportionality. Too severe penalties may not deter, but even encourage counterfeiting
at a larger scale (because taking the risk of harsh punishment only pays off in relation to larger operations), and they may undermine public respect and acceptance of trade mark and criminal law alike.116

Similarly, Sandra Rierson emphasized the concept of moral culpability and correctly pointed out that the legislative justification for severe sentences is based on
the perceived harm to the public, but that the harm depends on the nature of the
counterfeiting and that generalizations are inapposite.117
There are several other examples on this topic. This chapter unfortunately cannot
offer an exhaustive list of these examples, but interested scholars should refer to the
foundation studies.118 The scholars must inquire that while common legislation
in the area of criminal enforcement can be found, national legal orders diverge
widely regarding ‘the extent to which enforcement of IP rights should be subject
to criminal law’119 and which IP infringements deserve criminal sanctions.120 This
disagreement prevails even between countries sharing the same legal tradition and
who have harmonized their IP systems to a great extent.121
116 Andreas Rahmatian, Trade Mark Infringement as a Criminal Offence, 67 Modern L. Rev. 670
(2004).
117 Sandra L. Rierson, Pharmaceutical Counterfeiting and the Puzzle of Remedies, 8 Wake Forest
Intell. Prop. L.J. 433 (2008).
118 Henning Grosse Ruse-
Khan, Time for a Paradigm Shift? Exploring Maximum Standards in
Intellectual Property Protection, 1 Trade L. & Dev. 56, 60 (2009).
119 See Geiger, supra note 8, at 167.
120 Some developing countries extensively use criminal sanctions for IP infringement. For example,
‘[i]n the year 2004, the United States prosecuted only 1.33% of criminal intellectual property cases,
while Japan has 23.06% of criminal prosecutions. On the other hand, most developing countries apply
very high ratio of criminal prosecutions; Taiwan has 60.61% of criminal prosecution while Vietnam
prosecution is 77.42%. The exceptional high ratio of criminal prosecution is in Thailand which went
up to 96.19%. Only 3% left for all civil litigation related to intellectual property matters.’ See Jumpol
Pinyosinwat, A Model of Intellectual Property Rights Enforcement (2007).
121 The efforts and failure to adopt a European Directive on criminal enforcement are a proof of
this. See, Amended Proposal for a Directive of the European Parliament and of the Council on criminal measures aimed at ensuring the enforcement of intellectual property rights of 26 April 2006,
COM (2006) 168 final, https://eur-lex.europa.eu/legal-content/en/TXT/?uri=CELEX:52006PC0168.

Criminal Law and Intellectual Property Law

219

Ultimately, scholars having an interest in IP and criminal law will lift an important veil and look beyond the bracket of civil enforcement. There, they can explore a large universe of various possible parameters for a regulatory framework
that can be used to counter IP offences, such as counterfeiting, through criminal
law enforcement at a global and national level. As part of their research, these
scholars can suggest changes in domestic law potentially increasing the scope of
the remedies against unlawful acts in this field. However, scholars should always
carefully evaluate the circumstances of each case and advocate, as much as possible, for a balanced system where the enforcement of IP rights effectively corresponds to national interests, considering the interest of individuals and civil
societies.
Scholars can apply a variety of additional methodologies while exploring
these research questions, yet it is of utmost importance that scholars are
rigorous while analysing datasets or other information, as any error may lead
to wrong conclusions and, in turn, these conclusions may result in advocating
for harsher than needed penalties/punishments in the cases at issue. Moreover,
scholars should carefully weigh exceptions and limitations that could apply to
possible IP violations, as these may make the difference between lawful versus
unlawful conduct.
Hence, scholars must look into adopting a particular procedure according to the
nature of IP violations to avoid any kind of confusion and to deal with the matter
judiciously and on the merit of the facts, but not on the obsession or admiration towards any particular procedure, either civil or criminal, as it may hamper the legitimate trade in such products which will ultimately result in losses to the economy
of respective countries.

IV. Conclusion
Criminal law is a body of societal norms approved by the legislature seeking to
prevent undesirable, perilous human conduct. Ronald J. Waldron observed that it
may be ‘described as an important instrument of social control by which organized
society defines certain human conduct as criminal and attempts to prohibit and
restrain such conduct by a system of procedures and penalties’. Over the years, the
traditional understanding of crime has evolved to embrace more dynamic areas of
violations, including the protection of IP violations.
Generally, however, IP law revolves around the notion of private rights, and
recourse to justice over alleged breaches is generally through the civil courts or
alternative dispute resolution solutions. Still, certain infringements, for example
the manufacture, sale, or distribution of counterfeited products are also regarded
as criminal offences and offenders can be subject to prosecution. Far from being
just a developed countries problem, counterfeiting can affect developing countries,
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including medications. It is thus important that scholars across the world consider
the criminal law implications of IP violations and address how balanced responses
to counter such violations may be designed and applied in practice. To engage in
this research is important to build an effective IP regime where the various interests at stake can be carefully evaluated to benefit innovation and development.
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Intersections Between Intellectual
Property and Dispute Resolution
Althaf Marsoof *

I. Introduction
The focus of this chapter is on the intersections between the intellectual property
(IP) framework and the system for resolving disputes. Exploring the interaction
and interface between the two is important, as dispute resolution—whether in
court or outside of it—plays a crucial role in the enforcement of exclusive IP rights
(IPR) with significant implications to IP proprietors, third parties, and the society
in general. This chapter aims to offer a framework for scholars interested in researching this important area of the law.
In Section II, the chapter sets out the importance that the IP framework places
on civil adjudication of disputes, and provides an overview of the conventional
methods used and remedies available to parties for resolving disputes. In Section
III, the chapter focuses on the use of alternative dispute resolution (ADR) as a
means of resolving IP disputes. Thereafter, in Section IV, the chapter considers a
number of questions and issues concerning dispute resolution in the field of IP,
with a view of identifying gaps and inspiring research in this evolving area of the
law. The chapter ends by providing, in Section V, some brief reflections for a research agenda in this area.

II. Civil Adjudication of Intellectual Property Disputes
Civil litigation encompasses the ‘machinery’ and ‘mechanics’ of how legal and
equitable rights are asserted, determined, and enforced through the system of
courts.1 The starting point of any civil litigation is a disagreement between two or
more parties, commonly known as a ‘dispute’. Disputes arise when an infringement or violation of a right has occurred.2 In the IP context, the State confers on
* I thank Irene Calboli, Jacques de Werra, and Maria Lillà Montagnani for comments on a
previous draft.
1 Civil Litigation 2017–2018 7 (Susan Cunningham-Hill & Karen Elder eds., 10th ed. 2017).
2 Beth Walston-Bunham, Introduction to Law 225 (6th ed. 2012).
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proprietors of IP certain exclusive rights to prevent third parties from making use of
(exploiting) the protected subject matter—for example an invention, a trademark,
or a literary work—without the proprietor’s consent.3 While consent in this regard is usually achieved through contractual arrangements, the law also recognizes
limited exceptions to IPR in terms of which third parties may legitimately make
use of protected subject-matter without such consent. Within this setting, it is not
difficult to see how disputes could arise when third parties make use of IP. Where
consent has been expressly provided, disputes often arise with respect to the scope
of such consent.4 Where consent has not been expressly provided, disputes often
arise regarding whether the third party’s conduct amounts to an infringement of
the proprietor’s IPR.5 This, in turn, depends on whether such third-party use satisfies the statutorily defined ingredients of infringement and, if so, whether the third
party’s conduct could be excused under one of the limited exceptions recognized
under the statute. Indeed, there could also be disputes before IPR are acquired (e.g.
opposition proceedings during the process of trademark/patent registration) and
disputes in which IPR are subsequently called into question (e.g. patent/trademark
invalidation proceedings). Aside from the above, IP issues could arise in disputes
between proprietors and the State when the latter engages in acts of regulation that
impact the exercise of IPR.6 Given the potential for all these types of disputes in
the acquisition, use, and regulation of IP, it is not surprising that a comprehensive
system for resolving IP disputes has emerged.

A. The TRIPS Agreement and the System for Adjudication
of Intellectual Property Disputes
The fact that the Agreement on the Trade-Related Aspects of Intellectual Property
Rights (TRIPS)7 has a part exclusively dedicated to the enforcement of IPR
(Part III) and, within it, an entire section on ‘civil and administrative procedures and remedies’, suggests that dispute resolution has a central place in IP law.
Accordingly, members of the World Trade Organization (WTO) are obligated to
3 Louis T.C. Harms, A Casebook on the Enforcement of Intellectual Property Rights 131
(4th ed. 2018).
4 This is common with respect to licensing contracts.
5 With respect to copyright, the law confers on authors the right to authorize the reproduction of
their works (see Berne Convention for the Protection of Literary and Artistic Works, 9 September 1886,
revised at Paris 24 July 1971 25 U.S.T. 1341; 1161 U.N.T.S. 3, art. 9). Thus, carrying out an act of reproduction of a work without the consent of the copyright owner amounts to an infringement. In respect
of patents and trademarks, acts by third parties without the proprietor’s consent usually amounts to an
infringement (see TRIPS, infra note 7, at arts. 16(1) and 28(1) respectively).
6 See infra text accompanying notes 123 and 124.
7 Agreement on Trade-Related Aspects of Intellectual Property Rights, 15 April 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197
(1994) [hereinafter TRIPS].
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ensure that enforcement procedures are made available under domestic law.8 This
is not surprising, as TRIPS mandates WTO members to afford specific minimum
standards9 of protection with regard to the substantive rights set out in Part II.
However, without an effective enforcement mechanism, the standards set out in
Part II would remain toothless,10 and the efforts undertaken in TRIPS to approximate national IP laws would be defeated.11 Indeed, if a WTO member falls short
of its TRIPS obligations, including the mandate to provide for effective domestic
enforcement measures, such a violation is subject to the WTO’s dispute settlement
mechanism,12 with the possibility of the aggrieved WTO member adopting measures in cross retaliation.13
The enforcement measures envisaged by TRIPS include civil and administrative procedures,14 border measures,15 and criminal procedures.16 The focus of this
chapter is on civil and administrative procedures, which deal with civil enforcement. Although art. 42(1) of TRIPS obligates WTO members to ‘make available
to right holders civil judicial procedures concerning the enforcement of any intellectual property right’,17 TRIPS does not require WTO members to ‘put in place
a judicial system for the enforcement of intellectual property rights distinct from
that for the enforcement of law in general’.18 This means that adjudication of IP disputes may take place within a country’s existing framework for the administration
of justice.
The expectation under art. 42 of TRIPS is for WTO members to ‘make available’ civil judicial procedures to ‘right holders’. Two points are worth noting here.
First, a WTO Dispute Settlement Panel has interpreted ‘make available’ to mean
‘have access to judicial procedures which are effective in terms of bringing about
the enforcement of their rights covered by the Agreement when this is warranted’.19
After all, TRIPS requires all enforcement measures to be ‘effective’.20 According to
the WTO Panel,21 for civil judicial procedures to be effective, right holders must
8

TRIPS, supra note 7, at art. 41(1).
Peter Van den Bossche, The Law and Policy of the World Trade Organization: Text,
Cases and Materials 741 (2nd ed. 2008).
10 Jan Busche, Introduction II: The Concept of the TRIPS Agreement, in WTO: Trade-Related
Aspects of Intellectual Property Rights 30 (Jan Busche et al. eds., 2009) (internal quotation
marks omitted).
11 Christopher Heath, Methods of Industrial Property Harmonisation in Europe, in Intellectual
Property Harmonisation within ASEAN & APEC 46 (Christoph Antons et al. eds., 2004).
12 TRIPS, supra note 7, at art. 64(1).
13 Sherzod Shadikhodjaev, Retaliation in the WTO Dispute Settlement System 67 (2009).
14 TRIPS, supra note 7, at arts. 42–50.
15 Id. at arts. 51–60.
16 Id. at art. 61.
17 Id. at art. 42(1) (emphasis added).
18 Id. at art. 41(5).
19 United States–Section 211 Omnibus Appropriations Act of 1998, ¶ 8.95, WTO Doc. WT/DS176/R
(circulated 6 August 2001) [hereinafter US–Section 211 Panel Report].
20 TRIPS, supra note 7, at art. 41(1).
21 US–Section 211 Panel Report, supra note 19, at ¶ 8.96.
9
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have the entitlement to ‘substantiate their claims and to present all relevant evidence’.22 Secondly, the use of the term ‘right holders’ as opposed to ‘owner’ is deliberate and expands on the standing of parties who may bring legal action in respect
of IP.23 This, no doubt, reflects the commercial reality of a global marketplace. In
the same dispute, although the WTO’s Appellate Body disagreed with the Panel on
the merits, it endorsed the Panel’s interpretation of art. 42 and, importantly, added
that TRIPS reserves a degree of discretion to WTO members as regards the availability of civil judicial procedures taking into account differences in national legal
systems.24
In effect, although TRIPS has set out specific minimum standards with respect
to enforcement measures, including civil procedures for the adjudication of disputes in court, these standards relate to the core expectations and features of dispute resolution. There is still considerable fluidity in how a WTO member deals
with IP disputes within its legal system.

B. Civil Remedies
In practice, there could be many strategic reasons that persuade an IP proprietor to
initiate legal proceedings. For instance, an IP proprietor may wish to use the threat
of litigation as a means of warning the adversary,25 or to force a settlement on favourable terms.26 However, the primary purpose of civil litigation is to seek relief
to address an infringement of a right. In this regard, TRIPS has laid down specific remedies that must be made available to IP proprietors at the national level.
Primarily, these remedies may be divided into three categories–damages, injunctions, and other remedies.

1. Damages
TRIPS makes it mandatory for WTO members to ensure that judicial authorities have the power to award damages ‘adequate to compensate for the injury the
right holder has suffered because of an infringement of that person’s intellectual
property right by an infringer who knowingly, or with reasonable grounds to know,
engaged in infringing activity’.27 The purpose of damages here is to compensate
the right holder from the injury caused by the infringer. In other words, where an
infringer’s fault is established, the domestic law governing civil adjudication must
22

TRIPS, supra note 7, at art. 42.
US–Section 211 Panel Report, supra note 19, at ¶ 8.98.
24 United States–Section 211 Omnibus Appropriations Act of 1998, ¶ 216, WTO Doc. WT/DS176/
AB/R (circulated 2 January 2002).
25 Alexandra Lahav, In Praise of Litigation 49 (2017).
26 Benjamin Kelly, Petitions, Litigation, and Social Control in Roman Egypt 276 (2011).
27 TRIPS, supra note 7, at art. 45(1) (emphasis added).
23

Intersections Between IP and Dispute Resolution

225

permit aggrieved IP proprietors to claim damages. Article 45(2) of TRIPS also
mandates that judicial authorities ‘shall have the authority to order the infringer
to pay the right holder expenses, which may include appropriate attorney’s fees’.28
These are the minimum standards that TRIPS imposes on WTO members in regard to the award of damages.
A point to note here is that the availability of damages, as contemplated under
TRIPS, is in respect of infringements that are fault-based (‘knowingly’/‘with reasonable grounds to know’). However, it is not unusual to see national IP legislation
permitting the award of damages with respect to infringements, the establishment
of which is solely dependent on the infringer’s conduct and not mental state.29
Such an approach, in essence, affords IP proprietors with a TRIPS-plus standard
of protection. On the other hand, with respect to indirect infringers,30 national legislation commonly requires IP proprietors to satisfy a knowledge criterion before
becoming entitled to the award of damages.31
Also, TRIPS permits, but does not compel, judicial authorities in WTO Member
States to order ‘recovery of profits and/or pre-established damages even where
the infringer did not knowingly, or with reasonable grounds to know, engage in
infringing activity’.32 Thus, the system for civil adjudication of disputes as set out
in TRIPS contemplates two extremes. At one end, and as the minimum standard, is
the possibility of claiming damages and attorney’s fees in cases where the infringer
knowingly or with reason to know commits an infringement. At the other end, is
the possibility of claiming account of profits and pre-established damages even as
against an innocent infringer. The national approach across countries in relation
to the award of damages in IP infringement cases is likely to fall somewhere in between these two extremes. For instance, in Singapore, both the trademark33 and
copyright34 statutes were amended35 to permit the IP proprietor to elect for either
conventional damages or statutory (or pre-established) damages in certain specific

28 Other expenditures may include costs of private investigations to establish infringements of
IPR: see, Jayashree Watal, The TRIPS Agreement and Developing Countries: Strong, Weak or Balanced
Protection, 1 J. World Intell. Prop. 281, 350 (1998).
29 For instance, § 10 of the UK Trade Marks Act 1994, which sets out the ingredients for trade mark
infringement, makes no reference to the infringer’s mental state. Infringement is based solely on the
infringer’s conduct.
30 Indirect infringers include parties who engage in preparatory acts, as well as those who facilitate
the infringement of another.
31 For instance, § 32(1)(b) of the Lanham Act (15 U.S.C. § 1114(1)(b) (1946)), applicable in the US,
does not permit the award of damages against parties that reproduce trademarks and apply them in respect of ‘labels, signs, prints, packages, wrappers, receptacles or advertisements intended to be used in
commerce’ unless it could be established that such acts ‘have been committed with knowledge that such
imitation is intended to be used to cause confusion, or to cause mistake, or to deceive’.
32 TRIPS, supra note 7, at art. 45(2) (emphasis added).
33 Trade Marks Act 1998, § 31(5)(c).
34 Copyright Act 1987, § 119(2)(d).
35 These amendments were made pursuant to the Singapore–US Free Trade Agreement, 6 May 2003.
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situations.36 The availability of statutory damages as a remedy is useful in cases
where the assessment of actual loss is difficult to make.37

2. Injunctions
While the remedy of damages is an important form of relief, in the IP context, injunctive relief is often more popular as it focuses on bringing infringements to an end
and preventing future infringements. An injunction may be described as an equitable remedy and is usually awarded at the court’s discretion. TRIPS mandates that
‘judicial authorities shall have the authority to order a party to desist from an infringement, inter alia, to prevent the entry into the channels of commerce in their jurisdiction of imported goods that involve the infringement of an intellectual property
right, immediately after customs clearance of such goods’.38 Accordingly, at minimum,
WTO members must authorize domestic courts to direct injunctions at infringers so
as to terminate acts of infringements. Injunctions directed at preventing imported
goods that are infringing from entering the domestic market immediately after customs clearance39 is merely an example of how injunctions may be utilized.40
Although TRIPS envisages injunctions against infringers, it is not uncommon,
for injunctions to be awarded against parties who are not strictly infringers, but
nevertheless sufficiently involved in the commission of infringements. A classic
example of this is the Norwich Pharmacal order, which was first recognized as a
remedy by the UK House of Lords in a patent infringement case,41 and followed
throughout the common law world.42 This order allows an aggrieved IP proprietor to compel a party to reveal information pertaining to infringers that would,
in turn, facilitate the filing of legal action against the infringers. In the internet age,
such injunctions have been directed at Internet Service Providers (ISPs) and other
intermediaries operating in the online space to not only disclose particulars about
infringements and infringers, but also to block access to infringing websites.43 As
36 For instance, in the case of trade mark infringements, statutory damages is available only where
the infringement involves the use of a counterfeit trade mark.
37 See David Llewelyn, Statutory Damages for Use of a ‘Counterfeit Trade Mark’ and for Copyright
Infringement in Singapore: A Radical Remedy in the Law of Intellectual Property or One in Need of a
Rethink?, 28 Sing. Acad. L. J. 61, 69–70 (2016).
38 TRIPS, supra note 7, at art. 44(1) (emphasis added).
39 TRIPS provides specific border measures (Pt. III, § 4, arts. 51–60) to deal with counterfeit trademark goods and pirated copyright goods at the border.
40 Sascha Vander, Article 44: Injunctions, in WTO: Trade-
Related Aspects of Intellectual
Property Rights 716 (Peter-Tobias Stoll et al. eds., 2009).
41 Norwich Pharmacal Co. v. Customs and Excise Commissioners [1974] AC 133 (HL).
42 For instance, in Singapore, Norwich Pharmacal orders may be obtained under the country’s civil
procedure rules, which in effect has given the remedy statutory force: see La Dolce Vita Fine Dining Co.
Ltd v. Deutsche Bank AG [2016] SGHCR 3 [23].
43 In the context of the European Union (EU), art. 11 (third sentence) of Directive 2004/48/EC of the
European Parliament and of the Council of 29 April 2004 on the Enforcement of Intellectual Property
Rights, 2004 O.J. (L 157) 16; and art. 8(3) of Directive 2001/29/EC of the European Parliament and of
the Council of 22 May 2001 on the harmonisation of certain aspects of copyright and related rights
in the information society, 2001 O.J. (L 167) 10 (in the case of copyright enforcement) mandate EU
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such, it is not difficult to see how the injunction is easily regarded as one of the most
versatile remedies for IP enforcement.
Injunctions are broadly two kinds–interlocutory and final. Article 44(1) of
TRIPS refers to final injunctions.44 Whereas art. 50 of TRIPS, dealing with ‘provisional measures’, relates to interlocutory injunctions. These are typically awarded
at the very inception of legal proceedings. At a minimum, TRIPS requires WTO
members to authorize judicial authorities to order ‘prompt and effective provisional measures’ to ‘prevent an infringement of any intellectual property right from
occurring’,45 and ‘to preserve relevant evidence in regard to the alleged infringement’.46 Interlocutory injunctions aimed at preventing infringements are geared to
ensure that any final relief awarded at the end of the trial are not rendered futile.47
Interlocutory orders for the preservation of evidence are geared to ensure that infringers do not destroy evidence undermining the trial process.48 Such orders for
the search and preservation of evidence are also known as Anton Piller orders, because of their origin,49 and are used throughout both the common law50 and civil
law world.51 In view of the urgency and/or secrecy involved, art. 50 of TRIPS mandates the award of provisional measures on an ex parte basis52 subject to requisite
notice requirements.53

3. Other Remedies
Aside from damages and injunctions, TRIPS mandates WTO members to guarantee certain other remedies. For instance, TRIPS provides that courts shall possess the authority to order that infringing goods or materials, and instruments
used for the manufacturing of such goods, be disposed of outside the channels
of commerce without compensation to the infringer.54 While the destruction of
Member States to ensure that IP proprietors are able to secure injunctions against intermediaries. In
other jurisdictions, such as Singapore (Copyright Act 1987, § 193DDA) and Australia (Copyright Act
1968, § 115(A)), copyright legislation provide for injunctions against ISPs that facilitate the blocking of
infringing websites.
44

Vander, supra note 40.
TRIPS, supra note 7, at art. 50(1)(a).
46 Id. at art. 50(1)(b).
47 Paul Torremans, Holyaok & Torremans Intellectual Property Law 682 (7th ed. 2013).
48 Joseph Mbah-Ndam, Practice and Procedure in Civil and Commercial Litigation 244
(2003).
49 Such an order was formally recognised for the first time, in the course of a copyright infringement
proceeding, by the English Court of Appeal in Anton Piller KG v. Manufacturing Processes Ltd & Ors
[1975] EWCA (Civ) 12, [1976] 1 All ER 779.
50 Xavier Seuba, The Global Regime for the Enforcement of Intellectual Property
Rights 217 (2017).
51 Alain Strowel & Vicky Hanley, The Anton Piller Case and Its Legacy: In Search of a Balance in Civil
Search, in Landmark Intellectual Property Cases and Their Legacy 113 (Christopher Heath &
Anselm Kamperman Sanders eds., 2011).
52 TRIPS, supra note 7, at art. 50(2).
53 Id. at art. 50(4).
54 Id. at art. 46.
45
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infringing goods, as well as equipment used for the manufacture of such goods,
is aimed at deterring infringements,55 other issues may still arise. For instance,
there are possible environmental concerns56 that come to the fore and must be duly
taken account of to ensure a balanced outcome.57
Additionally, TRIPS permits, but does not compel, judicial authorities in WTO
Member States to order infringers to disclose the ‘identity of third persons involved
in the production and distribution of the infringing goods or services and of their
channels of distribution’.58 This could be a useful tool for aggrieved IP proprietors
to initiate legal action against other parties, including intermediaries, involved in
the infringements.

C. The Rise of Specialized Intellectual Property Courts
Although TRIPS does not contemplate a specialized judicial system for the resolution of IP disputes,59 in more recent times we have witnessed an emergence of
specialized courts that exclusively deal with IP matters. The establishment of such
specialized courts has taken numerous forms. In some countries, specialized divisions have been created within existing courts that hear IP cases, either exclusively
or with other commercial disputes. Examples of this type of establishment include
Belgium, France, India, and Japan.60 Singapore joins this list consequent to a new
law being enacted in 2019.61 Accordingly, the jurisdiction to hear most IP disputes
is now concentrated in the Singapore High Court, with an appeal to the Court of
Appeal. In other countries, specialized stand-alone courts have been set up to hear
IP disputes. For example, Brazil, Chile, Portugal, Malaysia, Switzerland,62 Taiwan,
and Thailand63 are countries in which specialized IP courts have been established. There are also countries where both specialized IP courts and specialized IP
55

Harms, supra note 3, at 136.
Michael Blakeney, Intellectual Property Enforcement: A Commentary on the Anti-
counterfeiting Trade Agreement (ACTA) 154 (2012).
57 Sascha Vander, Article 46: Other Remedies, in WTO: Trade-Related Aspects of Intellectual
Property Rights 725 (Peter-Tobias Stoll et al. eds., 2009).
58 TRIPS, supra note 7, at art. 47.
59 Id. at art. 41(5).
60 International Chamber of Commerce (ICC), Adjudicating Intellectual Property
Disputes: An ICC Report on Specialized IP Jurisdictions Worldwide 11 (2016), https://
iccwbo.org/publication/adjudicating-intellectual-property-disputes-an-icc-report-on-specialised-ip-
jurisdictions/.
61 Intellectual Property (Dispute Resolution) Act 2019. Before this law, IP cases were heard by the
High Court, State Courts, and the Intellectual Property Office.
62 In Switzerland, a specialized Federal Patent Court of First Instance deals with patent disputes.
63 Study on Specialized Intellectual Property Courts, International Intellectual
Property Institute and United States Patent and Trademark Office (IIPI & USPTO) 11–12
(2012) https://iipi.org/2012/05/study-on-specialized-intellectual-property-courts-published/.
56
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divisions within conventional courts have been established. China64 and the UK65
are examples of this kind of court system.
There are several advantages to establishing specialized courts. One advantage
is that specialized courts lead to specialized judges. Although IP infringements are
regarded as a species of statutory tort,66 determining IP disputes often require a
higher degree of discipline-specific technical knowledge. For instance, in relation to
patent disputes, questions such as novelty and non-obviousness require knowledge
of the relevant field of technology. Determining consumer confusion in trademark
disputes and substantial copying in copyright infringement cases are no less complicated, requiring specialized knowledge. Even though judges may rely on expert
opinions to determine these matters, without a sound grasp of the technical field
or discipline, the task could be extremely arduous. Therefore, it stands to reason to
appoint judges trained in IP into specialized courts, so that technical questions of
law and fact are better addressed leading to fewer errors and more consistent outcomes.67 Other positive by-products of specialized courts include greater effectiveness and better efficiency.68 While the advantages mentioned above collectively
make a good case for specialized IP courts, the ‘cost of establishing and operating
specialized IP courts can be their major disadvantage, especially for countries with
limited resources and a low IP caseload’.69

III. Intellectual Property Disputes and Alternative
Dispute Resolution
So far, this chapter has focused on the use of civil adjudication in the resolution
of IP disputes. A majority of the IP disputes that arise are resolved through courts
or quasi-judicial bodies. However, in recent times, ADR methods are increasingly
being used to resolve disputes even in the IP context.
64 In China, a system of specialized IP divisions within higher and intermediate courts have been
established. In addition, specialized stand-alone IP courts have been established around China, an initiative that began in 2014 in Beijing, Shanghai, and Guangzhou. In 2019, a significant milestone was
reached with the establishment of an appellate IP court to hear appeals.
65 In the UK, the Intellectual Property Enterprise Court acts as a stand-alone court for filing legal actions involving IP matters. In addition, the Intellectual Property list within the High Court’s Chancery
Division specializes in IP disputes.
66 Peter Cane, The Anatomy of Tort Law 76 (1997).
67 International Bar Association (IBA), International Survey of Specialised
Intellectual Property Courts and Tribunals 26–28 (2007), https://www.ibanet.org/LPD/IP_
Comm_Tech_Section/IP_Entrtnmnt_Law/Projects.aspx.
68 Heike Gramckow & Barry Walsh, Developing Specialized Court Services International
Experiences and Lessons Learned 6 (2013).
69 Jacques de Werra, A Closer Look at Specialized Intellectual Property Courts, WIPO Magazine
(June 2019) https://www.wipo.int/wipo_magazine/en/2019/03/article_0005.html.
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A. Overview of Alternative Dispute Resolution
ADR is a catchall term that refers to dispute resolution outside of court. In that
sense, ADR is an alternative to the system of adjudication by courts of law.
Interestingly, however, ADR techniques, such as mediation, have existed since ancient times—well before formalized courts were even established.70 As such, it is
somewhat of a fallacy to treat ADR as a system of conflict resolution that operates as an alternative to the formalized court system. Such a perception may be
the result of the more modern conceptualization of ADR, where costs of litigation
and increasing backlogs of pending cases in the courts have incentivized ADR as
a more expeditious and less costly alternative.71 Some have even preferred to substitute ‘private’72 for ‘alternative’ in describing out-of-court dispute resolution to
avoid any confusion about what ADR truly means.
In the US, ADR surfaced in the late nineteenth century, but gained momentum
in the early twentieth century with the enactment of the Federal Arbitration Act73
and the establishment of the American Arbitration Association in 1926.74 In 1958,
the United Nations held a diplomatic conference in New York that led to the adoption of the Convention on the Recognition and Enforcement of Foreign Arbitral
Awards (New York Convention).75 The New York Convention sought to provide
standards for the recognition and enforcement of foreign and domestic arbitral
awards. Currently, 164 nations are party to this Convention. On the European side,
there is considerable divergence between EU Member States with respect to approaches to ADR,76 giving rise to a disparity in the number of ADR entities, as
well as how these entities are funded, staffed, and managed.77 However, EU-wide
initiatives to bring about better uniformity have taken place in certain areas. For
instance, in the area of consumer-related transactions, two recommendations78
70 Jerome T. Barrett & Joseph Barrett, A History of Alternative Dispute Resolution: The
Story of a Political, Cultural, and Social Movement 6 (2004).
71 See, Robert A Carp et al., Judicial Process in America 340 (2020).
72 See,
e.g., Klaus P Berger, Private Dispute Resolution in International
Business: Negotiation, Mediation, Arbitration (2006) (the author refers to negotiation, mediation and arbitration as forms of ‘private’ dispute resolution methods).
73 9 U.S.C. §§ 1–16.
74 Michael McManus and Brianna Silverstein, Brief History of Alternative Dispute Resolution in the
United States, 1 Cadmus 100 (2011).
75 United Nations Convention on the Recognition and Enforcement of Foreign Arbitral Awards, 10
June 1958, 21 U.S.T. 2517 [hereinafter New York Convention].
76 Jim Davies, ADR/ODR: Too Much Optimism in the Promotion of Cross-Border Trade?, in EU Civil
Justice: Current Issues and Future Outlook 37 (Burkhard Hess, et al. eds., 2016).
77 European Commission, Report from the Commission to the European Parliament, the Council
and the European Economic and Social Committee on the Application of Directive 2013/11/EU, 2013
O.J. (L 165) of the European Parliament and of the Council on alternative dispute resolution for consumer disputes and Regulation (EU) No. 524/2013 of the European Parliament and of the Council on
Online Dispute Resolution for Consumer Disputes (2019).
78 See Commission Recommendations 98/257/EC and 2001/310/EC. These recommendations set
out certain minimum standards with respect to ADR proceedings including independence, impartiality and transparency.
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and a directive79 have attempted harmonize approaches to ADR practices across
EU Member States. In specific sectors, such as e-commerce, postal services, and
insurance, EU law encourages Member States to establish adequate and effective
ADR schemes. In contrast, in other areas, such as telecommunication, energy,
and payment services, this has been made obligatory.80 Other than in the US and
Europe, ADR has also become prevalent in Asia with certain cities such as Dubai,81
Singapore,82 and Hong Kong83 competing to become hubs for private dispute resolution. Accordingly, ADR, as a method of resolving private disputes, has become
increasingly used across the globe as a substitute for court-based adjudication.
Although a common feature of ADR is that it takes place outside the courtroom,
there are different flavours of ADR that pursue specific objectives and comprise distinct features–such as negotiation, mediation, and arbitration. Negotiation is the
most informal and flexible of them all, and parties retain full control over the outcomes.84 Mediation, on the other hand, involves a neutral third party who seeks
to facilitate the resolution of the dispute between the parties.85 In some jurisdictions, such as Singapore, parties are actively encouraged by the courts to attempt
mediation before moving on with litigation.86 When successful, both negotiation
and mediation end with the disputing parties entering into a settlement agreement,
which is binding on the parties under convention contract law. Issues arise, however, where one of the parties fails to adhere to the terms of the settlement, which
would require the aggrieved party to resort to further ADR or litigation. Arbitration
is the most formal and most regulated form of ADR. It is a process whereby parties
to a contract mutually agree, usually pursuant to an arbitration clause in the contract, to refer disputes to be decided by a panel of arbitrators, whose determination
(or award) is usually binding on the parties.87 As in the case of settlement agreements, where a party fails to comply with an arbitral award, the party aggrieved by
the non-compliance must seek judicial intervention to enforce the arbitral award. In
79 Directive 2013/11/EU, of the European Parliament and of the Council of 21 May 2013 on alternative dispute resolution for consumer disputes and amending Regulation (EC) No. 2006/2004 and
Directive 2009/22/EC (Directive on consumer ADR), 2013 O.J. (L 165) 63.
80 Christopher Hodges, Iris Benohr & Naomi Creutzfeldt-Banda, Consumer ADR in
Europe 10–11 (2012).
81 Bernadette Redfern, Dubai Seeks Arbitration Role: Contract Disputes Are on the Rise in the Gulf But
in the Wake of Fresh Legislation, the Dubai International Financial Centre Is Seeking to Become a Regional
Hub for Resolution Services, 52 Middle E. Econ. Dig. 32 (2008).
82 Michael Pryles, Singapore: The Hub of Arbitration in Asia, in Contemporary Issues in
International Arbitration and Mediation 320 (Arthur W. Rovine ed., 2013).
83 Matthew Gearing & Joe Liu, The Contributions of the Hong Kong International Arbitration Centre
to Effective International Dispute Resolution, in International Organizations and the Promotion
of Effective Dispute Resolution 52 (Peter Quayle & Xuan Gao eds., 2019).
84 Susan Blake, Julie Browne & Stuart Sime, A Practical Approach to Alternative
Dispute Resolution 25–28 (2d ed. 2012).
85 Id. at 28–30.
86 Wang Chen Yan, To Mediate or Not to Mediate: An Analysis of When It Would Be Reasonable to
Reject Mediation, in 2 Contemporary Issues in Mediation 57 (Joel Lee & Marcus Lim eds., 2017).
87 Blake et al., supra note 84, at 32–33.
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cases of cross-border disputes, the New York Convention often plays a crucial role
in the recognition and enforcement of such arbitral awards across jurisdictions.

B. Alternative Dispute Resolution in Intellectual Property
ADR in the field of IP might seem somewhat unusual, as ADR contemplates the
consensual resolution of disputes. In contrast, IP disputes most commonly involve
the unauthorized use of protected subject matter by third parties having no contractual relationship with the IP proprietors. However, for the reasons described
below, ADR has become increasingly used for IP disputes over the years.
First, the increase in the transactional aspects of IP has given rise to a boom
in IP-related ADR. In a globalized world, IP proprietors are compelled to enter
into contractual arrangements with third parties to authorize the exploitation of
their IP. These arrangements include trademark licensing and franchising, copyright and patent licensing, confidentiality agreements, and IP assignments. Parties
to such agreements are likely to opt for ADR with respect to disputes that arise
out of those contractual arrangements. IP disputes may also arise in the context of
non-IP contracts that incorporate an ADR clause. For example, disputes in relation
to the ownership of IP created in the course of employment are commonplace and
may be the subject of ADR under governing employment contracts. Given the possibility of IP disputes emerging in the context of such contractual arrangements,
ADR has become increasingly used in the field of IP.
Secondly, even in relation to conventional IP disputes, we are experiencing an
increase in the use of ADR. This is partly because courts have adopted the practice
of encouraging parties to settle disputes via ADR as part of the litigation process.
This is so in the case of most jurisdictions that are regarded as ADR hubs. For instance, as noted before, courts in Singapore encourage parties to settle disputes
using ADR techniques, such as mediation, before disputes enter the trial phase.
Thirdly, national IP offices, in collaboration with the World Intellectual Property
Organization (WIPO), have drawn up institutionalized frameworks for the resolution of IP disputes by ADR, which, among other things, includes mediation and
arbitration. For instance, the IP Office of Singapore (IPOS), jointly with the WIPO
Arbitration and Mediation Center (WIPO Center), has incentivized the use of
mediation for the resolution of IP disputes by offering disputants enhanced terms
of funding to support their mediation-related expenses.88 In the case of complex
88 Singapore and WIPO Center Collaborate to Reduce Copyright Dispute Mediation Costs for Creative
Community, IPOS (7 August 2019), https://www.ipos.gov.sg/media-events/press-releases/ViewDetails/
singapore-and-wipo-center-collaborate-to-reduce-copyright-dispute-mediation-costs-for-creative-
community/.
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patent disputes, IPOS and the WIPO Center provide a special form of ADR, known
as expert determinations, to allow parties to resolve technical and scientific issues
expeditiously and cost-effectively.89
Lastly, developments in technology have also increased the prevalence of out-
of-court resolution of disputes in the field of IP. For instance, the advent of the
internet has required policy-makers and legislators to innovate and implement
expeditious and cost-effective methods of resolving IP disputes in the online
space. An example of this is the package of dispute resolution mechanisms that
the Internet Corporation for Assigned Names and Numbers (ICANN) has implemented to resolve disputes in connection with domain names. These mechanisms
are often used by trademark proprietors to protect their interests in the internet’s
namespace. Another example is the extrajudicial notice-and-takedown mechanism that online platforms incorporate to resolve copyright and trademark issues
arising from user-generated content.
When the above developments are considered, it is not all that surprising that
ADR has become increasingly used as a mode for resolving IP disputes both as an
alternative to, and in conjunction with, judicial proceedings.

IV. Research Questions and Issues on Intellectual
Property Dispute Resolution
Dispute resolution is an integral part of IP. However, the interaction between IP
and dispute resolution has raised unique challenges in the past. As we progress,
the challenges of the past will re-emerge, from time to time, in novel contexts and
forms. We will also witness new challenges that impact how IP disputes are resolved in the future. These challenges, both old and new, will keep IP scholars busy.
The following sections of this chapter focus on a few distinct questions and issues
within the interaction between IP and dispute resolution, with the hope that it will
inspire new research in this evolving area of law. The discussion below reflects just
some of the fundamental concerns in the ‘IP/dispute resolution’ interface that remain important for future research by scholars in this field. However, many other
questions exist that cannot be properly dealt with within the confines of this brief
chapter.

89 Heike Wollgast & Ignacio de Castro, WIPO Mediation: Resolving International Intellectual Property
and Technology Disputes Outside the Courts, in Mediation in International Commercial and
Investment Disputes 272 (Catharine Titi & Katia Fach Gómez eds., 2019).
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A. Questions and Issues on Civil Adjudication
When it comes to dispute resolution in any discipline, civil procedure and remedies play a crucial role in ensuring fair outcomes. To that end, the process adopted
for dispute resolution should not only adhere to the basic principles of natural
justice but also lead to proportionate outcomes. As IP disputes become complex,
involving multiple parties and originate from novel situations, it is essential that
disputes are resolved in keeping with these basic expectations. Accordingly, it is
important to consider the interaction between IP and the process of adjudication
from the specific lens of natural justice and proportionality.

1. Natural Justice
Article 42 of TRIPS mandates WTO members to have in place civil ‘judicial’ procedures for the enforcement of IPR. The emphasis on judicial comes with certain
connotations regarding the nature of proceedings that TRIPS prescribes as a minimum standard. Judicial procedures are typically the outcome of the exercise of
judicial power. The Privy Council observed, in determining the features of ‘judicial
power’, that an ‘essential characteristic of judicial power is that it should be exercised judicially. Put another way, judicial power is power limited by the obligation
to act judicially . . . Judicial action requires as a minimum the observance of some
rules of natural justice’.90 As such, through its reference to ‘judicial’ procedures,
TRIPS mandates the need for natural justice in the civil procedures adopted for IP
enforcement.
Although in the broadest formulation, ‘natural justice’ means the natural sense
of what is right and wrong, and is often equated with fairness,91 in the more narrow
and technical sense, it refers to due process, procedural fairness, or fundamental
justice.92 Natural justice, from a procedural standpoint, comprises two pillars,
which the Romans put into two maxims–nemo judex in causa sua (no one should
be judge in his own cause) and audi alteram partem (all parties to a dispute must
be heard).93 The first deals with the right to an impartial hearing while the second
deals with the right to be heard before a decision is made.94 These two aspects of
natural justice are considered in more detail below.
Impartiality is often taken for granted, as something that is naturally and always
present in any judicial proceeding. However, this is not necessarily the case. At
times, judges may be victims of inherent biases owing to numerous influences such
90 United Engineering Workers Union v. Devanayagam [1968] AC 356, 386 (an appeal to the Privy
Council from Ceylon).
91 Henry William Ronson Wade & Christopher Forsyth, Administrative Law 374 (11th
ed. 2014).
92 Roderick A. Macdonald, Natural Justice, in The Philosophy of the Law: An Encyclopaedia
573 (Christopher Berry Gray ed., 1999).
93 Kanda v. Government of Malaya [1962] AC 322, 337.
94 Ridge v. Baldwin [1964] AC 40.
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as culture,95 religious beliefs,96 and even the legal system97 within which the judge
functions. More specifically, in the context of IP conflicts, questions of impartiality
have been raised from time to time.
For instance, with respect to China, it has been observed that ‘[p]revailing in
an intellectual property lawsuit in a Chinese court can be difficult and very time-
consuming. China’s judicial system is not independent, and sometimes an anti-
foreigner bias in local and provincial courts can favour homegrown firms’.98 This
allegation, made in 2013, is a serious one and is supported by an empirical study
published in 2015.99 But just a year later, a separate empirical study concluded that
its findings ‘contradict conventional wisdom that China’s patent system has been
structured to benefit domestic industry at the expense of foreign firms’.100 As noted
earlier in this chapter, in 2015, China took proactive steps in setting up specialized
IP courts, which have grown in number today. There is also greater transparency
in the reporting of judicial decisions.101 As such, there is a need to conduct further
research (particularly in view of the contradictions) to gain a better appreciation of
the impartiality of Chinese courts that determine IP disputes today. Research that
investigates the practice of IP adjudication from the specific lens of impartiality
will allow us to dispel or confirm our existing perceptions about a country’s IP adjudication system, including that of China.
The right to be heard has been firmly embedded into TRIPS in a number of provisions. For instance, art. 41(3) of TRIPS provides that ‘[d]ecisions on the merits
of a case shall be based only on evidence in respect of which parties were offered the
opportunity to be heard’. Importantly, art. 42 guarantees every ‘defendant’ the right
to ‘written notice’ to be ‘represented by independent legal counsel’ and ‘to substantiate their claims and to present all relevant evidence’. The use of the term ‘defendant’ in framing art. 42 is of significance as it arguably embraces a broader range
of parties (such as intermediaries who become involved in infringements) but, at a
minimum, includes the infringer or infringers of IPR.102 Thus, it is clear that art. 42
incorporates the principles of natural justice (right to notice and be heard) into the
context of IP adjudication.

95

Masua Sagiv, Cultural Bias in Judicial Decision Making, 35 B. C. J. L. & Soc. Just. 229 (2015).
Scott C. Idleman, The Role of Religious Values in Judicial Decision Making, 68 Ind. L. J. 433 (1993).
97 Charles H. Koch Jr., The Advantages of the Civil Law Judiciary as the Model for Emerging Legal
Systems, 11 Ind. J. Glob. Legal Stud. 139 (2004).
98 Alan Refkin & Scott Cray, Conducting Business in the Land of the Dragon: What
Every Businessperson Needs to Know about China 78 (2013).
99 Cheryl Xiaoning Longa & JunWang, Judicial Local Protectionism in China: An Empirical Study of
IP Cases, 42 Int’l Rev. L. & Econ. 48 (2015).
100 Brian J. Love, Christian Helmers & Markus Eberhardt, Patent Litigation in China: Protecting Rights
or the Local Economy?, 18 Vand. J. Ent. & Tech. L. 713 (2016).
101 Martin K. Dimitrov, Piracy and the State: The Politics of Intellectual Property
Rights in China 11 (2009).
102 Sascha Vander, Article 42: Fair and Equitable Procedures, in WTO: Trade-Related Aspects of
Intellectual Property Rights 703 (Peter-Tobias Stoll, Jan Busche & Katrin Arend eds., 2009).
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In practical terms, this means that national/domestic IP adjudication processes
must require not only that alleged infringers are notified of impending proceedings, but also that they are given an opportunity to be heard before the court or
administrative tribunal makes its final determination.103 However, with increased
infringements, especially in the online context, national and regional legislation
have expressly permitted IP proprietors to seek relief, often in the form of an injunction, against intermediaries to mitigate, if not eliminate, infringements.104
The rationale for this approach is that by controlling the conduct of the intermediary, which often acts as a distributor or disseminator of infringing goods or
material, it is possible to eliminate infringements. The idea is sound, as targeting
intermediaries instead of the actual infringers is both efficient and cost-effective.
But, it is important to note that the relief sought against the intermediary is not
provisional in nature—it is final and permanent. Importantly, any relief awarded
against an intermediary is bound to impact the actual infringer. Blocking injunctions awarded against ISPs are a classic example. When an ISP blocks access to an
alleged infringing website, it directly affects the activities of the website operator
(the alleged infringer).
As such, in proceedings against an intermediary, the process must ensure that
the infringer is given the right of audience—after all, the dispute in its real sense is
between the IP proprietor and the infringer (not the intermediary). Unless the alleged infringer is notified and heard, there is a danger of legitimate activities being
suppressed in a suit between the IP proprietor and an intermediary. For instance,
in Australia105 and Singapore106 copyright provisions that provide for blocking injunctions against ISPs expressly incorporate notice requirements. However, the approach in Europe does not reflect the same sense of commitment,107 and this has
been flagged in IP scholarship.108
Given the expansions and innovations in the way IP infringements are tackled
(especially on the internet), there is an increased need to carefully consider these
processes to ensure that they comply with principles of natural justice. The rigorous
evaluation of national/regional approaches in this regard will have an impact on

103 TRIPS does permit ex parte orders to be made. This is only possible when a provisional order is necessary in circumstances where a court believes that ‘any delay is likely to cause irreparable harm to the
right holder, or where there is a demonstrable risk of evidence being destroyed’. See TRIPS, supra note 7,
at art. 50(2).
104 See supra text accompanying note 43.
105 Copyright Act 1968, § 115A(4)(b) (by default, the IP proprietor must give notice on the website
operator, although notice may be dispensed with where court is satisfied that ‘despite reasonable efforts’,
the identity or address of the relevant website operator cannot be determined).
106 Copyright Act1987, §§ 193DDB(1)(a) and (2), read with § 193DDB(3) (adopting a similar position to Australia).
107 See, e.g., Dramatico Entertainment Ltd. v. British Sky Broadcasting Ltd. [2012] EWHC 268 (Ch) at
[10] (observing that there is no jurisdictional requirement to join or serve notice on website operators).
108 See, e.g., Poorna Mysoor, A Pirate too Needs to Be Heard: Procedural Compromises in Online
Copyright Infringement Cases in the UK, 3 Laws 553 (2014).
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strengthening due process and safeguards against abuse so that the interests of all
parties to an IP dispute may be adequately protected. Therefore, research that looks
at the process of IP adjudication from the specific lens of natural justice should
be encouraged with a view of establishing fair procedures for the resolution of IP
disputes.

2. Proportionality
So far, the focus was on the process of IP adjudication. In this section, the focus is
on its outcome. As with natural justice, ‘proportionality’ is a tool aimed at ensuring
fairness and has a wide application. For instance, it is used in criminal law (in ensuring that sentences are imposed fairly),109 contracts (to separate valid liquidated
damages clauses from unenforceable penalties),110 and negligence (in traversing
fluid policy considerations in determining the duty of care).111 Of all of its applications, the role of proportionality in constitutional112 and administrative113 law
remains a vital one, as it is capable of acting as a balancing mechanism when competing rights and interests are triggered in matters of public interest.114
Given the utility of proportionality as a universal legal principle and tool for
achieving fairness, it is not at all surprising that proportionality has been used in
the domain of IP. TRIPS expressly refers to proportionality in two instances. The
first is in art. 46, which mandates that judicial authorities shall have the power to
order the destruction of infringing goods. In this context, TRIPS provides that ‘[i]n
considering such requests, the need for proportionality between the seriousness of
the infringement and the remedies ordered as well as the interests of third parties
shall be taken into account’. The second reference to proportionality may be found
in art. 47 of TRIPS, which mandates that judicial authorities shall have the power
to compel infringers to provide information about other parties involved in the
commission of an infringement. Such orders may be awarded only if they are not
‘out of proportion to the seriousness of the infringement’. In addition, TRIPS implicitly incorporates proportionality in other instances when it uses terms such as
‘appropriate’, ‘reasonable’ and ‘balanced’, which ‘might reflect the proportionality
principle equally’.115
IP disputes often trigger competing rights and interests. IP rights are proprietary in flavour. When IP proprietors seek to assert their exclusive rights, it has the
109

Andrew Ashworth, Sentencing and Criminal Justice 148 (2005).
Mindy Chen-Wishart, Contract Law 557 (4th ed. 2012).
111 David Tan, The Promise of Universality: The Spandeck Formulation Half a Decade On, 25 Sing.
Acad. L. J. 510, 546 (2013).
112 Robert Alexy, Constitutional Rights and Proportionality, 22 Revus 51 (2014).
113 Peter Johnston, Proportionality in Administrative Law: Wunderkind or Problem Child, 26 W.
Austl. L. Rev. 138 (1996).
114 Kai Möller, The Global Model of Constitutional Rights 199–203 (2012).
115 Max Wallot, The Proportionality Principles in the TRIPS Agreement, in TRIPS Plus 20: From
Trade Rules to Market Principles 220 (Hanns Ulrich et al. eds., 2016).
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effect of prohibiting third parties from making use of the protected subject matter.
In the context of trademarks, such prohibitions may impact the exercise of the
right to speech.116 This is also true in the case of copyright.117 In the context of patents, prohibitions on the use of patented drugs, for instance, may have an impact
on the right to health and access to medicines.118 In all of these instances, judges
have used proportionality as a tool to balance the competing rights and interests in
determining disputes.
At a narrower level, the principle of proportionality may be applied in disputes
involving IP infringements. For instance, in awarding website blocking injunctions against ISPs to enforce IPR, the question of proportionality was a central
issue for the courts,119 given the possible collateral damage on legitimate online
speech. For that reason, the proportionality of website blocking has been a key
focus of those concerned about human rights.120 Unless an appropriate method is
used for blocking websites (i.e. the most optimal blocking technology is used), the
outcome could lead to the unintended blocking of legitimate speech. To that end,
research evaluating the various technological options available to ISPs and other
intermediaries121 could provide valuable guidance to policy-makers and judges in
making choices that are proportionate, so that IP enforcement has a minimal impact on legitimate activities and free speech. Research of this nature could also inform the proportionality analysis with respect to novel methods of IP enforcement
that might emerge in the future, such as enforcement techniques that make use of
Artificial Intelligence.122
At a broader level, the proportionality principle has been applied with respect to disputes between IP proprietors and governments. This is mainly where
the latter seeks to regulate the grant or use of IP. For example, when some governments adopted plain packaging legislation for tobacco products (the effect of
which was that trademarks could no longer appear on retail packaging), tobacco
companies decided to challenge these measures. In proceedings filed in the UK,

116 Christophe Geiger, Trade Marks and Freedom of Expression–The Proportionality of Criticism, 38
Int’l Rev. Intell. Prop. & Competition L. 317 (2007).
117 Christina J. Angelopoulos, Freedom of Expression and Copyright: the Double Balancing Act, 3
Intell. Prop. Q. 328, 352 (2008).
118 Ping Xiong, An International Law Perspective on the Protection of Human Rights in
the TRIPS Agreement: An Interpretation of the TRIPS Agreement in Relation to the Right
to Health 287 (2012).
119 See, e.g., Cartier International AG v. British Sky Broadcasting Ltd. [2016] EWCA (Civ) 658, [78].
120 See, e.g., Freedom of Expression Unfiltered: How Blocking and Filtering Affect Free Speech,
ARTICLE-19 (2016), https://www.article19.org/data/files/medialibrary/38586/Blocking_and_filtering_final.pdf.
121 See, e.g., Pekka Savola, Proportionality of Website Blocking: Internet Connectivity Providers as
Copyright Enforcers, 5 J. Intell. Prop., Info. Tech. & Elec. Com. L. 116 (2014); Martin Husovec,
Injunctions Against Intermediaries in the European Union: Accountable But Not Liable?
134–37 (2017).
122 Richard M. Re & Alicia Solow-
Niederman, Developing Artificially Intelligent Justice, 22 Stan.
Tech. L. Rev. 242 (2019).
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tobacco companies argued, among other things, that plain packaging measures
were ‘disproportionate restrictions’ on their fundamental rights and freedoms because they fail to meet their stated objective of improving public health.123 When
courts are faced with such a challenge, judges have no choice but to consider ‘the
most up to date evidence’ and, more importantly, must ‘engage in detail with that
evidence’124 before determining the proportionality of the measure in question.
Based on the evidence available, plain packaging measures have been regarded
as a proportionate response to curb smoking. The point to note here is that evidence as to the effectiveness of a particular legislative measure comes in the form
of research. Without research, there is no evidence for a court to rely on. As such,
when governments propose new legislation to achieve a stated objective, but the
intended legislation impacts the grant or use of IP, an opportunity arises for meaningful interdisciplinary research that could inform the proportionality analysis in
the event the constitutionality of the proposed legislation is challenged.
Looking at the tensions between proprietary IPR and other competing rights,
such as free speech and health, from the specific lens of proportionality, helps
achieve a better balance in how IP disputes are resolved and how government policies are formulated. As such, research of this kind should be encouraged in view
of its impact.

B. Questions and Issues on Alternative Dispute Resolution
As noted before, ADR is being increasingly used to resolve IP disputes. One area
where this is evident relates to domain names. Trademark proprietors have frequently used ICANN’s Uniform Domain Name Dispute Resolution (UDRP)
mechanism for over two decades to resolve trademark disputes arising from
the registration and use of domain names. Recently, ICANN has expanded the
internet’s namespace by introducing ‘new generic Top-Level Domains’ (new
gTLDs).125 The introduction of new gTLDs has given rise to a novel set of challenges in the area of trademark protection with significant implications on internet
free speech126 and freedom to engage in business.127

123 R. (British American Tobacco UK Ltd. and Ors) v. Secretary of State for Health [2016] EWHC
1169 (Admin) at [405].
124 Id. at [29].
125 See Alpana Roy & Althaf Marsoof, The Brave New World of ICANN’s ‘New gTLDs’: An Overview,
40 Euro. Intell. Prop. Rev. 649 (2018) (for an overview of ICANN’s new gTLDs Programme and the
various dispute settlement mechanisms ICANN has introduced to tackle trademark-related issues).
126 See Monika Zalnieriute & Thomas Schneider (Council of Europe), ICANN’s Procedures and
Policies in the Light of Human Rights, Fundamental Freedoms and Democratic Values 1 (2014), https://
rm.coe.int/16806fc29c.
127 See Jesse Kim, Territoriality Challenges in Protecting Trademark Interests in the System of Generic
Top-Level Domains (gTLDs), 18 Marq. Intell. Prop. L. Rev. 217, 234 (2014).
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In more recent times, ADR and IP have intersected in the sphere of Investor-
State Dispute Settlement (ISDS). ISDS clauses contained in investment treaties between nation-states give corporate investors the right to sue a State in a binding
proceeding before an independent arbitral tribunal.128 Investment treaties commonly define ‘investment’ to include IP. Thus, when a host State (where the investment lies) engages in regulatory conduct that impacts the registration and/or use
of IP, the foreign investor whose rights are affected may exercise its right to sue the
host State under the investment treaty. For instance, when Uruguay and Australia
implemented legislation that impacted the use of trademarks on tobacco packaging, Philip Morris sued the two governments under investment treaties to which
they were a party.129 Similarly, when a Canadian court revoked two pharmaceutical patents of Eli Lilly, the pharmaceutical giant sued the Canadian Government
under the North American Free Trade Agreement.130 While the use of ADR in this
manner could provide IP proprietors with an effective and independent mechanism to protect their IPR in foreign States,131 some have argued that it could have
a chilling effect on governments’ freedom to regulate in the national interest.132
Although ADR is increasingly used in the areas mentioned above, it has not
been used as much with respect to more conventional IP disputes compared to
other industries, such as construction and insurance. This is partly because, at least
in the case of arbitration, there is still some doubt as to whether IP disputes are
arbitrable to begin with. As such, it is worth considering the arbitrability of IP disputes in more detail. On the other hand, even if ADR is adopted as a means of resolving IP disputes, there is often the need to seek immediate interim relief. Failure
to obtain timely interim relief could threaten the outcome of disputes. To that end,
parties must inevitably seek the intervention of the courts. As such, there is utility
in exploring the interaction between ADR (arbitration, in particular) and the
conventional court system with regard to interim relief in IP disputes. Although
arbitrability and interim relief (discussed below) are not the only questions that
should concern scholars researching the ‘IP/ADR’ interface, they are likely to occupy a prominent place, as they raise practical concerns that are fundamental to the
legitimacy and efficacy of ADR in IP.133
128 Daniel Gervais, Intellectual Property: A Beacon for Reform of Investor-State Dispute Settlement, 40
Mich. J. Int’l L. 289 (2019).
129 See Philip Morris Brands Sàrl, Philip Morris Products S.A. & Abal Hermanos S.A. v. Oriental
Republic of Uruguay, ICSID Case No. ARB/10/7; Philip Morris Asia Ltd v. The Commonwealth of
Australia, PCA Case Respository No. 2012–12.
130 See Eli Lilly & Co. v. The Government of Canada, ICSID Case No. UNCT/14/2.
131 Stephan W. Schill, Private Enforcement of International Investment Law: Why We
Need Investor Standing in BIT Dispute Settlement, in The Backlash Against Investment
Arbitration: Perceptions and Reality 31 (Michael Waibel et al. eds., 2010).
132 Mavluda Sattorova, The Impact of Investment Treaty Law on Host State Behavior: Some Doctrinal,
Empirical and Interdisciplinary Insights, in The Role of the State in Investor-State Arbitration
179 (Shaheeza Lalani & Rodrigo Polanco Lazo eds., 2015).
133 Jacques de Werra, Arbitrating International Intellectual Property Disputes: Time to Think Beyond
the Issue of (Non-)Arbitrability, 3 Int’l Bus. L.J. 299 (2012).
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1. Arbitrability of Intellectual Property Disputes
The issue of arbitrability134 goes to the heart of an arbitration agreement. Where
a dispute concerns a subject matter that has been reserved to the sphere of domestic courts under national law, such a dispute is not arbitrable.135 This means
that an arbitration agreement with respect to a non-arbitrable subject matter lacks
validity, and any consequential arbitral award will be rendered unenforceable. This
is made clear in the New York Convention, which provides that each Contracting
State shall recognize ‘an agreement in writing under which the parties undertake
to submit to arbitration all or any differences . . . concerning a subject matter capable
of settlement by arbitration’.136 Importantly, the New York Convention further provides that recognition and enforcement of an arbitral award may be refused ‘if the
competent authority in the country where recognition and enforcement is sought
finds that the subject matter of the difference is not capable of settlement by arbitration under the law of that country’.137 As such, from an enforcement point of view,
the arbitrability (or otherwise) of a dispute is of crucial importance.
How is all this relevant to IP-related arbitration? Unless IP, as a subject matter,
is regarded as arbitrable, an IP dispute cannot be resolved by private arbitration—
instead, the difference must be resolved through public courts. But there is confusion as to whether IP disputes are arbitrable and the approach adopted across
jurisdictions in this regard has not been uniform. For instance, in the US, patent
validity and infringement disputes are arbitrable,138 although any arbitral award
remains binding only between the parties to the arbitration and not on others.139
Trademark and copyright disputes are also arbitrable on the same basis.140
Singapore and Hong Kong have a similar approach.141 However, in some jurisdictions, national law recognizes the arbitrability of IP disputes, but with limitations. For instance, in Spain, disputes concerning the registration of trademarks
are arbitrable only if the disputes involve a relative (and not objective)142 ground
for prohibiting the registration of trademarks. In India, arbitrability depends on
whether a dispute concerns a right in rem (proprietary right) or a right in personam
134 Arbitrability is of two kinds. The first is objective arbitrability. This refers to whether the subject
matter of a dispute is capable being resolved by arbitration. The second is subjective arbitrability. This
refers to the quality (status) of the parties to the agreement to arbitrate.
135 Bernard Hanotiau, The Law Applicable to Arbitrability, 26 Sing. Acad. L. J. 874 (2014).
136 New York Convention, supra note 75, at art. II, ¶ 1.
137 Id. at art. V, ¶ 2(a).
138 35 U.S.C. § 294(a) (2012).
139 Id. § 294(c).
140 William Grantham, The Arbitrability of International Intellectual Property Disputes, 14 Berkeley.
J. Int’l L. 173, 215–216 (1996).
141 In Hong Kong, § 103D of the Arbitration Ordinance 2011 provides that an ‘IPR dispute is capable
of settlement by arbitration as between the parties to the IPR dispute’. Similarly, in Singapore, § 52(B)(1)
of the Arbitration Act 2001 provides that the ‘subject‑matter of an IPR dispute is capable of settlement
by arbitration as between the parties to the IPR dispute’.
142 Objective grounds for prohibiting trademark registration include public policy considerations
(e.g. morality) and are best determined by administrative bodies or the courts.
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(personal right)143 and only the latter is arbitrable. Thus, for instance, although a
dispute arising out of a patent license is arbitrable, a dispute that involves the validity of a patent is not.144
The lack of uniformity on the matter of arbitrability of IP disputes is a problem
when enforcing arbitral awards. Take the following example. Assume that an arbitral panel sitting in Singapore declares an Indian patent invalid. Under Singapore
law, such an award is realistically possible as between the parties to a patent arbitration. However, when the victor attempts to enforce the award in India, it may
be challenged on the ground that the validity of a patent is not a matter that is
arbitrable under Indian law.145 How can such inconsistencies be resolved? There
is much research that needs to be done in this regard, particularly in conjunction
with the WIPO and national IP offices. Comparative research could certainly help
us gain a better appreciation of the present diversity in approaches,146 which could
provide the basis and motivation for an international framework for the recognition and enforcement of IP-related arbitral awards.

2. Interim Relief
Interim relief has an important place in IP enforcement. Article 50 of TRIPS, and
its national and regional implementations, guarantee IP proprietors with effective
interim relief when preventing infringements and preserving evidence. However,
there are some gaps in the ADR framework that raise concerns for IP enforcement.
Interim relief is generally required on an urgent basis at the commencement
of proceedings. Failure to obtain interim relief at the right time may render the
outcome of the dispute totally meaningless. In view of this, arbitral panels have
adopted the practice of awarding interim relief, and such a practice has also been
recognized in soft law instruments.147 However, more often than not, the appointment of arbitrators could take time, which could delay the award of interim relief.
To avoid this problem, parties to arbitration agreements opt for court-ordered interim relief in aid of arbitration. However, courts have been split on whether they
should award interim relief in connection with disputes pending arbitration. For
instance, within the US itself, although most federal courts award interim injunctions in support of arbitration (on the grounds that usually apply in respect of such
injunctions), some courts have been much more restrictive—that is, they require
143 For the distinction between the two, see Peter Birks, An Introduction to the Law of
Restitution 28 (1985).
144 Kshama A. Loya & Gowree Gokhale, Arbitrability of Intellectual Property Disputes: A Perspective
from India, 14 J. Intell. Prop. L. & Prac. 632 (2019).
145 M. Scott Donahey, Enforcement of Injunctive Relief and Arbitration Awards Concerning Title to
and Enforcement of Intellectual Property Rights in Asia and the Pacific Rim, 19 Hastings Int’l & Comp.
L. Rev. 727, 730 (1996) (makes this point in a general sense).
146 See, e.g., Dário Moura Vicente, Arbitrability of Intellectual Property Disputes: A Comparative
Survey, 31 Arb. Int’l 151 (2015).
147 See UNCITRAL Model Law on International Commercial Arbitration, UNCITRAL, art. 17 (1985
with amendments as adopted in 2016).
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that the parties ‘must have expressly contracted to maintain the status quo during
arbitration’ before an interim injunction could be awarded.148 In view of the nature of IP disputes, especially the need to preserve evidence and destroy infringing
items, these challenges are acutely felt in the context of IP. As a response to these
challenges, arbitral institutions149 have established ‘Emergency Arbitrator’ provisions within their institutionalized frameworks, which eliminate the need for parties to rely on the court system to seek out interim relief.150
Even assuming that a party to an IP dispute successfully secures interim relief from
an arbitral tribunal (conventionally or through an Emergency Arbitrator), there are
challenges with regard to enforcement. To begin with, the New York Convention
deals with the recognition and enforcement of arbitral ‘awards’. Although the term
‘award’ has not been defined in the Convention, it is generally accepted that it refers to final awards of arbitral tribunals.151 As such, there is a lacuna in the New York
Convention regarding the recognition and enforcement of interim measures.152 This
is problematic in the field of IP as IP disputes, more often than not, arise between
parties and relate to infringements across multiple jurisdictions. This means that
evidence of infringements and infringing goods may be scattered across many locations, requiring interim awards to be enforced by courts situated in multiple jurisdictions. Given that there is no uniform international framework for the recognition
and enforcement of interim arbitral awards, this could be particularly problematic
for IP proprietors who resort to arbitration as a mode of resolving disputes.
There is no doubt that many have researched and written on interim relief in the
context of arbitration. But there are still matters that remain unsettled in this area.
As such, there is a significant need to consider the issue of interim relief from the
specific perspective of IP arbitration. IP scholars should keenly observe developments in ADR. For instance, recently, Mainland China and Hong Kong entered
into a bilateral arrangement for the mutual recognition of court-ordered interim
measures in aid of arbitral proceedings.153 With time, arrangements such as this
148 Kate Brown, The Availability of Court-
Ordered Interim and Conservatory Measures in Aid of
International Arbitration in the United States of America and France: A Comparative Essay, 8 Int’l
Trade & Bus. L. 135, 141–42 (2003).
149 Arbitral institutions that have implemented Emergency Arbitrator provisions include the
Singapore International Arbitration Centre, the Hong Kong International Arbitration Centre, and the
London Court of International Arbitration (to name a few).
150 Jason A. Fry & Victoria Shannon, The 2012 ICC Rules of Arbitration, in Contemporary Issues in
International Arbitration and Mediation 192 (Arthur W. Rovine ed., 2012).
151 Judith Gill, The Definition of Award under the New York Convention, 2 Disp. Resol. Int’l 114, 122
(2008).
152 The oft-
cited example that illustrate the problem is Resort Condominiums International Inc
v. Bolwell (1993) 118 ALR 655 (Austl.), where the Supreme Court of Queensland (Australia) refused to
enforce an interim award of an arbitrator in Indiana (US) on the basis that it was not an ‘award’ under
the New York Convention.
153 Peter Yuen, Matthew Townsend & John Zhou, Mainland China–Hong Kong Interim Measures
Arrangement Swiftly Put into Use, Kluwer Arbitration Blog (26 October 2019), http://
arbitrationblog.kluwerarbitration.com/2019/10/26/mainland-china-hong-kong-interim-measures-
arrangement-swiftly-put-into-use/?doing_wp_cron=1592983168.5521819591522216796875.
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are bound to generate valuable data, which should be analysed with a specific focus
on IP disputes. Doing so will enable us to better understand the gaps in the use of
ADR in IP, and provide policy-makers and legislators sound guidance in how these
gaps may be addressed.

V. Conclusion
Although civil adjudication and ADR are well rooted in human history as methods
of dispute resolution, their interaction with the field of IP warrants considerable
attention. As we progress and advance in technology, we are bound to face increasingly complex disputes in the field of IP. At the same time, we will also innovate in
the process of dispute resolution itself. As such, research in the intersecting areas
of dispute resolution and IP will be of utmost importance if we are to maintain
efficient, cost-effective, and sensible approaches to resolving IP disputes. In this
chapter, a modest attempt was made to draw the aspiring researcher’s mind to a
few, but important, questions in this evolving area of the law. By no means should
this chapter be treated as exhaustive—we have merely scratched the tip of the iceberg. But the hope is that it would inspire research by replication, mirroring, and
extension.
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Intellectual Property Law and Geography
Marketa Trimble*

I. Introduction
‘Law and geography’ is a research prism through which one can examine the
interactions of findings about law and geography to study the confluence of geographical, legal, and a variety of other social phenomena.1 The term ‘geography’
originates from two Greek words—‘earth’ and ‘writing’—and this etymology may
lead to misconceptions that geography’s only focus is charting and mapping the
earth. Geography is, however, much more than the study of maps. Although for
many the love of geography is ignited over a map or globe,2 it is the fascinating
plasticity of this wide field that inspires our deeper appreciation of and true passion
for geography.
The Oxford English Dictionary defines geography as ‘[t]he field of study concerned with the physical features of the earth and its atmosphere, and with human
activity as it affects and is affected by these, including the distribution of populations and resources and political and economic activities’.3 Notwithstanding its
deep historical roots, geography remains a developing field; in 2009, Warf and
Arias noted that geography has become ‘one of the most dynamic, innovative and
influential of the social sciences . . . mov[ing] decisively from being an importer of
ideas from other fields to an exporter’.4 Geography’s range covers an impressive
breadth, which has historically prompted accusations that it was an ‘undisciplined

* The author thanks Elizabeth Manriquez of the Wiener-Rogers Law Library at the William S. Boyd
School of Law for her excellent research support and the Library of the Max Planck Institute for
Innovation and Competition in Munich, Germany, for providing access to its collections. The author is
indebted to Gary A. Trimble for his invaluable editing suggestions.
1 This chapter refrains from calling ‘law and geography’ a ‘field’. As prominent ‘law and geography’
scholars have pointed out, ‘[i]t is less a “field” than braided lines of inquiry that have emerged out of the
confluence of various intellectual interests’. Irus Braverman et al., Introduction: Expanding the Spaces
of Law, in The Expanding Spaces of Law: A Timely Legal Geography 1, 1 (Irus Braverman et al.
eds., 2014).
2 Edward W. Soja, Taking Space Personally, in The Spatial Turn: Interdisciplinary Perspectives
11, 13–14 (Barney Warf & Santa Arias eds., 2009).
3 Oxford English Dictionary (3d ed. 2012).
4 Barney Warf & Santa Arias, Introduction: The Reinsertion of Space into the Social Sciences and
Humanities, in The Spatial Turn: Interdisciplinary Perspectives 1, 1 (Barney Warf & Santa Arias
eds., 2009).
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“omnium-gatherum” ’,5 and is the reason that modern geographers have had to
justify their discipline as being a cohesive scientific field distinguished from other
fields.6
‘Law and geography’ is considered to be a relatively recent addition to the
growing family of multidisciplinary perspectives on law.7 Some commentators attribute the late emergence of ‘law and geography’ in United States (US) legal scholarship to the temporary incapacitation to which geography as a scientific field was
relegated in the US in the twentieth century, when many universities closed their
geography departments between the late 1940s and the 1970s.8 The commentators attribute the emergence of ‘law and geography’ to the subsequent gradual recovery of geography as a scientific field and the relatively recent renewal of interest
in geography education in the US.9 The unfortunate suppression and the eventual
revival of geography in the US may have contributed to the perception of the novelty of ‘law and geography’ among US legal scholars; however, even in countries
where geography has enjoyed continuous scholarship, legal scholars might appreciate the—perhaps not novel but rather revived—interest in putting a geographical
lens on law, including IP law.
This chapter explores the various facets of the ‘law and geography’ research
prism, notes the existing research avenues, and suggests potential future research
avenues in ‘IP law and geography’ that will or could enrich an understanding of IP
law and policy, geography, and the intersection of both.10 The chapter begins by
discussing the origins and delineating the general contours of ‘law and geography’,
points to the predecessors of the current ‘law and geography’ movement, and explains some notable overlapping of ‘IP law and geography’ with certain areas of law
and other research approaches. The chapter then discusses two approaches of ‘law
and geography’—‘geography in law’ and ‘law in geography’—and positions IP law
research within the approaches.

5

William D. Pattison, The Four Traditions of Geography, J. Geography 202–06 (1990).
A Road Map for 21st Century Geography Education: Geography Education Research
19 (Witham Bednarz et al. eds., 2013).
7 Nicholas Blomely, From ‘What?’ to ‘So What?’: Law and Geography in Retrospect, in Law
and Geography 17 (Jane Holder & Carolyn Harrison eds., 2003); Sarah Keenan, Subversive
Property: Law and the Production of Spaces of Belonging 17 (2015).
8 Hari M. Osofsky, A Law and Geography Perspective on the New Haven School, 32 Yale J. Int’l L.
421, 430 (2007).
9 Chris Butler, Critical Legal Studies and the Politics of Space, 18 Soc. & Legal Stud. 313, 313–
14 (2009); A Road Map for 21st Century Geography Education: Geography Education
Research 17 (Witham Bednarz et al. eds., 2013) (on the ‘renew[ed] commitment to geography
education’).
10 For space reasons, the article lists only examples of the existing literature on ‘law and geography’
and ‘IP law and geography’; it inevitably omits many works that fall within the categories.
6
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II. The Origins of ‘Law and Geography’
As many interdisciplinary approaches to law have had, the current ‘law and geography’ has predecessors. In 1748, for example, Charles Montesquieu, in The Spirit of
the Laws, developed a theory about the dependence of law on the climate in which
people live and on the nature of the soil they farm.11 Through our eyes, many of
Montesquieu’s observations and conclusions on these points are troubling12 but his
work nevertheless evidences a recognition of links between law and geography—
long before the current ‘law and geography’ movement emerged. It was also before
the movement emerged that Wesley L. Gould and Michael Barkun discussed in
their 1970 volume International Law and the Social Sciences the role of geography—
including boundaries, frontier zones, and territorial waters—on international law.13
What distinguishes predecessor studies from current ‘law and geography’ research is a lack of common terminology and interconnections among predecessor
studies that would be necessary to make them parts of a coherent movement.14
Also, the reach of geography has expanded; what might have not been considered
‘geography’ in the past is now included within the field, and therefore ‘law and
geography’ may include studies today that were not viewed as such before the expansion of geography.
Certain milestones mark the emergence of ‘law and geography’ as a generally recognized prism of research, distinguished from predecessor research: In
1994, Nicholas Blomley published his book Law, Space, and the Geographies of
Power; in 1996, a symposium on law and geography produced a symposium issue
of the Stanford Law Review;15 in 1999, the Library of Congress added ‘Law and
Geography’ to the Library of Congress Subject Headings;16 and in 2001, a volume
entitled The Legal Geographies Reader: Law, Power, and Space offered the first rich
collection of essays that exhibited a wide range of scholarship within the ‘law and
geography’ theme.17

11 Charles Louis de Secondat, Baron de Montesquieu, Complete Works (Vol. 1: The Spirit
of Laws) XIV–VII (1748).
12 For critical views of Montesquieu’s work see, e.g., Eugen Ehrlich, Montesquieu and Sociological
Jurisprudence, 29 Harv. L. Rev. 582 (1916); Adolf F. Schnitzer, Vergleichende Rechtslehre 7–8
(1945).
13 Wesley L. Gould & Michael Barkun, International Law and the Social Sciences 256
(1970).
14 On other predecessors to today’s ‘law and geography’ see, e.g., Alexandre (Sandy) Kedar, On the
Legal Geography of Ethnocratic Settler States: Notes Towards a Research Agenda, in Law and Geography
401, 405 (Jane Holder & Carolyn Harrison eds., 2003).
15 Renato Rosaldo, Foreword, 48 Stanford L. Rev. 1037 (1996).
16 III Library of Congress Subject Headings 3461 (23d ed.) [hereinafter Library of Congress].
17 Nicholas Blomley, David Delaney & Richard T. Ford, The Legal Geographies
Reader: Law, Power, and Space (2001).
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Comparable milestones have also emerged in the past two decades in intellectual property (IP) law and geography. The 1996 symposium issue of the Stanford
Law Review included Keith Aoki’s article on ‘cultural geography of authorship’,18
and sessions on IP law and geography appeared at international conferences in
2010 and 2013.19 In 2014, Peter Yu edited the WIPO Journal’s ‘Special Issue on
Intellectual Property and Geography’, which consisted of ten articles, including
his article Intellectual Property Geographies20 and Margaret Chon’s Notes on a
Geography of Global Intellectual Property.21 Yu expanded his thoughts on the topic
in his 89-page 2017 article entitled ‘A Spatial Critique of Intellectual Property Law
and Policy’.22
Notwithstanding these milestones in ‘IP law and geography’, the territory seems
otherwise sparsely populated. In his 2017 article Yu observed that despite ‘renewed
scholarly, policy, and popular attention to geographical studies and spatial analysis’,23 the ‘law and geography’ prism has been lagging behind in IP law compared
to other areas of law.24 He lamented ‘the inadequate use of geographical insights
and spatial analysis in the development of intellectual property law and policy’.25

III. The Contours of ‘Law and Geography’
Any evaluation of whether it has and if so, how much of a role geography has played
in IP law research, and likewise IP law in geography research, depends on an interpretation of what ‘law and geography’ entails. Important overlaps exist between
‘law and geography’ and certain types of legal research, and between ‘law and geography’ and research in some particular areas of law. If ‘law and geography’ is interpreted broadly, it can subsume all studies of the types of research and research in
the particular areas of law—even when the studies would be outside the overlap
when ‘law and geography’ were narrowly interpreted. Though an over-inclusive
interpretation of the term may be beneficial for proving a high degree of relevance
of the research prism and thus for emphasizing the importance of the prism, over-
inclusivity dilutes the contribution of the research prism, which otherwise would
18 Keith Aoki, (Intellectual) Property and Sovereignty: Notes toward a Cultural Geography of
Authorship, 48 Stanford L. Rev. 1293 (1996).
19 The workshop ‘Geographies of Intellectual Property’ was held in 2010 by the International Society
for the History and Theory of Intellectual Property; the panel ‘Intellectual Property and Geography’ was
held in 2013 at the Annual Meeting of the Association for the Study of Law, Culture and the Humanities.
Peter K. Yu, Intellectual Property Geographies, 6 WIPO J. 1, 2 (2014).
20 Yu, supra note 19, at 1.
21 Margaret Chon, Notes on a Geography of Global Intellectual Property, 6 WIPO J. 16 (2014).
22 Peter K. Yu, A Spatial Critique of Intellectual Property Law and Policy, 74 Wash. & Lee L. Rev. 2045
(2017).
23 Id. at 2047.
24 Id. at 2048.
25 Id. at 2049.
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be best appreciated through the adoption of a narrow interpretation of ‘law and
geography’.
Before focusing on research that falls within the narrow interpretation of ‘law
and geography’, it is useful to delineate the general contours of ‘law and geography’
by pointing to the types of legal research and the areas of law where notable overlaps exist and where not all research should be considered ‘law and geography’
under the narrow interpretation.
The primary type of legal research that may use the ‘law and geography’ prism
is comparative law. Many studies in comparative law reflect variations in law that
derive from and are conditioned by geography—physical, political, or some other
type of geography. Some studies consider different political geographical structures, while other studies look beyond the political jurisdictions and focus on other
spatial units that determine or influence the law, or that are conditioned by the law.
Some comparative law studies have been inspired by developments in international law, international treaty making, or international or regional harmonization. Developments at the international and regional levels spur interest in the
differences at national or even local levels because the developments require or at
least warrant that the differences be explored before a harmonized or uniform approach is proposed and flexibilities put in place. Additionally, the developments
point to the increasing interconnectedness of the world where space, rather than
being obliterated, becomes more important.26
However, not all studies that recognize that law varies by location are necessarily
‘law and geography’ studies, and not all research that focuses on the existence of
borders between spaces, interactions across borders, or the permeability of borders is inherently ‘law and geography’ research. Were that the case, not only all
comparative law research, but also all private international law (conflict of laws)
research would fall into ‘law and geography’ because the key inquiry in private
international law is how various legal systems coexist in a world where borders are
permeable.
As in general law, it is true in IP law that not all studies in comparative IP law or
in IP law and private international law fall into ‘law and geography’. Many comparative studies in IP law compare national legislation, they sometimes compare case
law, and less often they compare practices and social norms, but very few adopt the
‘law and geography’ prism.27 Works concerning IP law and private international
law often point to differences in national and local approaches, but typically not

26

Warf & Arias, supra note 4, at 5.
For some of the older comparative works, see, e.g., Paul Schmid, Das Waarenzeichenrecht
(1899); Stephen P. Ladas, II The International Protection of Literary and Artistic Property
(1938). For recent examples, see Toshiko Takenaka, A Person of Ordinary Skill in the Art and the Extent of
Patent Protection, in Festschrift für Jochen Pagenberg 81–96 (Dietrich Beier, Laurence Brüning-
Petit, & Christopher Heath eds., 2006); Thomas F. Cotter, Comparative Patent Remedies (2013);
Patent Enforcement Worldwide (Christopher Heath ed., 3d ed. 2015).
27
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through ‘law and geography’.28 Research concerning the territoriality principle29
and the national and international principle of exhaustion of IP rights30 also explores the role of borders in IP law, and sometimes it will provide a comparative
lens on the issues. While some of the research might be ‘law and geography’, not
necessarily all of it will be.
Some studies concerning internet law (cyberlaw)31 can also fall into ‘law and
geography’; the existence of the ‘law and geography’ prism in internet law is not surprising because the internet is responsible for at least some of the renewed interest
in geography. Although the existence of ‘law and geography’ has not arisen from
or depended solely on the emergence of the internet, the internet has highlighted
the relevance of geography in law, which became acutely apparent as physical
geography dissipated in the online world. Initially at least, the internet was almost
free of links to physical geography and generated legal questions whose difficulty
was amplified by the absence of geography. It was not a coincidence that three of
the articles in the 1996 ‘law and geography’ symposium issue of the Stanford Law
Review concerned cyberspace. The internet, even as it has become geographically
aware,32 continues to serve as a reminder of some of the important interfaces of
‘law and geography’, although only a limited number of cyberlaw studies properly
belong in the ‘law and geography’ category.
‘Law and geography’ overlaps in part with other research prisms. For example,
‘law and society’ turns to a wide range of the social sciences to study legal phenomena,33 and with geography incorporating various social sciences, some studies
in ‘law and society’ can lend geographical perspectives. In addition to ‘law and society’, ‘law and geography’ may span other multidisciplinary perspectives, such as
‘law and history’, ‘law and sociology’, and ‘law and anthropology’.34
28 In private international law, works concerning IP law are not as abundant as works concerning
other areas of law (such as general tort law), but major works on the topic have sporadically emerged;
some major works on the topic have appeared recently, and this body of scholarship is likely to grow
as cross-border IP issues are becoming even more prevalent. See, e.g., L. v. Bar, Theorie und Praxis
des Internationalen Privatrechts 233–
91 (1889); Intellectual Property and Private
International Law (Paul Torremans ed., 2011); Marketa Trimble, Advancing National Intellectual
Property Policies in a Transnational Context, 74 Md. L. Rev. 203, 207–208 (2015).
29 Trademark Protection and Territoriality Challenges in a Global Economy (Irene
Calboli & Edward Lee eds., 2014).
30 Intellectual Property Exhaustion and Parallel Imports (Irene Calboli & Edward Lee
eds., 2016).
31 This chapter leaves aside the question whether internet law or cyberlaw is a separate area of law or
only an industry perspective. See Frank H. Easterbrook, Cyberspace and the Law of the Horse, U. Chi.
Legal F. 207 (1996); Lawrence Lessig, The Law of the Horse: What Cyberlaw Might Teach, 113 Harv.
L. Rev. 501 (1999).
32 For a discussion of the territorialization of the internet, see, e.g., Marketa Trimble, Territorialization
of the Internet Domain Name System, 45 Pepp. L. Rev. 623 (2018).
33 Introduction, in Law & Society: Readings on the Social Study of Law 1 (Lawrence Friedman
et al. eds., 1995).
34 See, e.g., Richard T. Ford, Law’s Territory (A History of Jurisdiction), in The Legal Geographies
Reader: Law, Power, and Space 200–17 (Nicholas Blomley et al. eds., 2001); Rosemary J. Coombe,
Anthropological Approaches to Law and Society in Conditions of Globalization, in The Legal
Geographies Reader: Law, Power, and Space 298–318 (Nicholas Blomley et al. eds., 2001).
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Geography also offers new terminology; for example, areas of law have been
‘mapped’, borders of legal fields ‘delineated’, and ‘contours’ of the ‘legal landscape’ ‘surveyed’.35 This ‘terminological innovation’36 is often useful and linguistically refreshing, but an importation of geographical terms does not on its own
turn research into ‘law and geography’. It would disserve geography as a discipline if its role were devalued to that of a linguistic freshener; as Philippopoulos-
Mihalopoulos noted, ‘law’s engagement with space ought to reach further than
either terminology or specific geographical emplacement’.37
The fact that studies might not be considered ‘law and geography’, even though
they adopt geographical terminology, use the above-mentioned research approaches, or fall within the above-mentioned areas of law, in no way diminishes the
contributions and importance of the studies that fall outside ‘law and geography’
in the narrow sense, and some might still view the studies as parts of ‘law and geography’ in a broader sense. To highlight the salient contributions that geography
brings to the study of law and law to the study of geography, the following sections
discuss ‘law and geography’ research in a narrow sense. The discussion is divided
into the two approaches typically appearing in ‘law and geography:’ ‘geography in
law’ and ‘law in geography’.38 This division does not suggest that ‘law and geography’ research may not exist outside the two approaches; the division is only a
means of exploring the research prism.

A. Geography in Law
‘Geography in law’ studies focus on ‘legal localization’39—the development of the
law in response to geographical conditions. Geography provides an analytical context that enables researchers to make new observations about the law and its development.40 ‘Geography in law’ studies analyse how changes in geography affect the
law, including how an introduction, alteration, or elimination of borders, or other
changes in geography impact the law. Even in circumstances when law appears to
be static or uniform, it might be so in only some respects (e.g. as ‘law in the books’),
while in other respects (e.g. as ‘law in action’) the law might be evolving; ‘law’ in
this sense encompasses not only statutes and case law but also legal practices and
35 See, e.g., Adolf F. Schnitzer, Vergleichende Rechtslehre 21 (1945); Marco Bussani and
Ugo Mattei, Preface: The Context, in The Common Core of European Private Law: Essays on the
Project 1, 1–2 (Marco Bussani and Ugo Mattei eds., 2002).
36 Andreas Philippopoulos-Mihaloppoulos, Law’s Spatial Turn: Geography, Justice, and a Certain
Fear of Space, 7 L., Culture & Human. 187, 187 (2010).
37 Id. at 189.
38 See, e.g., Kedar, supra note 14, at 406–07.
39 R. Cotterrell, Law and Community: A New Relationship?, 51 Current Legal Probs. 367, 389
(1998).
40 Keenan, supra note 7, at 23.
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social norms that might acquire distinctive local features, and geography might explain or highlight such processes.
Two non-IP law examples illustrate ‘geography in law:’ When water law was
transplanted from England to the southwestern United States, it became apparent
that water rights developed in water-rich England did not function well in the dry
US Southwest, and courts had to adjust the rights to the new climate.41 Another
example is the ‘three-mile rule’ that countries adopted with respect to their shore
boundaries; the rule was developed based on the distance covered in the past by a
cannon’s range and therefore the territory over which countries could effectively
assert their jurisdiction.42
In non-IP law research, studies in ‘geography in law’ examine, for instance,
how understandings of the concept of market power for purposes of antitrust law
change as relevant markets become global;43 how law in Indonesia is ‘spatially diverse’ and susceptible to manipulation by those familiar with local circumstances;44
how the location of military bases affect payday loan practices in the US;45 and how
the specific nature of places where ‘international criminal justice . . . is made and
instantiated’ shapes a ‘new global legal order’.46
An obvious candidate for the ‘geography in law’ approach to IP law is research
pertaining to geographical indications. As Yu observed, ‘geographical indication
has arguably the strongest geographical link among all eight forms of intellectual property rights covered in the TRIPS Agreement’.47 Geographical indications
draw on the relationship of a protected subject matter to particular geographical
conditions and therefore the law of geographical indications may develop differently depending on the degree to which geographical conditions contribute to the
specificities of products and on the degree of appreciation and awareness of the
value of the indications.48

41 Bernhard Grossfeld & Edward J. Eberle, Patterns of Order in Comparative Law: Discovering and
Decoding Invisible Powers, 38 Tex. Int’l L.J. 291, 299 (2003).
42 H.S.K. Kent, The Historical Origins of the Three-
Mile Limit, 48 Am. J. Int’l L. 537 (1954);
Cornelius Van Bynkershoek, De Dominio Maris Dissertatio 364–65 (James Brown Scott ed.,
Ralph Van Deman Magoffin trans., 1995) (1744) (‘The power of the land ends where the force of arms
ends.’).
43 Peter Kuzlik, From Local to Global: The Role of Geographical Isolation in Shaping Competition Law,
in Law and Geography 483, 513 (Jane Holder & Carolyn Harrison eds., 2003).
44 Laurens Bakker, The Sultan’s Map: Arguing One’s Land in Pasir, in Spatializing Law: An
Anthropological Geography of Law in Society 95–113 (Franz von Benda-Beckmann et al.
eds., 2009).
45 Steven M. Graves & Christopher L. Peterson, Predatory Lending and the Military: The Law and
Geography of ‘Payday’ Loans in Military Towns, 66 Ohio St. L.J. 653 (2005).
46 Gerhard Anders, The New Global Legal Order as Local Phenomenon: The Special Court for Sierra
Leone, in Spatializing Law: An Anthropological Geography of Law in Society 137–56 (Franz
von Benda-Beckmann et al. eds., 2009).
47 Yu, supra note 22, at 2073.
48 Matteo Ferrari, The Narratives of Geographical Indications, 10 Int’l J. L. Context 222, 240–41
(2014) (on cultural geography and geographical indications).
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The following two examples illustrate the contributions of ‘geography in law’ to
the research of geographical indications. Bérard discussed the role that geography
played in the development of the law of appellations of origin in France, where
prominent French geographers laid the foundation for legislation on the protection of geographical names of products.49 Stanziani50 and Gangjee51 explored how
political geography influenced the initial drawing of the Bordeaux appellation,
and how this initial delineation quickly exposed the downsides of reliance on political geography and drew attention to actual conditions—and thus the physical
geography—of the land where the grapes were grown.
‘Geography in law’ is apparent in research by authors who—primarily in response to international IP treaty making—set out to dispel the notion that a single
approach to IP law is appropriate for countries and communities everywhere.
International IP treaties are negotiated to achieve a growing degree of harmonization of national IP law systems52 and, at least until recently, were shaped primarily by a small group of highly developed countries. Many authors have pointed
out that a one-size-fits-all approach disserves various countries and communities,
which face different needs and different stages of development. ‘Geography in law’
highlights how different geographies underpin different needs that IP systems do
or should reflect53—a notion that is equally important at non-country levels, including levels lower than country levels, and even in contexts unrelated to existing
political jurisdictional boundaries.54
‘Geography in law’ research also facilitates an understanding of how the changing geographies of markets shape IP law and norms, contribute to deeper IP law
harmonization, drive the development of tools that assist in transcending the differences among legal systems, and encourage the creation of transnational norms
in IP practice.55 On the other hand, the changing geographies of markets also motivate efforts to preserve the status quo and generate the development of market
partitioning tools.56

49 Laurence Bérard, Terroir and the Sense of Place, in Research Handbook on Intellectual
Property and Geographical Indications 72, 76 (Dev S. Gangjee ed., 2016).
50 Alessandro Stanziani, French Collective Wine Branding in the Nineteenth-twentieth Centuries, in
Research Handbook on Intellectual Property and Geographical Indications 13, 27–29
(Dev S. Gangjee ed., 2016).
51 Dev Gangjee, Relocating the Law of Geographical Indications 102–08 (2012).
52 Even the Marrakesh Treaty, heralded as the first international IP treaty to focus solely on exceptions and limitations to copyright, aims at a higher degree of harmonization of national IP systems.
Treaty to Facilitate Access to Published Works for Persons Who Are Blind, Visually Impaired, or
Otherwise Print Disabled, Marrakesh, 27 June 2013.
53 Marketa Trimble, Patent Working Requirements: Historical and Comparative Perspectives, 6 UC
Irvine L. Rev. 483 (2016).
54 See, e.g., Yu, supra note 22, at 2091–100; Rosemary J. Coombe, Anthropological Approaches to Law
and Society in Conditions of Globalization, in The Legal Geographies Reader: Law, Power, and
Space 298–318 (Nicholas Blomley et al. eds., 2001).
55 See, e.g., Sonia K. Katyal, Trademark Cosmopolitism, 47 U. C. Davis L. Rev. 875 (2014).
56 Peter K. Yu, Region Codes and the Territorial Mess, 30 Cardozo Arts & Ent. L.J. 187 (2012).
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At the intersection of IP law and cyberlaw, ‘geography in law’ assists in the exploration of how the lack of physical borders on the internet and the replication
of borders on the internet through technology has affected both national law and
the ‘borderless’ law that was once created to apply on the internet globally. For
example, researchers have studied various countries’ approaches to the territorial
scope of regulatory, adjudicatory, and enforcement jurisdiction in light of the lack
of physical borders on the internet.57 Geolocation and geoblocking, which are the
means of altering internet geography by partitioning the internet based on territorial criteria, have been a focus of attention in IP law, where their use can support
adherence to the principle of territoriality,58 and their non-use, or lack of effectiveness, may contribute to increased pressure for harmonization of national IP
laws.59

IV. Law in Geography
‘Law in geography’ studies consider ‘how law shapes physical conditions and legitimates spatiality’.60 The approach explores how geography has developed in response to
law, how changes in law have affected geography, and how geography follows the imprints that law has left in the landscape. It investigates how law has moulded territorial
boundaries and perpetuated or obliterated borders and physical barriers, it explores
how law affects the design of a space, it helps interpret the origin of and/or persistence
of geographical features, and it illuminates the aspects and consequences of law that
might remain undetected but for the insights of ‘law in geography’. In this approach,
geography is not a constant but a variable that changes in response to the law and developments in law.61
A non-IP law example concerning county boundaries in the United States demonstrates what ‘law in geography’ might entail: When the US territories expanded
westward, counties were drawn so that as many residents as possible could reach
the county seat in a one-day horseback ride. Residents’ distance from their county
seat was important because ‘[a]ctual physical accessibility to government offices
was considered one of the inalienable rights of democratic self-governance in the

57 See, e.g., Dan Jerker B. Svantesson, Private International Law and the Internet 356–57
(2012); Michael Geist, Cyberlaw 2.0, 44 B. C. L. Rev. 323, 357 (2003).
58 See, e.g., Marketa Trimble, Geoblocking and Evasion of Geoblocking—Technical Standards and the
Law, in Geoblocking and Global Video Culture (Ramon Lobato & James Meese eds., 2016).
59 See, e.g., Marketa Trimble, Geoblocking and ‘Legitimate Trade’, in Intellectual Property
and Obstacles to Legitimate Trade (Christopher Heath, Anselm Kamperman Sanders & Anke
Moerland eds., 2018); Marketa Trimble, The Territoriality Referendum, 6 WIPO J. 89 (2015).
60 Jane Holder & Carolyn Harrison, Connecting Law and Geography, in Law and Geography 3, 5
(Jane Holder & Carolyn Harrison eds., 2003).
61 Keenan, supra note 7, at 21. On ‘critical geography’, see Chon, supra note 21, at 17; Kedar, supra
note 14, at 407.
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early American republic’.62 In this example, law drove the geography of the space; it
moulded the political map of parts of the United States.
‘Law in geography’ studies outside of IP law discuss, for example, the impact of
the Ottoman Land Code on the cultivation of fruit trees and the resulting drawing
of state-owned land boundaries,63 the effects of regulation of access to land on
the highland communities in the central Peruvian Andes,64 and the results that
changes to Bhutan’s citizenship rules brought to the land claims of the Lhotshampa
minority.65
In IP law, the ‘law in geography’ approach is apparent in studies that, for example, show the effects of the recognition of appellations for wine on the development of vineyards;66 suggest the potential for geographical indication protection to
propel local and rural development;67 model the impact of IP regimes on the distribution of agricultural yields across the world;68 map the effects of colonial copyright law on the design of the post-colonial international copyright system;69 and
show the law’s contribution to the emergence of successful pockets of innovation.70
At the intersection of IP law and cyberlaw, ‘law in geography’ provides, for example, insights into how US (and California) law shaped the geography of cyberspace by creating conditions conducive to internet innovation,71 and how changes
to the originally borderless norms of the internet domain name system are contributing to the territorialization of the internet.72

62 J. Clark Archer, Political Geography and Local Boundaries, in Joseph P. Stoltman, 21st Century
Geography: A Reference Handbook 171, 179 (2012).
63 Irus Braverman, Hidden in Plain View: Legal Geography from a Visual Perspective, 7 L., Culture &
Human. 173, 178 (2010).
64 Monique Nuijten & Davíd Lorenzo Rodríguez, Peasant Community and Territorial Strategies in
the Andean Highlands of Peru, in Spatializing Law: An Anthropological Geography of Law in
Society 31–55 (Franz von Benda-Beckmann et al. eds., 2009).
65 Richard Whitecross, Migrants, Settlers and Refugees: Law and the Contestation of ‘Citizenship’ in
Bhutan, in Spatializing Law: An Anthropological Geography of Law in Society 57–74 (Franz
von Benda-Beckmann et al. eds., 2009).
66 Stanziani, supra note 50, at 39.
67 Dominique Barjolle, Geographical Indications and Protected Designations of Origin: Intellectual
Property Tools for Rural Development Objectives, in Research Handbook on Intellectual Property
and Geographical Indications 440–62 (Dev S. Gangjee ed., 2016); Irene Calboli, Time to Say Local
Cheese and Smile at Geographical Indications of Origin? International Trade and Local Development in
the United States, 53 Hous. L. Rev. 373 (2015); Doris Estelle Long, Branding the Land: Creating Global
Meanings for Local Characteristics, in Trademark Protection and Territoriality Challenges in
a Global Economy 100–24 (Irene Calboli & Edward Lee eds., 2014).
68 Timothy Swanson & Timo Goeschl, The Distributive Impact of Intellectual Property
Regimes: A Report from the ‘Natural Experiment’ of the Green Revolution, in Intellectual Property
Rights: Legal and Economic Challenges for Development 264–87 (Mario Cimoli et al.
eds., 2014).
69 Alexander Peukert, The Colonial Legacy of the International Copyright System, in Copyright
Africa: How Intellectual Property, Media and Markets Transform Immaterial Cultural
Goods 37 (Ute Röschenthaller & Mamadou Diawara eds., 2016).
70 See, e.g., Anupam Chander, How Law Made Silicon Valley, 63 Emory L.J. 639 (2014).
71 Anupam Chander, Law and the Geography of Cyberspace, 6 WIPO J. 99 (2014).
72 Trimble, supra note 32.
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V. Conclusion
It is not surprising that research remains rare in ‘law and geography’ in the narrow
sense, including in ‘IP law and geography’. The research prism places high demands
on researchers because it requires not only a thorough knowledge of law and of
geography, but also an ability on the part of the researcher to connect the two, recognize their links, and appreciate the conditionalities involved in their interrelation. The prism inevitably calls for a comparative law perspective; even if a study
focuses on a single geographical area, ‘law and geography’ insights typically cannot
be made without first observing through a comparative lens the notable ‘law and
geography’ features. A significant component is also a knowledge of the history
and culture of the relevant society.
Multidisciplinary research prisms usually have predecessors, and ‘law and
geography’ is no exception, but it has become recognized only as it has gained the
features of a movement—its own terminology, interconnections, following, conferences, and edited volumes. While it is important to recognize the existence of its
predecessors, it is also important to acknowledge the role that the movement can
play in promoting the geographical lens, intensifying the research rigour in using
the disciplines, and raising awareness about the imports of the research prism.
The prism evolved to some extent in the context of critical legal studies, and
some of the research based on the prism adopts the liberal lens of the critical legal
studies family.73 However, as a latecomer to the family the prism might have the
opportunity to evolve without a preconceived and strongly defined ideological denomination, and ‘IP law and geography’ need not set out on a clear ideological path
in order to provide a useful prism for IP law research.74
When ‘law and geography’ finally became a Library of Congress Subject Heading
in 2000, it appeared in alphabetical order somewhat symbolically between ‘law and
fact’ and ‘law and gospel’75—as if to suggest that ‘law and geography’ might have a
role as the referee between empiricism and ideology. While it is tempting to use the
prism as a metaphorical GPS navigation device to guide us through the complex
landscape of IP law, maybe we should think of ‘law and geography’ rather as a compass that can provide the direction we need to properly orient ourselves and make
informed decisions about appropriate routes, instead of a device that charts a route
for us that we blindly follow.
As will research in other areas of law, IP law research will benefit from the efforts of researchers who pause to consider the role that geography might play or
has played in shaping the law and that the law might play or has played in shaping
geography. Future ‘IP law and geography’ research might look beyond existing
73
74
75

Warf & Arias, supra note 4, at 3; Kedar, supra note 14, at 408, 411–12.
Yu, supra note 22, at 2055.
See Library of Congress, supra note 16.
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jurisdictional boundaries—to sub-country levels as well as levels unrelated to existing jurisdictional boundaries—and explore the different effects of geography on
perceptions of, and respect and desire for, IP rights.76 Geographies of interests (or
geographies of stakeholders) is another example of an area potentially warranting
additional IP research.

76 Rosemary J. Coombe, Anthropological Approaches to Law and Society in Conditions of
Globalization, in The Legal Geographies Reader: Law, Power, and Space 298–318 (Nicholas
Blomley et al. eds., 2001); Yu, supra note 22, at 2091–92.
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A Post-Colonial Framework
for Researching Intellectual
Property History
Michael Birnhack*

I. Introduction
Lawyers tend to focus on current law, and at most, search for the immediate legislative history of a specific rule, to support a certain interpretation thereof. Legal
historians take a broader view, study past events and search for grand ideas within
and outside the law, as well as practices that can teach us about what happened,
how, and why. With such knowledge, we can better understand legal processes or
the reasons for a rule that otherwise might seem obscure; we can consider a theoretical angle that has escaped us or assess the advantages and disadvantages of legal
approaches.1
Building on earlier studies,2 innovative at their time, in recent decades intellectual property (IP) scholars have rediscovered legal history.3 Most of this new
literature focuses on Western IP norms and ideas, especially British, American,4

* I have benefitted much from a workshop that took place at Singapore Management University
in February 2017. Thanks to the participants, and especially Irene Calboli and Lillà’ Montagnani for
initiating that discussion, and to Assaf Likhovski for helpful comments on earlier draft.
1 The normative value of history for contemporary debates is controversial. See, e.g., Kathy Bowrey
& Natalie Fowell, Digging Up Fragments and Building IP Franchises, 31 Sydney L. Rev. 185, 210 (2009).
For the various objectives of legal history, see William W. Fisher III, Text and Contexts: The Application
to American Legal History of the Methodologies of Intellectual History, 49 Stan. L. Rev. 1065, 1088–109
(1997).
2 See, e.g., Augustine Birrell, Seven Lectures on the Law and History of Copyright in
Books (1899); Harry Ransom, The First Copyright Statute: An Essay on an Act for the
Encouragement of Learning, 1710 (1956); Lyman Ray Patterson, Copyright in Historical
Perspective (1968).
3 For discussion of the current wave of IP history, see Martin Kretschmer, Lionel Bently & Ronan
Deazley, The History of Copyright History (Revisited), 5 WIPO J. 35 (2013); Barbara Lauriat, Copyright
History in the Advocate’s Arsenal, in Research Handbook on the History of Copyright Law 7
(Isabella Alexander & H. Thomás Gómez-Arosteguie eds., 2016) [hereinafter Research Handbook].
4 See Brad Sherman & Lionel Bently, The Making of Modern Intellectual Property
Law: The British Experience, 1760–1911 (1999); Edward C. Walterscheid, The Nature of the
Intellectual Property Clause: A Study in Historical Perspective (2002).
Michael Birnhack, A Post-Colonial Framework for Researching Intellectual Property History In: Handbook on Intellectual
Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Michael Birnhack 2021.
DOI: 10.1093/oso/9780198826743.003.0017
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and former British colonies.5 More recently, we enjoy new studies about IP in other
countries.6 In this chapter, I wish to add some critical questions, in the context
of imperialism and colonialism, namely, a post-colonial view of IP in a colonial
context.
Over the past twenty-five years, we have witnessed a wave of IP globalization, especially since the shift from the World Intellectual Property Organization (WIPO)
to the World Trade Organization (WTO).7 But there was a previous wave of IP
globalization, carried out by the Empires of the late nineteenth century and early
twentieth century, especially the British Empire. As the empires extended their
global reach, they applied their own IP law in the new territories they controlled,
and make no mistake, they did so first and foremost for their own benefit. The imposition of a foreign, external law onto a local population, especially in the fields of
culture and technology—namely copyrights and patents—might have resulted in
conflicts. IP plays an important role in identity politics,8 and when located in a colonial setting, the local author could have, for example, a national identity, i.e. the
author who feels and acts on behalf of a collective cause.9 Thus far, most IP history
was told from the colonizers’ perspective. The colonized perspective should be included, and be part of the discussion.10 Indeed, in recent years we see more studies
told from the colonized perspective, and although most of these studies focus on
self-governing dominions,11 we see additional studies emerge in recent years.12
How should we study colonial IP law? I offer a conceptual framework, which has
guided me in my own research in the study of copyright in Mandate Palestine.13
5 For discussions of copyright law in Australia, India, Jamaica, New Zealand, Palestine, Singapore,
and South Africa, see, e.g., A Shifting Empire: 100 Years of the Copyright Act 1911 (Uma
Suthersanen & Ysolde Gendreau eds., 2013) [hereinafter A Shifting Empire].
6 See, e.g., Expanding Intellectual Property: Copyrights and Patents in 20th Century
Europe and Beyond (Hannes Siegrist & Augusta Dimou eds., 2017) [hereinafter Expanding
Intellectual Property]; Jose Bellido, Codified Anxieties: Literary Copyright in Mid-Nineteenth
Century Spain, in Research Handbook, supra note 3, at 423.
7 Laurence R. Helfer, Regime Shifting: The TRIPS Agreement and New Dynamics of International
Intellectual Property Lawmaking, 29 Yale J. Int’l L. 1 (2004).
8 Madhavi Sunder, IP3, 59 Stan. L. Rev. 257 (2006).
9 For the role of nationalism in IP see, e.g., Hannes Siegrist, Intellectual Property Rights and the
Dynamics of Propertization, Nationalization, and Globalization in Modern Cultures and Economics, in
Expanding Intellectual Property, supra note 6, at 19.
10 In the historical journey, the task is not to erase the colonial past, but to add the colonized perspective. For decolonization in the context of IP, see Caroline B. Ncube, Decolonising Intellectual Property
Law in Pursuit of Africa’s Development, 8 WIPO J. 34 (2016).
11 Canada: see, e.g., Pierre-Emanuel Moyse, Canadian Colonial Copyright: The Colony Strikes Back,
in An Emerging Intellectual Property Paradigm 107 (Ysolde Gendreau ed., 2008); Australia: see,
e.g., Catherine Bond, ‘Cabined, Cribbed, Confined, Bound in’: Copyright in the Australian Colonies, in
Research Handbook, supra note 3, at 372; and regarding trademarks, see Amanda Scardamaglia,
Colonial Australian Trade Mark Law: Narratives in Lawmaking, People, Power & Place
(2015).
12 A Shifting Empire, supra note 5; Tshimanga Kongolo, Historical Developments of Industrial
Property Laws in Africa, 5 WIPO J. 105 (2013).
13 Michael Birnhack, Colonial Copyright: Intellectual Property in Mandate Palestine
(2012).
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Colonial IP, as a research topic and a methodology, lies at the intersection of: (1)
a critical approach to legal transplants that views it as a process and interaction
of foreign law and local laws and norms; (2) applied in a colonial setting; and
(3) taking into account IP’s unique features. This framework provides an organizing structure for the study of IP history in a colonial context. It begins with a
broad zoom-out view and zooms-in; it poses research questions, draws our attention to general characteristics, and to particular features of a specific topic.
The proposed framework offers a critical stance that is aware of the multiplicity
of voices, builds on lessons from the study of law and society about gaps between
the law in the books and the law in practice, about the social construction of the
law, and the powers at stake. In particular, this framework enables us to be sceptical of the official history, which was typically told or mediated by the colonizers.
This is instrumental Cartesian scepticism—it is meant to raise doubt to push us
to dig deeper and search for the best explanations we can find. Such an approach
makes room also for the other side of the story, that of the colonized. This is a
post-colonial approach to IP.14
This chapter begins with the separate ingredients of the proposed framework,
and then integrates them together to discuss its challenges and pitfalls. Along the
discussion, I will bring some examples, mostly from my own research on copyright
and trademark law in Mandate Palestine (1922–1948). Although a Mandate is not
a colony and relatively late in the British Empire’s global reach, British IP policy in
Palestine was similar to those of other colonies; however, in each territory, the local
conditions differed. IP was Imperial, but its reception was local.

II. Legal Transplants
Scholars turned their attention to the law’s mobility from one jurisdiction to another and called this phenomenon Legal Transplants.15 A first wave of discussion
traced and documented how a law from one place was applied in another, and
offered detailed observations about the modes of legal transfers. The legal transplant matrix has multiple rows and columns. A transplant can be the entire legal
system, a specific law, a doctrine, or a principle; the manner in which the law moves
from one place varies—with or without alterations in adopting foreign law—and
the motivations can be self-interest or an international commitment; a country can
be forced to adopt a foreign law; or, the process can be more subtle, for example,

14 The study of the post-colonial situation, in the simple meaning of what happened after colonialism
ended, should take the colonial history into account.
15 The pioneering work is Alan Watson, Legal Transplants: An Approach to Comparative
Law (2d ed. 1993) (1974).
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judges adopting foreign doctrines and applying them in their opinions.16 This first
wave of discussion was quite optimistic about the phenomenon.
A second, more critical wave of scholarly attention followed. The metaphor used
was discussed inside out,17 and case studies indicated that a transplant is more
complicated than it seems. The important insights of this second scholarly wave
were first, that a transplant is not a one-time occasion, but a process.18 Legal transplants rarely behave as is in the exact same way they performed in their original
place. The rule often changes, either deliberately or in practice, adapting itself to
the local legal field.19
A second insight that is relevant for the current discussion was the attention
to power relationships. Not all transplants reflect the voluntary adoption of a law
and its successful implementation within the recipient legal system. On some occasions, the transplant—and now the benevolent, altruistic metaphor collapses—
was imposed on the recipient jurisdiction. Otto Kahn-Freund warned against
brute transplants and urged to take into account the social and political context.20
Colonialism was often such a brute transplant, where the colonizer applied its own
foreign law in the domestic scene.
The richer understanding of legal transplants as a power-based process immediately adds more questions to the researchers’ list. Other than asking what was
transplanted, namely, the initial observation that a law (legislation, doctrine, etc.)
originated from another place, we should inquire about the reasons and the process. We should ask who initiated the transplant and why, and more specifically,
‘why that then’, for example, why did the British enact the 1911 Imperial Copyright
Act when they did?21 This line of questions can also draw our attention to broader
questions. For example, Lionel Bently pointed out that the British Empire had an
Imperial Copyright Act but chose a different path regarding patent law or trademark law, where there was no imperial law.22 The different agendas begged the
question—why? In studying the transplanting party’s decision to act, we should
search for the motivations, which can be local, imperial, or international. We
should identify the circumstances that resulted in the decision to apply the donor’s
law onto the recipient territory and its people. We should then inquire about the
process—how was the transplant executed?

16 In Watson’s words: ‘Actually, receptions and transplants come in all shapes and sizes. One might
think also of an imposed reception, solicited imposition, penetration, infiltration, crypto-reception, inoculation and so on’. Id. at 30.
17 See, e.g., David Nelken, Towards a Sociology of Legal Adaptation, in Adapting Legal Cultures
16 (David Nelken & Johannes Fees eds., 2001).
18 See Pierre Legrand, What ‘Legal Transplant’?, in Adapting Legal Cultures, supra note 17, at 55.
19 Watson acknowledged this transformation, see Legal Transplants, supra note 15, at 27, 116.
20 Otto Kahn-Freund, On Uses and Misuses of Comparative Law, 37 Mod. L. Rev. 1, 27 (1974).
21 For answers, see Sherman & Bently, supra note 4.
22 Lionel Bently, The ‘Extraordinary Multiplicity’ of Intellectual Property Laws in the British Colonies in
the Nineteenth Century, 12 Theoretical Inq. L. 161, 162 (2011).
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Once we know what was transplanted, have an idea about the timing, motivation, and the channel chosen, we can turn to the recipient jurisdiction. As mentioned, the critical discourse about legal transplants taught us that the transplant
changes. Thus, we should ask how it was implemented. What were the local circumstances? Were there unique challenges that were absent in the original context? In other words, we should not take for granted that the law was the same
in the centre and the periphery, even if the legislative language was identical. For
example, trademark law in a culturally diverse society, especially an immigrant
(or settler) society, raises issues that do not come up in a culturally homogenous
market. Thus, for example, in Mandate Palestine, the Jewish population had immigrants from many countries. The question raised in Mandate Palestine was, in
assessing the distinctiveness of a mark submitted for registration, should the registrar consider that a similar mark had already been registered abroad, and hence
familiar to a segment of the immigrant population?23
In tracing how a transplant was received, we should look beyond the legal texts
and understand the broader context: the social, cultural, political, economic, etc.
All these non-legal elements affect the way in which the law was interpreted, negotiated, and practised. Thus, a critical legal transplants discourse is a branch of the
study of law and society, which reminds us that the law in the books is rarely applied as is.24 Accordingly, we should search for the gaps between the donor and recipient. Perhaps the foreign law was irrelevant to the local population? This seems
to be the case with copyright law in the first decades of its implementation in many
colonies.25 Or, for example, this was also the case of trademark law with some segments of the population in Mandate Palestine: data gathered about trademark applications indicate that the Arab–Palestinian population hardly used the British
system, especially once compared to the much smaller Jewish population.26 Some
segments of the population were familiar with the idea of trademark law from their
experience in the country from which they immigrated.27
23 See CA 15/29 George Schicht Altengesellschaft v. Brikstein, 1 PLR 453, 454 (1930) (‘That there are
persons in Palestine who are acquainted with the Applicant’s Marks and are thus liable to be deceived,
cannot be contested, in view of the fact that there are now in this country many thousands of persons
who, until recently, were living in countries in which Applicant’s trade Mark is registered and its goods
are on sale.’).
24 For the assimilation of law and society into the study of legal history, see, e.g., Assaf Likhovski,
Tax Law And Social Norms in Mandatory Palestine and Israel (2018).
25 E.g., in the Straits Settlements, copyright law was implemented in 1826, but the first cases were litigated only in the 1980s. See Ng-Loy Wee Loon, Law of Intellectual Property of Singapore 59
(2008). This does not mean that copyright law did not act behind the official legal scene, but one would
expect litigation to show up much earlier.
26 During the Mandate, the trademark office received 9,268 applications, 7,263 were granted (the
difference are applications that were not continued, for various reasons, and only few denied). 1,592
(22 per cent) were by local manufacturers and traders, 1,178 of which (74 per cent) were identified as
Jewish, 261 (16.4 per cent) were by Arab-Palestinian applicants, and the remainder are unknown.
27 The wave of immigration of Jews escaping Nazi Germany in the 1930s resulted in a dramatic increase in trademark applications. In 1922–1933, the number of applications ranged from 195 to 274
per year, in 1934 the number doubled to 485, and in 1935 doubled again to 861. In 1936 the numbers
dropped, due to the Arab Revolt.

Intellectual Property History

265

The framework of legal transplants thus provides us with helpful direction. We
might not find all answers, but we have a navigation tool.28

III. The Colonial Context
The colonial setting is a particular case of legal transplants. Scholars pointed, albeit
in passing, to the connection between transplanting and colonialism.29 To better
understand the history of IP in a particular colony or period, or on an imperial
level, we should understand both the imperial form and its substance: its legal
modes of operation and its ideologies.
For example, the Ottoman Empire acted as a unified legal system. Laws enacted
in Istanbul applied throughout the Empire.30 Implementation, enforcement, and
practices varied, but the law was one. The British Empire had a complex system,
depending on the kind of colony and the topic at stake. Self-governing dominions,
as their name indicates, had the greatest leeway in enacting local laws, but the initiative and motivation might have emerged from London, resulting in some cases,
as with Canada’s copyright law, in friction.31 Crown colonies had the least local
leeway.32 Mandates had different degrees of independence.33 Note that most of
these cases, when we talk about the local government, it was the British colonial
government, not a democratically elected one. We should observe these legislative
(and judicial) patterns so as to avoid the assumption that all laws behaved the same
in all locations. The differences themselves give rise to interesting questions, such
as the one mentioned above about the British differential approach to handling
copyright, patent, and trademark. We should not neglect other channels of law-
making, especially the judiciary.
Understanding the legal and bureaucratic operations of the empire is the beginning, but within it, we should search for the underlying ideologies, incoherent
and messy as they might have been. For example, the British declared their policy
28 The notion of legal transplants also guided the editors of Expanding Intellectual Property,
supra note 6.
29 See, e.g., Lawrence Friedman, Some Comments on Cotterrell and Legal Transplants, in Adapting
Legal Cultures, supra note 17, at 93 (‘A lot of “transplanting” has occurred throughout history by
way of conquest and colonisation. The common law, for example, is a worldwide system of because the
British had a worldwide empire.’).
30 The Ottoman Empire’s IP laws were inspired by French laws.
31 See Catherine Seville, The Internationalisation of Copyright Law: Books, Buccaneers
and the Black Flag in the Nineteenth Century 78–145 (2006).
32 Writing about the implementation of copyright law in Jamaica, Dianne Daley commented: ‘The
1911 Act was unceremoniously introduced to Jamaica simply by virtue of the Island’s colonial status.’
See Dianne Daley, Shades of Grey: Uncovering the Century Old Imperial Imprint on Jamaica’s Modern
Copyright Act, in A Shifting Empire, supra note 5, at 168, 170.
33 The League of Nations entrusted Britain and France with powers over previously enemy territories, classified into three classes. Tanganyika, a former German colony, for example, was a Class B
Mandate, ruled by Britain. Palestine was a Class A Mandate.
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of implementing the rule of law in the colonies,34 often entangled with the self-
proclaimed civilizing mission.35 The declared ideologies, and more importantly,
the hidden ones, if we can unearth them, are crucial in understanding the development of the law in a colonial context. For example, the ‘rule of law’ as a headline
seems benevolent and a much-aspired to characteristic of a functioning democracy. However, when officially declared as the colonizer’s policy, the new law immediately negates any other form of law that predated the colonization and treats
it as unworthy, or worse, one that violates the rule of law. Similarly, the headline of
the civilizing mission immediately implied that the new-to-the-Empire territories
were uncivilized.
The differences in power did not always mean a brute suppression of local voices.
In some cases, the colonizer did listen and respect local norms and practices, or the
local population welcomed the new winds and assimilated them into its social and
legal fabric. This situation can be treated as a case of legal pluralism. The general
lesson is that the law, neutral as might seem to be at first sight, necessarily carries
additional layers of meanings.

IV. Intellectual Property
Courts often focus on the law at stake in an isolated manner as they engage in an
instrumental legislative history. This practice might explain the reason behind a
particular rule,36 or fit an originalist mode of interpretation that locks contemporary interpretation to the original intent of its drafters. The study of legal history
should go beyond the rather narrow judicial engagement with legislative history.
The framework presented here can offer guidance for better understanding colonial transplants within a broader context. However, each legal field, namely the
regulated subject matter of the foreign law, has its unique characteristics and features. I highlight some of the most salient IP features in the colonial context.
First, IP is based on information and knowledge, rather than tangible objects.
Copyright subsists in a work of authorship rather than in the object in which it
is fixed. Fixation is often a prerequisite for legal protection, but it serves other
purposes, and the object itself is considered chattels and enjoys regular property
34 See, e.g., the account of deputy the Under-Secretary of State for the Colonies, Charles Joseph
Jeffries, The Colonial Office 167 (1956).
35 For the account of the first Governor General of Nigeria (1914–1919), see, e.g., Frederick D.
Lugard, The Dual Mandate in British Tropical Africa 618 (5th ed. 1965) (‘[The British are]
bringing to the dark places of the earth, the abode of barbarism and cruelty, the torch of culture and
progress, while ministering to the material needs of our own civilisation.’). The League of Nations’
Mandates also echoed the civilizing mission: ‘the tutelage of such peoples should be entrusted to advanced nations, who by reason of their resources, their experience, or their geographical position, can
best undertake this responsibility’; see Covenant of the League of Nations, art. 22.
36 A recent copyright example is Am. Broad. Cos. v. Aereo, Inc., 573 U.S. 431 (2014).
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protection. Text-based works, music, drawings, photographs, and today any work
in a digital form, easily cross borders, as does scientific knowledge embedded in an
invention, or a commercial message embedded in trademark, which is attached to
a product. The intangibility of IP means that global protection matters. Otherwise,
if inventions are protected in one jurisdiction but not in another, the local law
might become irrelevant. This realization brought Western countries to form the
IP treaties of the late nineteenth century, the Paris Convention for the Protection
of Industrial Property (1883) and the Berne Convention for the Protection of
Literary and Artistic Works (1886). Note that this feature is absent in other legal
fields: other than British convenience, there was no inherent reason for negligence
law in Cyprus, Kenya, and Hong Kong to be internationalized and harmonized.
There are various barriers at stake, which limit the concern to some extent.
For example, literary works in Italian are less likely to be infringed in Arabic-
speaking countries, but music might bridge language and cultural barriers more
easily. Knowledge embedded in chemical inventions such as drugs could, technically speaking, exit the country of origin and reach a faraway colony. However, if
the latter had no pharmaceutical infrastructure, physical means to reproduce it,
and the human skills needed, then the cross-border knowledge transfer would be
rendered meaningless. The produced drugs, however, will be able to reach other
jurisdictions.
Thus, IP yields itself to international regulation. An empire which had a technological, innovative, or commercial advantage over its colonies—which was the
case—would be interested in protecting its own trademarks, trade secrets, and patents in as broad a coverage as it can. The same applies to creativity: if the empire
produced many creative works, then it would be interested in protecting its authors
and content industries in the colonies as well. However, this interest depends on
the direction of the cultural import–export balance.37
Second, IP law reflects a series of assumptions about the creative and inventive
processes. By and large, these are Western-Eurocentric, modern, and capitalistic
tools to promote various individual and social interests. An important thread in
IP literature explored the notion of the romantic author (and then, the romantic
inventor), and showed how it has affected the making of the law both in the political process and its doctrines: Scholars pointed out that the law assumes a Western
author (and inventor).38 However, this figure does not necessarily or perfectly fit
37 Thus, although not a colony, it is not surprising that as long as the United States was more of an
importer of creative works than an exporter, it hardly protected foreign works, with a first law enacted
as late as 1891. Once the creative trade balance shifted, the interest flipped. For discussion, see Steven
Wilf, Copyright and Social Movements in Late Nineteenth-Century America, 12 Theoretical Inq. L.
123 (2011); Oren Bracha, United States Copyright, 1672–1909, in Research Handbook, supra note 3,
at 365–69. For the general issue of cultural balances, see Birnhack, supra note 13, at 51–53.
38 Re copyright, see Martha Woodmansee, The Genius and the Copyright: Economic and Legal
Conditions of the Emergence of the Author, 17 Eighteenth-Century Stud. 425 (1984); Peter Jaszi,
Toward a Theory of Copyright: The Metamorphosis of ‘Authorship’, 41 Duke L.J. 455 (1991). Re patents,
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the creative process in colonized territories. Group or community creativity with
indiscernible authors, oral works which are not fixed, or what we call traditional
knowledge, might fail to meet the western criteria of eligibility for legal protection.39 The result is that the foreign law applied in another territory where there
are different modes of creativity and innovation, might simply be irrelevant. Such
cases reveal the emptiness of the civilizing mission, and we see that at least at first,
the ones to enjoy the newly implemented law are those who abide by the western
norms. Often, these were settlers or the clerks of the empire, seconded to the colonies. Worse, the foreign norms might negate other forms of creativity, innovation, or trade practices. When the law offers its protection to some kinds of works
and inventions but not to others, based on the way they were achieved, the non-
Western modes are discouraged and marginalized. This external outlook might
have been internalized by the local population turning away from its traditions.
Thus, IP law might be a scene of gaps between foreign law and local needs and
norms. These gaps might have persisted for a while or filled with other norms from
other sources—namely social norms.40 Over time this picture might have changed.
Foreign norms can strike a chord.
Another example is found in industrial property—a term coined by the Paris
Convention—referring to patents and trademarks. Trademark is a mark of modern
economies. Although there are various examples of ancient marks, they were not
necessarily trade-marks. Trademarks, at least in the early day of this legal invention (nineteenth century), were a legal tool to promote industrialized commerce. It
enabled the producer to mark its products to signal to consumers that the product
they buy today is the same, or at least from the same source, as that of the product
they bought yesterday. Thus, trademarks create a direct connection between consumers and manufacturers through the mark that appears on the product.41 This
function has deserved much economic elaboration over time and has since developed to be, at least in some cases, of independent value and treated like property.42
However, in a pre-modern market, there simply was far less need, if any, for
trademarks. When production was local, handmade, or grown, there was little, if
see Making and Unmaking Intellectual Property: Creative Production in Legal and
Cultural Perspective (Mario Biagioli, Peter Jaszi & Martha Woodmansee eds., 2011).
39 See, e.g., Borrowed Power: Essays on Cultural Appropriation (Bruce H. Ziff & Pratima V.
Rao eds., 1997); Anupam Chander & Madhavi Sunder, The Romance of the Public Domain, 92 Cal.
L. Rev. 1331 (2004).
40 This was the case with the Hebrew authors in Mandate Palestine. By and large, they did not use the
law, and instead developed an informal set of social norms and practices. See Birnhack, supra note 13,
at 145–60.
41 For the explanation of trademark law on the background of industrialization, see Sidney A.
Diamond, The Historical Development of Trademarks, 65 Trademark Rep. 265 (1975); Thomas
D. Drescher, The Transformation and Evolution of Trademarks: From Signals to Symbols to Myth, 82
Trademark Rep. 301 (1992).
42 The influential precursor is found in Frank I. Schechter, The Rational Basis of Trademark Protection,
40 Harv. L. Rev. 813 (1927).

Intellectual Property History

269

any, industrialization. Often times, consumers knew the manufacturer in person.
They lived in the same village or region, and there was an on-going relationship.
Then entered colonial trademark, a tool that developed during and as a result of the
(second) industrial revolution in the context of a relatively free market. It then carried over to the colonized territories. Some colonies might have had similar economic structures, but others had traditional markets, peddlers, and local shops.
Thus, a foreign tool that entered the market was not just another technical option;
it carried with it commercial norms, trade practices, and the air of industrialization. It might not have met with resistance, but it did prefer one way of doing business over other ways.
The entrance of trademark law in Mandate Palestine provides us with an example: during the first decade after the introduction of the British law (an Ottoman
law predated the British one, but I did not find evidence of its use), the level of
use was rather small and concentrated in particular industries, such as tobacco.
However, as the country underwent a quick phase of industrialization, the use of
trademarks increased dramatically. This was the case especially with the Jewish
community, whereas the local Arab population used this foreign law less due to
slower industrialization processes. This is not to say that the Arab-Palestinian
manufacturers and traders did not use marks for their products, but if so, they did
not register their marks with the British, foreign system.

V. The Big Picture, Challenges, and Potential Pitfalls
We can now see the big picture emerge. Studying the legal history of intellectual
property in a colonial setting can take many forms. One can focus on the intellectual history, namely how ideas developed and how they reflected, promoted, or
were suppressed by the law.43 One can study a particular law, region, or period. One
can even focus on particular cases, and through this micro-history, shed light on
another side of the story.44 These are all valid research paths. Combining the intersection of the notion of legal transplants, application of critical perspective, the colonial setting, multiple ways of law-making and ideologies, and taking into account
the unique features of IP can guide us in such a study. The framework I offered here
is a critical one—inspired by law and society. It is also located within a broad social,
cultural, political context—rather than a narrow, formalistic, and doctrinal view
that inspects only a specific rule and its direct, necessarily limited, trajectory.
The proposed framework is surely not the only one available, and it has its limitations. As always, the first step in addressing these is reflection and awareness.
43 See, e.g., Oren Bracha, Owning Ideas: The Intellectual Origins of American
Intellectual Property, 1790–1909 (2017).
44 Michael Birnhack, Copyright Pioneers, 5 WIPO J. 118 (2013).

270

Michael Birnhack

Some challenges are familiar to any legal historical project: Can one focus on IP law
but exclude other legal fields that might interact therewith? For example, can we
study trademark law without locating it within a broader understanding of the law
(e.g. consumer law, antitrust law, etc.)? Or, can we study copyright history in isolation from the development of free speech jurisprudence?
Another typical research challenge is determining the relevant periodization.
It is tempting and convenient to choose the colonial timeframe as the contours of
research, but any choice necessarily brackets other choices. For example, studying
IP law in Mandate Palestine immediately offers 1922 as the starting point, when
the League of Nations awarded Britain with the Mandate over Palestine. However,
the British took over the region in late 1917, applied a military administration until
1920, and then a civil administration. So perhaps 1917 is a better beginning? But
even then, there was Ottoman law in Palestine before the British came. Has it disappeared?45 Did it influence the reception of the new laws?
Yet another decision is that of the territory covered: should we work within the
territory as defined by the colonizer, or perhaps there are other regional considerations? For example, in the case of trademark law in Mandate Palestine, there were
various patterns of commerce before the introduction of the law and during the
Mandate period. During this period, Jewish importers dealt mostly with European
manufacturers and exporters dealt mostly with British consumers, whereas Arab
traders dealt mostly with local or near countries, such as Egypt and Syria. Did the
local laws in each of these locations infiltrate into, or affected the local legal scene,
including commercial practices that deviated from the colonizer’s law?
Access to data is yet another challenge. The note of caution in the current case
is that the low hanging fruit, namely documents preserved in official archives,
tends to reflect the colonizer’s side of the picture—the colonizer’s history. The
Colonial IP framework reminds us to search also for alternative histories, perhaps found in letters, petitions, hidden in official archives or if not lost, kept with
private hands. Local newspapers or other sources can supplement the picture. It
is important to identify the industries and other players in the relevant field. For
example, in studying trademark history, researchers can search for indications of
everyday use of trademarks in newspaper advertisements or in photographs from
the studied time and place—photographs of shops, billboards, etc. These are only
partial signals of the actual practice of the law and should not be mistaken for conclusive evidence. However, such signals can draw our attention to various practices, not necessarily found in official archives, and thus strengthen a hypothesis or
raise doubt.
45 The short answer is that the British allowed some leeway for Ottoman law in well-defined areas,
such as property and family law, but were quick to replace Ottoman laws that were based on French
laws (yet another legal transplant), especially in the commercial context. See, e.g., Ron Harris & Michael
Crystal, Some Reflections on the Transplantation of British Company Law in Post-Ottoman Palestine, 10
Theoretical Inq. L. 561 (2009).
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Our hidden biases are probably the most troublesome. Inevitably, we do not approach a topic tabula rasa. We bring to the table our current knowledge, focus on
the familiar, and apply hindsight to result in anachronistic conclusions. There is no
easy answer to this challenge other than constant reflection and care. Additionally,
a little help from our friends is always a good idea.

VI. Conclusion
Legal history is akin to taking a blank canvas, searching for evidence, and adding
dots about legal events that the research finds; then, stepping backwards, to see the
big picture by connecting the dots to retell the events in the most accurate manner
possible. A critical approach will be suspicious about the ability of contemporary
researchers to reconstruct the original story. More so, the critical scholar will resist
the idea that there was one single, fixed story as the many dots can be connected to
tell many different stories. As researchers, our task is to make the connection in a
convincing manner, and always be aware of the alternative stories. The history we
tell is just one among many possible histories.46 In the case of colonial legal history,
we should particularly be aware that the colonizer’s story is not always the same as
that experienced by the colonized. IP regulates creative and innovative social activities. In a colonial context, we should strive to also view colonial IP with a post-
colonial lens.

46 For the multiple histories of IP, see Ronan Deazley, What’s New about the Statute of Anne? Or Six
Observations in Search of an Act, in Global Copyright: Three Hundred Years since the Statute
of Anne, from 1709 to Cyberspace 26, 52 (Lionel Bently, Uma Suthersanen & Paul Torremans
eds., 2010).

17

Intellectual Property and the Question
of the Archive
Jose Bellido*

‘The archive is the ultimate rabbit hole’1

I. Introduction
Classified documents, patent files, disclosures, trademark records, originals,
copies, collection agencies, registries, bureaucracies, proceedings, intangible properties, and access (or not)—the stuff of intellectual property (IP) is deeply connected to the institution of the archive. From family to corporate archives, from
local to national and diplomatic offices, the trajectories of the intangible can be
traced through such paper trails and holdings. The question—‘What is the point of
copyright history?’—was the subject of an academic conference some years ago.2
The answer to that question was that the point of copyright history, which could
be extended to IP history, is ‘evidently’ archival. The archive—often the product
of time-consuming, painstaking, frustrating, expensive, and unassuming labour—
with all its literal and metaphorical potential, is full of contingencies and hazards,
a repository of hopes and documents frequently leaving a mark or scar on the subject. Not recommended for those in a rush, the archive is a slow and deliberate
medium, requiring one to wait for the rare opportunity to capture the ‘phantom’
of IP.3 Such an intimate link to a nebulous subject matter situated between the past
and the future initially made its custodians, the archivists, wary of copyright law.4
While the digital environment transformed earlier fears into risk assessments, the

* This research has benefited from the workshops and conversations organized around the Erc
Advanced project ‘Patents as Scientific Information, 1895–2020’ (Passim) led by Professor Eva
Hemmungs Wirtén of Linköping University (Grant Agreement No. 741095-Passim-Erc-2016-AdG).
1 Kate Crawford, Asking the Oracle, in Astro Noise 133 (Laura Poitras ed., 2016).
2 What Is the Point of Copyright History? Reflections on Copyright at Common Law in
1774 by H. Tomás Gómez-Arostegui (Ronan Deazley & Elena Cooper eds., 2016).
3 ‘In a sense much of the history of intellectual property can be seen as one of the law attempting to
contain and restrict the intangible—to capture the phantom.’ See Lionel Bently & Brad Sherman,
The Making of Modern Intellectual Property Law: The British Experience, 1760–1911 59
(1999).
4 John Baylis Post, Copyright Mentality and the Archivist, 8 J. Soc’y Archivists 17–22 (1986).
Jose Bellido, Intellectual Property and the Question of the Archive In: Handbook on Intellectual Property
Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Jose Bellido 2021.
DOI: 10.1093/oso/9780198826743.003.0018
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relationship between the archive and IP history remains crucial as it goes beyond
specific terms and conditions.
One of the most interesting things about archival research is not what has been
found here or there but how IP scholars have approached the question of the
archive in different ways. Socio-legal, economic, cultural, anthropological, and
legal historians have all dipped into archival records with diverse assumptions
about IP—empirical, theoretical, or otherwise. While some immediately found
archival challenges to their epistemic endeavours, others continued the search,
blurring disciplinary boundaries and becoming less concerned about orthodoxy
and convention than in how and to what extent different archival orders determine our historical research. This chapter explores how these varying approaches
culminated in remarkable projects undertaken by different scholars in the history
of IP. It highlights not just the importance of such undertakings but also their inherent limitations. The constraints of those projects are not seen as negative features but as a reflection of the elasticity of the archival function and its connection
to the history of IP law; and this chapter considers both the ways of conducting
archival research and the questions that might arise from such work.

II. Primary Sources
Perhaps the most significant accomplishment in archival research concerning the
history of IP was a digital copyright resource launched in March 2008—an archive
carefully nourished by legal academics with what they considered primary sources
on copyright, from the invention of the printing press to the Berne Convention
(1886) and beyond.5 Arranged chronologically, and initially by jurisdiction, its enduring character, browsing capabilities, enhancements and upgrades have made
it increasingly attractive, quickly converting the resource into a go-to point of reference for copyright scholars. According to some commentators, the resource is
changing the writing of copyright’s history6—and indeed its influence can be observed in many contemporary publications.7 In part, its success derives from the
robust assemblage of material whose relevance has been explored and explained
by a group of academics, including myself, providing a filter of expertise and credibility. What is uncertain, however, is the unintended ways in which the digital
power of the resource might impact current and future scholarly research. The

5 The project was funded by the UK Arts and Humanities Research Council. See Primary Sources
on Copyright (1450–1900) (Lionel Bently & Martin Kretschmer eds.), available at http://www.
copyrighthistory.org/(last visited 27 April 2020).
6 Stina Teilmann-Lock, The Object of Copyright: A Conceptual History of Originals
and Copies in Literature, Art and Design ix (2015).
7 See Peter Baldwin, The Copyright Wars: Three Centuries of Trans-Atlantic Battle 411
(2014); Mark Rose, Authors In Court: Scenes from the Theater of Copyright 192 (2016).
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resource is both appealing and problematic, not just from the standpoint of document selection per se or the linear history it might suggest but, just as important,
from the archival perspective or, as Derrida calls it, the ‘archive fever’ of the endeavour.8 As some have suggested, it provides a service ‘for those seeking insight
into copyright history but without time or resources to immerse themselves in the
physical archives’.9 As such, it represents a single archive created out of a multiplicity of archives. Indeed, a publication introducing the archive was tellingly entitled
The History of Copyright History.10 Rather than focusing on how the digital nature
of sources presents new challenges for historical research,11 the problem addressed
here is that the recursive nature of the digital archive runs the risk of producing a
self-referential tool to future historians. Although some unintended consequences
might be avoided if the digital archive is considered as a point of departure or reflection and not an end in itself, the reference to ‘meta-history’ in the introduction
accompanying the archive still appears to fall into a teleological trap.
The digital resource epitomizes a contemporary trend in scholarship that relies
on archival research as a way of making IP history.12 This scholarship has experienced a period of growth in the last two decades, not only because the increasing
online availability of indexes and inventories has made the problem of locating
archival holdings relatively easier, but also because an ethos of solidarity and collegiality among a number of scholars has enabled newcomers to navigate not only
archives and research tools but also material which is sometimes barely legible.
Although some of us, fascinated with ‘origin’ stories, could not resist the positivist temptation to accumulate documentary evidence or nit-pick about sources,
the new approach to IP history stimulated the discipline in different ways. First, it
helped to shift the initial discussion of the subject matter from the realm of justification to genealogical enquiry. Second, it caused scholars to become more sensitive to the particularity of details, legal forms, and historical contingencies. Third,
by abandoning abstractions, it enabled comparisons to be made (this was particularly important since IP scholarship had previously shown a tendency to produce
8

Jacques Derrida, Archive Fever: A Freudian Impression 9 (1996).
Isabella Alexander & H. Tomás Gómez-Arostegui, Introduction, in Research Handbook on the
History of Copyright Law 1 (Isabella Alexander & H. Tomás Gómez-Arostegui eds., 2016).
10 Martin Kretschmer, Lionel Bently & Ronan Deazley, The History of Copyright History, in
Privilege and Property: Essays on the History of Copyright 1–20 (Martin Kretschmer, Lionel
Bently & Ronan Deazley eds., 2010).
11 There is an interesting discussion of the role of ‘context’ for the interpretation of historical sources
and the impact of internet in IP scholarship in Isabella Alexander, The Challenges of Intellectual Property
Legal History Research, in Interconnected Intellectual Property: Essays in Honour of Sam
Ricketson 182 (Graeme W. Austin et al. eds., 2020).
12 See H. Tomás Gómez-Arostegui, What History Teaches Us About Copyright Injunctions and the
Inadequate-Remedy-at-Law Requirement, 81 S. Cal. L. Rev. 1197 (2008); Ronan Deazley, On the
Origin of the Right to Copy: Charting the Movement of Copyright Law in Eighteenth
Century Britain (1695–1775) (2004); Katie Scott, Art and Industry: A Contradictory Union. Authors,
Rights and Copyrights During the Consulat, 13 J. Design Hist. 1–21 (2000); Sean Bottomley, Patent
Cases in the Court of Chancery, 1714–58, 35 J. Legal Hist. 271 (2014); Elena Cooper, R. v. Johnstone, in
Landmark Cases in Intellectual Property Law 317–44 (Jose Bellido ed., 2017).
9
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controversial statements that flattened out ‘the nuances and subtleties of different
legal cultures’).13 Finally, it expanded the boundaries of the discipline and changed
the ways in which IP scholars looked back at certain events or footnotes in IP history. Above all, and despite its shortcomings, the digital resource is a significant
achievement in the history of copyright law. It spurs reflection and further thought.
Another archival project worth mentioning here is the Stationers’ Register
Online project, which aims at making the Registers of the Stationers’ Company
of London fully accessible and searchable.14 This is again a major scholarly resource for copyright and book historians because of the pivotal role of the register
in the history of copyright.15 Although the company archive has been digitized, a
counter-intuitive aspect is that it requires a subscription to be accessed, a feature
that compels us to think more—and more imaginatively—about the importance,
in terms of public function, of paywall-free archives. In any case, it would be interesting and important if similar projects were to be carried out in other areas of IP
law such as trademarks, designs, and patents.

III. Things and Persons
Not only did the 2008 project make noteworthy material from the history of copyright accessible, it had a more subtle impact. It moved away from the traditional
approach to the history of copyright, to one that helped situate events in a multilayered landscape. Instead of following the familiar outline established in the
Statute of Anne (1709–1710), the Battle of the Booksellers (1769–1774), and the
Berne Convention (1886), it employed new ways of seeing and mapping the history of the subject, highlighting and distinguishing other events and linking those
to other jurisdictions. By positioning the traditional outline in the context of other
controversies, laws, and pamphlets, the archive helped us to visualize the richness
of copyright history. One facet of the project that facilitated such connectivity was
its reliance on documents as primary sources. Documents were not only selected,
translated, and commented upon; they were indexed or codified in different ways.
The cross-referencing of documents, thematically and alphabetically, contributed to the production of an elastic resource. And the new additions to the project have not only served to accumulate material but also to revisit concepts upon
which the archive was arranged.16 Although the documentary impulse could be
13

Bently & Sherman, supra note 3, at 217.
For the technical background, see James Cummings & Pip Willcox, Stationers’ Register Online: A
Case Study of a Byte-Reduced TEI Schema for Digitization (tei_corset), 6 J. Text Encoding Initiative
1–13 (2013). The resource has been edited by Giles Bergel and Ian Gadd and is available at https://
stationersregister.online/.
15 See Lyman Ray Patterson, Copyright in Historical Perspective 28 (1968); Rebecca Schoff
Curtin, The Transactional Origins of Authors’ Copyright, 40 Colum. J. L. & Arts 175 (2016).
16 Martin Kretschmer, Lionel Bently & Ronan Deazley, The History of Copyright History (Revisited), 5
WIPO J. 44 (2013).
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said to evidence a scientific concern for method and objectivity in a field increasingly charged with popular arguments for and against, it nevertheless evidenced
the limits and constraints of the archival–historical junction. The most important
limitation of the digital resource was the way in which people and things—as opposed to documents—were easily discarded, or at least not directly considered as
primary sources. While the hierarchy of sources between documents and persons
arguably elicited a legal, rather than a historical, regime of evidence largely due
to the passage of time, the challenge of expanding the IP archive to other types of
sources has been taken up in other, smaller-scale projects. For example, CIPIL’s
more recent Virtual Museum of Intellectual Property was created to collect ‘images
of materials that have been at the heart of many of the key intellectual property
cases of the twentieth century’.17 As the name—‘museum’ rather than ‘archive’—
suggests, there is an explicit emphasis on the display of artefacts. Although the influence of the resource is limited, often being restricted to the educational context,
the seemingly banal gesture of creating a digital resource sought to shift IP law’s
textual archive into a visual register.
Similarly, a recently published book, A history of Intellectual Property in 50
Objects, has explored a different way of presenting a history of IP law.18 Instead
of looking directly at documents, doctrine, or laws, the book privileged images
and short extracts explaining the relevance of ‘objects’ to IP history. The difference
between the museum and this quirky book is that the museum focused on legal
evidence while the book embraced a wider, cultural understanding of IP history.
Although the appeal of the latter approach might be derived from an interesting
confusion between laws and norms in the qualification of objects, one could argue
that for a crossover between an academic publication and a richly illustrated coffee-
table book, that was an essential requirement. In other words, the blurring distinction between the legal and the cultural was important because it helped to position
the book between the office and the library, making it a book for everyone, a pleasurable read for both the neophyte and the expert. If the question of the archive
is also a question of access, the book has succeeded in bridging the gap between
researcher and readership. This is remarkable because it follows the logic of the
selection of ‘objects’ according to their significance as cultural icons in the context
of IP disputes, strategies, or controversies. Although the book dips into the history
of IP law, its most attractive aspect, at least from a consumer perspective, is surely
the combination of lavish production and an affordable price which is increasingly
rare in law books. Precisely for that reason, the rights clearance process for images
17 The project by the Centre for Intellectual Property and Information Law (University of Cambridge)
is supported by funding from the Herchel Smith Bequest. See Centre for Intellectual Property &
Information Law, Virtual Museum, https://www.cipil.law.cam.ac.uk/virtual-museum (last visited 27
April 2020).
18 Claudy Op den Kamp & Dan Hunter, Introduction: Of People, Places, and Parlance, in A History
of Intellectual Property in 50 Objects 6 (Claudy Op den Kamp & Dan Hunter eds., 2019).
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(not objects) used in the book, its funding, and the criteria for selection, required
a more detailed explanation of how the book was produced, being part and parcel
of the history of the subject and its relationship to the archive function.19 Indeed,
perhaps the establishment of cultural icons, or the management of difficult rights
clearance processes, flow naturally from legal and marketing considerations. The
result, in any event, is a volume spot-on in terms of IP history, and it stands as a
successful archive of cultural achievement.
Another experiment that has moved away from privileging documents as primary historical sources is an oral history of IP currently in process of completion.20
The project was prompted by a desire to open up a new arena of research, lending
an archival recording function to the recollections of IP barristers, judges, activists, academics, solicitors, and civil servants. As a kind of counterpoint to earlier
projects, the idea was neither to attempt to develop Socio-legal analyses nor to
produce conclusions, empirical or otherwise. Rather, the impulse was to enhance
law’s archive by documenting what is often undocumented, by recording voices
otherwise lost. Although the project has the potential to elucidate the value of secondary sources in IP history, it primarily represents an effort to invert the law’s
archive, making it sensitive to other ways of doing history. While the collection
echoes similar oral history collections tracing the emergence of biotechnology and
computer science, as an ongoing oral repository trying to elicit what might be relevant for legal history, the archive tries to problematize the historical connection
between writing and the law.21 The audio recordings contain a great deal of self-
disclosure by interviewees, and the subjective and the personal unsettle our fetish
for documents and objects in IP history. The resource provides intriguing raw
material—living sources offering nuanced glimpses of professional cultures, unexpected rivalries, anecdotes, and gossip. Instead of searching for historical accuracy
or tracing cultural achievements, the oral history aims to preserve and expose live
recollections, personal memories, and experiences of worlds inhabited and soon
to be lost. Although conversations could and sometimes did focus on important IP
events and landmark cases, the recordings become increasingly interesting as the
conversation shifts to more quotidian aspects of the law. Interestingly, the juxtaposition of recollections evidenced the frailty of memory. Although the reliability
of interviews as historical sources is not on a par with other material, the medium
of the archive offers the possibility of introducing ‘sources’ or leads into IP historical research. And these pointers not only serve to question our own orthodoxy but

19 This is particularly interesting since one of the editors had been working on the notion of archive
and defined it as a ‘mediator’ of the past; see Claudy Op Den Kamp, The Greatest Films Never
Seen: The Film Archive and the Copyright Smokescreen 14 (2018).
20 The project ‘Oral Histories of Intellectual Property’ was funded by the AHRC-
CREATe. See
University of Cambridge Centre for Intellectual Property & Information Law, http://
iporalhistory.co.uk/(last visited 27 April 2020).
21 Cornelia Vismann, Files: Law and Media Technology ix (2008).
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potentially constitute a springboard for histories to be written in the future. In a
sense, the archival function enables lives to be converted into documents, subjects
into objects. While by no means a comprehensive collection, this oral history of IP
is arguably a documenting enterprise the significance of which will develop in the
coming decades.

IV. Offices and Beyond
Since a very specific type of archive, the state archive, gave rise to IP offices, scholarly work that pays attention to the records produced by these institutions is
particularly interesting.22 It has not always been the case that historians have extensively investigated these types of archival records. In 1960, Nathan Reingold
lamented how ‘the records of the United States Patent Office remain largely unexplored by historians of technology’.23 Although trademark and patent records have
been exploited by historians during the decades since,24 the administrative records
of the office itself have not received sufficient attention, at least by legal historians.
Nevertheless, the digitization of patent and trademark official records in some jurisdictions has prompted a series of projects with considerable scholarly potential.25
One field of research fruitfully using the tools and products of these digital forays
is economic and business history.26 Although most studies have tended to consider
the resources as valuable for measuring industrialization processes, technological
progress, or innovation patterns, some scholars have begun to use them as a way
of assessing the other side of the equation—that is, what they define as the patent
or trademark ‘system’.27 In so doing, they have created specific databases, datasets,
22
Amanda Scardamaglia, Colonial Australian Trademark Law (2015); Wendelin
Brühwiler, Zeichenform Und Warenverkehr. Eine Formatgeschichte Der Marke, 1840–
1891 (2020); Jose Bellido & Hyo Yoon Kang, In Search of a Trade Mark: Search Practices and Bureaucratic
Poetics, 25 Griffiths L. Rev. 147–71 (2016).
23 Nathan Reingold, US Patent Office Records as Sources for the History of Invention and Technological
Property, 1 Tech. & Culture 156 (1960).
24 See Kenneth Lee Sokoloff, Inventive Activity in Early Industrial America: Evidence from Patent
Records, 1790–1846, 48 J. Econ. Hist. 813–50 (1988); B. Zorina Khan, Married Women’s Property Laws
and Female Commercial Activity: Evidence from United States Patent Records 1790–1895, 56 J. Econ.
Hist. 356–88 (1996); Kenneth Lee Sokoloff & B. Zorina Khan, The Democratization of Invention During
Early Industrialization: Evidence from the United States 1790–1846, 50 J. Econ. Hist 363–78 (1990).
See also Christopher Beauchamp, Invented by Law: Alexander Graham Bell and the Patent
that Changed America (2015).
25 See Patricio Sáiz, Francisco Cayón, Luis Blázquez & Francisco Llorens (dirs.) Base de datos de
solicitudes de patentes (España, 1878–1939) (2000–2008); Stuart Graham et al., The USPTO Trademark
Case Files Dataset: Descriptions, Lessons, and Insights, 22 J. Econ. & Mgmt. Strategy 669–705 (2013).
26 Paul Duguid, Teresa Da Silva & John Mercer, Reading Registrations: An Overview of 100 years of
Trademark Registrations in France, the United Kingdom, and the United States, in Trademarks, Brands
and Competitiveness 9–30 (Teresa Da Silva & Paul Duguid eds., 2010).
27 Patricio Sáiz & Rafael Amengual, Knowledge Disclosure, Patent Management, and the Four-Stroke
Engine Business (Universidad Autónoma de Madrid Working Papers in Economic History, Paper
No. 2016/02 (Spain)).
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and applications to filter information for particular enquiries, such as analysing
patent agency work or the nationality of trademark and patent applicants.
Another group of academics using the resources are legal scholars, mainly from
law and economics schools, interested in empirical studies of IP law.28 Irrespective
of whether one agrees with their fundamental premises and methodologies, their
capacity to generate debate over the role and function of IP law has been remarkable. This is significant because, as has recently been noted, ‘[n]o single master
narrative can account for the extraordinarily broad range of issues, positions, participants, and proposals that make up the conversations and disputes about IP, or
for their intensity’.29 Despite the insight provided by these studies at the normative level, their focus is not on archival records as such, but on their testimonial
capacity; more specifically, on the ability of these records to offer what is referred
to as patent or trademark ‘data’. In this sense, the studies have developed a new
relationship with the archive. But it is remarkable how the empirical, ‘realist’, fact-
centred analysis of law that shapes these studies often erases the materiality of the
archival record. Unlike digital resources aiming to preserve archival records in
their context, these datasets and databases made up of old records are often tailored to respond to scholarly questions. While this transformation of records into
data promises a great deal for this thread of scholarship—aesthetically and in terms
of knowledge—it has an inherent datedness.30 It may seem ironic to note that the
transfer of archival records from patent offices to datasets throws up the perennial
question: At what cost?
Looking at patent and trademark records as such, that is, archival material residing in an office or repository, it is noticeable how datasets tend to eclipse the procedures and operations behind the records.31 Such erasure is problematic not only
because patent records, as Carolyn Cooper observes, ‘should not be taken at face
value’,32 but also because the act of patenting (or registering trademarks) was historically ‘one huge filing problem’.33 Patent and trademark offices were central to

28 While the economic analysis of law emerged as the dominant methodology for IP research in
North America, other methodological routes have been suggested. Since methods constitute the ties
that bind communities together, an interesting counterpoint for IP scholarship might come from interventions and experiments in comparative law as they cut across jurisdictions; See Irene Calboli, A Call
for Strengthening the Role of Comparative Legal Analysis in the United States, 90 St. John L. Rev. 609–38
(2017).
29 Mario Biagioli, Peter Jaszi & Martha Woodmansee, Introduction, in Making and Unmaking
Intellectual Property: Creative Production in Legal and Cultural Perspectives 9 (Mario
Biagioli, Peter Jaszi & Martha Woodmansee eds., 2011).
30 See Eva Hemmungs Wirtén, How Patents Became Documents, or Dreaming of Technoscientific
Order, 1895–1937, 75 J. Documentation 577 (2019).
31 For an early study of the problems of these records, see Henry C. Thomson, The Trade-Mark
File of the US Patent Office: Its Vital Defects and Their Correction (1922); see also L.W.
Mida, Needles in the Patent Office Search Stack, 4 J. Pat. Off. Soc’y 553–57 (1922).
32 Carolyn C. Cooper, Making Inventions Patent, 32 Tech. & Culture 842 (1991).
33 Victor del Rio, The Archive of Ideas, in 2 Culturas De Archivo 254 (Jorge Blasco and Nuria
Enguita eds., 2005).
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the administration of those acts. By examining, classifying, and processing applications and specifications they certified the legal status of the items they recorded.
While some office routines can be traced in the literature aiming to explain to the
public how patent offices worked, it has been traditionally difficult to access the
administrative records of those institutions. Although events such as fires, wars,
and office relocations have contributed to the disappearance of records, the difficulty of accessing the surviving records has been one of the enduring features
of these institutions, from national offices to the European Patent Office and the
European Union Intellectual Property Office.34 This might not reflect an intentional closing-off within institutional structures but a shift in the postal structure of their archiving function when becoming digital.35 Records are now being
produced digitally, notified electronically, and archived almost in real-time; and
the ways in which these institutions fulfil their public service obligation have also
changed. The offices are, and indeed perceive themselves to be, producers of legally significant records aimed at serving a very specific section of the public—one
interested in holding or opposing an IP right. By the same token, they find it difficult to see themselves as worthy of the kind of attention that represents any departure from the rather narrow public and stakeholder interests to which they owe
their existence. In other words, it is challenging for them to appreciate public interests beyond the applicant or stakeholder, and to subject themselves to historical
or ethnographic observation by another type of public—primarily, the academic.
Even when they engage in academic collaboration, it is often to produce studies
directed at specific constituencies and policy-makers.
The archival power of these offices has been characterized by the central remit
of certification, constructing a past and a present for the IP right granted or registered. If the researcher is to follow the trajectories of the intangible as a matter of
historical interest, he or she might need to shift their attention from public records
to corporate archives, patent and trademark agencies’ records, and trade association repositories.36 Although the survival of such disparate business records depends on a variety of factors, the fact that IP rights have been seen as records of
legal, historical, and marketing importance has made them candidates for special
preservation. As the commercial and the legal are intimately interwoven, corporate
archives offer an opportunity to study specific archiving techniques as between the
realms of law and business; and an appreciation of how corporate management
has had an impact on the ways in which records related to IP were made, classified

34 An interesting reference to the records that survived in the English Patent Office can be found
in John Hewish, Rooms Near Chancery Lane: The Patent Office under the Commissioners,
1852–1883 vii–viii (2000).
35 Wolfgang Ernst, Stirrings in the Archive: Order from Disorder 53 (2015).
36 It was not uncommon for patent agencies to keep ‘secret archives’ for inventors who lacked the financial means to file an application for a patent or did not want to apply for a patent. See Munn & Co.,
Patent & Trade Marks 8 (1924).
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and filed within a company. An interesting, and hitherto under-researched, field
for historians of IP is how record-keeping impulses and habits of different corporations shifted throughout the twentieth century in terms of establishing and managing intangible property.37 The organization of these internal archival apparatuses
and their channels of communication to marketing and sales departments within
the company might contribute to a different history of IP which would not simply
look at doctrine (legal rules) or landmark developments (cases). Rather, it would
emphasize practical necessities and the need to master information about registrations, filings, and oppositions in order to protect what the company perceives
as its rights.38 One of the challenges specific to these archives is its location, which
often necessitates additional searches to track company records through mergers
and acquisitions documentation, deposits, and local archives. Sometimes it seems
that nobody knows anything of the archives’ existence, and that it depends somewhat on chance, whether the researcher finds where the collection has been stored.
Surprisingly, if the company has ceased trading it might be easier to gain access,
as companies still trading sometimes find academic enquiries odd for various
reasons—they may be met with a rejection letter on the grounds of lack of suitable
space for the research or the impossibility of providing information for reasons of
commercial sensitivity.39 Herein lies one of the curiosities of archival research in IP
in the context of a rise in corporate interest in this field of law: ironically, historical
research is often trapped between the law and the archive, between the currency of
rights and the literature on their historical emergence.

V. Conclusion
The question of the archive and its relation to IP history has been approached differently by scholars, not only reflecting their personal research interests and agendas
but also their diverse takes on the relationship between law and history. While some
describe their work as having been influenced by different archives,40 others recall
their archival encounters as the key to helping bring ‘[trademark] registrations to
life’.41 What seems to unite these remarks is an overall sense of gratitude towards

37

See Bell Telephone Laboratories, Inc., An Introduction to Patents 18–34 (1956).
For a preliminary incursion into some of these issues, see Jose Bellido, Toward a History of Trade
Mark Watching, 2 Intell. Prop. Q. 130–51 (2015).
39 As Monika Dommann observes, ‘sometimes it is a matter of sheer luck. Many archives (such as
those of collecting societies and record manufacturers) never existed in the first place; have been lost,
forgotten, destroyed; or are inaccessible’ in Monika Dommann, Authors and Apparatus: A Media
History of Copyright 12 (2019).
40 Michael Birnhack, Colonial Copyright: Intellectual Property in Mandate Palestine
20 (2012).
41 Scardamaglia, supra note 22, at 127.
38
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archivists and those who helped with the tracking down of sources.42 Seduced by
the archival function, IP scholars have even started recording their own conversations on history.43 With that said, most archival work in IP scholarship still attempts to embody the ideal of positivism, that is, ‘merely to show what actually
happened’.44 The problem with such an approach is that it obscures the archival
function, representing the archive as a neutral and uncontentious historical tool.
Even the most meticulous contextualization tends to ignore how its condition of
possibility is conjured up in previously deposited archival productions. More to
the point, this unquestioned historiographical manoeuvre often serves to fix a
past, which is otherwise indeterminate. Precisely because of the capacity to open
or close historical junctures, the archive remains significant not just as a repository
of the past but as an enabling device to trace the coming into being of different
explanatory narratives of IP law.45 Therefore, archival research allows us to problematize our taken-for-granted assumptions and the narratives that guide them.46
In so doing, the archive stands not only as a historical resource but as a way to reflect on the shifting operations of IP law and its different histories. It also makes
us aware of the contingency of historically significant IP milestones—for example,
how there was ‘nothing inevitable about the success of the Berne Convention, nor
about the shape that it should necessarily take into the future’.47 For, as has been
recently noted, the archive ‘is not simply a repository of the past. It is also the principle of formation of the past, the present and the future’.48

42 Joris Mercelis, Beyond Bakelite: Leo Baekeland and the Business of Science
and Invention ix (2020); Stathis Arapostathis & Graeme Gooday, Patently
Contestable: Electrical Technologies and Inventor Identities on Trial in Britain xiv
(2013); Elena Cooper, Art and Modern Copyright: The Contested Image xi (2018).
43 Cooper & Deazley, supra note 2, at 60–81.
44 Ernst, supra note 35, at 26.
45 Brad Sherman, Remembering and Forgetting: The Birth of Modern Copyright Law, 10 J. Intell.
Prop. 1 (1995); see also, supra note 3, at 205–20.
46 As Alain Pottage and Brad Sherman note: ‘[I]t is not easy to explain how an assumption came into
being, especially when that assumption still governs what can be said about the phenomenon in question.’ See Alain Pottage & Brad Sherman, Figures of Invention: A History of Modern Patent
Law 7 (2010).
47 Lionel Bently & Brad Sherman, Great Britain and the Signing of the Berne Convention, 48 J.
Copyright Soc’y U.S.A. 340 (2001).
48 Paolo Palladino, Plants, Patients, and the Historian: (Re)Membering in the Age of
Genetic Engineering 7 (2002).
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Interpreting Historical-Philosophical
Sources of Intellectual Property
Maurizio Borghi

Although I studied jurisprudence, I pursued it as a subject subordinated to philosophy and history.
(Karl Marx, A Contribution to the Critique of Political Economy, 1859)

I. Introduction
This chapter addresses the way in which intellectual property (IP) relates to its
own roots, as found in the texts of the philosophical tradition. The approach
discussed here is, in the customary language of current scholarly debate, a
‘backwards-looking’ approach. This does not just mean that its object of study—
texts and documents of philosophers of the past—is situated somewhere behind us; it also means that expectations are cultivated about the significance of
those sources. To put it simply, the approach expects that something meaningful,
even unique, can emerge from the interpretation of those past documents and
can add significantly to our understanding of what intellectual property is and
ought to be.
Intellectual property is arguably one of the most contentious fields of contemporary legal studies. It is no surprise that its theoretical foundations have attracted
increasing attention by scholars, within and beyond legal studies. Until about two
decades ago, the essential bibliography on ‘philosophy and IP’ in the English language could have been wrapped up in one single footnote.1 This is certainly no

1 The hypothetical footnote would have likely included: Martha Woodmansee, The Genius and the
Copyright: Economic and Legal Conditions of the Emergence of the ‘Author’, 17 Eighteenth Century
Stud. 425 (1984); Justin Hughes, The Philosophy of Intellectual Property, 77 Geo. L.J. 287 (1988); James
W. Child, The Moral Foundations of Intangible Property, 73 Monist 578 (1990); Wendy J. Gordon, A
Property Right in Self-Expression: Equality and Individualism in the Natural Law of Intellectual Property,
102 Yale L.J. 1533 (1993); Peter Drahos, A Philosophy of Intellectual Property (1996);
William W. Fisher, Theories of Intellectual Property, in New Essays in the Legal and Political
Theory of Property 168 (Stephen R. Munzer ed., 2001).
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longer the case today. Research on the philosophical foundations of intellectual
property has proliferated in many directions. It has transformed from an ancillary
subject at the periphery of the intellectual property debate into one that attracts the
foremost scholars in the field.
What makes philosophical sources attractive to intellectual property
scholars today? One of the main drivers is certainly the expectation that those
sources can stimulate meaningful conversation about the aim, purpose, and
scope of intellectual property rights, in times where the latter face scepticism
and opposition on many grounds. However, as soon as one declares the intention to look at philosophical roots, a question immediately emerges: how
does one choose the sources with which to engage? A quick glance at the now
vast bibliography on this matter confirms that theoretical sources can be
drawn from a variety of eminent philosophical, intellectual, and even theological traditions that frequently seem to contradict each other. To name just
a few, these include natural law doctrine, Enlightenment thought, rationalism, utilitarianism, economic thought and liberalism, positivism, Idealism,
Marxism, structuralism, and postmodernism, as well as Jewish, Islamic, and
Christian theological thought. Some of these traditions are parts of complex
worldviews that encompass a range of values, beliefs, and goals which aim to
determine the existence of human beings and human society as a whole. This
entire complexity is reflected, and resonates, in the intellectual property notions that can be derived from these visions. For example, an Enlightenment
notion of an author’s (or inventor’s) rights will reflect the idea of human society as engaged in a process of progressive and cumulative knowledge,2 while
a Marxist understanding of the same concepts will incorporate the critique
of private property as the utmost principle of destruction of human society.3
Interpreting philosophical sources of intellectual property inevitably means
to engage with the whole of the underlying philosophical positions, at least to
a non-trivial extent.
The chapter proceeds in four steps. Firstly, it discusses the specificity of philosophical inquiry in an attempt to clarify what makes philosophy and the philosophical tradition unique vis-à-vis other forms of knowledge. Secondly, it addresses the
way in which philosophical concepts translate in other domains, such as, in particular, jurisprudence and the so-called ‘intellectual property debate’. It then questions how intellectual property concepts can be ‘reconstructed’ in their original
philosophical dimension. Finally, by way of example, the interpretation of three
philosophers—Kant, Fichte, and Hegel—is considered, by reference to their seminal writings on intellectual property issues.

2
3

Michael Birnhack, The Idea of Progress in Copyright Law, 1 Buff. Intell. Prop. L.J. 3 (2001).
Peter Drahos, A Philosophy of Intellectual Property (1996), Ch. 5.
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II. The Specificity of Philosophical Questioning: Remarks
on the Greek Origin of Philosophy
Philosophical questioning, in its very basic determination, means asking the question ‘what is it?’—in Greek ‘ti esti?’.4 Reference to the Greek language is not accidental as such determination goes back to the Greek origin of philosophy and finds
its most exemplary characterization in Plato’s Dialogues. In those foundational
documents of Western philosophy, Socratic questioning emerges as the question
of what a certain question-worthy instance is, or in other words it questions the
being of an instance which deserves questioning. So, for example, when Socrates
asks his interlocutors ‘what is justice?’,5 he is not interested in acquiring new knowledge about contingent determinations of justice (such as a present or past system
of laws), or its effective functioning, or its actual reality. The question is not about
justice as a ‘fact’, but as a pure possibility. It asks about the conditions of possibility
of something like a just law. As the dialogue instigated by the questioning proceeds,
it becomes clear that the being of justice, i.e. the schism between what is just and
what is not just, cannot be obtained by collecting and comparing empirical manifestations of justice, such as just decisions, just laws, just sovereigns, and so on.
On the contrary, it is only on the basis of a pre-comprehension of what ‘being just’
means that one may possibly determine whether a certain empirical manifestation,
such as a law or a government, is just or unjust. However, this ‘being’—which in
Plato’s philosophy is the idéa—is ordinarily not only unseen and unquestioned as
such, but also deemed unquestionable. Hence the bewildering effect of Socratic
questioning on his interlocutors.6
The distinctive feature of the ‘what is it?’ question, vis-à-vis the questions commonly addressed in other spheres of the polis, is that it is not exhausted upon finding
an answer. The answer does not suspend the questioning, rather it relaunches it.
Otherwise put, the answer is not the end of the game, but rather an opportunity
for further, more in-depth questioning. Therefore, from the viewpoint of common
understanding, philosophical questioning appears to be an exercise of ‘endless
querying’, which may be useful to a certain degree, but is eventually annoying and
possibly irritating.7 Indeed, the authentic nature of philosophical questioning can
only be appreciated if one looks at the aim of such questioning, namely the being
of the relevant question-worthy instance addressed in the dialogue. Such being,
which in the ordinary querying is quickly dismissed as self-evident and obvious,
4 See Ivo De Gennaro, Principles of Philosophy. A Phenomenological Approach 169
(2019).
5 Plato, Republic 334c (Robin Waterfield trans. & ed., 1993).
6 See Charles H Kahn, Essays on Being (2009), ch. 1 (“The Greek verb ‘to be’ and the concept of
being”) and Ivo De Gennaro, The Weirdness of Being (2013).
7 This understanding is reflected in what is nowadays called ‘Socratic method’, namely an ethic of
dialogue, whereby interlocutors are faced with all sort of made-up problems for which there is no single
conclusive answer.
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is, for the philosophical questioning, the most remarkable and attention-worthy
instance. As such, it is never given once and for all, but demands ceaseless clarification. In the previous example, the clarification of the being of justice, as the schism
between just and unjust, demands persistent wide-awakeness on the side of human
beings. Indeed, the more the sense for questioning justice slumbers, the more a
polis becomes prone to injustice and tyranny. From the viewpoint of philosophy,
questioning has nothing to do with an endless ‘ethical’ or ‘logical’ exercise; it is a
necessary means to give foundation to a righteous and healthy polis. Philosophical
questioning, in its original Greek sense, is in itself political.
The structure of questioning has remained remarkably unaltered across the
entire Western philosophy from Plato to modern times.8 For the purpose of
this chapter, it suffices to note the general form of the question, as expressed by
Aristotle in his Metaphysics, namely the Greek formula ti to on?—what is a being
insofar as it is?9 This has been subsumed in the philosophical tradition as the question about ‘essence’ (ousia). In the context of such questioning, the philosopher is
not interested in determining general concepts of something, for instance, a general definition of justice that may apply to all empirical manifestations thereof. The
philosopher is only interested in clarifying the dimension within which justice can
be what it is, namely its own conditions of possibility. In order to help clarification
of this dimension, philosophy may need to devise and coin concepts, such as a concept of justice. They can be termed ‘ontological concepts’, insofar as they emerge out
of the question of being (on). As seen in the following section, ordinary concepts
that find application in practical spheres of life, such as jurisprudence, derive systematically from ontological concepts.
A further element that must be addressed in this connection, is that philosophical questioning is traditionally characterized by a peculiar method of proceeding,
namely the dialogue. Plato’s Dialogues constitute unquestionably the richest and most
authoritative illustration of this method, and the philosophical tradition provides
numerous examples of works composed in this style. However, all philosophical
questioning, regardless of whether or not it is explicitly uttered in the form of dialogue, is in itself ‘dialogical’. In this respect, works like Kant’s Critique of Pure Reason
or Hegel’s Phenomenology of Spirit are not less dialogical than Plato’s Republic or
David Hume’s Dialogues Concerning Natural Religion. Ordinarily, dialogue is understood as a debate between two interlocutors, A and B, each representing a particular
thesis or viewpoint on a particular issue, and each aiming at making the respective
thesis prevail over the other. However, in the Greek word dialogos, the prefix dia-
does not mean ‘two’, but rather ‘through’. What matters in the dialogue is not that ‘two’
viewpoints are expressed on the same issue, so that a conflict of views can emerge
8 See infra note 10 discussion of Kant’s question ‘what is a book?’ in the context of his proof of the illegality of reprinting.
9 Aristotle, Metaphysics 1028b (David Bostock trans. & ed., 1994).
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and then possibly a compromise. What really matters is that the persons engaged
in the dialogue—be they two, or one, or many—go through the instance at stake,
namely: that their questioning is entirely and solely driven by the instance itself. In
this respect, dialogos means to give up what ‘I’ may think about something and ‘let
something be seen’ (legein). Dia-logos means going through an instance to let it be
seen in its own light. All philosophical questioning is in itself dialogical, regardless of
the number of interlocutors that are factually involved in the questioning.
As a consequence of its political, ontological, and dialogical nature, philosophical
questioning is by definition a form of inquiry that cannot be properly approached
‘from outside’, namely from an external point of view. When philosophy becomes
an object of investigation, in the sense of a mere observable ‘historical fact’, it inevitably loses its own distinctive character. This has important implications on the way in
which philosophical sources should be approached, in the sense that the interpreter
cannot avoid direct engagement in a political-ontological dialogue with those sources.
However, before addressing this critical point, we need to briefly consider the way in
which ontological concepts, i.e. concepts coined in the course of philosophical questioning, translate into notions that become ‘usable’ by other forms of knowledge.

III. Ontological Concepts, Operational Concepts, and
the ‘Intellectual Property Debate’
Unlike philosophy, which questions exclusively the being (or ‘essence’) of an instance, ordinary questioning is mainly concerned with the functioning of something in a broad sense. Speaking of justice, for example, what ordinarily matters
is to understand causes and effects, origins and evolution, performance and optimization of, say, just laws, societies, institutions, and so on. No room is usually
left for questioning the being of justice as such. Yet ordinary questioning needs to
make constant use of ideas, notions, and definitions that are directly or indirectly
derived from concepts coined by the philosophical tradition. Such derivative concepts can be called ‘operational concepts’, as they serve the need to understand the
functioning of something in order to ‘do something’ with it.10 The derivation of
operational concepts from (philosophical) ontological concepts is mostly tacit and
unnoticed, but it activates a myriad of forms of knowledge, expertise, and skills
that operate in the world and transform it. In the words of Nietzsche: ‘Thoughts
that come on the feet of doves steer the world’.11
To put it succinctly: operational concepts are ontological concepts deprived of
their original questioning character. As such, they may stiffen into mere logical
10

Ivo De Gennaro, Principles of Philosophy 14 (2019).
Friedrich Nietzsche, Thus Spoke Zarathustra 117 (Robert Pippin ed., Adrian Del Caro
trans., 2006).
11
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tools or, worse, decay into empty structures that serve purely rhetorical or organizational functions. Similar to that which Marx describes as ‘fetishization of
commodity’,12 concepts attain an objective quality and power—also in terms of actual ‘functioning’—which is independent from the questions that prompted their
emergence. Controversies based on operational concepts can develop and produce
the impression of a genuine debate which, however, leaves only limited freedom to
the debaters. In fact, the latter can debate ad infinitum on any issue, on the condition that the underlying assumptions are never questioned as such.
A good example is provided by the current debate on intellectual property. As is
known, the key controversy in this area is commonly depicted as the one between
the utilitarian-instrumentalist approach on the one side, and the rights-based view
on the other.13 The conventional wisdom typically considers the rights-based view
as a resort for proponents of strong protection for rights owners. By contrast, the
instrumentalist-utilitarian approach tends to be associated with a sceptical, ‘minimalist’ attitude to intellectual property rights.14 Based on an unquestioned assumption of concepts loosely derived from the philosophical tradition (‘rights’,
‘utility’, ‘progress’, etc.), the controversy has been trapped for a long time into a
single-track debate between pro-authors’ rights on the one side and pro-users’ instrumentalism on the other.
A critical examination of the concepts employed in the current intellectual property debate could provide interesting insights into the way in which operational
concepts hide and disguise their own philosophical provenance. For example, it
can be shown that the utilitarian-instrumentalist approach presupposes a philosophical determination of the human being as, essentially, a carrier of interests.15
Only because this trait has been elected as the driving instance of human nature,
the utilitarian-instrumentalist approach can see the polis as essentially a playground
of ‘individual’ and ‘public’ interests, and interpret the role of law accordingly as an
exercise of balancing conflicting interests.16 Yet, from a philosophical perspective,
the very idea of man as an ‘interested living being’ is problematic. More importantly, it cannot be deduced empirically by observing how human beings are or behave. Rather, the idea presupposes any empirical observation of the world. It is an
12 Karl Marx, Das Kapital, Erster Band. Buch I: Der Produktionsprocess Des Kapitals
[Capital. Volume I: The Process of Production of Capital] (1867).
13 For a typical exposition, see James Boyle, The Public Domain: Enclosing the Commons
of the Mind 17–41 (2008) (contrasting the ‘natural right’ approach to ‘skeptical minimalism’). The
opposition between the two approaches, in various forms, has a long and documented history in the
Anglo-American legal tradition: see Brad Sherman and Lionel Bently, The Making of Modern
Intellectual Property Law (1999).
14 James Boyle, supra note 13. See also Jeremy Waldron, From Authors to Copiers: Individual Rights
and Social Values in Intellectual Property, 68 Chi.-Kent L. Rev. 841 (1993).
15 This determination can be traced back to the works of Jeremy Bentham and John Stuart Mill.
For a thorough historical analysis in relation to patents see Fritz Machlup & Edith Penrose, The Patent
Controversy in the Nineteenth Century, 10 J. Econ. Hist. 1 (1950).
16 For a compelling critique of the notion of ‘balance’ see Abraham Drassinower, From Distribution to
Dialogue: Remarks on the Concept of Balance in Copyright Law, 34 J. Corp. L. 991 (2009).
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originally ontological concept, which has been tacitly reduced to an operational concept to enable a fully functioning discourse on how law is and should be.
Now, legal approaches based on the notion of rights presuppose a different determination of mankind and its political dimension. Most notably, instead of assuming man as a (self-)interested living being, they assume the human being as a
‘person’. The notion of ‘personality’ is key in copyright law of civil law jurisdictions
and has been recently revived by the jurisprudence of the European Court.17 As it
is well known, its historical origins are found in the Roman law notion of persona,
which denotes the human being in its capacity to ‘act’ and thereby to be subject
of rights and duties.18 However, it was not until Hegel that ‘person’ and ‘personality’ were coined as ontological concepts. In Hegel’s Philosophy of Right, the assumption that the human being is a ‘person’ is explicitly grounded in philosophical
terms, namely as a question about the being of man as the subject of a system of
rights. However, the Hegelian concept of personality barely corresponds to the way
in which ‘personality justifications’ are commonly addressed in today’s copyright
discourse. In particular, it can be shown that Hegel does not obtain the principle of
the author’s and inventor’s rights from the circumstance that works and inventions
show some kind of ‘permanent link’ with the person who created them. On the
contrary, it is precisely because the work and the invention are capable of detaching
itself from the person, that they can become the object of certain rights.19
Once key concepts of the ‘intellectual property debate’ are reconstructed in their
ontological meaning, the debate ceases to be a matter of choosing between two
ready-made, stereotyped options, namely the ‘weak’ utilitarian or the ‘strong’ right-
based route. Concepts become a possible source of original questioning, which
may even defeat long-held assumptions and approaches. A truly productive debate
between opposing philosophical traditions can only occur once the respective fundamental concepts are clarified in their ontological dimension.

IV. Reconstructing the Philosophical Meaning of
Intellectual Property Concepts
What does it mean to reconstruct the ontological dimension of key intellectual
property concepts? Certainly not to restore them to a supposed ‘original status’,
17 See in particular Case C-145/10, Painer v. Standard Verlags GmbH [2011] and Case C-604/10,
Football Dataco Ltd. v Yahoo! [2012] (a work attracts copyright if the author has made free and creative
choices so as to stamp on it his ‘personal touch’).
18 Adolf Berger, Encyclopaedic Dictionary of Roman Law(1953).
19 Georg W.F. Hegel, Elements of the Philosophy of Right §§ 41–43, 61–71 (H.B. Nisbet
trans., Allen W. Wood ed., 1991). See Georg W.F. Hegel, Hegel: Remarks on Intellectual Property, Berlin,
in Primary Sources on Copyright (1450–1900) http://www.copyrighthistory.org (Lionel Bently &
Martin Kretschmer eds., 1821). For a thorough discussion of the Hegelian argument on intellectual
property see Jeanne L. Schroeder, Unnatural Rights: Hegel and Intellectual Property, 60 U. Miami L. Rev.
453 (2006).
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which may never have actually existed. As we have seen before, philosophical concepts ‘exist’ only in and within the sphere of philosophical (i.e. dialogical) questioning. Therefore, their actual meaning and implications can only be attained by
regaining them ex novo in a new and original questioning. In this respect, the aim
of the investigation is not the philosophical source as such, rather, the latter is an
opportunity to awaken in the investigators themselves the philosophical querying.
The approach described above differs from that applied in, for example, historical or critical research. What matters here is not the biographical or social context
in which a certain position on a given instance emerged, but only its capacity to
advance our autonomous understanding of the instance as such.
As mentioned at the end of the previous section, the interpretation of key intellectual property concepts guided by autonomous questioning may challenge
long-held assumptions. For example, interpretation of natural rights theories may
convincingly demonstrate that arguments based on natural rights are all but incompatible with robust justification of the public domain.20 Likewise, a rights-
based view of copyright can support a construal of limits to scope and subject
matter of copyright protection that is stronger and more compelling than the
one derived from instrumentalist accounts.21 Furthermore, an unprejudiced re-
reading of a classical philosophical source may reveal that the very same notion of
authorship which has been used to support copyright’s expansionism (or has been
accused of doing so), is also capable of restricting it and ultimately ‘destabilizing’
it.22 These are just examples of how, by subverting established notions, autonomous questioning of key intellectual property concepts can open up the possibility
of a renewed engagement with philosophical traditions. It is in this spirit that a
productive encounter with philosophical sources can take place.

V. Reading the Great Philosophers: Kant, Fichte, and Hegel
on Intellectual Property
While legal commentators, scholars, and judges alike have relied on various
philosophical sources over the last three centuries,23 there are only three great
classical philosophers that have expressly addressed intellectual property rights
at some significant length. They are Immanuel Kant, Johann G. Fichte, and Georg
W. F. Hegel.
20 Hugh Breakey, Intellectual Liberty: Natural Rights and Intellectual Property
(2016).
21 Abraham Drassinower, What’s Wrong with Copying? (2015).
22 Mario Biagioli, Genius Against Copyright: Revisiting Fichte’s Proof on the Illegality of Reprinting, 86
Notre Dame L. Rev. 1847 (2011).
23 The most notable example, at least in the common-law world, is certainly John Locke’s labour
theory of property. See Ronan Deazley, Commentary on Locke’s Second Treatise on Government, in
Primary Sources on Copyright (1450–1900) supra note 19.
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Kant addressed the issue of unauthorized reprinting in the 1785 essay On the
Unlawfulness of Book Reprinting, the key argument of which was later reframed
and incorporated in the Metaphysics of Morals of 1797.24 The Kantian argument
on book reprinting exemplifies the specificity of philosophical questioning as the
question of ‘being’.25 The argument is notably launched with a question: ‘What is a
book?’ The answer—‘A book is a writing, which represents a discourse addressed
by someone to the public, through visible signs of speech’26—encapsulates further questioning which then, as today, overturns the conventional legal wisdom
on the subject. In the same years as Kant, the prominent philosopher of Idealism
and natural rights, Johann Gottlieb Fichte, published a booklet entitled Proof of
the Illegality of Reprinting: A Reasoning and a Parable (1791), in which he endeavoured to demonstrate the illegality of book reprinting from a purely rational perspective.27 His argument revolves around the distinction between ‘content’ and
‘form’, which was then formalized in copyright law as the operational principle
now known as the ‘idea/expression dichotomy’.28 Interestingly, neither Kant’s nor
Fichte’s arguments rely on property rights as the grounds of the author’s entitlements over their book. It is only Hegel, in the Foundations of the Philosophy of Right
(1821), that introduces the notion of ‘intellectual production’ (geistiges Produktion)
and interprets their legal status in the framework of property rights.
While a discussion of the relevant arguments is beyond the scope of this chapter,
it is worth addressing a trait that characterizes the three approaches and that illustrates what I have referred to earlier as the ‘political’ dimension of philosophical
questioning. All three arguments inscribe themselves into a broader, fundamental
discussion on the meaning and role of the ‘author’ (and, to a more limited extent,
the ‘inventor’) within civil society. In Kant, the book is an empirical manifestation
of an act, namely the act of speaking publicly in one’s own name. The one who must
speak in public in this way is the author as ‘scholar’ (Gelehrte), namely the rational
human being engaged in the pursuit of truth. It is for the sake of truth that human
beings make ‘public use of reason’—of which freedom of speech and freedom of
24 Immanuel Kant, On the Unlawfulness of Reprinting, in Primary Sources on Copyright
(1450–1900) supra note 18 (1785); § 31 (Mary J. Gregor trans. & ed., 2013) (1797). For a discussion of
Kant’s argument see Friedemann Kawohl, Commentary on Kant’s Essay ‘On the Injustice of Reprinting
Books’, in Primary Sources on Copyright, 1450–1900, supra note 19; Laura Biron, Public Reason,
Communications and Intellectual Property, in New Frontiers in the Philosophy of Intellectual
Property (Annabelle Lever ed., 2012); Maurizio Borghi, Copyright and Truth, 12 Theoretical
Inquiries L. 1 (2011); Anne Barron, Kant, Copyright and Communicative Freedom, 31 L. & Phil. 1
(2012).
25 See supra Section II.
26 See supra note 24, at § 31.
27 Johann G. Fichte, Proof of the Unlawfulness of Reprinting, in Primary Sources on Copyright
(1450–1900) supra note 19.
28 Maurizio Borghi, Owning Form, Sharing Content: Natural-
Right Copyright in the Digital
Environment, in 5 New Directions in Copyright Law 197 (Fiona Macmillan ed., 2007); Friedemann
Kawohl & Martin Kretschmer, Johann Gottlieb Fichte, and the Trap of Inhalt (Content) and Form: An
Information Perspective on Music Copyright, 12 Info., Comm. & Soc’y 205 (2009); Biagioli, supra note 22.
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the press are necessary formal preconditions.29 Fichte’s argument, too, calls into
question the essence of the author, but from a different angle. As his argument is
based on the distinction between ‘content’ and ‘form’, the question becomes: what
does it mean to express a thought in a certain form? In simple words, it means to
‘understand’, insofar as understanding is not just acquiring information, concepts,
and ideas from the outside reality, but giving all such ‘content’ one’s own form. It is
only by incorporating the author’s thoughts in their own pattern of thoughts that
the reader can be, so to speak, ‘on the same page’ with the author in what Fichte
calls ‘thinking in common’ (Mitdenken): sharing the common responsibility of
thinking.30
Likewise, as seen earlier,31 Hegel develops his argument on the basis of a characteristic determination of the author and inventor as persons. While inheriting the
concept from the classical Roman law tradition, Hegel transforms it in an essential
determination of the human being that transcends the sphere of positive law. In
Hegel’s thought, the ‘person’ is no longer a pure evidence or a given, on the basis of
which the law can operate, but rather is a task to be achieved by human beings in
order for a system of right to be accomplished. Unlike other living beings, humans
do not have their essential determinations immediately as a pure contingency: humans must be their own determinations or, otherwise put, they must become what
they are. The person is the human being in his task of becoming what he or she
is. ‘The highest achievement of a human being’, writes Hegel, ‘is to be a person’.
The imperative of right becomes: be a person and respect others as persons.32 This
understanding of person and personality has profound implications on the way authors’ (and inventors’) rights are construed in the Hegelian system: not as absolute
property rights, but as limited entitlements over certain specific uses of works and
inventions.33

VI. Conclusion
The arguments developed by Kant, Fichte, and Hegel, in their respective diversity,
exemplify the specificity of the philosophical approach vis-à-vis other ways of approaching intellectual property principles and foundations. I have characterized

29 Borghi, supra note 24, at 1. On the ‘public use of reason’ see also Onora O’Neill, Constructions
of Reason: Explorations of Kant’s Practical Philosophy (1989); Maurizio Borghi, The Public
Use of Reason: A Philosophical Understanding of Knowledge Sharing, 3 Int’l J. Human. 179 (2006).
30 Borghi, supra note 28, at 209.
31 See supra Section III.
32 Hegel, supra note 19, at § 36.
33 I develop this point in Maurizio Borghi, Copyright, Property, and Personality: Revisiting
Hegel’s Theory of Author’s Rights (forthcoming).
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this specificity as the ontological, political, and dialogical structure of philosophical questioning.34 What does this imply for the interpreter?
As we have seen, all three arguments are based on fundamental determinations of the essence of authorship. Kant: the author as ‘scholar’, i.e. the rational
human being who makes public use of reason. Fichte: the author as ‘thinker’ who
provides other human beings with a possibility of thinking in common. And finally, Hegel: the author and the inventor as ‘persons’, namely human beings in the
process of becoming who they are and acquiring self-determination, dignity, and
freedom. These metaphysical determinations are not simply abstract concepts, but
call directly into question the role and place of authors in a righteous polis. They
are fundamentally political determinations. As authors themselves, readers and interpreters of these philosophical sources are invited to engage in first-hand questioning of the role and place of authors in today’s civil society and rule of law. They
cannot simply observe these sources from an outer, critical perspective since, to
recall the Latin dictum that Marx puts in the preface to the Capital, de te fabula
narratur! (‘of you the tale is told!’).35

34

See supra, Section II.
Karl Marx, Preface to the First German edition of Das Kapital, supra note 12 (quoting a dictum
from Horace, Satire, I, 1, 69–70).
35
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Philosophical Approaches to Intellectual
Property Law Scholarship
Jeremy N. Sheff

I. Introduction
Intellectual property (IP) law and philosophy is an interdisciplinary approach to
scholarship that applies insights and methods from philosophy to the legal, normative, theoretical, political, and empirical questions presented by the project of organizing and regulating the creation and dissemination of knowledge, technology,
and culture. In this chapter, I will outline four types of IP-law-and-philosophy
scholarship, focusing specifically on the discipline of analytic philosophy (with
appropriate caveats about the coherence of that discipline, discussed in Part III
below). These modes of scholarship can be categorized as: (1) the jurisprudence
of the IP system; (2) philosophical analysis of IP law; (3) applied philosophy in IP;
and (4) normative theory of IP. Category (4) is obviously a special case of category
(3), focusing specifically on applications of moral philosophy.
In frankness, much existing legal scholarship in IP can be fairly categorized
under one of these headings, whether it styles itself as ‘law and philosophy’ or not.
Traditional doctrinal scholarship, for example, uses modes of analysis and argument quite similar to those employed by analytic philosophers, and so can often be
fairly situated within category (2). Economic analysis of law, the dominant mode
of IP scholarship over the past several decades,1 assumes the basic theoretical commitments of a particular school of moral philosophy—consequentialism, or more
specifically utilitarianism—and then either evaluates whether particular extant
doctrines are consistent with those commitments, or derives from those commitments an ideal set of legal rules or institutions. These are classic patterns of category (4). Thus, describing the methodology of IP law and philosophy is in part
simply giving new names to familiar tools. Like Molière’s Monsieur Jourdain, who
1 See generally, Mark A. Lemley, The Economics of Improvement in Intellectual Property Law, 75 Tex.
L. Rev. 989 (1997); Kenneth W. Dam, The Economic Underpinnings of Patent Law, 23 J. Legal Stud. 247
(1994); Robert P. Merges & Richard R. Nelson, On the Complex Economics of Patent Scope, 90 Colum.
L. Rev. 839 (1990); William M. Landes & Richard A. Posner, An Economic Analysis of Copyright Law,
18 J. Legal Stud. 325 (1989); Wendy J. Gordon, Fair Use as Market Failure: A Structural and Economic
Analysis of the ‘Betamax’ Case and Its Predecessors, 82 Colum. L. Rev. 1600 (1982).
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found to his delight that he had been speaking prose for over forty years,2 many IP
scholars might be surprised to learn how long they have been practising law and
philosophy.
But there is nevertheless value in applying these new labels and in exploring
their meanings and their import. First, doing so may help us identify what is distinctive about philosophical methods, and looking to philosophers as examples of
how to deploy those methods can ensure that they are used with a view to their
particular strengths and limitations—and not abused or sloppily applied in ways
that undermine IP scholars’ work. Second, understanding the full range and scope
of philosophical tools, and evaluating whether that full range and scope has been
effectively accessed by IP scholars, may help identify areas in which there is fruitful
scholarly work to be done. In particular, there is relatively little work analysing the
IP system for consistency with one or another school of modern Anglo-American
jurisprudence; doctrinal analysis of IP sometimes lacks the systematic rigour of
philosophical analysis; the IP literature is relatively ignorant of insights from rich
philosophical literatures on, for example, logic, philosophy of language, philosophy
of mind, and epistemology; and normative theory of IP has long been trapped in a
stale debate over a false dichotomy between (often vulgar) utilitarianism and (often
cramped) Lockeanism. Fortunately for the discipline, the community of intellectual property scholars is a collegial, welcoming, curious, and diverse one—often
more so, it must be said, than the community of analytic philosophers—and there
are hints that it may be starting to recognize the value in leveraging the philosophical literature. The rest of this chapter will identify examples of this tendency in
the IP literature, using them to illustrate the categories of IP-law-and-philosophy
scholarship identified above.

II. The Jurisprudence of the Intellectual Property System
The traditional contact point between the legal academy and Anglophone philosophy departments—that branch of philosophy known as jurisprudence or philosophy of law—may seem to offer little value to the IP scholar. Concerned as it
is with the essential nature of law or of legal systems, jurisprudence and general
legal theory often examine questions that scholars investigating innovation and
creativity are not particularly concerned with—questions such as ‘what is law?’ or
‘what distinguishes law from politics?’ or ‘what is (or ought to be) the relationship
between law on the one hand and morality or justice on the other?’ For most of the
past half-century, these types of questions have been grist for the mill of the so-
called ‘Hart-Dworkin Debate’—the perennial competition between certain legal

2

Molière, Le Bourgeois Gentilhomme act II, sc. iv (1680).
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positivists and certain of their critics, principally over the mechanism and degree
of separation between law and morality.3 Quite often IP scholars will have views
on the answers to these questions, but defending such views is not—and, I think,
should not be—the primary goal of IP scholarship.
Rather, IP scholars might do better to look to these theories—and to more neglected corners of general legal theory—for organizing analytical principles. One potentially fruitful area of inquiry would ask whether the IP system of a particular
society (or any alternative knowledge governance regime extant in that society)
has characteristics consistent with (or inconsistent with) any particular school of
jurisprudence. If an IP scholar wished to wade into the Hart-Dworkin debate, for
example, she might examine the opinions of courts in IP cases, the practices of attorneys and their clients in accessing the IP system, and even the negotiations and
deliberations of legislators and trade negotiators to determine whether and to what
extent they appear to be acting as if they were constrained by moral principles not
immanent in any particular legal authorities or instruments.4 But perhaps more
promising is the evaluation of IP systems for consistency with other systems of general legal theory. One recent example is Shyamkrishna Balganesh’s effort to frame
the historical development of American copyright law as an outgrowth of the Legal
Process School that took hold in American jurisprudence in the post-war years between the heyday of American Legal Realism and Hart’s canonical formulation of
legal positivism.5 This type of scholarship connects the doctrines and practices of
IP law to deeper jurisprudential theories that often have some connection to the
philosophy of law. Such connections are usually enriching to both of the newly connected literatures.

III. Philosophical Analysis of Intellectual Property Law
It is not easy to say what it would mean to analyse IP law using ‘the methods’ of analytic philosophy, precisely because philosophers themselves do not agree exactly
on what analytic philosophy is—or even whether there is such a thing6—let alone

3 See generally Scott J. Shapiro, The ‘Hart-
Dworkin’ Debate: A Short Guide for the Perplexed, in
Ronald Dworkin 22 (Arthur Ripstein ed., 2007); Nicos Stavropoulos, The Debate that Never Was, 130
Harv. L. Rev. 2082 (2017).
4 Of course, given the wiggle room positivists have created to smuggle moral considerations into
legal analysis where legal authority runs out, without abandoning their overall claims about the nature
of law, this type of analysis might not be especially illuminating. For an overview of these types of arguments, see Shapiro, supra note 3, at 31–35.
5 See generally Shyamkrishna Balganesh, Copyright as ‘Legal Process’: The Evolution of American
Copyright Law, 168 U. Pa. L. Rev. 1101 (2020).
6 Avrum Stroll, Twentieth-Century Analytic Philosophy 1–8 (2000); see generally Hans-
Johann Glock, What Is Analytic Philosophy? (2008).
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on what its characteristic or distinctive methods are.7 As Scott Soames writes in his
overview of the American branch of the discipline:
[A]nalytic philosophy is not a fixed body of substantive doctrine, a precise methodology . . . Instead, it is a discrete historical tradition . . . characterized by respect
for science and common sense, belief in the relevance of logic and language for
philosophy, emphasis on precision and clarity of argumentation . . . plus a dose of
professional specialization.8

Soames’ description, while perhaps not as precise as one might like, does identify
certain ‘characteristic’ features of analytic philosophical work that should sound
familiar to lawyers and legal scholars: emphasis on logic and language, on precision and clear argumentation, on scientific method, and on common sense.
Traditional legal scholarship that focuses on the text of cases and statutes without
being self-consciously interdisciplinary is sometimes denigrated as ‘merely’ doctrinal.9 But such scholarship often uses many of the methodological tools that
would be at home in Soames’ description of analytic philosophy: identifying with
precision key concepts, arguments, and principles by closely reading dense and
interrelated texts; distinguishing between those concepts, arguments, and principles and alternatives that might be relevant to the same subject matter; testing
propositions and arguments for consistency with one another and with empirical
evidence; identifying logical fallacies and contradictions; generalizing from specific cases to abstract rules and vice-versa; testing common-sense intuitions and
tentative conclusions with both real-world and hypothetical examples; and so
on. And the best such scholarship partakes of the virtues of the best analytic philosophy: linguistic precision, systematic and careful argumentation, consideration
of counterarguments and refinement of one’s own arguments in reflection on them,
and so on. The types of rigorous, logical, reasoned argumentation that lawyers and
legal scholars—at their best—engage in surely bears at least a ‘family resemblance’
to the methods that philosophers identify with their own work.
To say that high-quality doctrinal scholarship bears a family resemblance to
philosophical analysis is not to say that legal scholars are amateur philosophers,
and it is certainly not to say that philosophers as a class are necessarily better at
analytical reasoning or logical argumentation than lawyers or legal scholars are.
7 For some philosophers’ discussions of the methods of their discipline that align with the above-
noted features of legal reasoning and legal scholarship, see generally The Oxford Handbook of
Philosophical Methodology Pt. III (2016).
8 Scott Soames, Analytic Philosophy in America, in Analytic Philosophy in America: And
Other Historical and Contemporary Essays 3, 7 (2014).
9 For a somewhat more nuanced take that considers the extent to which scholarship is ‘embedded’ in
particular legal authorities to be orthogonal to the question whether it is ‘doctrinal’ as contrasted with
‘theoretical’ or ‘interdisciplinary’, see generally Todd D. Rakoff, Introduction: Law, Knowledge, and the
Academy, 115 Harv. L. Rev. 1278 (2002).
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But it does recognize that when philosophers apply such methods, they are often
working within a self-conscious disciplinary tradition that has paid far more attention to the nature, power, and limits of such methods—as opposed to the ends
to which they are applied—than lawyers have, and that philosophers often have
idiosyncratic ways of applying those methods. To engage in philosophical analysis
of IP law is thus simply to be somewhat more self-conscious about the use of these
tools in the way that philosophers use them. To some extent, this may be merely a
stylistic issue. But careful attention to the form of argumentation in legal authorities and legal scholarship can help identify key questions and principles in the design and justification of IP law. This type of analysis can be deployed both critically
and constructively in legal scholarship—indeed, the critical approach often feeds
into a constructive agenda.
Some examples illustrate the point. From a critical perspective, philosophical
analysis is especially useful in identifying fallacies or weaknesses in theoretical arguments about the law. To take one example, Jeremy Waldron’s critical analysis of
the interaction of utilitarian social theory and legal rights-talk exposed a logical
fallacy at the heart of a common form of argument regarding the moral claim of
authors to exclusive rights, by dissecting that argument into its individual steps
and evaluating the argument’s validity at each step.10 I applied a similar approach in
my evaluation of Mark McKenna’s arguments against the Chicago School’s ‘search-
costs’ justification for trademark rights.11
Critical analysis can help sharpen debates over the content and justification of
IP law in ways that advance the scholarly enterprise. But such advancement often
depends on a constructive program, which may or may not rely on philosophical
methods. Self-consciously constructive deployment of philosophical methods typically either tends toward the classic doctrinal synthesis typical of the legal treatise,
or else goes hand-in-hand with application of some other substantive philosophical literature of the type to which I now turn.

IV. Applied Philosophy
Much interdisciplinary legal scholarship follows a reliable—
and generally
productive—pattern: a scholar versed in the literature from an academic discipline outside of law applies a key insight or model from that literature to a body of
legal doctrine or theory and explores its implications. The first step in such applied
interdisciplinary analysis is explaining the extra-legal literature to non-specialists

10 Jeremy Waldron, From Authors to Copiers: Individual Rights and Social Values in Intellectual
Property, 68 Chi.-Kent L. Rev. 841, 851–52 (1992).
11 See generally Jeremy Sheff, Accentuate the Normative: A Response to Professor McKenna, 98 Va.
L. Rev. In Brief 48 (2012).
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in the legal and legal academic audience; the second is explaining the relevance of
that literature to particular legal problems; and the third is demonstrating how the
explicated literature would answer the identified legal problems. Call this the applied interdisciplinary approach to legal scholarship.
The applied interdisciplinary approach is perhaps most familiar from the
Chicago-School model of economic analysis of law, and more recently from behavioural law and economics—both subjects that fall within the special case of
normative theory, discussed further below. But this approach is also to be found
in qualitative social scientific approaches found in the work of scholars such as
Rosemary Coombe and Jessica Silbey, who have pioneered the use of ethnography
as both a research methodology in IP and as a means to introduce anthropology-
and sociology-informed notions of communities, institutions, and culture into our
understanding of the processes of innovation, creativity, and cultural production.12
Similarly, the ‘knowledge commons’ agenda pioneered by Brett Frischmann,
Michael Madison, and Katherine Strandburg, has combined elements of qualitative social sciences and of more traditional economic research—following the
example of Elinor Ostrom—to generate case studies of knowledge governance
practices that either overlap with or operate outside of IP law.13
Familiar as the applied interdisciplinary approach may be, examples of it at
the intersection of applied philosophy and IP law are quite rare outside of applied
moral philosophy—the subject of the next section. But that is beginning to change.
A good recent example is Mala Chatterjee’s application of conceivability analysis
to the useful articles doctrine in copyright law.14 In modern philosophical practice, conceivability analysis is a strategy for acquiring knowledge by distinguishing
between the necessarily false and the not-necessarily false.15 Chatterjee’s work, in
the model of applied interdisciplinary scholarship from other disciplines, explains
the concept of conceivability, proposes its relevance to the doctrinal puzzle of the
useful articles doctrine in copyright, and explains her interpretation of how the
concept of conceivability solves that doctrinal puzzle. Similarly, in forthcoming
work, I explain the ancient philosophical puzzle of the sorites paradox (the ‘how
many grains make a heap’ problem),16 demonstrate its kinship to longstanding
12 See generally Jessica Silbey, The Eureka Myth: Creators, Innovators, and Everyday
Intellectual Property (2014); Rosemary J. Coombe, The Cultural Life of Intellectual
Properties: Authorship, Appropriation, and the Law (1998).
13 See generally Brett M. Frischmann et al., Governing Knowledge Commons (2014); Michael
J. Madison et al., Constructing Commons in the Cultural Environment, 95 Cornell L. Rev. 657 (2010);
cf. Elinor Ostrom, Governing the Commons: The Evolution of Institutions for Collective
Action (1990).
14 Mala Chatterjee, Note: Conceptual Separability as Conceivability: A Philosophical Analysis of the
Useful Articles Doctrine, 93 N.Y.U. L. Rev. 558 (2018).
15 See generally Christopher S. Hill, Conceivability and Possibility, in The Oxford Handbook of
Philosophical Methodology 326 (2016).
16 See generally Dominic Hyde & Diana Raffman, Sorites Paradox, in The Stanford Encyclopedia
of Philosophy (Edward N. Zalta ed., 2018).
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doctrinal and theoretical disputes about the scope of IP rights and the determination of their infringement, and propose approaches to the analysis of such disputes rooted in philosophical responses to the sorites paradox.17
Both of these projects apply concepts from philosophical literature in areas
other than the more familiar domain of moral or political philosophy. They can be
thought of as applied metaphysics or applied philosophy of language. And within
these subfields of philosophy and in others—epistemology, philosophy of mind,
and logic come to mind—there are likely numerous concepts and tools that would
find ready application in the analysis of problems in IP law and policy. Following
the three-step program of the applied interdisciplinary approach is a promising
way for scholars steeped in both philosophical and IP literatures to draw connections between the two fields.

V. Normative Theory of Intellectual Property
Of course, the most common mode of the applied interdisciplinary approach at
the intersection of law and philosophy is quite familiar to IP scholars—it goes
under the name of ‘economic analysis of law’. As practised in the IP academy,
this type of scholarship follows the same three-step process followed by the applied interdisciplinary approach generally. First, it adopts a particular insight from
moral philosophy—the welfare-maximization criterion for the rightness of an action or rule. Then, it applies that principle to particular IP-law problems—such
as the availability, scope, or limits of IP rights or defences under assumptions of
rationally self-interested welfare-maximizing behaviour by participants in the IP
system. And third, it derives normative conclusions regarding the soundness of
the IP laws or policies under investigation from the analysis of their welfare effects compared to some baseline or alternative. The end goal of such scholarship
is to demonstrate—by theoretical argument or empirical evidence or both—that
the policy or rule under discussion either increases or decreases aggregate social
welfare compared to the alternative, and is therefore either normatively justified
or unjustified, respectively. A vast cross-section of the most cited IP scholarship
of recent years follows this pattern.18 But the dominance of law and economics in
17 Jeremy N. Sheff, A Heap of IP: On the Essential Indeterminacy of Intellectual Property Rights
(forthcoming).
18 This is, in particular, the typical approach of the IP scholar who leads the discipline in citations by at
least a factor of two: Mark Lemley. Brian Leiter, 20 Most-Cited Intellectual Property & Cyberlaw Scholars
in the US for the period 2013–2017, Brian Leiter’s Law School Reports, http://leiterlawschool.
typepad.com/leiter/2018/09/20-most-cited-intellectual-property-cyberlaw-scholars-in-the-us-for-
the-period-2013-2017.html. Another helpful list of widely cited IP scholarship authored in recent years
was compiled in 2016 by Ted Sichelman and is heavily populated with law-and-economics scholarship as well. See Ted Sichelman, Written Description: Most-Cited IP Law Articles Published in the Last
10 Years, Written Description (23 March 2016), https://writtendescription.blogspot.com/2016/03/
most-cited-ip-law-articles-published-in.html. Examples of the genre are cited in note 1, supra.
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IP scholarship should not obscure the broader promise of the applied interdisciplinary approach at the intersection of moral philosophy and IP. First (and most
obviously), economic analysis of law is not the only form of applied moral philosophy in IP scholarship. And second (and perhaps more importantly), normative
theory of IP is not strictly limited to the applied interdisciplinary approach as discussed above.
On the first point, other schools of moral philosophy have been brought to bear
on IP law, most notably deontological accounts drawing on John Locke’s labour-
desert theories19 and personhood accounts grounded in Hegelian idealism20—
though the latter has few avowed adherents in the Anglophone IP academy.21
The division of the normative-theoretical space of IP law into these three distinct
territories—Utilitarianism, Lockeanism, and Personhood Theory—has persisted
for roughly two generations of legal scholars, having been hammered out in the late
1980s and early 1990s by scholars such as Wendy Gordon and Justin Hughes,22 encapsulated in an influential 2001 literature review and synthesis by Terry Fisher,23
and recited as a catechism in the leading IP casebook as recently as this year.24
But this leads to the second point: the tripartite division of the normative theories of IP is itself a form of normative theory, and deployment of the applied interdisciplinary approach within any of the three schools is distinguishable from the
identification of those schools as the relevant literatures for application to IP law.
‘[N]ormative theory encompasses two types of arguments: claims about the best
means to adopt, given stipulated ends, and claims about what ends it would be
good to adopt’.25 The former type of argument is what I have characterized thus far
as the applied interdisciplinary approach. Call the latter—the identification (from
19 Justin Hughes, The Philosophy of Intellectual Property, 77 Geo. L.J. 287, 296–330 (1988); Wendy J.
Gordon, A Property Right in Self-Expression: Equality and Individualism in the Natural Law of Intellectual
Property, 102 Yale L.J. 1533 (1993); Seana Valentine Shiffrin, Lockean Theories of Intellectual Property,
in New Essays in the Political Theory of Property (Stephen R. Munzer ed., 2001); Adam Mossoff,
Saving Locke from Marx: The Labor Theory of Value in Intellectual Property Theory, 29 Soc. Phil. &
Pol’y 283 (2012); Kenneth Einar Himma, Toward a Lockean Moral Justification of Legal Protection of
Intellectual Property 2012 Editor’s Symposium, 49 San Diego L. Rev. 1105 (2012).
20 The Hegelian approach traces back to Peggy Radin’s influential account of ‘Property and
Personhood’, imported into the IP literature by Justin Hughes. See generally Margaret Jane Radin,
Property and Personhood, 34 Stan. L. Rev. 957 (1982); Hughes, supra note 19, at 330–65.
21 For a substantial critique of the effort to ground justifications of IP rights in Hegel’s philosophy, see
Peter Drahos, A Philosophy of Intellectual Property 185–209 (1996).
22 See supra notes 18–19 and sources cited therein.
23 William Fisher, Theories of Intellectual Property, in New Essays in the Legal and Political
Theory of Property 168 (Stephen R. Munzer ed., 2001). Indeed, a fourth theoretical territory, which
Fisher tentatively dubbed ‘Social Planning Theory’, has never taken hold as a distinctive and coherent
normative-theoretical approach to intellectual property law and policy, though there are certainly
scholars (some of them cited in Fisher’s essay) whose work could be characterized as consistent with
such an approach.
24 Peter S. Menell et al., Intellectual Property in the New Technological Age 2–30
(2020).
25 Adrian Vermeule, Connecting Positive and Normative Legal Theory, 10 U. Pa. J. Const. L. 387, 390
(2008).
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a range of plausible options) of normative principles against which law and policy
are to be judged—the theoretical interdisciplinary approach. In IP scholarship, the
theoretical interdisciplinary approach is perhaps the most promising avenue for
philosophically informed legal scholarship, precisely because the tripartite division
described above has crowded out potential alternative mappings of the field, and
has persisted for decades without significant re-evaluation in light of more current
trends in moral philosophy or ethics. To put it bluntly, our normative theories of IP
have been fairly static for far too long, and we have some catching up to do.
There is some indication that such re-evaluation is stirring in the IP academy,
and that it is self-consciously informed by renewed attention to contemporary
trends in moral philosophy. Over the past decade the Access-to-Knowledge (A2K)
movement and scholars more generally studying the role of IP in international
economic development and social justice—such as Amy Kapczynski,26 Madhavi
Sunder,27 Margaret Chon,28 and the late Keith Aoki29—have injected new normative theoretical frameworks into debates over IP law and policy, particularly as it
implicates international trade. These frameworks are heavily influenced by the
past half-century of development in moral philosophy—particularly Rawlsian notions of justice30 and the capabilities approach of Martha Nussbaum and Amartya
26 Amy Kapczynski, Access to Knowledge: A Conceptual Genealogy, in Access to Knowledge in
the Age of Intellectual Property 17 (Amy Kapczynski & Gaëlle Krikorian eds., 2010).
27 Madhavi Sunder, From Goods to a Good Life: Intellectual Property and Global
Justice (2012); Anupam Chander & Madhavi Sunder, Is Nozick Kicking Rawls’s Ass? Intellectual
Property and Social Justice, 40 U.C. Davis L. Rev. 563 (2007).
28 Margaret Chon, Intellectual Property from Below: Copyright and Capability for Education, 40
U.C. Davis L. Rev. 803 (2007); Margaret Chon, Intellectual Property and the Development Divide, 27
Cardozo L. Rev. 2821 (2006).
29 Keith Aoki, Distributive and Syncretic Motives in Intellectual Property Law (with Special Reference
to Coercion, Agency, and Development), 40 U.C. Davis L. Rev. 717 (2007).
30 See generally John Rawls, A Theory of Justice (1999). Notably, Robert Merges, a leading patent
law scholar who had long worked firmly in the law-and-economics tradition, recently offered a new
deontological approach to IP theory drawing strains not only from Locke, but from Kant and Rawls
as well—and Justin Hughes has even more recently joined him in this project. See Robert P. Merges,
Justifying Intellectual Property (2011); Justin Hughes & Robert P. Merges, Copyright and
Distributive Justice, 92 Notre Dame L. Rev. 513 (2016). Merges’ and Hughes’ project has been subject
to considerable criticism—on the one hand from self-confessed dyed-in-the-wool consequentialists
like Mark Lemley who reject the validity of deontological ethics (see generally Mark A. Lemley, Faith-
Based Intellectual Property, 62 UCLA L. Rev. 1328 (2015)), and on the other from scholars (including
myself) who see the deontological claims of the project as either flawed on their own terms or else a thin
veneer over what remains a typical utilitarian framework. See Rebecca Tushnet, Rebecca Tushnet’s 43(B)
log: IPSC: Closing Plenary Session, Rebecca Tushnet’s 43(B)log (12 August 2016), http://tushnet.
blogspot.com/2016/08/closing-plenary-session.html (‘Buccafusco: [Y]our story is about the people at
the bottom and middle but your evidence is about people at the top. Do you have evidence that in
making the top better off you’re not making the bottom worse off? Merges: nor is there any evidence
they are worse off. No reason to believe that © has made them worse off w/o rewarding/compensating
them w/entertainment value. That’s just our assumption and we’re going with it. [OK then. It is a condition of Rawlsian justice and therefore of the premise of your paper, but OK.]’); see also Jeremy Sheff,
Faith-Based vs. Value-Based IP: On the Lemley-Merges Debate, Jeremy Sheff (2 April 2015), https://
jeremysheff.com/2015/04/02/faith-based-vs-value-based-ip-on-the-lemley-merges-debate/
(‘Rob’s
foray into rights-based justification for IP rights is hardly the stuff of doctrinaire deontological theory;
it is suffused with concerns over consequences that a strict Kantian might shrug off as either the rational
implication of self-consistent moral duties or the sphere of practical reason rather than moral theory’.).
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Sen.31 By contrast, the late-
twentieth-
century revival of virtue ethics—
the
third great school of Western moral philosophy after consequentialism and
deontology32—is still relatively neglected in the IP literature, with a few exceptions.33 (Recent forays by philosophers of technology, such as Shannon Vallor’s
ambitious account of ‘technomoral virtues’,34 may help change that.) And other
even more recent examples of the applied interdisciplinary approach, featuring applications of contemporary moral philosophy insights to IP law and policy—such
as Eric Claeys’ investigation of the role of practical reason in IP policy,35 or my own
application of contractualist ethics to trademark doctrine36—are demonstrating
the inadequacy of the well-worn utilitarian-versus-Lockean paradigm as a comprehensive organizing framework for the normative theory of IP.37 In short, these
individual works within the applied interdisciplinary approach are generating the
raw material for new work within the theoretical interdisciplinary approach.
The apparent appetite of the IP law academy for applied interdisciplinary scholarship building on novel (to us) normative theories is a testament to the discipline’s
laudable openness to diversity and to critical inquiry. The task of the next generation of theoretical interdisciplinary scholars will be to evaluate, catalogue, categorize, critique, and channel that diversity of applied interdisciplinary work into
a theoretical interdisciplinary framework that is more encompassing than the
utilitarian-versus-Lockean one under which we have laboured for decades. It is
notable that this process is already well underway in the property literature;38 it
seems only a matter of time before the IP literature catches up.39 I anticipate that
this process will be highly generative, as the distillation of new or revised theoretical frameworks for the normative evaluation of IP law and policy identifies targets
31 See generally Amartya Sen, Capability and Well-
Being, in The Quality of Life (Martha C.
Nussbaum & Amartya Sen eds., 1993); Martha C. Nussbaum, Creating Capabilities: The Human
Development Approach (2013).
32 For a summary of modern virtue ethics and its relation to deontology and consequentialism, see
generally Rosalind Hursthouse, On Virtue Ethics (1999).
33 See generally Yochai Benkler & Helen Nissenbaum, Commons-Based Peer Production and Virtue,
14 J. Pol. Phil. 394 (2006) (offering a virtue-based account of open source production); David W.
Opderbeck, A Virtue-Centered Approach to the Biotechnology Commons (or, the Virtuous Penguin)
Symposium: Closing in on Open Science: Trends in Intellectual Property & Scientific Research, 59 Me.
L. Rev. 315 (2007) (essaying a virtue-based justification for more openness in biotechnology research). See generally David Lametti, The Virtuous P(Eer): Reflections on the Ethics of File Sharing, in
New Frontiers in the Philosophy of Intellectual Property 284 (Annabelle Lever ed., 2011)
(defending peer-to-peer file-sharing of music from a virtue ethics perspective).
34 Shannon Vallor, Technology and the Virtues: A Philosophical Guide to a Future
Worth Wanting (2016).
35 Eric R. Claeys, Intellectual Property and Practical Reason, 9 Juris. 251 (2018).
36 Jeremy N. Sheff, Marks, Morals, and Markets, 65 Stan. L. Rev. 761 (2013).
37 Indeed, I explained and cited this inadequacy as a reason for turning to contemporary
contractualism in Marks, Morals, and Markets. Id. at 765–74.
38 See, e.g., Gregory S. Alexander, Pluralism and Property, 80 Fordham L. Rev. 1017 (2011).
39 I am myself working towards this goal. See generally Jeremy N. Sheff, Valuing Progress: A
Pluralist Account of Knowledge Governance (forthcoming); Jeremy N. Sheff, Jefferson’s Taper,
73 S.M.U. L. Rev. 299 (2020).
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for more programmatic applied interdisciplinary work. And as scholars organize
their applied interdisciplinary research around those targets, there will be new opportunities to introduce the IP law academy to unfamiliar literatures, concepts, and
tools from contemporary moral philosophy that can advance our understanding
of the relationship between normative theory and the law and policy governing
knowledge creation and distribution.

IV. Conclusion
Because philosophy encompasses considered reflection on everything human beings are, do, and experience, there is no single methodology, nor even a single set of
questions, that defines law and philosophy scholarship. This chapter nevertheless
identifies a few groupings of questions and approaches that an IP scholar working
at the intersection of law and philosophy might pursue. Surely the modes of scholarship identified above do not exhaust the potential universe of fruitful inquiries at
the intersection of philosophy and IP law scholarship. But even this limited catalogue demonstrates how accessible philosophically informed IP scholarship can
be, and how much fruitful work there is to be done.
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Intellectual Property and
Archaeology: Research Concerns
and Considerations
George Nicholas and Catherine Bell*

I. Introduction
Archaeology is the study of the material culture of human societies, past and present, to identify and understand patterns of behaviour, culture change, evolutionary processes, and more. Bridging the sciences and the humanities, the scope
of archaeology covers the entirety of humanity’s history. It encompasses all aspects
of human behaviour, such as diet, health, technology, settlement patterns, political organization, and gender relations. The quest for knowledge about the past is
fundamentally a good thing, especially as it aids in meeting contemporary needs.
From a public policy perspective, for example, it helps us understand how societies function and to learn from past experiences to create new ideas. From the
perspective of individuals and communities, it may also play a fundamental role
in cultural renewal and continuity of identity, well-being, and social cohesion, particularly where generational connections have been disrupted or severed due to
colonization, conflict, or disease. Yet as archaeology matures as a discipline and social mores change, a variety of challenges emerge about the purpose, methods, and
products of the enterprise. These increasingly include intellectual property (IP)
concerns pertaining to the products of archaeological research and related heritage
control issues.
Some of these challenges relate to the legacy of colonialism and the loss of cultural patrimony, such as Parthenon Marbles and the Benin Bronzes, or to different
conceptions of ‘heritage;’ others still to the ethical and sometimes legal consequences of new technologies, such as 3D scanning and printing of artefacts and
human remains. In many cases, these challenges reflect the concerns of specific
descendant communities, most especially Indigenous peoples whose heritage has
* We thank Irene Calboli and Maria Lillà Montagnani for the invitation to contribute. Additional
insights and assistance was provided by Evelien Campfens, Adrian Chase, Chelsea Meloche, Dave
Schaepe, and Joe Watkins.
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long been a focus of archaeology. Often, they arise where Indigenous laws, concepts, and values exist in tension with Euro-derived Western legal, professional,
or scientific norms regulating the process and products of archaeological research.
Some issues transcend the research process to include student/supervisor or researcher/lab or other university/organization relationships implicating proprietary rights to information, such as to who owns the data.
This chapter examines the complex nature of IP in the context of archaeology.
The two central questions addressed are: (1) What constitutes IP in the context of
archaeology?; and (2) Who has the right to interpret, benefit from, or control access to information and objects from the past, whether they represent one’s own
heritage or, more often, someone else’s. These questions are explored through a
series of broad themes, coupled with specific examples to illustrate some of the
methodological challenges, their consequences, and how IP-related issues can be
avoided or at least mitigated. An overarching consideration is the significant differences in how IP and intangible heritage are defined and distinguished in countries where the ancestral population relates to the dominant population today, as
contrasted to those where the modern population has come from elsewhere (e.g.
settler countries in the Americas and the Pacific).1

II. Definitions and Distinctions
‘Archaeology’ and ‘heritage’ represent distinct but interrelated concepts in Western
heritage practice, law, and policy. Archaeology, most simply put, is the study of
past human behaviour through material culture. Archaeology—how we learn what
happened in the past—is distinguished from heritage—the values, purposes and
other intangibles attributed to, or possessed by, archaeological sites and objects,
places, and information derived from archaeological research and other means.2
However, archaeology and heritage are also interrelated and inform each other.
While archaeology is dependent on the study of material culture, archaeological
sites and objects have little meaning independent of the values, purpose, knowledge,
relationships, research, or other intangibles ascribed to them. To varying degrees, it is
1 Some of these differences are introduced below and have been elaborated in many reports issued by the World Intellectual Property Organization (e.g., WIPO Intergovernmental Committee on
Intellectual Property and Genetic Resources, Traditional Knowledge and Folklore, WIPO, https://www.
wipo.int/tk/en/igc/), the Canadian Centre for International Governance Innovation (Traditional
Knowledge, Centre for International Governance Innovation, https://www.cigionline.org/subject/traditional-knowledge) and other institutions engaged in IP policy and law reform. We also draw
on academic works cited below and our personal experience working with and for Indigenous groups
for over thirty years, including through the Intellectual Property Issues in Cultural Heritage (IPinCH)
project (2008–2016) https://www.sfu.ca/ipinch/.
2 George Nicholas, Touching the Intangible: Situating Material Culture in the Realm of Indigenous
Heritage Research, in The Routledge Companion to Cultural Property (Jane Anderson & Haidy
Geismar eds., 2017).

Intellectual Property and Archaeology

307

the associated intangible heritage that contributes to individual and group identity,
history, worldview, and well-being.
There is no single international agreed upon definition of intangible heritage,
nor does the dichotomy between tangible and intangible hold in all cultural contexts in relation to all sites and objects. For example, the UNESCO Convention for
the Safeguarding of Intangible Heritage3 includes in the definition of ‘intangible
heritage’, tangibles (e.g. objects and sites) that are associated with cultural practices
and expressions (e.g. stories, songs, dances, images). The centrality and connection
of intangible heritage to individual and community identity is precisely why it, and
associated objects and sites, are considered worthy of protection in international
law.4 However, despite its significance, many forms of intangible heritage do not
fall within Western definitions of IP which are created by law and designed to promote specific policy objectives such as human creativity and innovation.
‘Intellectual property’, while a familiar term, has different meanings and applications. Simply put, it can be stated as ‘intangible personal property in creations
of the mind’.5 It can take written, visual, audio, or other ‘fixation’ or physical form
by which the intangible is embodied in a tangible.6 The question of what constitutes IP in archaeological contexts has been addressed elsewhere.7 Most obviously,
it includes the products of archaeological research in terms of field notes, photographs, interpretations, and other reflections of original thinking or endeavours. It
may also extend to the data obtained and, as we elaborate below, in some societal
contexts, may extend to include associated cultural knowledge, heritage sites, and
material culture.
What constitutes IP has very specific meanings, applications, and protections
in different legal systems. Western industrialized nations understand IP as intangible products of the human mind over which property rights exclude others from
doing certain things (e.g. to use, reproduce, alienate, generate profit from) and are
enforced by state law. Although usually embodied in physical property, IP is legally
and conceptually distinct from its physical form. For example, rights to control
3 Convention for the Safeguarding of Intangible Heritage, art. 2, 17 October 2003, 2368 U.N.T.S. 1.
Article 2 defines intangible heritage as: ‘[P]ractices, representations, expressions, knowledge, skills—as
well as the instruments, objects, artifacts and cultural spaces associated therewith—that communities,
groups and, in some cases, individuals recognize as part of their cultural heritage.’
4 Lucas Lixinski, Intangible Cultural Heritage in International Law 9 (2013).
5 Jay Dratler, Licensing of Intellectual Property (1994).
6 ‘Fixation’ is a western legal concept used to describe the requirement that some forms of IP be embodied in a physical form. For example, Canadian copyright law requires that fixation for copyright
protection of literary, dramatic, musical and artistic works. See Daniel Gervais & Elizabeth Fudge,
Intellectual Property: The Law in Canada 48–51 (2d ed. 2011).
7 George Nicholas & Kelly Bannister, Copyrighting the Past? Emerging Intellectual Property
Rights Issues in Archaeology, 45 Current Anthropology 327–50 (2004); George Nicholas et al.,
Intellectual Property Issues in Heritage Management—Part 1: Challenges and Opportunities Relating to
Appropriation, Information Access, Bioarchaeology, and Cultural Tourism, 2 Heritage Mgmt. 261–86
(2009); George Nicholas et al., Intellectual Property Issues in Heritage Management—Part 2: Ethical
Considerations, Legal Issues, and Collaborative Practice, 3 Heritage Mgmt. 117–47 (2010).

308

George Nicholas and Catherine Bell

the original expression of a song in which the creator holds copyright are distinct
from property rights to the CD on which it is recorded and later purchased by an
individual.8 The content of these rights is determined by legal precedents and actions (i.e. what a person can/cannot do); based on property values and ‘rights’; assumes the existence of, and rewards individual inventors and creators; and defines
infringement and harms to rights holders in economic terms.
Intellectual property rights (IPRs) are protected through legal mechanisms
such as patents, trademarks, and copyright, each of which is applicable to different
forms of creative work. However, they share in common the purpose of promoting
dissemination and circulation of ideas. It is assumed that rights to control and capture the economic value of intellectual creations provide an incentive to create and
invent endeavours perceived to be in the public good.9 This is balanced against
other public interests such as facilitating the free market, freedom of expression,
and enabling ideas and other intangibles to enrich the public in both creative and
economic terms. As Gervais and Fudge note:
The goal is to calibrate intellectual property rights to provide just the right balance of enough protection so that people are not dissuaded from creating and
disclosing their ideas but no so much protection that other people are unduly prevented from accessing existing intellectual property and building on those ideas
to create new intellectual property.10

Thus, most IPRs exist for a limited period of time, after which the intellectual creation becomes part of the ‘public domain’, a term used in law to describe intangibles
for which no one can establish or maintain proprietary interests.
This understanding of property relations may be very different for many non-
Western societies for whom some intellectual creations are considered communal,
are situated within local laws, and are based on social relations emphasizing responsibilities (both individual and collective), not just rights. Infringement and
harm are measured in terms of individual and community well-being as well as
cultural, spiritual, and economic loss.11 Brian Noble articulates these different concepts of property as ‘owning as property’ and ‘owning as belonging’.12 The former

8

Gervais & Fudge, supra note 6, at 1.
Id. at 9.
10 Id. at 7.
11 See discussion of Hul’qumi’num teachings about ancient sites and ancestral remains in McLay
et al., A’ljut tu tet Sul’hweentst [Respecting the Ancestors]: Understanding Hul’qumi’num Heritage laws
and Concerns for the Protection of Archaeological Heritage, in First Nations Cultural Heritage
and Law: Case Studies, Voices, and Perspectives 150, 157–72 (Catherine Bell & Val Napoleon
eds., 2008).
12 Brian Noble, Owning as Belonging/Owning as Property: The Crisis of Power and Respect in First
Nations Heritage Transactions with Canada, in First Nations Cultural Heritage and Law: Case
Studies, Voices, and Perspectives id. at 465–56.
9
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describes a system that predominantly emphasizes division of property interests,
individual ownership, wealth maximization, and minimal interference from the
state. Use, exploitation, and alienation are means to achieve economic productivity, commoditization, and marketability of land and objects. In contrast, ‘owning
as belonging’ places greater emphasis on relationships, respect, and responsibilities
between people, other living beings, and the physical and spiritual worlds, past and
present.
Even in contexts where IP values align with rights-based approaches, Western
legal definitions of IP exclude economic rights to benefit from many forms of intangible heritage. A significant hurdle faced by Indigenous peoples in settler
countries concerned about what they consider to be an appropriation of their intellectual creations (e.g. failure to attribute, improper use contrary to their laws, and
exclusion from economic benefit) is the concept of public domain—intangibles for
which no one can establish or maintain proprietary interests. For example, there is
no equivalent concept of public domain in contexts where individuals, families, or
groups have rights and responsibilities relating to a particular body of knowledge
and how it is expressed and attributed, such as a song or dance.13 Furthermore,
familiar modes of IP protection (e.g. copyright) generally do not apply to what is
often referred to as communal Indigenous intellectual creations,14 casting them
into the public domain. Examples include oral traditions, legends, dances, and
songs passed down through the generations. Although IP law recognizes co-
ownership, there is no concept available for non-incorporated communal ownership.15 IPRs also involve some element of inventiveness or originality. For example,
to gain a patent, a product or process must be novel (not previously known), non-
obvious (inventive), and utilitarian in nature. Although not impossible to employ,
these qualitative elements are difficult to establish when a song, dance, or other
intangible expression is linked to a historical source.16
Another significant distinction implicating archaeology and related endeavours is that in many traditional societies, in particular Indigenous ones, there may
be little distinction between ‘tangible’ and ‘intangible’ property.17 For example,

13 Examples include: in the Pacific Northwest Coast, some songs, masks, and dances are ‘owned’ by
individuals or families, and can be gifted to others, or used only with permission and recompense; in
Australia, secret-sacred knowledge is controlled by initiated men and sacred knowledge and objects revealed only in restricted fashion and then only to initiates.
14 Indigenous Intellectual Property Rights: Legal Obstacles and Innovative Solutions
(Mary Riley ed., 2004); Indigenous Intellectual Property: A Handbook of Contemporary
Research (Matthew Rimmer ed., 2015).
15 Robert Howell & Rock Ripley, The ‘n’ of Intellectual Property and Cultural Property, in Protection
of First Nations Cultural Heritage: Laws, Policy and Reform 280 (Catherine Bell & Robert
Paterson eds., 2009).
16 Id. at 281.
17 Catherine Bell & Val Napoleon, Introduction, Methodology, and Thematic Overview, in First
Nations Cultural Heritage and Law: Case Studies, Voices, and Perspectives 1–32 (Catherine
Bell & Val Napoleon eds., 2008); Nicholas, supra note 2.
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in the languages of the Gitxsan peoples of Canada18 and Maori peoples of New
Zealand,19 there is no equivalent concept for IP. Among the Gitxsan, there is no
separation of certain forms of property from self. With respect to many of what we
call intangibles (story, song, design), the relationship is not so much ‘I own this’ as
‘I am this’, or perhaps more accurately, ‘We are this’.20
Thus, understanding and attributing IPRs in the realm of archaeology, particularly in settler countries, is culturally, ethically, and legally complex. On the
one hand, archaeology is an enterprise originating with the Enlightenment21 that
seeks knowledge of the collective history of humanity for the public good, while
operating with a scientific agenda and within the limits of a Western legal regime. Here, the nature of IPRs and their protection are familiar tools and products of archaeological research. On the other hand, the goals of archaeology
continue to change, both in theory and practice. A discipline long focused on
the history and heritage of ancient peoples as a source of data is often now more
receptive to the concerns and participation of their descendants—a shift that requires acknowledging a more inclusive conception of rights, relationships, and
IPRs. The result may be a broader notion of what constitutes IP and rights and
responsibilities in relation to it, which may range from creative works associated
with archaeological research to the specific knowledge, cultural expressions, and
values embedded in objects and places. In other words, in the context of contemporary archaeology, more forms of associated intangible heritage may constitute
a form of IP.

III. Intellectual Property Concerns Related to Archaeology
Where and why do IP related concerns arise in the context of archaeology? The
question of ‘Who owns the past?’ was first raised by Isabel McBryde in her so-
titled volume,22 largely in reference to the repatriation of cultural patrimony.
Anthropologist Michael Brown explored a different aspect of this in Who Owns
Native Culture,23 examining how the cultural heritage of Indigenous North
Americans has been appropriated and commodified. In 2004, Nicholas and
Bannister shifted the focus to archaeology in ‘Copyrighting the Past? Emerging
18 Susan Marsden, Northwest Coast Adawx Study, in First Nations Cultural Heritage and
Law: Case Studies, Voices and Perspectives id. at 114. See also Richard Overstall, The Law Is
Opened: The Constitutional Role of Tangible and Intangible Property in Gitanyow, in First Nations
Cultural Heritage and Law: Case Studies, Voices and Perspectives, supra note 17, at 92–133.
19 Jessica Lai, Indigenous Cultural Heritage and Intellectual Property Rights: Learning
from the New Zealand Experience? 59 (2014).
20 Marsden, supra note 18, at 114.
21 Bruce Trigger, A History of Archaeological Thought (2d ed. 2006).
22 Who Owns the Past? (Isabel McBryde ed., 1985).
23 Michael Brown, Who Owns Native Culture (2003).
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Intellectual Property Rights Issues in Archaeology’.24 Many facets of these topics
have been subsequently examined in both print25 and practice.26
In this section, we consider examples of ongoing and anticipated IP challenges
within the context of archaeological research. Important here is not only the nature of the challenge, but the consequences of the inappropriate use of information. Where problems most often emerge are in situations where (1) research
agreements and protocols are not followed, and (2) customary laws and practices
are not respected. Six areas are examined here: (a) repatriation; (b) appropriation
and commodification; (c) traditional knowledge and local heritage values; (d) proprietary information; (e) new technologies; and (f) research methods and benefits flow.

A. Repatriation
Repatriation of cultural patrimony is fraught with challenges. In the absence of
legislation (e.g. NAGPRA) or political pressure, the return of objects and ancestors must be voluntary. Repatriation is also not just about the physical items, but
what they represent to the nation, as the case with the Parthenon Marbles.27 To
descendant communities, objects may be touchstones of identity and history, or
animate, or repositories/expressions of their traditional knowledge and beliefs that
are vital for community well-being.28
Widespread debate in the 1980s and 1990s over repatriation ranged from claims
for the return of the Parthenon (Elgin) Marbles to Greece, to the restoration of
war booty. The efforts of Indigenous peoples have largely focused on the repatriation of sacred and ceremonial items and ancestors whose remains, numbering
in the tens of thousands, were taken in pursuit of scientific studies and dispersed
to museums and laboratories worldwide. The ‘Bangwa Queen’, a carving of spiritual importance to the Bangwa of Cameroon,29 was appropriated by Germany in
1899, and now resides in France. This, like other anthropomorphic or zoomorphic
24

Nicholas & Bannister, supra note 7, at 3.
Prominent publications include: The Routledge Companion to Cultural Property
(Jane Anderson & Haidy Geismar eds., 2017); Alvaro Higueras & Julie Woods, Indigenous
Intellectual Property Issues in Archaeology: Encyclopedia of Global Archaeology 3805–
14 (2014); Terri Janke & R. Quiggin, Indigenous Knowledge and Intellectual Property: Access,
Ownership and Control of Cultural Materials (2006); McLay et al., supra note 11; George
Nicholas, Intellectual Property Issues, in 2 The Oxford Companion to Archaeology 106–09 (Neil
Silberman ed., 2d ed. 2012).
26 See, e.g., the Intellectual Property Issues in Cultural Heritage (IPinCH) project (2008–2016), supra
note 1.
27 Christopher Hitchens, The Parthenon Marbles: The Case for Reunification (2008).
28 See Helen Robbins & Leight Kuwanwisiwma, Hopi Renewal and (Ritualized) Performance under
American Law, 5 Museum Worlds: Advances in Research 60–73 (2017).
29 Evelien Campfens, The Bangwa Queen: Artifact or Heritage?, 26 Int’l J. Cultural Prop. 75–110
(2019).
25
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objects from archaeological and other contexts, may be considered living beings
by the modern community. This indivisibility (to them) of tangible and intangible
heritage is reflected in the case of T’xwelátse (‘Man Turned to Stone’) who, for the
Sto:lo of British Columbia, is not a stone carving, but a living being.30
Worldwide repatriation efforts continue, but now are joined by claims for the
return of IP and other kinds of information. In some instances, songs, dances, ceremonies, special knowledge, and other forms of intangible heritage cannot be performed, transmitted, communicated, or made available to proper recipients under
Indigenous laws unless the associated physical item is returned.31
Sometimes virtual access can address the objectives of repatriation. One example of so-
called ‘virtual repatriation’ undertaken by the Inuvialuit of the
Western Canadian Arctic. The Inuvialuit Pitqusiit Inuuniarutait: Inuvialuit Living
History project32 focused on a collection of 300 Inuvialuit cultural objects gathered
in the 1860s and since then housed at the Smithsonian Institution in Washington,
DC. Few Inuvialuit had ever seen these items. In 2009, a small group of Inuvialuit
Elders, traditional experts, and educators travelled to the Smithsonian to study the
items and to repatriate information about clothing manufacture and technology
(Figure 20.1). The project has facilitated the generation of new knowledge about
the MacFarlane collection and its ongoing life in Inuvialuit communities and a virtual exhibit and searchable archive of the collection.
There are, however, arising concerns about the repatriation of digital scans of
ancestral remains and cultural objects. Some find this term problematic as there
is often little control over how many sets of scan data or models exist (including
those collected without consent, or for how long, or who has access outside of the
community to whom they are returned). Furthermore, Boast and Enote33 note
that virtual repatriation is neither ‘virtual’ or ‘repatriation’, and that ‘the problem
with designating these collaborative endeavours as repatriation—virtual, digital, or
otherwise—is to firmly, and uncritically, orient the collaboration within the historical and constitutional space of the universal collection’.

30

David Campion et al., Man Turned to Stone: T’xwelátse (2012).
An example is Blackfoot medicine bundles. When bundles are removed the societies charged with
keeping the knowledge and performing the songs, dances and stories associated with them are unable to perform complete ceremonies, train new members in specific areas, and are themselves jeopardized. See Catherine Bell, Graham Statt, & Mookakin Cultural Society, Repatriation and Heritage
Protection: Reflection on the Kainai Experience, in First Nations Cultural Heritage and Law: Case
Studies, Voices and Perspectives (Catherine Bell & Van Napoleon eds., 2009).
32 A Case of Access: Inuvialuit Engagement with the Smithsonian’s MacFarlane Collection,
Intellectual Property Issues in Cultural Heritage: Theory, Practice, Policy, Ethics,
http://www.sfu.ca/ipinch/project-components/community-based-initiatives/case-access-inuvialuit-
engagement-smithsonian-s-macfa/.
33 Robin Boast & Jim Enote, Virtual Repatriation: It is Neither Virtual nor Repatriation, in Heritage
in the Context of Globalization: Europe and the Americas 103–16 (Peter Biehl & Christopher
Prescott eds., 2013).
31
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Figure 20.1 Inuvialuit engagement with McFarlane collection, Smithsonian
Institution, Washington, DC (Photo courtesy of Inuvialuit Cultural Resource Centre)

B. Appropriation and Commodification
Human societies are the product of everything and everyone that has come before
us and dependent on information and information widely shared. The Acheulean
handaxe, for example, was in use in Africa, Asia, and Europe from 1.6 million to
200,000 years ago. The Romans copied the Greeks, followed by the Italians and
others. Many foods that are staples today were originally domesticated in one place
and spread far, as revealed through archaeology: maize (corn), beans, and potatoes from the Americas; wheat and barley from the Middle East; apples and rice
from Asia. That these developments have been so widespread and beneficial fuels
the notion that society does (and indeed should) benefit from shared ideas and
information.
Not all uses of the past, or of others’ heritage, are considered appropriations.
There is a difference between appropriation and sharing, or even commoditizing,
one’s own heritage. For example, the Celtic designs found carved on boulders at
the base of the Neolithic burial tomb at Newgrange, Ireland, have been used as inspiration for jewellery as well as tattoos (Figure 20.2). One can purchase a variety
of Ötzi-themed products, named after the famed alpine ‘iceman’. Yet sometimes,
outsiders make assumptions about how archaeological materials—or even human
remains—should be treated. The 2002 The Mysterious Bog People: Rituals and
Sacrifice in Ancient Europe exhibition at the then Museum of Civilization (now the
Canadian Museum of History) in Ottawa, Canada, generated public outcry around
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Figure 20.2 Newgrange, Ireland; incised boulders encircle the chambered Neolithic
tomb (photos: G. Nicholas

‘distasteful’ merchandise depicting the bog bodies.34 This is in stark contrast to
how Danes feel about ‘Tollund Man’—perhaps the best preserved of all such bog
bodies, whose visage has been used to sell ‘Moor Mud’, a facial cleanser.35
Certainly, not all information is meant to be shared, at least without
recompense—something very evident and accepted in Western society. Indigenous
34

Heather Gill-Robinson, Bog Bodies on Display, 4 J. Wetland Archaeology 111–16 (2004).
George Nicholas & Alison Wylie, ‘Do Not Do Unto Others . . . ’: Cultural Misrecognition and the
Harms of Appropriation in an Open-Source World, in Appropriating the Past: Philosophical
Perspectives on Archaeological Practice 195–221, 213 (Robin Coningham & Geoffrey Scarre
eds., 2012).
35
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peoples have major concerns about how their cultural and intellectual properties,
including cultural expressions, are treated by others, especially when used in inappropriate, unwelcome, or harmful ways. Virtually all aspects of Indigenous North
American heritage have been appropriated and commodified in some manner.
This can cause cultural, spiritual, or economic harm.36 Appropriation occurs in
many contexts. However, the intangible cultural heritage Indigenous people seek
to control largely falls outside the scope of Western IP protection. This is especially
problematic in contexts where there is no separation between the tangible and intangible. For example, rock art sites are a popular tourist destination around the
world, but for some Indigenous peoples, such as the Wanjina-Wunggurr people of
northern Australia, the images actually embody ancestral beings. The community
has attempted to prohibit unauthorized site visits, viewing, and reproduction of
the images to avoid offending the wanjina beings and protect visitors from harm.37
Concerns about cultural integrity are not always limited to original items and
may extend to replicas. This is the case for the Zuni, who consider replicas of certain sacred items, such as masks, to contain much the same features and powers as
the originals.38 The line between fair use or inspiration and exploitation and appropriation is also not always easy to discern. Determining this line is important today
as consumers, artists, musicians, product developers, retailers, and regulators try
to make decisions about what is or is not an appropriate use of someone else’s IP.39

C. Traditional Knowledge and Local Heritage Values
One expression of information potentially considered IP is Traditional Knowledge
(TK) and its variants (Traditional Ecological Knowledge and Native Science). It
represents the accumulated knowledge of a particular group, developed over centuries or millennia, derived from observations of, and experiences in, the world.
TK is often transmitted orally across generations and can have many forms including technology, land-use practices, stories, spirituality, foodways, and artistic
expressions. A familiar element of ethnobiology and anthropology, it has only recently gained the attention of the ‘harder’ sciences (e.g. archaeology, biology, climatology). The often unique local knowledge is highly valued when it supports or
36 Brown, supra note 23; Nicholas and Wylie, supra note 35; Deidre Brown & George Nicholas,
Protecting Indigenous Cultural Property in the Age of Digital Democracy: Institutional and Communal
Responses to Canadian First Nations and Maori Heritage Concerns, 17 J. Material Culture 307–24
(2012).
37 Christoph Graber, Aboriginal Self-Determination vs. the Propertisation of Traditional Culture: The
Case of the Sacred Wanjina Sites, 13 Austl. Indigenous L. Rev. 18–34 (2009).
38 Gwyneira Isaac, Whose Idea Was This? Museums, Replicas, and the Reproduction of Knowledge, 52
Current Anthropology 211–33 (2011).
39 Some of the challenges are illustrated in Intellectual Property Issues in Cultural
Heritage: Theory, Practice, Policy, Ethics, Appropriation(?) of the Month, https://www.sfu.ca/
ipinch/outputs/blog/.
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supplements expectations and scientific evidence. This is evident with the use of
Inuit knowledge (qaujimajatuqangit) in climatological research.40 In some cases,
archaeological evidence provides ‘proof ’ of what has long been documented in oral
histories, whether it be the use of fire in managing landscapes or creating habitat
for valued resources. The knowledge passed down from Ancient China, Egypt,
Greece, Rome, and Mesoamerica, amongst other civilizations, is no less ‘traditional’, but has become so entrenched in contemporary society in various ways, or
has anticipated its modern forms, that it largely goes unremarked. For example, the
2,000-year-old Antikythera Mechanism41 is unquestionably the world’s first computer and represents an immense body of lost knowledge fortuitously preserved in
bronze.
Although local information has greatly enriched archaeology and ethno
archaeology’s understanding of the human condition, too often these efforts provide little benefit to the descendant communities. The flow of information and
access to IP has largely been a one-way exchange of information. Arguably, this
represents an appropriation of local information by archaeologists, although
sometimes local communities are willing partners.42
Another area in which local knowledge and oral histories are important is in
archaeotourism and cultural tourism. Worldwide there are initiatives where
aspects of community history, from centuries to millennia in the past, are shared
with visitors. In each case, whether the Birka Viking Museum in Sweden, Colonial
Williamsburg in Virginia, or Head-Smashed-in Buffalo Jump in Alberta, it is the
presentation of the intangible heritage elements that make the location and artefacts meaningful to visitors. The best of these are developed and run by local
communities. An example is the popular attraction in South Australia, Devon
Downs, the first scientifically excavated rock shelter in Australia (Figure 20.3). The
Mannum Aboriginal Community Association Inc., and their ancestors used this
locale—known to them as Ngaut Ngaut—for millennia. While the Mannum welcome visitors, they found that the on-site and on-line information about Ngaut
Ngaut was sometimes inaccurate or offensive. This has been rectified via new
signage and an open-access interpretive booklet,43 which describes both the site’s
Indigenous past and its more recent archaeological significance.

40 Gita Laidler, Inuit and Scientific Perspectives on the Relationship between Sea Ice and Climate
Change: The Ideal Complement?, 78 Climate Change 407–44 (2006).
41 Alexander Jones, A Portable Cosmos: Revealing the Antikythera Mechanism,
Scientific Wonder of the Ancient World (2017).
42 Shari Fox, When the Weather is Uggianaqtuq: Inuit Observations of Environmental
Change (2003).
43 Amy Roberts, Isobelle Campbell, & the Mannum Aboriginal Community Association Inc., The
Ngaut Ngaut Interpretive Project—Providing Culturally Sustainable Online Interpretive Content to the
Public, available at https://www.sfu.ca/ipinch/sites/default/files/resources/reports/ngautngaut_final_
report_2014.pdf.
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Figure 20.3 Telling two stories, Indigenous and Scientific, at Ngaut Ngaut (Devon
Downs rock shelter), South Australia (Photo courtesy of the Mannum River
Aboriginal Community, Inc.)

D. Proprietary Information
In both academia and the publishing world, there have been concerted calls for
open access to information. Although there are still issues to resolve,44 sharing research results benefits the scholarly community and the public; indeed, for some
research grants it is now a legal obligation. Such efforts ease restrictions on information sharing and weaken the economically driven hold of publications by
publishing conglomerates. But not all information should be shared, a position
strongly held by archaeologists and by Indigenous and other descendant communities, each seeking protection of very different forms of information.45
Intellectual information may be restricted to individuals or groups who have
the right or inherited the responsibility to it. This includes professional archaeologists who have an ethical obligation to protect heritage sites and objects from
unauthorized access or damage, or, in Indigenous societies, initiated elders, clan
leaders, and religious specialists charged with protecting knowledge vital to the
well-being and continuance of their society, sharing it only with those authorized
to receive it. In both cases, while some heritage information can be disseminated
widely throughout the respective societies, other knowledge (site location or particular ceremonies) is restricted to select initiates.

44 Eric Kansa, Openness and Archaeology’s Information Ecosystem, World Archaeology 448–520
(2012).
45 Nicholas et al., supra note 7.
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Despite such parallels, there are significant disparities between how archaeological and Indigenous information is protected. Archaeologists argue strenuously
that site locations should not be published since site looting and other activities
not only threaten the integrity of archaeological record, but also the information
potentially gleaned from it. Yet, there is seldom comparable acknowledgement
by archaeologists of local concerns about threats to the integrity of their ancestral heritage sites and associated knowledge. What is troublesome is the double
standard expressed when the Bamiyan Buddhas in Afghanistan were destroyed by
the Taliban in 2001—an event framed as ‘violence against history’, but not raised
when less ‘spectacular’ sites are destroyed every day, a different kind of violence
against people whose heritage is part of their identity.46
Sharing certain types of information can bring greater public appreciation regarding the need to protect archaeological sites, but sometimes Indigenous groups
are forced to make information about sacred sites public, that should not be revealed under their laws, to save them. For example, to avoid development impact
on a sacred site, heritage conservation law and practice may require its location
and meaning to be revealed. This can bring unwanted scrutiny, as well as questions
about the legitimacy of the claim, as in the Hindmarsh Bridge47 case in Australia.
Other cases where Indigenous IP was revealed to protect spiritually important
places are the Ktunaxa’s efforts to protect Qat’muk in British Columbia,48 by the
Hopi, Navajo, Zuni, and Ute to protect Bear Ears National Park in Utah,49 and by
the Standing Rock Sioux to block the Dakota Access Pipeline.50 In some instances,
claims based on religious values are dismissed as unwarranted, such as the modern
Druid groups laying claim to Stonehenge, or the so-called Goddess worshippers
seeking access to places and objects, such as female figurines from Middle Eastern
or European archaeological sites.51

46 George Nicholas & Claire Smith, Considering the Denigration and Destruction of Indigenous
Heritage as Violence, in Critical Global Perspectives on Cultural Memory and
Heritage: Construction, Transformation and Destruction 131–54 (Veysel Apaydin ed., 2020).
47 Diane Bell, Ngarrindjeri Wurruwarrin: A World That Is, Was, and Will Be (1998). In
1994, in response to proposed development, a group of Ngarrindjeri women revealed the location was
sacred. This led to a protracted legal challenge and charges that the claim did not have merit, in part due
to the lack of recorded ethnographic accounts of what would have been secret women’s business.
48 Ktunaxa Nation v. British Columbia (Forests, Lands, and Natural Resources Operations), [2017] 2
S.C.R. 386 (Can.).
49 Courtney Tanner, Five American Indian Tribes, Furious over Trump shrinking Bears Ears on his trip
to Utah, sue the President, The Salt Lake Tribune (4 December 2017), https://www.sltrib.com/news/
politics/2017/12/04/five-american-indian-tribes-furious-over-trump-shrinking-bears-ears-sue-the-
president/.
50 Robinson Meyer, The Standing Rock Sioux Claim ‘Victory and Vindication’ in Court, The Atlantic
(14 June 2017), https://www.theatlantic.com/science/archive/2017/06/dakota-access-standing-rock-
sioux-victory-court/530427/.
51 Marija Gimbutas, The Living Goddesses (2001); Kathyrn Rountree, Archaeologists and
Goddess Feminists at Çatalhöyük: An Experiment in Multivocality, 23 J. Feminist Stud. in Relig. 7–26
(2007).

Intellectual Property and Archaeology

319

In some cases, the privileged access that archaeologists and ethnographers
have to otherwise restricted information and material has led to the publication
of information, images, and other forms of cultural expression without appropriate permission. Ted Strehlow’s acclaimed publication, Songs of Central Australia
(1971), was essentially a compendium of Arrernte secret-sacred knowledge. While
the songs and descriptions of ceremonies he recorded, or was entrusted with, provide an astonishing glimpse into the core of Arrernte being, the publication raises
the question ‘Was this his to publish?’ In another Australian case, archaeologist
Richard Gould published photographs of secret-sacred objects that caused great
consternation.52

E. New Technologies
Whether in the arts or sciences, the development of new technologies has always
precipitated concerns about protecting IP, since existing means of protection may
no longer be adequate when cultural expressions take a new form. This is evident in
the music and publishing world where, in the wake of new reproductive technologies, it may take years for public attitudes and legal protection of creators’ rights
and media to synchronize. Unheralded opportunities for data collection and analysis of new information in archaeology also bring unexpected problems, as the
following examples reveal.

1. Genetic Information
Today there is a revolution underway in archaeology and other fields as a result of
technological advances in genetic research on modern and ancient DNA (aDNA).
It is now possible not only to trace the movements of ancient populations across
the globe, but to connect specific living peoples to their ancient ancestors with certainty.53 This may help establish territorial boundaries for the purposes of a land
claim or rights of control over archaeological heritage by descendant communities. However, most do not realize that participating in such studies, whether self-
initiated or not, makes their genetic profile (usually anonymized) available to others.
This raises questions about data ownership and IP rights, biological versus cultural identity, and protecting human rights in genetic research (Figure 20.4).54 The
52 Richard Gould, Yiwara: Foragers of the Australian Desert (1969). For an in depth
discussion of these are related cases, see also Politics of the Secret: Oceania Monographs 45
(Christopher Anderson ed., 1995).
53 Alexa Walker et al., Simon Fraser University: Bioarchaeology & Genetics Working
Group, Ancient DNA (aDNA) What Is It? Why Is It Important? (2015), http://www.sfu.ca/ipinch/sites/
default/files/resources/fact_sheets/ipinch_adnafactsheet_final_revisedoct2015.pdf.
54 Roger Chennells, Equitable Access to Human Biological Resources in Developing
Countries: Benefit Sharing Without Undue Inducement (2014) (unpublished PhD dissertation,
University of Central Lancashire) (on file with author); Lisa Elliott, Property Rights of Ancient DNA: The
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Figure 20.4 Challenges of genetic intellectual property (Image created by G. Nicholas,
with Creative Commons DNA strand)

consequences can be substantial—from threats to personal identity and group
membership, to challenges to land claims. Key questions to consider include: Who
owns the information arising from DNA research? Who controls how the information is shared now and in the future? Will this information be created and
shared in a manner that is culturally appropriate according to the laws and values
Impact of Cultural Importance on the Ownership of Genetic Information, 16 Int’l J. Cultural Prop.
103–29 (2009); Daryl Pullman, Bioarchaeology, Biothics, and the Beothuk, 120 Am. Anthropologist
11–23 (2018); Daryl Pullman & George Nicholas, Intellectual Property and the Ethical/Legal Status of
Human DNA: The (Ir)Relevance of Context, 35 Inuit Stud. 146–64 (2012); Jenny Reardon, Race to
the Finish: Identity and Governance in an Age of Genomics (2005); Kim TallBear, Native
American DNA: Tribal Belonging and the False Promise of Genetic Science (2013).

Intellectual Property and Archaeology

321

of descendant communities? Fortunately, ethical frameworks are developing and
more resources are becoming available helping researchers and community members make informed decisions about revealing genetic data.55

2. Digital Information
Photogrammetry, augmented reality, 3D scanning and printing, and other forms
of digital capture, curation, and dissemination are poised to have a significant impact on what archaeologists do and how it affects others. Yet, questions abound in
terms of how these technologies are and should be used, by whom, and for what
purpose.
The renderings of objects or even human remains (such as fossil skulls) increase
educational opportunities and provide opportunities to handle objects safely in
lieu of the more fragile or culturally sensitive originals. The value of 3D replication
is illustrated by the collaboration between the Tlingit community of Alaska and the
Smithsonian Institution to reproduce and restore sacred and funerary objects of
great importance.56
At the same time, the inappropriate use of these technologies and their products
amplify long-standing concerns about the integrity of cultural patrimony, or who
has the right to obtain, produce, and even sell replicas. For example, Bone Clones,
Inc. sells a replica of the Kennewick Man skull,57 but without the permission of the
Umatilla Tribe for whom there is a demonstrated genetic relationship. In another
case, in 2005 the Jakarta Center for Archaeology in Indonesia claimed IPRs not
only to the bones of Homo floresiensis, but also to any casts made of them.58 Data
for many other hominid skulls, most recently Homo naledi, are now open access.59
Such instances raise questions about who should control the production and dissemination of fossil casts of human ancestors, including those considered part of
55 Jessica Bardill et al., Advancing the Ethics of Paleogenomics, 27 Sci. 384–85 (2018); DNA and
Indigeneity: The Changing Role of Genetics in Indigenous Rights, Tribal Belonging, and
Repatriation. Symposium Proceedings (Alexa Walker, Brian Egan & George Nicholas eds., 2016),
https://www.sfu.ca/ipinch/sites/default/files/resources/reports/dna_symposiumproceedings_2016.
pdf.
56 R. Eric Hollinger et al., Tlingit-Smithsonian Collaborations with 3-D Digitization of Cultural Objects,
7 Museum Anthropology Rev. 201–53 (2013). See also Gwyneira Isaac, Perclusive Alliances: Digital
3-D, Museums, and the Reconciling of Culturally Diverse Knowledges, 56 Current Anthropology
S286–
96 (2015); Matthew Magnani, Anni Guttorm, & Natalia Magnani, Three-Dimensional,
Community-
Based Heritage Management of Indigenous Museum Collections: Archaeological
Ethnography, Revitalization and Repatriation at the Sámi Museum Siida, 31 J. Cultural Heritage
162–69 (2018).
57 Kennewik Man Skull, Bone Clones, Inc., https://boneclones.com/product/kennewick-man-skullBH-047.
58 Rory Callinan, Small Bones, Big Feud, Time Magazine (14 March 2005); Tabitha Powledge,
Homo floresiensis, The Scientist (27 February 2005), https://www.the-scientist.com/research/homo-
floresiensis-49020. A cast is now available through BoneClones: https://boneclones.com/product/
homo-floresiensis-skull-BH-033-2.
59 Kristina Killgrove, How to Print Your Own 3-D Replicas of Homo Naledi and Other Hominin Fossils,
Forbes (19 September 2015), https://www.forbes.com/sites/kristinakillgrove/2015/09/19/how-to-
print-your-own-3d-replicas-of-homo-naledi-and-other-hominin-fossils/.
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the shared history of humanity extending hundreds of thousands or even millions
of years into the past.
Privacy and access to sacred and secular information are also significant
concerns.60 Sarah Lison61 found that Indigenous communities wishing to use
or manage heritage digitally have difficulty reconciling the benefits of digital
platforms with traditional protocols governing how information should be
shared. Digital capture poses challenges for communities who wish to maintain traditional laws concerning respect for their ancestors and for the viewing,
circulation, and reproduction of their archaeological heritage.62 This tension is
acknowledged in the policies of some museums developing digital collections
in collaboration with descendant communities, excluding images of archaeological and ethnographic objects considered private or sacred. Other issues
include how to reconcile rights of access to data management systems; appropriate preservation of information; conflicts between state and Indigenous or
other laws; categorization and labelling of knowledge; and protection against
perceived and actual threats of misuse, misappropriation, and abuse, which
may include commercial exploitation and infringement of the integrity of the
information.63

3. Remote Sensing Information
Recent developments in remote sensing64 have increased exponentially what can
be gleaned from surveys or scans of both above-and below-ground archaeological features. One remote sensing technique that has proven transformative is
LiDAR,65 which can produce extremely detailed renderings on the ground surface. This has provided startling new information about many archaeological sites,
including Angkor Wat66 and Stonehenge.67 While having immense value, such
60

Isaac, supra note 37.
Sarah Lison, The Sacred and the Digital: Managing Heritage in an Open Access World
(2017) (unpublished MA Thesis, Department of Archaeology, Simon Fraser University).
62 McLay et al., supra note 11, at 150–202.
63 Catherine Bell, Jessica Lai, & Laura Skorodenski, In/Tangible Heritage, Intellectual Property and
Museum Policy: Methods for Respecting Indigenous Law, in Intellectual Property and Access to
Im/material Goods 257–58 (Jessica Lai & Antoinete Maget Dominicé eds., 2016); Paricia Emerson &
Nancy Hoffman, Technical, Political, and Social Issues in Archaeological Collections Data Management,
7 Advances in Archaeological Prac. 258–66 (2019); William Kilbride, Copyright and Intellectual
Property Rights, Archaeological Data Services (7 October 2004), https://archaeologydataservice.
ac.uk/advice/copyrightInfringement.xhtml; see also Local Context(s), available at https://localcontexts.
org and Mukurtu, available at https://mukurtu.org.
64 This refers to such technologies as satellite imagery and ground-penetrating radar that provide information on archaeological sites without excavation.
65 See An Introduction to LiDAR for Archaeology, Archaeology Group (2015), http://www.
bronzeagecaithness.aocarchaeology.com/wpcontent/uploads/PDF/An%20Introduction%20to%20
LiDAR.pdf.
66 Cambodian Archaeological Lidar Initiative, http://angkorlidar.org.
67 Stonehenge Lidar Archaeology Landscape, Sketchfab, https://sketchfab.com/models/c15c247d4e
6c462ca48b5276492c1b7c.
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technologies elicit concerns about data sharing and concerns about revealing site
and tomb location.
In their review of the application of new remote sensing methods in
Mesoamerica, Chase et al.68 note that ‘lidar surveys often collect sensitive data,
such as the specific location of archaeological sites, roads near borders, military installations, and other data that governments often restrict in terms of sharing with
the public. Some countries, such as Mexico, Guatemala, Honduras, and El Salvador
have not established policies regarding fair use of sensitive data collected though
LiDAR survey’. At risk here are not only national interests (as to what/what not
to reveal to others, because LiDAR maps capture everything), but the interests of
both archaeologists and Maya descendant communities relating to IP and heritage
concerns such as ceremonial sites associated with historical places and their loss to
development.69

F. Research Methods and Benefits Flow
Concerns relating to IP in archaeological research tend to focus on claims
involving student/supervisor or researcher/lab director relations as to who ‘owns’
the research results, methods, etc. Similar issues are present in heritage resource
management, which is that realm of archaeology devoted to identifying and, where
possible, mitigating threats to cultural resources considered ‘significant’ due to
land development. Here, researchers are obligated to follow company policies
regarding the ownership of the work they do, including the ability to publish or
present the results. In this case, either the company or the client may claim the
research results as proprietary information. This is problematic, as CRM now constitutes 90 per cent or more of all archaeology done in North America, and much
of the research results and information output of what is now a $1 billion per year
industry has very restricted circulation.
However, many IP issues can be avoided by developing clear policies and procedures at the start of a project regarding the use and ownership of research data
and other materials (field notes, photographs, research data), as well as publication arrangements. This is obviously important where royalties, copyright, etc.
may be involved. Emerging legal and ethical norms also require free, prior, and
informed consent in relation to research affecting living people.70 There is now a
68 Arlen Chase et al., Progression and Issues in the Mesoamerican Spatial Revolution: An Introduction,
4 Advances in Archaeological Prac. 219, 226 (2016). See also Arlen Chase et al., The Use of LiDAR
in Understanding the Ancient Maya Landscape, 3 Advances in Archaeological Prac. 147–60
(2014).
69 Brad Lendon, Ancient Mayan Pyramid Destroyed for Road Fill, CNN (15 May 2013), https://www.
cnn.com/2013/05/14/world/americas/belize-mayan-pyramid-destroyed/index.html.
70 See, e.g., Archaeological Ethics Database, http://archaeologicalethics.org; see also Code of
Ethics, World Archaeological Congress, https://worldarch.org/code-of-ethics/.
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Figure 20.5 The Egyptian Room at Harrod’s designed for Mohammed Al Fayed, then
owner of Harrods. (Photo: George Nicholas)

greater willingness by archaeologists to work directly with local communities and
vice versa. This extends to collaborative field projects, publications, and museum
exhibits. Some Indigenous groups now have research laws, protocols, and policies
that set out clear expectations for how research will be conducted, and how results
(both material products and IP) will be dealt with.71 Other efforts, such as Egypt’s
efforts to protect its heritage sites, and associated IPR have been met with limited
success (Figure 20.5).72

IV. Application to Intellectual Property Research
IP issues take many different forms, but in the context of archaeology appear frequently when research involves descendant communities whose relationships to
71 The Gwich’in (NWT, Canada) have a TK Research Agreement that states that recordings and other
research products are to be returned to be archived by the community. See Gwich’in Tribal Council,
Traditional Knowledge Policy, https://gwichin.ca/sites/default/files/gtc_final_tk_policy_2004.
pdf.
72 George Nicholas, Egyptian Concerns about IP, IPinCH blog (13 November 2008), http://www.
sfu.ca/ipinch/outputs/blog/egyptian-concerns-about-ip/; G.J. Tassie, A. De Trafford & J. van Wetering,
Egypt’s Heritage in Times of Conflict and Crisis, in The Management of Egypt’s Cultural Heritage
(F.A. Hassan et al. eds., 2015).
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archaeology continue to be informed by local laws and values and largely defined
by associated intangibles. Here, three actions are discussed that may help alleviate
or avoid some of the challenges discussed above: (1) facilitating informed archaeological practices; (2) acknowledging the existence and significance of associated
intangible heritage; and (3) honouring Indigenous laws and values.

A. Facilitating Informed Practice
The actions heritage practitioners take on IP and intangible heritage are often situated at the nexus of complex debates over such topics as open vs. restricted access
to data, and universal access vs. culture-based rights and responsibilities. There
are also potential contradictions to contend with, such as those found in art. 27 of
UNESCO’s Universal Declaration on Cultural Diversity (2001): ‘Everyone has the
right freely to participate in the cultural life of the community, to enjoy the arts
and to share in scientific advancement and its benefits’ and ‘Everyone has the right
to the protection of the moral and material interests resulting from any scientific,
literary or artistic production of which he is the author’. What is problematic here
is the apparent presumption of ‘scientific advancement’, which in the context of
archaeology has often been at odds with descendant community laws and values,
Indigenous human rights as articulated in international instruments such as
UNDRIP, and the desire to retain control (and privacy) of heritage matters.

1. IPinCH: Moving from Theory to Informed Practice
From 2008 to 2016, the Intellectual Property Issues in Cultural Heritage (IPinCH)
project73—an international research collaboration under the direction of George
Nicholas—explored the diverse values underlying attitudes, decisions, and actions
relating to IP issues in heritage, and providing research, knowledge, and resources
assisting academic scholars, descendant communities, and others in negotiating
equitable terms of heritage research and policies. The team included more than
fifty archaeologists, museum and cultural tourism specialists, lawyers, ethicists,
and others. This initiative was ultimately concerned with larger issues of the nature
of knowledge and rights based on culture—how these are defined and used, who
has control and access, and especially how fair and appropriate use and access can
be achieved to the benefit of all stakeholders in the past.
The IPinCH project funded a series of twelve community-based studies74 that
addressed a variety of issues and opportunities, including preserving local values

73 Intellectual Property Issues in Cultural Heritage: Theory, Practice, Policy, Ethics
(IPinCH), www.sfu.ca/ipinch.
74 IPinCH Community Initiatives, IPinCH, https://www.sfu.ca/ipinch/project-components/
community-based-initiatives/.
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within cultural tourism, developing protocols for research on human remains, repatriating information from museum collections, creating tribal policies, procedures, and protocols protecting IP, and developing a cultural knowledge database
for recording elders’ traditional knowledge in an Indigenous methodological and
ethical framework. These and other special studies were undertaken in Australia,
New Zealand, Canada, Japan, Kyrgyzstan, and the United States. The community-
based initiatives foregrounded local needs and values with research benefits
flowing directly back. The community had full autonomy over research methods
and results. It was essential that raw information collected remained community
property and no sensitive information was released. These studies not only directly
aided the communities also helped to refine or reformulate theory, practice, policy,
and ethics at critical intersections of knowledge, culture, and rights.
Projects such as IPinCH that engage in collaborative research in a way that seeks
to respect Indigenous laws and research ethics provide examples of how IP issues
can be navigated in intercultural contexts through the identification of potential
IP issues before research commences, clear communication and guidelines for respectful relationships.

2. Intellectual Soup
As we move to more intercultural approaches and understandings of IP in archaeology, the elephant in the room is how efforts of non-Indigenous researchers in
generating new information and knowledge should be acknowledged. This important point is taken up by archaeologist Claire Smith,75 who writes:
Often, we could not produce the research that we do without their help, particularly in fields such as ethnoarchaeology. The outcome of such research is shared
intellectual property, since neither party could have created the product alone.
The rationale behind this approach is perhaps clearer if we think in terms of
related disciplines such as ethnobotany, in which the medical ‘product’ can be
achieved only by combining the knowledges of Indigenous and Western science.
Another way to think of this is as a kind of soup to which different people provide
essential ingredients. Though there may be a ‘chef ’ (the archeologist), that particular soup could not exist without the full range of ingredients (both Western
and Indigenous knowledges), and all the people who provide those ingredients
have rights in it.

Ultimately we should all strive for equity, equality, and respect. There is, however,
a culture of entitlement in Western concepts of IP and sciences, centred on the
notion that limits on access to information is contrary to the public good. Within
75 Claire Smith, On Intellectual Property Rights and Archaeology, 45 Current Anthropology 527
(2004).
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archaeology, this has contributed to the excavation and study of ancestral human
remains and objects of and places of great significance to their descendants, but
resulted in substantial inequities in who holds power in heritage management decisions. Archaeologists have proven very reticent to give up any degree of control
over their involvement with other people’s heritage. This is especially so in the case
for Indigenous peoples, who have received very little benefit from decades of intensive research on their heritage. Great efforts by both Indigenous peoples and their
archaeological allies have been expended on this. Recognizing and expanding our
concept of IP and rights and responsibilities in relation to it is a major step towards
acknowledging and rectifying these issues.

B. Acknowledging the Intangible in Heritage
There are significant limitations to current laws and conventions protecting intangible heritage. State, provincial, territorial, and federal legislation is concerned mostly with sites, artefacts, and other material expressions,76 such as the
Hague Convention for the Protection of Cultural Property.77 This is challenged
by UNESCO’s Convention for the Safeguarding of Intangible Cultural Heritage,78
which foregrounds ‘the practices, representations, expressions, knowledge,
skills—as well as the instruments, objects, artefacts and cultural spaces associated
therewith—that communities, groups and, in some cases, individuals recognize as
part of their cultural heritage’. The connection between, and the importance of control over cultural heritage in its various forms, to self-determination and recovery
from colonization, is recognized in several international instruments such as the
United Nations Declaration on the Rights of Indigenous Peoples (UNDRIP).79
The right to engage in cultural practices and the connection to protection and
control of Indigenous heritage is more specifically articulated in arts. 11, 12, and
31. Article 11 provides that ‘Indigenous peoples have the right to practice and revitalize their cultural traditions and customs’ including ‘the right to maintain, protect and develop the past, present and future manifestations of their cultures, such
76 See Nicholas, supra note 2; see also Protection of First Nation Cultural Heritage: Laws,
Policy and Reform (Catherine Bell & Robert Paterson eds., 2009).
77 Convention for the Protection of Cultural Property in the Event of Armed Conflict with
Regulations for the Execution of the Convention 1954, United Nations Educational, Scientific and
Cultural Organization (UNESCO), http://portal.unesco.org/en/ev.php-URL_ID=13637&URL_
DO=DO_TOPIC&URL_SECTION=201.html.
78 Text of the Convention for the Safeguarding of the Intangible Cultural Heritage, UNESCO, https://
ich.unesco.org/en/convention. Article 2(1): ‘This intangible cultural heritage, transmitted from generation to generation, is constantly recreated by communities and groups in response to their environment, their interaction with nature and their history, and provides them with a sense of identity and
continuity, thus promoting respect for cultural diversity and human creativity.’
79 United Nations, UN Declaration on the Rights of Indigenous Peoples, https://www.un.org/development/desa/ indigenouspeoples/declaration-on-the-rights-of-indigenous-peoples.html
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as archaeological and historical sites, artefacts, designs, ceremonies, technologies
and visual and performing arts and literature’. It further provides that nation-states
are to ‘provide redress through effective mechanisms, which may include restitution, developed in conjunction with Indigenous peoples, with respect to their cultural, intellectual, religious and spiritual property taken without their free, prior
and informed consent or in violation of their laws, traditions and customs’.
Also of significance is art. 31:
Indigenous peoples have the right to maintain, control, protect and develop their
cultural heritage, traditional knowledge and traditional cultural expressions, as
well as the manifestations of their sciences, technologies and cultures, including
human and genetic resources, seeds, medicines, knowledge of the properties of
fauna and flora, oral traditions, literatures, designs, sports and traditional games
and visual and performing arts. They also have the right to maintain, control, protect and develop their intellectual property over such cultural heritage, traditional
knowledge, and traditional cultural expressions (emphasis added).

However, in many settler countries like Canada, there is debate about whether
UNDRIP is aspirational or forms part of Canadian law.
The relationship between archaeological material and sites, intangible heritage,
and human rights is influencing some contemporary ethical archaeological norms
concerning IP, such as reflected in the World Archaeological Congress’ Code of
Ethics,80 but not others. For example, Principle 5 of the Society for American
Archaeology’s Principles of Archaeological Ethics81 provides that IP ‘contained
in the knowledge and documents created through the study of archaeological resources . . . should be treated in accord with the principles of stewardship rather
than as a matter of personal possession’, but what constitutes IP is not defined.
Absent compelling reasons, legal restrictions, or strong countervailing interests, it
further provides researchers should only have access for a limited and reasonable
time, after which these materials and documents must be made available to others.
Although Principle 5 defers to Principle 1, ‘Stewardship’, the definition of stewardship adopted is one in which archaeologists are considered ‘caretakers of and advocates for the archaeological record for the benefit of all people’ (emphasis added). It
does not reflect Indigenous human rights, such as those articulated in UNDRIP, or
the special cultural affinity that Indigenous peoples have to their heritage objects
and places. In a similar fashion, the Seville Principles of Virtual Archaeology82

80

https://worldarch.org/code-of-ethics/
Ethics in Professional Archaeology, Society for American Archaeology, http://www.saa.org/
AbouttheSociety/PrinciplesofArchaeologicalEthics/tabid/203/Default.aspx.
82 Seville
Principles,
Smart
Heritage,
http://smartheritage.com/seville-principles/
seville-principles.
81
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omit any mention of intangible heritage and IP and fail to recognize any cultural
sensitivity or affinity of descendent communities.
These examples point to an urgent need for professional organizations to review
dated ethical standards in light of contemporary understandings of Indigenous
rights and interests to rectify these limitations and omissions and to acknowledge
that IP may take a variety of forms in different cultural settings.

C. Honouring Heritage Values
Putting the UNDRIP principles into practice requires effort. Long at the forefront
of discussions of IPRs in ethnobiology, Daryl Posey argued for ‘just compensation’
of Indigenous peoples for their knowledge.83 His influence in the field was transformative and provides a model for how IP, ethics, and community engagement
need to be woven together to enable more respectful and responsible research
methods. Following Nicholas and Bannister,84 we suggest there is a need for this
orientation regarding the IP aspects of archaeology. This should be approached in
respectful ways and counter the long-standing imbalance in benefits flowing out of
the source community.85
Change may require updating policies and protocols, including university-
based archaeological and heritage research projects. Increasingly these involve
working with community partners. However, university ethics policies and review
boards, as well as transfer agreements, are in urgent need of updating. Most problematically, in the context of IPRs to intangible heritage, is the de facto position that
faculty members (or their university) own the IPRs in relation to research results
and other products of research. For example, in the Agreement for Services used
by Simon Fraser University to transfer funds to outside researchers or communities, it provides ‘SFU will be the owner of the intellectual property rights of any
material developed by the Contractor unless expressly written in the Agreement’.
This was unacceptable to community partners in the IPinCH project (elaborated
below) who asserted sovereign jurisdiction over their territories and the right to
have their IP laws recognized within their territories. Eventually, this agreement
was amended and the provision replaced with this:
The Stó:lō Nation-Stó:lō Research and Resource Management Centre (SRRMC)
retains exclusive ownership of all source data, including maps, tapes, notes,
83 Daryl Posey, Intellectual Property Rights: What is the Position of Ethnobiology?, 10 J. Ethnobiology
93–98 (1990); see also Kelly Bannister, From Ethical Codes to Ethics as Praxis: An Invitation, 9
Ethnobiology Letters 1 (2018).
84 Nicholas & Bannister, supra note 7.
85 See, e.g., Sonya Atalay, Community-
Based Archaeology: Research with, by and for
Indigenous and Local Communities (2012).
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transcriptions, and other information and recording media, derived from Stó:lō
participants in or subjects of for the Journey Home Project. The SRRMC will hold
this information in trust for the Stó:lō community. The SRRMC, following guidelines established in SRRMC’s policies and standards of practice, will define the
scope and substance of information to be treated as proprietary to the community. Such proprietary information identified by the SRRMC as confidential and
not for public audience will be removed from all project files, will not be made accessible except as deemed acceptable by the SRRMC, and will not be included in
or referenced in the project report(s). The Parties will work together in a spirit of
mutual respect of Stó:lō intellectual property rights (reprinted with permission).

V. Conclusions
Fully recognizing, respecting, and protecting IP is more than an issue of economic
interest, as is usually the case. Within the realm of archaeology and heritage management, it is bound up with challenging questions about identity, consent, sovereignty, jurisdiction, social justice, and human rights. It requires consideration
of the rights and interests of descendant groups to control and benefit from the
tangible and intangible aspects of their heritage. Whether concerned with who
owns translations of the Dead Sea Scrolls,86 the copyright for photographs in archaeological publications,87 the return of ethnographic notes to descendants of the
informant,88 or ancient resource management techniques,89 IP is a part of archaeology that deserves our attention. The stakes are high, especially for Indigenous
and minority populations. Access to, protection of, and benefits from one’s own
heritage need to be recognized as a basic human right, and has been in many international contexts. Every society’s IP, including IP in archaeological contexts, is an
important part of its identity and well-being.

86 Timothy Lim, Intellectual Property and the Dead Sea Scrolls, 9 Dead Sea Discoveries 187–98
(2000).
87 Julie Hollowell & George Nicholas, Intellectual Property Rights and Archaeology: A Case from The
Midden, 39 The Midden 10–15 (2007).
88 Claire Smith, Vincent Copley Sr. & Gary Jackson, Intellectual Soup: On the Reformulation and
Repatriation of Indigenous Knowledge, in Shared Knowledge, Shared Power 9–28 (Veysel Apaydin
ed., 2018).
89 Amy Groesbeck et al., Ancient Clam Gardens Increased Shellfish Production: Adaptive Strategies
from the Past Can Inform Food Security Today, 9 PLoS ONE 3 (2014).
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Intellectual Property and Cultural
Heritage: Towards Interdisciplinarity
Fiona Macmillan

I. Introduction
There are a host of methodological challenges in working at the interface of intellectual property (IP) and cultural heritage, but most—if not all—of these can
be subsumed under two big questions of method. The first is a question of legal
method or, perhaps even more alarming, one of legal ordering and taxonomical
hierarchies. The second relates to the use of perspectives from other disciplines
by scholars working primarily from the discipline of law and, conversely, the use
by non-legal scholars of legal disciplinary perspectives. There is, of course, something rather banal about this summation because these are the two big questions
of method that confront all legal scholars working outside (or around or alongside) the strictly positivist or dogmatic tradition. However, there are particular and
distinctive twists and turns in their application to the intersection of intellectual
property and cultural heritage, which have important implications for intellectual
property research more broadly.
Both intellectual property law and cultural heritage law have a substantial presence at the international level, creating a significant transnational—if not global—
effect, even if both also have a number of distinctive domestic variations. The laws
governing intellectual property and cultural heritage, respectively, belong to different parts of the legal order. Intellectual property law, while usually depending
on a discourse that either privileges certain types of cultural or innovative outputs
or celebrates their importance for our collective life, grants private property rights
over certain types of artefacts. Cultural heritage law, on the other hand, is about
state, public, and/or community rights and interests over certain types of artefacts.
While it is also about things ‘belonging’ to people, the notion of belonging here is
at odds with the private property concept of ownership that characterizes intellectual property rights. As the positive legal order understands the world, the two sets
of law have nothing, or almost nothing, to do with each other. The link between
the two is, therefore, not recognized by the law but exists in any case as a consequence of the overlapping application of these two regimes to certain artefacts.
Until recently, the implications of this have mostly been ignored. The exception to
Fiona Macmillan, Intellectual Property and Cultural Heritage: Towards Interdisciplinarity In: Handbook on Intellectual
Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Fiona Macmillan 2021.
DOI: 10.1093/oso/9780198826743.003.0022
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this has been in relation to the heritage of Indigenous Peoples, with regard to which
community struggles allied with innovative legal scholarship and some welcome
institutional and judicial activism have opened up a small space in the positivist
framework that recognizes a relationship between intellectual property law and the
protection of heritage. The use of interdisciplinary perspectives was critical in this
process, as they have also been in the subsequent development of this debate to
encompass questions around the relationship between intellectual property rights
and cultural heritage more generally. Nevertheless, at the time of writing, this remains largely an area of academic concern, still pretty much unseen by the eye of
the law.
This chapter examines questions of methodology opened up by this state of affairs. It reflects on a selection of the myriad subquestions and implications opened
up by, respectively, the question of legal ordering and that of interdisciplinary and
cross-disciplinary approaches.

II. Where Law’s Eye Cannot See . . .
To some it may come as a surprise that the methodological relationship between
intellectual property and cultural heritage is not just about the relationship between law and another discipline, but also encompasses a question of the internal
ordering of law as a discipline. The place unseen by the eye of law can also be invisible to legal scholars, but this is—at best—only a partial explanation for the
phenomenon. Another explanation lies in the strangely invisible nature of cultural heritage law—a trick it somehow pulled off while in plain view. Not only do
most civil law jurisdictions recognize the concept of state-owned cultural property, but there is also a considerable body of international law governing what was
once referred to as cultural property and is now described as cultural heritage.1
Despite this, and despite some very good legal scholarship in the area, it is only
recently that the idea of ‘cultural heritage law’ has gained much traction as a legal
subdiscipline. This relative neglect by legal scholars stands in stark contrast to the
1 International legal instruments governing this area include: UNESCO Convention on the
Protection of Cultural Property in the Event of Armed Conflict (1954); UNESCO Convention on the
Means of Prohibiting and Preventing the Illicit, Import, Export and Transfer of Ownership of Cultural
Property (1970); UNESCO Convention Concerning the Protection of the World Cultural and Natural
Heritage (1972); UNESCO Convention on the Protection of the Underwater Cultural Heritage (2001);
UNESCO Convention for the Safeguarding of the Intangible Cultural Heritage (2003); UNESCO
Convention for the Protection and Promotion of the Diversity of Cultural Expressions (2005); the
Council of Europe’s Faro Declaration (2004); and the United Nations Declaration on the Rights of
Indigenous Peoples (2007). See further Fiona Macmillan, Cultural Property and Community Rights to
Cultural Heritage, in Property and Human Rights in a Global Context (Ting Xu & Jean Allain
eds., 2015); Fiona Macmillan, Contemporary Intangible Cultural Heritage: Between Community and
Market, in Research Handbook on Contemporary Intangible Cultural Heritage: Law and
Heritage (Catherine Cummings et al. eds., 2018).
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vastly expanding discipline of heritage studies in the humanities. Some aspects
of the humanities discourse have been influential on the development of legal
discourse and research—but not always in a predictable, or even coherent, way.
Humanities scholars, for example, have increasingly tended to reject ‘cultural’ as a
qualifier in describing their focus of interest on the ground that it may incorrectly
limit the concept of heritage to things like literature, drama, music, and art. The impact of this on the protection of cultural heritage as a legal matter is not all that obvious. Perhaps, however, it has had some effect on the way in which concerns about
the protection of the heritage of Indigenous Peoples have manifested themselves in
the context of the intellectual property system.
The question of the protection of the heritage of Indigenous Peoples has a number
of resonances in the context of the argument in this chapter. It shows the capacity of
political pressure to open up legal paradigms and, at the same time, it demonstrates
the limits of the law’s openness and flexibility. Agitation for the protection of the heritage of Indigenous Peoples, who by definition constitute a political formation that
is not recognized as a state in international law, is part of a long and well-founded
campaign for political and cultural self-determination. Conceding the possibility of
a link between intellectual property and the heritage of Indigenous Peoples might
count as a rare moment of possible openness in the international intellectual property paradigm. It has, amongst other things, produced a long-running programme
of international diplomatic labour under the auspices of the World Intellectual
Property Organization’s Intergovernmental Committee on Intellectual Property and
Genetic Resources, Traditional Knowledge and Folklore (WIPO’s IGC) and has been
recognized in the United Nations Declaration on the Rights of Indigenous Peoples
(DRIPs). However, the liberatory potential of this moment should be considered in
the light of two further observations. First, conceding even the possibility of cultural
self-determination through a recognition of some sort of link between intellectual
property rights and cultural heritage has been an effective device to ignore claims
for political self-determination. Secondly, by insisting that the link between intellectual property and heritage is particular to Indigenous Peoples, the possibility of some
wider legal engagement over this issue has been closed down.
The long and laborious negotiations under the auspices of the WIPO’s IGC take
on board the idea that the heritage of Indigenous Peoples might be about more
than things like literature, drama, music, and art. These negotiations explicitly recognize that things like knowledge, technologies, and processes of manufacture
might be part of a community’s heritage. However, it is not clear that there is much
appreciation of the holistic or indivisible nature of some types of Indigenous heritage. The work of the committee is divided up into three groups dealing respectively with traditional knowledge (TK), traditional cultural expressions (TCEs),
and genetic resources (GRs).2 The fact that heritage is treated as meaning more
2 See Intergovernmental Committee (IGC), WIPO, https://www.wipo.int/tk/en/igc/ (last visited 27
February 2020).
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than things like literature, drama, music, and art is likely to owe much to the role of
Indigenous advocates and scholars who have persistently pointed out that distinctions between knowledge, culture, and nature are part of the Western (specifically
Cartesian) intellectual tradition and do not necessarily reflect their way of understanding the world or their own place within it.3 On the other hand, the fact that
the IGC took this point about the holistic nature of heritage and then divided up
its work according to the division between knowledge, culture, and nature appears
to owe much to the role of intellectual property, operating here as the imperial
subdiscipline, in reorganizing the subject subdiscipline (heritage) according to its
own inevitably and irremediably Western way of seeing the world. Even assuming
the best intentions of those involved, the result is that the IGC’s approach risks
severing the inseparable parts of an Indigenous community’s culture.
Despite the role of ‘imperial’ intellectual property thinking, the work of the IGC
is based on the premise that the rights of Indigenous Peoples in their heritage are
sui generis. This discourse of ‘sui generis-ness’ covers a multitude of sins. It has led
to confusion about the relationship between intellectual property and the heritage
of Indigenous Peoples, and it has also occluded the more general relationship between intellectual property rights and the protection of heritage. The confusion between intellectual property and the heritage of Indigenous Peoples is written into
the DRIPs, which in its art. 31 seeks to assure to Indigenous Peoples ‘the right to
maintain, control, protect and develop their intellectual property over their cultural heritage, traditional knowledge, and traditional cultural expressions’. This
provision rolls together intellectual property’s system of private property rights
and the concept of the cultural heritage of a community in ways that obscure the
important differences in legal ordering between the two. And the issue here is not
only that a form of private property protection is an inherently problematic way to
protect what is said to be a community or collective right.4 It is also that protecting
the cultural heritage of Indigenous Peoples through a private property device developed according to an understanding of creativity propounded by the ideals of
the European enlightenment may have consequences for the development of that

3 See, e.g., Kathy Bowrey & Jane Anderson, The Politics of Global Information Sharing: Whose
Cultural Agendas Are Being Advanced? 18 Soc. & Legal Stud. 479 (2009); Michael F. Brown, Who
Owns Native Culture? (2003); Rosemary J. Coombe, The Properties of Culture & the Possession of
Identity: Postcolonial Struggle & the Legal Imagination, in Borrowed Power: Essays on Cultural
Appropriation (Bruce Ziff & Pratima V. Rao eds., 1997); Rosemary J. Coombe, The Cultural Life
of Intellectual Properties (1998); Johanna Gibson, Community and the Exhaustion of Culture.
Creative Territories in Traditional Cultural Expressions, in 3 New Directions in Copyright Law
(Fiona Macmillan & Kathy Bowrey eds., 2006); Rodney Harrison, Heritage: Critical Approaches
(2013); Lyndel V. Prott & Patrick J. O’Keefe, ‘Cultural Heritage’ or ‘Cultural Property’, 1 Int. J. Cult.
Prop. 307 (1992); Laurajane Smith, Uses of Heritage (2006); Marilyn Strathern, Property,
Substance & Effect: Anthropological Essays on Persons & Things (1999).
4 I do not discount here the possibility that that certain cultural property might be privately owned
by individuals comprising part of an Indigenous community, but this is not the situation to which
I make reference here.
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heritage that are deleterious to it. This is because one result of such a process is that
the cultural heritage in question has to be corralled into the shape of Western intellectual property law.5 Having said that, there are good reasons why these issues
have slipped under the critical radar. One of these is the post-colonial context of
historic and continuing injustice meted out to Indigenous Peoples—including the
forced dispossession and misappropriation of their lands and culture, and their
political marginalization and disempowerment. Another is the fact that, in the
case of Indigenous heritage, there is an identity between the holders of the heritage
rights and the putative owners of intellectual property rights in that same heritage.
These are part of what is said to make the question of the protection of Indigenous
heritage sui generis.
However, the discourse of ‘sui generis-ness’ has obscured more general concerns
about how the law understands the relationship between intellectual property and
heritage. Commenting on the reluctance of non-Indigenous intellectual property scholars to reflect on the broader significance of the Indigenous experience
of community-based regulation of knowledge and cultural production, Murray,
Piper, and Robertson note:
We contend that the respectful impulse to treat indigenous cultural property
laws and practices as sui generis has limited their critical reach and comparative
power . . . we reject the binary view that would presume ‘Western’ people to be
entirely comfortable or hegemonized by IP law, and indigenous or non-Western
people to be alienated from it. The reality is much more complex.6

The interdisciplinary perspective offered here7 has some common ground with
another previously articulated by Slaughter, a literature scholar working at the
interface of law and the humanities, who argues that the relationship between intellectual property and cultural property can be mapped onto global geo-political relations, with the result that we think of the West as having intellectual property and
the rest as having cultural property.8 By this he means to suggest, not a difference
in the subjects of these property rights, but rather a difference in their treatment:

5 Michael Blakeney, The Protection of Traditional Knowledge Under Intellectual Property Law, 22
Eur. Intell. Prop. Rev. 251, 251–61 (2000); Macmillan, supra note 1; Fiona Macmillan, Copyright and
Cultural Rights, in Negotiating Cultural Rights (Lucky Belder & Helle Porsdam eds., 2017).
6 Laura J. Murray, S. Tina Piper & Kirsty Robertson, Putting Intellectual Property in its
Place: Rights Discourses, Creative Labor, and the Everyday 3–4 (2014).
7 Laura Murray, Tina Piper, and Kirsty Robertson work, respectively, from the disciplines of English
and Cultural Studies, Law, and Contemporary Art and Museum Studies. Their book (supra note 6) is an
excellent example of interdisciplinary work in the area of intellectual property.
8 This characterization might well be regarded as reinforced by the contents of the Representative
List of the Intangible Cultural Heritage of Humanity, established under the UNESCO Convention for
the Safeguarding of the Intangible Cultural Heritage (2003), art. 16, which is overwhelmingly populated
by contributions from the global south.
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In the Western tradition, cultural property may be what becomes of some literary
texts and their creators after copyrights run out (for example, when Proust becomes French, Goethe German, Joyce Irish, Dickens British, Melville American);
but historically the distinction between cultural and intellectual property has
generally (once again) been mapped onto the divide between the developing and
developed world, trailing behind it a long series of old familiar orientalist oppositions: individual versus collective, personal property vs. group commons, formal
versus informal knowledge, and so forth. Accordingly, we in the West produce
spontaneous original intellectual property; they in the rest of the world have a
rich (though probably burdensome) collective legacy of cultural heritage and
traditional knowledge that is, so the logic goes, part of what keeps their societies
underdeveloped.9

All these scholars draw critical attention to something that Western law, and especially Western intellectual property law, ignores. This something is the uncomfortable fact that the subject matter of intellectual property law may sometimes overlap
with that of cultural heritage, and that the rights and interests that the two purport
to grant in relation to that subject matter are not, on the whole, compatible.
The claim that there is an overlap between the subject matter of intellectual
property and that of cultural heritage is not a particularly difficult one to maintain.
A glance at art. 2 of the most recent in UNESCO’s suite of international conventions
on the protection of cultural heritage, the 2003 Convention for the Safeguarding of
the Intangible Cultural Heritage (CICH), which defines the concept of intangible
cultural heritage, makes it clear that there is an overlap even if its extent remains
opaque. Article 2.1 of this Convention is one of the very few attempts in international cultural heritage law to articulate an overarching concept of cultural heritage. According to this provision, ‘intangible cultural heritage’ means:
the practices, representations, expressions, knowledge, skills—as well as the instruments, objects, artefacts and cultural spaces associated therewith—that communities, groups and in some cases, individuals recognise as part of their cultural
heritage. This intangible cultural heritage, transmitted from generation to generation, is constantly recreated by communities and groups in response to their
environment, their interaction with nature and their history, and provides them
with a sense of identity and continuity, thus promoting respect for cultural diversity and human creativity.

This definition establishes the primacy of the concept of community in this context. Further elucidation of the things that are the subject matter of the relevant
9 Joseph R. Slaughter, Form & Informality: An Unliterary Look at World Literature, in The Work of
Genre: Selected Essays from the English Institute 198–99 (Robyn Warhol ed., 2011).
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community’s intangible heritage is provided by art. 2.2, in which specific instances
of the sort of stuff that falls within the general definition in art. 2.1, reproduced
above, is listed inclusively as follows:
(a) oral traditions and expressions, including language as the vehicle of the intangible cultural heritage;
(b) performing arts;
(c) social practices, rituals and festive events;
(d) knowledge and practices concerning nature and the universe;
(e) traditional craftsmanship.
This list immediately suggests some sort of relationship between intangible cultural heritage and, at least, copyright law. But even without the aid of the list in
art. 2.2, the strong association of the concept of cultural heritage with the creative
arts10 necessarily brings some part of the subject matter of the former into an engagement with at least copyright. This is because one of the markers of the social
acceptance of a practice as part of the creative arts in occidental society seems also
to be the fact that that practice then came to be protected as a copyright work.11
The question of the relationship between cultural heritage and intellectual property is a particularly fraught one.12 It is clear that part of what might be considered
to be intangible cultural heritage falls outside the copyright net because, even if its
‘authors’ are identifiable, any copyright interest will have disappeared into the mist
of the copyright duration rules. However, in relation to at least some things that fall
within the idea of contemporary cultural heritage, the conflict between their identity as intangible cultural heritage and their character as copyright works is alive
and well. The central tension rests on the fact that while cultural heritage is something that ‘belongs’ to a community, intellectual property including copyright is a
rivalrous form of private property. Consequently, these two systems involve two
very different ways of expressing and controlling value. Copyright, which commodifies certain creative forms by turning them into private property, expresses
value through the market. The value of cultural heritage is determined by its relationship to community.13 It is, therefore, critically important to distinguish between the fundamentally different concepts of not only copyright and cultural
10 See, e.g., Eric Hobsbawm, Fractured Times: Culture and Society in the Twentieth
Century, ch. 12 (2013).
11 Lionel Bently & Brad Sherman, Intellectual Property Law, ch. 2 (3d ed. 2009).
12 See Fiona Macmillan, The Protection of Cultural Heritage: Common Heritage of Humankind,
National Cultural ‘Patrimony’ or Private Property, 64 N. Ir. Legal Q. 351–
64 (2013); Fiona
Macmillan, Arts Festivals as Cultural Heritage in a Copyright Saturated World, in Copyrighting
Creativity: Creative Values, Cultural Heritage Institutions and Systems of Intellectual
Property (Helle Porsdam ed., 2014); Fiona Macmillan, Arts Festivals: Property, Heritage or More?,
in Law & Creativity in the Age of the Entertainment Franchise (Kathy Bowrey & Michael
Handler eds., 2014); Macmillan (2015), supra note 1; Macmillan (2018), supra note 1.
13 See further Macmillan (2015), supra note 1; Macmillan (2018), supra note 1.
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heritage, but also of the market and the community. While copyright as a private
property right locates all relationships in the context of the market, the context of
cultural heritage relationships is the community, of which the market forms a part
but does not (or should not) control the whole.
In the world of ‘total market thinking’,14 which characterizes the current neoliberal period, formal systems of private property rights such as copyright enjoy
particular prestige: the more valuable the right in the marketplace, the greater
its prestige. In terms of the relationship between intellectual property and cultural heritage, it seems clear that cultural property/heritage has suffered from the
ensuing prestige deficit, with a consequent impact on the way it is protected under
international law.15 As Slaughter argues, the ‘power and prestige’ of the formal
system of property relations which governs intellectual property overwhelms the
informal and ‘traditional’ system of cultural property protection.16 Despite some
rather simple formalization as a result of the requirement that to have protection
under the UNESCO CICH intangible cultural heritage must be listed,17 it seems
relatively clear that intellectual property has the upper hand since it is a formalized
technique of private appropriation of intangible cultural property.18
Despite being evident to Indigenous Peoples, some activists, and a number of
scholars looking at the issue from various (especially, but not only, non-law) disciplinary perspectives, the overlap between intellectual property law and the protection of cultural heritage is not recognized by the law. So far as it is concerned,
the former is part of the ordering of private property and the latter is a matter of
public (international) law—and the two do not meet. This is not without consequences. The limits that a concept of community rights in culture and cultural
heritage might have placed on the commodification, or creeping intellectual
propertization of everything have not been realized. We have no real alternative
basis for expressing and controlling value according to the norms and identity of a
community and not according to the market value of private property rights.19 Our
market-based, rather than community-based, approach to cultural value means
that we do not recognize that the benefits that intellectual property rights confer
on individual creators must be limited according to the rights that other members
of the community have in their shared cultural heritage. If the law were to understand the relationship between intellectual property and cultural heritage like this,
then market thinking would cease to be total and the market would become only
one artefact of the ties that bind that community together. It is not that property
14 Emilios Christodoulidis, The European Court of Justice and ‘Total Market Thinking’, 14 Ger. L.J.
2005, 2005–20 (2013).
15 See further Slaughter, supra note 9; Macmillan (2013), supra note 12; Macmillan (2015), supra
note 1.
16 Slaughter, supra note 9, at 200.
17 CICH, arts. 16 and 17.
18 See Slaughter, supra note 9; & Macmillan (2013), supra note 12.
19 See further Macmillan (2013), supra note 12; Macmillan (2015), supra note 1.
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relations cannot have a place in community, but rather that they should be subject
to the mutual obligations of community. The proper role of the law here should be
to give community the means to express its identity and the collective claims that
flow from that identity, having reference always to the multiple and overlapping
communities that form and give substance to human existence. However, the communities that form around and generate many contemporary cultural forms do not
exist in a legal environment that looks much like this. The international intellectual
property law system, which defines ownership and controls the use of many forms
of contemporary cultural production identifies value through a system of total
market thinking. Its creation of an extensive system of private property rights over
cultural products is designed to make those products into liquid investments. The
result is that copyright law, the primary function of which is to protect investment
and the accumulation of capital,20 sustains a system of control of cultural output in
the hands of a concentrated group of multinational corporate agglomerations.21

III. . . . Interdisciplinary Perspectives May Light the Way
As the foregoing demonstrates (I hope), interdisciplinary perspectives have been
critical in understanding and analysing the relationship between intellectual property and cultural heritage as two bodies of law. Their impact on positive law has
been, so far, limited but they have strengthened the arguments of scholars, activists, and other commentators who seek to challenge the imperialism of intellectual property as a legal subdiscipline. By greatly expanding our understanding of
what heritage is, interdisciplinary perspectives have underpinned arguments relating, not only to the question of the relationship between intellectual property
and heritage, but also to their respective locations in significant political debates.
An example of an important contribution in this respect is an article published by
Bowrey and Anderson in 2009,22 which deploys a rigorous interdisciplinary argument against a political argument that itself challenged the intellectual property
fortress. Locating their argument in the significance of heritage for Indigenous
Peoples in a post-colonial world, Bowrey and Anderson argued against the proposition that such heritage should be subject to the same openness as advocates of the
global commons movement argue should be applied to other things subject to intellectual property protection. Part and parcel of arguments of this type is the critical contribution made by heritage scholars in allowing us to understand that the
20

See Macmillan (2017), supra note 5.
A phenomenon that is becoming increasingly evident, see, e.g., Report of the Special Rapporteur
in the field of cultural rights, Farida Shaheed, Copyright Policy and the Right to Science and Culture
(24 December 2014), https://cultureactioneurope.org/files/2015/02/2015UNESCO--Copyright-right-
science-culture.pdf.
22 Supra note 3.
21
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heritage of Indigenous Peoples is—like all heritage—contemporary, involving the
same contested relationship with time,23 memory, and identity, and the same patterns of social process.24 The questions of whose identity prevails, whose collective
memories survive, and who gets to decide what is passed on to the future are all intensely political questions ‘tied to claims to and expressions of power’25 by a community. Cultural heritage, therefore, is drawn from a current and ongoing process
of selection and identification, which reflects contemporary community concerns
and values.26 And because cultural heritage is reflexive it changes with community
practice.27 This is as much true for Indigenous Peoples as for any other community.
However, understanding heritage like this—that is, as essentially contemporary
and process-based—poses challenges for an interdisciplinary engagement around
the intellectual property and cultural heritage relationship. Even if, as argued in this
chapter, the law were to recognize this relationship, it would still leave us with the
problem of what is to be treated as intellectual property and what is to be treated as
cultural heritage. The insights on this question gained from interdisciplinary perspectives are enormously valuable, but these perspectives also pose particular challenges
for legal scholars because, as with all interdisciplinary perspectives there are ‘things
that do not compute’ or that otherwise cannot easily be transposed into positivist accounts of the law. In the context of the relationship between intellectual property and
cultural heritage, one of the richest explanatory concepts in the interdisciplinary literature, that of the role of ‘community’, is also one of the most difficult to use in an
account of this relationship based in the discipline of law.
For scholars of heritage studies, the concept of community is an indispensable
one. For these scholars, it is in the mutually constitutive relationship between heritage and community that the particular power and importance of heritage lies.
Not only does cultural heritage belong to communities, but it also defines them
and confers them with cultural, social, and political power.28 This rich scholarship,
which addresses the question of how to define and identify (cultural) heritage,
should be particularly welcome to those who are concerned with the protection
of cultural heritage under international law. This is because the international
legal instruments contain no overarching definition of cultural heritage. Instead,
they generally proceed on the basis of exclusive lists of things that fall within the

23

See also Harrison, supra note 3, at 25–26.
See, e.g., Smith, supra note 3, at 82, who argues that heritage ‘is a constitutive social process that
on the one hand is about regulating and legitimizing, and on the other hand is about working out,
contesting and challenging a range of cultural and social identities, sense of place, collective memories, values and meanings that prevail in the present and can be passed on to the future’. See generally
Macmillan (2018), supra note 1.
25 Smith, supra note 3, at 192.
26 Smith, supra note 3, at 3; see also Harrison, supra note 3, at 14.
27 Peter Fitzpatrick & Richard Joyce, Copying Right: Cultural Property and the Limits of (Occidental)
Law, in 4 New Directions in Copyright Law (F. Macmillan ed., 2007).
28 See Smith, supra note 3, at 288.
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definition of moveable cultural property,29 immovable cultural heritage,30 underwater cultural heritage,31 and so on. This lack of any general concept is conceptually impoverishing for international heritage law and perhaps explains its relative
neglect as a legal subdiscipline. As already noted, the qualified exception to this is
the CICH, which in its art. 2.1 comes closest to expressing an overarching concept
of heritage, although of course, it is referring only to intangible cultural heritage.
The drafting of this provision—and of the CICH, in general—appears to show the
influence of heritage studies, and one of the give-aways of this influence is the use
of the concept of (or, at least, the word) community not only in art. 2.1, but also in
the Convention’s recitals.
But, as enriching as this may be in a definitional sense, it also creates a problem
because community is not a legal term of art and has no clear meaning in law.
International law has no concept of community outside the national formations
that it recognizes as states. As a result, the discourse of international cultural heritage law understands the cultural heritage community as being national. In order to
suppress dissonance, it often ignores the fact that community identities are formed
at multiple levels and in multiple layers.32 It necessarily ignores the fact that one of
the more contentious levels of community identity may be that of the nation. As a
consequence, there are significant reasons to doubt that this mutually constitutive
relationship between heritage and community can be captured by law.33 It is not at
all clear that it has the tools to recognize what Graham and Howard describe as ‘the
interconnections of heritages and identities [that] are all around us, entwining the
local with the regional, national and global, everyday life with political ideology’?34
All this, of course, matters because if the law is unable to understand community,
how can it understand the mutually constitutive nature of community and heritage? And, then, in circumstances of apparent overlap how will it identify what is
cultural heritage in a way that might allow it to develop protection for cultural heritage from the privatizing regime of intellectual property?35
Knowing what to do with the concept of community in legal terms is not a
problem that is confined to the context at hand. It has also been a central concern
for legal theorists in a number of other fields.36 However, its impact is particularly
notable in the cultural heritage context and, consequently, in relation to the question of the proper relationship between heritage and intellectual property. In this
29 UNESCO Convention on the Means of Prohibiting and Preventing the Illicit, Import, Export and
Transfer of Ownership of Cultural Property (1970).
30 UNESCO Convention Concerning the Protection of the World Cultural and Natural Heritage
(1972).
31 UNESCO Convention on the Protection of the Underwater Cultural Heritage (2001).
32 See also Smith, supra note 3, at 53.
33 See further on this argument, Macmillan (2018), supra note 1.
34 Brian Graham & Peter Howard, Heritage and Identity, in The Ashgate Companion to Heritage
and Identity 13 (Brian Graham & Peter Howard eds., 2008).
35 See further, Macmillan (2018), supra note 1.
36 See, e.g., Law, Obligation, Community (Daniel Matthews & Scott Veitch eds., 2018).
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context, its impact reverberates in all sorts of directions. Notably, for example, the
central role of the concept of community in interdisciplinary accounts of cultural
heritage creates a discordant discourse around questions of tangibility and intangibility that is distinctive to the intellectual property and cultural heritage interface. This is because, as is explained in more length below, the mutual relationship
between heritage and community tends to reinforce the essentially intangible
nature of all heritage.37 Not only does this appear to sit uncomfortably with the
international law of heritage, it also creates a confusing counter-discourse to that
of intellectual property. Of these two problems, the second is much the weightier.
One of the Cartesian dualisms38 that appears to characterize international
heritage law is the distinction between tangible and intangible things. Until the
twenty-first century, this distinction appears to have given very little trouble to
international heritage law. Its overwhelming focus on tangible stuff, fixed or moveable, denominated as heritage by reference to a set of intangible values, provided
a neat way of dealing with the tangible/intangible distinction, without losing the
similarly overwhelming occidental focus on the tangible heritage object. The
World Heritage Convention, for example, limits its concept of protected tangibles
by reference to obviously occidental concepts such as ‘outstanding universal value
from the point of view of history, art of science’ and ‘outstanding universal value
from the historical, aesthetic, ethnological or anthropological point of view’39 A result of this is that the notion of intangibility expressed as a set of Western values
was, at least until this century, always linked to tangible objects. The 2003 CICH
introduced a new dimension of intangibility. Nevertheless, it seems to accept that,
as heritage scholars suggest, all—or nearly all—intangible heritage is connected
to the tangible or material world. The definition of intangible cultural heritage in
its art. 2.1 is not significantly at odds with Harrison’s argument that the type of
intangible practices that constitute intangible cultural heritage are ‘thoroughly embedded in a set of physical relationships with objects, places and other people’.40
All this means that in the end, and despite its rather unpromising appearance in
this respect, the international heritage regime appears capable of accommodating
some of the complications of the tangibility/intangibility relationship that are presented in the interdisciplinary literature.
It is far from clear, however, that the relationship between tangibility and intangibility in the heritage context can be mapped onto similar distinctions in the
intellectual property context. The relationship of tangibility, intangibility, materiality, immateriality, de-materialization is one of the most problematic theoretical
37

See also Smith, supra note 3, at 3 and 307.
On the Cartesian dualisms of the international heritage regime, see Harrison, supra note 3, at ch. 9.
On this argument generally, see further Macmillan (2018), supra note 1.
39 UNESCO Convention Concerning the Protection of the World Cultural and Natural Heritage
(1972), art. 1.
40 Harrison, supra note 3, at 14.
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discourses in intellectual property scholarship. As much as we might like to tell
ourselves that intellectual property rights are rights over intangibles we know that
things are more complicated than this. Understanding the relationship between
intellectual property and cultural heritage leaves us with the particular question
of finding common ground between these competing discourses of tangibility and
intangibility. This is a complex question of methodology and substance yet to be
tackled by interdisciplinary theorists, but nevertheless urgent if we are to have any
hope of making sense of the relationship between the two bodies of law.

IV. Conclusion
In the end, legal scholars have greatly benefitted from the way in which interdisciplinary perspectives on the relationship between intellectual property and cultural
heritage mediate the problems of ordering inside the discipline of law. However,
we are left in the uncomfortable—and, perhaps, inevitable—position of continuing
to treat law as the imperial discipline that sucks in insights from other disciplines
when needed in order to produce internal coherence. Perhaps we need to ask ourselves what prospects there are for knowledge production that move towards a less
hierarchical form of interdisciplinarity that does not privilege the needs of one discipline over the contribution of others to ways of better understanding our world.
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Directions in Intellectual Property Law
Research: A Linguistic Contribution
Alan Durant and Jennifer Davis

I. Introduction
There are many aspects of intellectual property (IP) law which are concerned in
one way or another with the forms, meanings, and effects of language. This chapter
outlines research questions and topics concerned with those aspects we believe can
be illuminated by approaches based on linguistics.1 The range of such questions
and topics, we suggest, follows from an unusual characteristic of IP law: that ‘language’ in this field comprises several different kinds of use. In some circumstances,
language is an object of analysis, in disputes over registered trademarks and signs
or works where there is an alleged infringement of copyright. In other circumstances, words and phrases name categories which serve as the means for assessing
such ‘object’ language by establishing a ‘metalanguage’ to describe how language
is used: a terminology for designating entities such as ‘syllables’ or ‘figurative sign’
and characteristics such as ‘descriptive’ or ‘substantial part’. In other circumstances
again an overarching terminology defines the legal framework and associated doctrines of IP law: a terminology that has evolved in law partly in response to wider
debates in science, industry, and the arts. Together, these different ways in which
language is used in IP law range in function from defining what subject matter is
legally protected through to articulating fundamental understandings of what creativity and innovation are, and so ultimately what role IP performs.
We begin the chapter by clarifying the kinds of language issue that arise in IP
law, and we provide a snapshot of linguistics for legal scholars unfamiliar with that
discipline. Then we explore each main area of intersection between the two fields.
For each, we describe questions amenable to linguistic investigation and introduce
research approaches. We also refer, inevitably selectively, to published work where
such work exists. Finally, we identify priorities in current research and speculate
about topics of future interest.

1 In the course of the chapter we draw on a number of more extended accounts of the topics under
discussion published by the authors together and individually.

Alan Durant and Jennifer Davis, Directions in Intellectual Property Law Research: A Linguistic Contribution In: Handbook on
Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Alan Durant and
Jennifer Davis 2021. DOI: 10.1093/oso/9780198826743.003.0023
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II. Three Areas of Language Interest
Linguistics and IP law intersect, we suggest, in three main respects. First, in trademark and copyright law questions arise which may be called ‘internal’ questions: they concern particular instances of language use which form the subject
matter of legal analysis within legal proceedings. Such questions arise where a
property right is claimed in a verbal sign or text but the characteristics or effects
of that sign or text are contested. Disputes of this kind do not arise across all areas
of IP. Where they do, however, such ‘object’ language—the linguistic facts of particular cases—has tended to be the main focus of linguistic engagement. We consider what linguistics has contributed and how IP research might build on such
work in Section IV.
Beyond the linguistic facts of any given set of proceedings, the linguistic questions of interest are different. They may now be described as ‘external’, in the sense
that they concern more abstract topics such as how research can clarify relevant
‘communicative’ dimensions of IP by analysing how the uses of language in question would be viewed from a linguistic perspective. Topics might also include how
expressed rationales for IP law, and doctrines in the field, have been redefined over
time in the language of judicial interpretation. We consider examples of such work,
which sometimes takes the form of critique and proposals for reform, in Section V.
A third set of questions surrounds the terminology used in IP jurisprudence
itself. Submissions and rulings in particular cases, as well as discussion of wider
topics and controversies, involve a complex texture of legal terms of art combined
not only with ordinary language terms construed in particular cases but also with
the field’s informally adopted ‘metalanguage’, that is to say, its particular terminology for talking about language among other available ways that language is described or analysed. How basic descriptions of language are formulated, and how
thresholds and tests are framed by the discourse such terminology creates, can affect legal outcomes in particular proceedings. Less immediately, the texture of such
discourse may also affect the degree of clarity achievable in client consultations, as
well as how legislation, policy statements, and IP educational campaigns are understood. Questions surrounding terminology in IP law are addressed in Section VI.
First of all, however, the chapter explores some central assumptions of linguistics likely to be relevant to the field’s potential usefulness in legal research into IP.

III. Linguistics: Aims, Topics, and Methods
Linguistics is the main discipline which deals with language structure and use
(though it co-exists with quite different approaches to language ranging from
handwriting analysis to speech etiquette). In current forms the field is largely a
twentieth-century creation, having transformed classical traditions of rhetoric,
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grammar and philology, the last of these having been concerned principally with
historical change and comparison between languages.
Modern linguistics has largely moved away from the field’s earlier concern with
a historical perspective. While still recognizing the importance of historical analysis, linguistics mostly now investigates language as a system which functions at
any given, single moment. Central to understanding language in this way is the
principle that communication can be conceived at many levels in terms of two key
processes: (1) selection among classes of potentially contrastive verbal signs; and
(2) the combination of such verbal signs to produce phrases, sentences, and extended discourse. This overall ‘structuralist’ approach to describing processes of
selection and combination has developed in different directions in the field’s many
branches.
Linguistics makes available detailed analysis of all main aspects of language
structure. Its subfields include frameworks for describing sound structure (in
phonetics and phonology), the possible forms that linguistic signs can take in a
given language (in morphology), the possible combinations that linguistic units
such as different parts of speech can create in a given language (in syntax), dimensions of meaning (in semantics and pragmatics), and how language links to other
psychological capacities (in cognitive linguistics). Detailed accounts have also been
put forward of how aspects of social context affect language use and variation, and
of regularities in language change and acquisition. Descriptive precision in each of
these fields is commonly but not always linked to analysis of function, which may
be understood as the communicative purposes served by contrasts made available
in language structure. Precise description also strengthens evidence in support
of explanatory claims, for instance, related to topics such as how humans acquire
language.
Immense breadth can be seen in even this minimal description of linguistics.
Perhaps of more interest to IP law scholars, though, will be the field’s ‘applied’ potential. We discuss this from several viewpoints below. Mention will be made in
particular of a developing subfield known as ‘language and law’ or commonly ‘forensic linguistics’.2 Work in this field includes analysis of the styles and specialized
uses of legal language, as well as other topics including ‘applied’ work reporting expert evidence given in trademark and copyright litigation, which we refer to below.
It is also worth noting here some points regarding what can and cannot be expected from linguistic analysis in IP law research. Firstly, the breadth of linguistic
enquiry is reflected in many different, useful approaches to gathering relevant
data, depending on topic. Methods include imaging and acoustic measurement;
2 This subfield is often considered to have come into existence with publication of David
Mellinkoff, The Language of the Law (1963). Edited collections illustrating the area’s aims, scope
and approaches include The Oxford Handbook of Language and Law (Lawrence Solan & Peter
Tiersma eds., 2012), and more recently, A Handbook of Communication in the Legal Sphere
(Jacqueline Visconti ed., 2018).
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introspection and thought experiments; analysis of examples of language use collected in online corpora consisting of many millions of words; surveys of language
users, taking the form of questionnaires and interviews; and psycholinguistic experiments. Secondly, linguistics is a descriptive, not prescriptive discipline; this
can enhance the field’s value in IP research, in that linguistic insights offer a perspective detached from the typically normative aims of legal analysis. Thirdly, linguistic approaches are primarily concerned with establishing general facts. Except
in subfields such as stylistics and discourse analysis, the field is less concerned with
interpreting particular instances of use in which effects prompted by a given text or
utterance also depend on a wide range of contextual factors.

IV. Language as Subject Matter
In trademark and copyright law language questions commonly arise where disputes relate to the properties or effects of the particular use of language in which
a right is claimed. In this section, we consider how far research into such questions is enhanced by linguistic approaches, first in trademark law and then in copyright law.

A. Trademarks
Decisions are made in trademark law about particular uses of linguistic signs in
two main contexts: first, in relation to the absolute grounds for refusal of registration, for example, because a sign is non-distinctive, descriptive, generic, or offends
against morality;3 second as regards the relative grounds for refusal of registration
and relatedly in assessing alleged infringement.4 Questions arising regarding the
relative grounds might be whether a sign put forward for registration is identical
with, or similar in sound, form, or meaning to an already registered mark as perceived by the average consumer; and whether, as a result, commercial use of the
two signs concurrently would be confusing, or might damage a registered mark
through dilution or tarnishment, or might allow the later sign to take advantage of
the reputation of the registered mark.5

3 The absolute grounds for refusal are set out in Trade Mark Directive, 2015/2436, art. 4 (EU) (formerly First Council Directive 89/104/EEC, art. 3 to approximate the laws of the Member States relating
to trade marks, codified as Directive 2008/95/EC [hereinafter TMD]), and European Union Trade Mark
Regulation 2017/1001, art. 7 (EU) (formerly art. 7 of the Community Trade Mark Regulations 2006 (SI
2006/1027)).
4 The relative grounds for refusal of registration are stated in TMD, art. 5, 2016 (formerly art.
4, Directive 2008/95/EC) TMD and in art. 7, of 2017 Regulations (formerly art. 8 of 2006 Regulations).
5 TMD, art. 5(1)(b) 2916 (formerly Directive 2008/95/EC, art. 4(1)(b)).
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The potential value of linguistic insights in such circumstances lies in how
the linguistic facts at issue are understood, more than what judgments are finally made about them: on what basis, for instance, decisions are made whether
either, neither, or both of the verbal signs Baby-Dry and Doublemint properly
reach the necessary standard of distinctiveness;6 or how the degree of similarity
is assessed between two disputed verbal signs registered or claimed as marks, for
example: AQUAPERFECT and WATERPERFECT.7 Detailed analysis of the processes involved in adjudicating such disputes is a worthwhile research objective,
helping to explain how trademark law is applied in practice as well as how case law
develops.
In some trademark cases, more frequently in United States (US) courts than in
English courts, specialist linguistic evidence has been admitted as a contribution
to the analysis of signs, on topics including the following: the boundary between
descriptive and imaginative signs; the meaning of words transferred across languages; and generic senses as reported in dictionaries.8 Beyond these topics, the
linguist Ronald Butters has also addressed the question of whether, by drawing on
use of expert linguistic evidence in other legal fields, linguists might be able to shed
light on dilution and tarnishment.9
Roger Shuy’s Linguistic Disputes in Trade Mark Law remains the most cited
overview of expert evidence in this field, bringing together discussion of cases in
which the author gave evidence with reflection on a division of roles Shuy considers crucial in co-operation between linguists and lawyers. In characterizing
such co-operation, Shuy draws attention, among other considerations, to issues
surrounding the form in which courts are willing to accept linguistic evidence.
In assessing the sound structure of two disputed marks in one case, for example
(LITTLE DOLLIE and LITTLE DEBBIE, for cupcakes) Shuy was aware of evidence prepared in an earlier case by another US linguist, Jerrold Sadock, in which
Sadock had applied an advanced form of phonological analysis called ‘distinctive
feature analysis’ to demonstrate that the sounds of the two marks were only 13
per cent different. Shuy reports how he produced an equivalent analysis for the
LITTLE DOLLIE case, in effect a grid of the two signs’ sound components. But
he was advised to present his findings in court in a less technical way. Expert linguistic evidence as adduced in court, in other words, is far from exhaustive of the
6 For Doublemint see Case C-191/01, OHIM v. Wm Wrigley Jr. Co., 2003 E.C.R. I-12447. The Baby-
Dry case is Case C-383/99P, Procter & Gamble Co. v. Office for Harmonization in the Internal Market
(Trade Marks and Designs) [2002] Ch 82.
7 In Case T-123/14, BSH Bosch v. OHIM (2015) the applicant sought to register AQUAPERFECT as
a EUTM (formerly a CTM) for kitchen goods including washing machines; its application was opposed
by Bosch, which held the registered mark WATERPERFECT for many of the same goods.
8 These topics are illustrated in Roger Shuy, Linguistic Battles in Trademark Disputes (2003).
9 See Ronald Butters, A Linguistic Look at Trademark Dilution, 24 Santa Clara High Tech. L.J. 507
(2007). See also Ronald Butters, Trademarks and Other Proprietary Terms, in Dimensions of Forensic
Linguistics (John Gibbons & Mary Teresa Turell eds., 2008).
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kinds of linguistic insight that are possible, and which may be of greater interest to
a researcher.
In some cases, more intractable issues as regards how signs function present
themselves as being worthy of further research. The controversial European case
The Proctor & Gamble Co v. OHIM, introduced above, concerned an application
to register BABY-DRY as a Community Trade Mark (CTM) for babies’ nappies,
the central question being whether the verbal sign BABY-DRY was sufficiently distinctive to be registered. The Court of Justice of the European Union (CJEU) ultimately concluded that it was, setting aside earlier judgments in the litigation that
BABY-DRY, as a merely descriptive sign, was precluded from registration under
the ‘Absolute grounds for refusal’ stated in art. 7(1)(c) of Regulation No. 40/94.10
The Court acknowledged that the relevant words were everyday expressions which
alluded to the function babies’ nappies were expected to fulfil. But it also noted
that, if BABY-DRY was capable of suggesting other products as diverse as talcum
powder or rain hoods for prams, then the term would not be well-suited to serving
as a synonym for nappies or as a way of designating their essential characteristics.
The Court also doubted whether any reasonably aware person who had not previously encountered the brand name BABY-DRY would think of nappies when first
confronted with it. Rather, the Court described the sign as a lexical invention that
does not form part of the English language, and explained the basis of its distinctiveness using various metalinguistic formulations including what it described as
the sign’s syntactically unusual juxtaposition, its extremely elliptical nature, and
the fact that it was resistant to any intuitive grammatical analysis which would
make the meaning immediately clear. Since the purpose of prohibiting registration
of descriptive signs was to preclude registration of signs that are purely or exclusively incapable of fulfilling the required function of identifying the undertaking
that markets them, the features of BABY-DRY, considered as a whole rather than
as two separate words, did not satisfy the disqualifying criteria and so allowed the
sign to be registered.
Further investigation drawing on linguistic insights might throw additional
light on the court’s reasoning, however, especially on how descriptive and distinctive meanings can interact with one another. Linguistic analysis makes it
possible to examine how rarely or often, and in what types of context (as evidenced in very large corpora), the word ‘baby’ immediately precedes ‘dry’; and
the resulting information can clarify how far collocation of the words ‘baby dry’,
as distinct from the stylized mark BABY-DRY, occurs in contexts serving what
might ordinarily be called description. One value of such corpus evidence is
that it separates the two additional elements which distinguish the sign from ordinary usage and might allow it to become an elliptical or allusive reference that
10 Trademark Regulation of 2009: Regulation 207/2009 of 26 February 2009 on the EU trade mark,
which has now been updated to European Union Trade Mark Regulation 2017/1001.
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is not wholly descriptive: inversion of the ordinary order in English that adjectives typically precede nouns; and the mode of presentation of the words, joined
by a hyphen. By identifying grammatical frames in which the collocation ‘baby
+ dry’ occurs, such evidence opens up a general insight: that verbal signs proposed as marks can convey description in various ways, including by encouraging consumers to fill out the phrasing of the sign itself with other words that
are strongly implied grammatically, in this case interpolating ‘keep your’ or ‘get
the’. Findings along such lines may make it easier to describe how interwoven
distinctive and descriptive meanings can be, while showing the practical difficulty of disentangling them.
The CJEU’s reversal of the lower courts’ findings in this case was also important
for a different reason: that it clarified the earlier legal reasoning and continuing
complexity surrounding exclusion of descriptive signs from registration, by
holding that signs would be registrable if they were not purely or exclusively descriptive. That aspect of the judgment was not based on linguistic insights but was
governed by interpretation of the relevant legal provisions and the Court putting
itself into the shoes of the English-speaking average consumer, who in European
trademark law is assumed to be ‘reasonably well-informed, reasonably observant
and circumspect’.11 That consumer, the Court emphasized, does not engage in conceptual analysis of signs encountered in commerce. For research purposes, on the
other hand, investigations which anchor impressionistic assessment of effect in
analysis of data may help to achieve better understanding of mechanisms involved
in a sign’s otherwise mysterious ‘communicative’ dimensions and capacity for creating ‘mental association’.
Other issues in trademark law also raise questions of language but have received
little analytical attention. It is ironic that one such topic—that of conceptual similarity in the overall similarity assessment as delineated in European trademark
law especially following Sabel v. Puma12—is treated primarily as ‘conceptual’: that
is, as a matter of conflicting ideas rather than language. Yet many European ‘conceptual similarity’ cases are importantly also linguistic, in concerning words or
phrases which are translations of words or phrases already registered as marks, for
example the sign GOLDEN BALLS being alleged in Intrapresse v. OHIM to conflict with the mark BALLON D’OR.13 In such cases there is little or no similarity of
sound or form; and similarity of meaning or concept is difficult to assess because
of difficulty in knowing whether particular words of a given foreign language are

11 On challenges associated with the legal concept of the average consumer, see Jennifer Davis,
Locating the Average Consumer: His Judicial Origins, Intellectual Influences and Current Role in European
Trade Mark Law, Intell. Prop. Q. 183, 189–96 (2005); and, more recently Jennifer Davis, Revisiting the
Average Consumer: An Uncertain Presence in European Trade Mark Law, 15 Intell. Prop. Q. 21 (2015).
12 Case C-251/95, SABEL BV v. Puma AG, Rudolf Dassler Sport, 1998 E.C.R. I-6191.
13 Joined Cases C-
581/13P & C-582/13 P, Intra-Presse SAS v. OHIM, Golden Balls Ltd., 2015
E.T.M.R. 6.
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familiar to the average consumer of a given class of products or services in the
relevant jurisdiction. Linguistic methods are well-suited to gathering evidence on
such matters.

B. Copyright
Copyright law in the twenty-first century is especially concerned with issues related to the circulation of digital material, including by rapidly changing forms of
‘communication to the public’.14 Where infringement is alleged in the digital environment, often the verbal material made available is identical or so similar to earlier,
protected material that analysing similarities in language between the two is not a
major issue.
In other cases, in contrast, the core issue does remain that of assessing textual
similarity, along with necessary demonstration of copying or a presumption of
copying based on the combination of similarity and access. A spectrum or scale
of copying is often invoked, notwithstanding equally frequent judicial warnings of
difficulty in defining the precise threshold between protected expression and unprotected ideas. Copying can range from copy-and-paste reproduction, now traceable in verbal texts using plagiarism software or equivalent programmes, through
discontinuous, ‘edited’ copying involving added, omitted, abbreviated, and/or reconfigured material, to creative adaptation, and, beyond this, legitimate influence
from features of a genre or tradition.
In linguistic terms, textual similarity can be understood as a matter of choices
made during composition: not only among words and grammatical constructions,
where similarity can be shown as literal copying, but also in choice of speech act
(e.g. framing what is said as asserting, exemplifying, concluding, etc.), or in the sequence of topics and how they are connected, as well as in other ‘macro’ aspects of
discourse organization. Examining such multiple levels of linguistic organization
can yield evidence of identical or related choices made at different, largely independent levels; and cumulatively, such coincidental patterning is likely to provide a
compelling indication of copying. On this topic, as on trademarks, the forensic linguist Roger Shuy has published accounts of cases in which he has given evidence.15
Such analyses based on linguistic techniques can also be adapted to illuminate arguments over derivative and transformative use of protected material: both how

14 Directive 2001/29/EC of the European Parliament and of the Council, 22 May 2001, art. 3(1) on the
harmonisation of certain aspects of copyright and related rights in the information society [hereinafter
InfoSoc Directive]. See also Directive (EU) 2019/790 of the European Parliament and of the Council of
17 April 2019 on Copyright and Related Rights in the Digital Single Market. Neither Directive defines
‘communication to the public’, a term which continues to be the subject of a large number of applications for clarification in case law.
15 See Roger Shuy, Fighting over Words: Language and Civil Law Cases (2008).
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the verbal material has been altered, and, with further interpretation, for what
purposes.
The potential for such analysis can be seen in the English case of Baigent v. The
Random House Group Ltd., in which elements of Dan Brown’s novel The Da Vinci
Code were alleged to have been copied from an earlier work written by the claimants.16 Brown acknowledged some local language copying and accepted that he
had drawn on the earlier work as a source, but only in conjunction with others. The
Court of Appeal emphasized that the claimants needed to demonstrate that there
had been ‘a putting together of facts, themes and ideas by them, as a result of their
efforts, and that it was this that Mr Brown had copied’.17 The first instance court,
later upheld by the Court of Appeal, took the view that what had been taken did not
consist of such textual architecture but was a matter of historical theories, general
arguments, hypotheses, themes, and generalized propositions at too high a level of
abstraction to qualify for copyright protection. For researchers in copyright, it is
important to investigate as precisely as possible how ‘work’ undertaken by an author or editor is manifested in features of the product ‘work’ that results. Using linguistic techniques, further clarification is possible of evidence likely to be available
in support of legal outcomes where adjudication is based, as it was in Baigent, on
how far the disputed material had been ‘differently expressed, collected, selected,
arranged and narrated’.18
Another issue in copyright cases can also be examined using linguistic concepts and techniques: how justified a defence claim is that using a particular form
of expression was necessary to express a given, unprotectable idea. The ‘building
blocks’ of language that copyright preserves as free for use by others are a matter
of choices among verbal alternatives. The pool of available verbal alternatives,
however, differs for particular choices; and for each choice an analysis can be
made of what the other alternatives were, given the different ways there are of
saying the same thing, and how different choices would steer a resulting composition in a new or different direction. Most obviously there is a major contrast
between the type of choice to be made among ‘closed-class’ parts of speech, which
are choices among a finite, limited number of alternatives such as prepositions
or relative pronouns, and choices made among nouns or verbs, which are ‘open
class’ choices with an open-ended range of alternatives to choose among that are
constrained more obviously by meaning and purpose than by linguistic necessity. More sophisticated versions of this basic analytical insight can be applied to
different grammatical structures available for saying the same thing, as well as
16 See Baigent v. The Random House [2007] F.S.R. 24. A more detailed analysis of this case is presented
alongside other examples in Alan Durant, ‘How can I Tell the Trade Mark on a Piece of Gingerbread From
All the Other Marks On It?’ Naming and Meaning in Verbal Trade Mark Signs, in Trade Marks and
Brands (Lionel Bently, Jennifer Davis & Jane Ginsberg eds., 2008).
17 Baigent v. The Random House [2007] F.S.R. 24 at [H11].
18 Id. at [H37].
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what the next plausible moves are in a composition at any given stage. More generally, linguistic techniques in copyright research open up analysis of disputed
language based on a three-way relationship: between a senior or source work; an
allegedly infringing or derivative work; and—a dimension rarely discussed directly in copyright—norms of discourse that can be evidenced for a specific genre
or in wider usage whose effect is to constrain the choices a speaker or writer can
make, so determining how far particular language choices result in a novel or ‘original’ outcome.
More specific copyright questions can also be posed in new ways based on an
overall linguistic perspective. For example, the number of choices made in composing a very short verbal text is far smaller than for longer compositions. In fact,
the limited number of creative decisions supposed to have been made in such circumstances is commonly taken as justification for the view that short verbal texts
should not be entitled to copyright. Such texts are nevertheless increasingly important commercially, ranging from slogans, advertising straplines and titles,
through to headlines and short extracts from longer texts reproduced by news aggregating services. What constitutes originality, what is copying, and what counts
as a substantial part in relation to such texts can all appear harder to determine.
In a number of cases in recent years, the issue of how such texts should be treated
has exercised the courts.19 Here too a linguistic approach can shed light on how
the courts reach such decisions and how far, in doing so, they arrive at conclusions
which a linguist might make on similar facts.20

V. Linguistics as Commentary and Critique
A second major area of ‘linguistic’ questions and possible contribution we have
called ‘external’, because it goes beyond the facts of given proceedings and concerns how far theoretical insights from linguistics and from semiology, the
broader ‘science of signs’, can throw light on IP arguments and debates. Research
along such lines is typically interdisciplinary in content and approach; such
studies require engagement both with relevant issues in IP law and in linguistics. Such work expands the descriptive role of linguistics outlined above into a
more theoretical, commentary function, sometimes directed either towards explanation or critique of legal doctrines and procedures. In this section, taking

19 See Exxon v. Exxon Ins. [1982] Ch 119; Case C-
5/08, Infopaq International A/S v. Danske
Dagblades Forenig, Infopaq I [2010] F.S.R. 20, [2009] ECDR 16 (CJEU Fourth Chamber); see also Case
C-302/10 Infopaq International A/S v. Danske Dagblades Forenig, Infopaq II; Newspaper Licensing
Agency Ltd (NLA) v. Meltwater Holdings BV [2013] 18 (SC); (C-360/13); [2014] AC 1438 (CJ).
20 For discussion, see Jennifer Davis & Alan Durant, To Protect or Not to Protect? The Eligibility of
Commercially-Used Short Verbal Texts for Copyright and Trade Mark Protection, 345 Intell. Prop. Q. 4
(2011).
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trademark law again as our point of departure, we illustrate such approaches by
reference to a number of examples of published work and we suggest lines of further research.
Some ‘commentary’-type topics may be quite narrow and specific: for instance,
comparing an IP doctrine that has a language focus with theoretical or empirical
work in linguistics concerned with the equivalent phenomenon. One such study—
which as far as we know has not yet been undertaken—might for instance consider
how well linguistic evidence on word perception aligns with the view commonly
put forward in trademark law that the average consumer pays greater attention to
the beginning of verbal signs than to their ending. A number of other doctrinally
specific topics also suggest themselves.
Some projects are notably more ambitious in scope and approach than this.
For instance, Barton Beebe and co-author Jeanne C. Fromer explore assumptions made in trademark law regarding the future availability of signs as marks.21
Their research draws on a number of big data sets to investigate two related phenomena: first, trademark ‘depletion’, or the using up in relevant commercial fields
of available verbal signs; and second, trademark ‘congestion’, where ‘parallel use’ of
the same mark on different goods may dilute a mark’s distinctiveness even in the
absence of confusion. Beebe and Fromer work through linguistic, commercial and
legal constraints on the availability and suitability of potential word marks, moving
then to discussion of policy initiatives that might mitigate the effects of imminent
further depletion and congestion.
Somewhere in between the different scales of research investigation indicated
so far, two detailed articles by US legal scholar Jake Linford draw on theoretical
studies of semantic change in linguistics to critique registration decisions made
with respect to certain kinds of potential marks. Linford discusses two categories
in particular in the US Abercrombie scale of relationships between signs and
categories of goods,22 ‘generic’ marks in one article and ‘suggestive’ marks, sometimes known as ‘imaginative’ or ‘associative’ marks, in the other.23 He suggests that
treatment of each of these categories of sign should be adjusted to reflect principles
of language change as understood in linguistics. Linford concludes that making
trademark doctrines conform to such linguistic understanding would require
two significant reforms: protection being extended to marks considered ‘generic’
if acquired distinctiveness could be demonstrated; and a reduction of protection
available to ‘suggestive’ marks as inherently distinctive, instead requiring proof of

21 Barton Beebe & Jeanne C. Fromer, Are We Running Out of Trademarks? An Empirical Study of
Trademark Depletion and Congestion, 131 Harv. L Rev. 945–1045 (2018).
22 The Abercrombie scale of signs and their relation to goods or services is formulated in Abercrombie
& Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9–11 (2nd Cir. 1976).
23 Jake Linford, A Linguistic Justification For Protecting ‘Generic’ Trademarks, 17 Yale J. L. & Tech.
110 (2015); Jake Linford, The False Dichotomy between Suggestive and Descriptive Trademarks, 76 Ohio
State L.J. 1367 (2015).
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secondary meaning as for ‘descriptive’ marks. Misalignment between registrability
and meaning change as understood by linguistic research, on the other hand, according to Linford confers an anti-competitive commercial advantage on undertakings which own certain types of signs.
Another form of ‘commentary’ research can be illustrated here by reference to
an earlier, influential article also by Beebe, ‘The Semiotic Analysis of Trademark
Law’.24 This article brings linguistic concepts to bear in an account of trademark
law as a whole but without analytical priority being given to linguistics. Rather,
Beebe suggests that trademark law has developed a parallel understanding of
signs to that present in semiotic thinking, especially as regards how signs can simultaneously refer to entities in the world and at the same time create contrasts
among themselves that also convey meaning. Developing a historical account
of an interwoven evolution of communication styles and commercial practices,
Beebe argues that in different circumstances courts should assess different axes of
a sign’s functional potential: whether or not it possesses ‘source’ distinctiveness,
when evaluating eligibility for protection against infringement; and how far a sign
has ‘differential’ distinctiveness, when what is in question is protection against
dilution. The two kinds of distinctiveness he proposes are drawn almost directly
from the contrasting concepts of the ‘signification’ and ‘value’ of linguistic signs as
articulated by the linguist Ferdinand de Saussure, extended influentially in later
work in semiology.25
It is also possible to draw on linguistics in highlighting the centrality of communicative practices in trademark law in order to describe, more precisely,
how far trademark legislation can be affected in its application not only by
changes in consumer behaviour but also by shifts in language use. Our own
longitudinal study of the thirty-year campaign to register the phrase HAVE
A BREAK for the chocolate bar marketed as ‘KitKat’ examines such changes,
in this case shifts of approach taken by the courts over time to this three-word,
shorter version of the proprietors’ more familiar slogan, HAVE A BREAK,
HAVE A KITCAT, itself registered in several forms with differing punctuation
between 1978 and 1996.26 The article traces the relationship historically between successive legal tests for distinctiveness and the public interest in leaving
certain signs free for other undertakings to use; our analysis leads us to query
whether, as regards language used as slogans, courts have sufficiently considered public interest implications of the increased trademark protection they
are prepared to grant.

24

Barton Beebe, The Semiotic Analysis of Trademark Law, 51 UCLA L. Rev. 621–24 (2004).
Ferdinand de Saussure, A Course in General Linguistics (1916).
26 Jennifer Davis & Alan Durant, ‘Have a Break’ and the Changing Demands of Trademark
Registration, 5 Queen Mary J. Intell. Prop. 132 (2015).
25
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VI. Terminology, Metalanguage, and Terms of Art
The fabric of language used in IP law, we have said, itself invites reflection. There
is a great deal of research on legal terminology in general and especially on legal
construction, but relatively little on verbal discourse in IP law in particular. Our
discussion here begins with description of several strands within the terminology
which makes up IP discourse. We then consider the significance of interaction between them.
In IP litigation, meanings are decided or presumed for a large number of terms
whose main circulation is in fields beyond law, in areas of commercial, scientific, or
artistic innovation. Such words and phrases vary from field to field and from case
to case. Examples from patent law include pesticide, cylindrical and conical cyclones,
transgenic, immunosuppressive, and humanized antibodies, or, when clustered in a
case of alleged patent infringement concerned with surfboard equipment,27 numerous longer phrases including square sail and Bermuda rigs, and twin booms
arcuate known as ‘wishbone’ booms, which were introduced as reference points in
assessing the defendant’s counterclaim contesting the validity of the patent for a
‘free-sail’ concept on grounds including obviousness and novelty. In legal contexts,
such terms are pervasive ‘ordinary language’, even though many of them function
as technical terms in their main contexts of use beyond law. Where definitions are
not already available in legislation, such terms are construed in case law, notably
in the process of patent claim construction. Courts do not create the meanings for
such terms but interpret their use elsewhere, in fields outside law itself. Research
into such terminology potentially offers a significant contribution to patent claim
writing and construction, including where appropriate compiling legal glossaries
across fields of recurrent difficulty.
More distinctive of IP law, however, are words and phrases used as specialized
legal terms of art. The meanings of such terms are created by legislation or evolved
in case law and used to achieve legal certainty and consistency. Sources for such
terms and expressions vary, from treaties, conventions and legislation (e.g. national treatment, dilution, tarnishment, inventive step, technical contribution), to
other sources including use in judicial dicta and lawyers’ own professional shorthand (e.g. patent thicket, reasonable expectation of privacy, Mareva injunction, side
by side use, apparatus claims). Such terms embody legal doctrines which may, of
course, differ in content and implication between fields (e.g. what monopoly means
in competition law and what the same word signifies in other areas of IP), as well
as between jurisdictions (e.g. the differing meaning given to joint authorship in
European and US copyright law). Such terms of art are more specialized than general legal terms, for example injunctive relief, strict liability, or statutory damages,

27

Windsurfing International v. Tabur Marine [1985] RPC 59.
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in the same way that analogous specialized uses are in other, particular legal fields.
But they are not only more specific: in some cases they are also constitutive of the
field of IP law, while allowing shifts of meaning or emphasis that contribute to the
field’s internal development, especially in common law systems. To the extent that
their interpretation is increasingly guided by purposive construction, there is arguably a tendency for such legal meanings not only to evolve but also to diverge
from the related, but non-legal uses of the same expressions where such uses exist,
making the increasingly separate, legal meanings increasingly opaque from the
perspective of general usage even where the form of the words is identical.
These two kinds of language use exist in all fields of law. But two variations of
them are worthy of attention. One is ‘metalinguistic’ use of words and phrases,
introduced above; the other involves core ‘keywords’, which intertwine the specialized vocabulary of IP law with the surrounding history of thinking about creativity
and innovation, both in other specialized fields and in more general discourse.
Metalinguistic use of language is encountered frequently among IP law’s terms
of art and serves to create essential analytical categories. Basic terms include sign
itself, or generic. Use of these terms in IP law largely coincides with usage in linguistics, literary studies, rhetoric, and other domains concerned with language (although some such terms, including figurative, are potentially ambiguous). Some
terms, however, introduce more legal content into their meaning, which makes
them differ from how the same words are used in other fields: distinctive and descriptive are important examples of this. Other terms again are used primarily to
describe legal categories, including dilution, blurring, and tarnishment, typically by
narrowing and specializing ordinary usage and are more clearly terms of art. Such
terms are still metalinguistic, in that they are used to describe language, but only
how language is understood in trademark contexts; there is no equivalent use of
the same terms in linguistics or other language-related fields. It is occasionally suggested among linguists that IP lawyers and linguists should align their respective
definitions so that description of linguistic facts in IP contexts would be open to
scrutiny across both fields. But any attempt at such alignment would appear certain
to fail, given the different purposes that the terminology is intended to serve. Fuller
appreciation of similarities and differences between the underlying conceptions
involved in the respective metalanguages, on the other hand, is a worthwhile research objective.
The final area of specific interest in IP law terminology concerns what might
be called ‘keywords’ in the field.28 There is a core set of words and phrases in IP
28 Investigation of important, complex terms as ‘keywords’ is often traced to Raymond Williams,
Keywords: A Vocabulary of Culture and Society (1983). Continuing such work, the authors
both contributed to the Keywords Project’s recent publication, see Raymond Williams, Keywords
for Today (Colin MacCabe & Holly Yanacek eds., 2018). See also Alan Durant, Seeing Sense: The
Complexity of Key Words That Tell Us What Law Is, in Meaning and Power in the Language of Law
32–70 (Janny H.C. Leung & Alan Durant eds., 2018).

358

Jennifer Davis and Alan Durant

law which convey legal meanings but retain concurrent general meanings and/
or specialized meanings in other domains. Examples include artistic, design, discovery, industrial, novelty, private, and technical. Some such words combine to
create phrasal meanings of increased complexity when used about IP, such as inventive step, state of the art, or common general knowledge. To expand slightly on
one example, the already historically difficult word work refers to very different
kinds of activity depending on period and context; it is also vague, creating uncertainty of scope, and conveys different emphases depending on whether the word
is used as a verb or as a noun. Work nevertheless combines with literary, a highly
contextually sensitive cultural threshold with its own vagueness and potential
ambiguity, to form the phrase literary work. This collocation in turn combines in
copyright with original, a word that has undergone two major shifts of meaning
in its history, the first coinciding with the rise of humanism and the second with a
reconceptualization of originality over the period of the Industrial Revolution. The
result is a complex concept synthesizing several strands of thought now conveyed
by the expression original literary work, used as a term of art alongside and as a
legal neighbour of intellectual creation, the latter also a phrase each of whose two
words show complex meaning changes, polysemy and vagueness, both in general
discourse and in more specialized use in the history of ideas.
Intellectual property ‘keywords’, in the sense we are using the term, are interesting because they not only function as terms of art, as above, but have also played
crucial roles in carving out the field of IP law from wider thinking about creativity,
innovation and property. Aspects of the wider meanings of these words are taken
up selectively and adversarially both in litigation and in ongoing, wider controversies, and so continue to play a part in shaping the development of IP as a field. The
cluster of ‘keywords’ we consider of particular interest show common characteristics and are the subject of a publication we are currently working on. Typically, they
have multiple meanings which are not simply peripheral or trivial, in contrast with
for instance the various meanings of licence or confidence, or the personifying use
of intellectual. Rather, their alternative but intersecting meanings convey important
nuances, for example when property allows a condensation of different rationales
for, types of, and attitudes towards the concept of property, compounded when
the word is used in collocation with other historically complex words in phrases
such as industrial property and property right. Similar difficulties arise with moral
and rights in moral rights, and with state and art in state of the art. The semantics of
such words and phrases varies in detail from case to case, but in the course of their
history the meanings of such words have all been subject to significant changes.
‘Keywords’ are often also open-ended in meaning, as is immediately evident when
considering the content of and likely borderline cases arising in relation to creative,
discovery, fair, honest practices, information, or secret. One result of such vagueness, in IP as in other areas of law, is that disputes typically follow over the essential
meaning, scope, and application of such words and phrases.
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In the context of international harmonization of IP protection, from the Paris
and Berne Conventions to TRIPS and beyond, the history and changing meanings of IP terminology are also subject to cultural nuances in different languages;
and in some fields difficulties associated with translating important keywords in
particular have been acknowledged as potentially a problem of ‘untranslatables’.29
Even when confining investigation to English, but clearly also in any more ambitious, comparative study, it is important to assess how far IP terminology articulates a predominantly post-Industrial Revolution, Western framework of thinking.
Such assessment may be especially worth undertaking in an intensive period of
globalization during which IP terminology may come to appear universal rather
than historically formed. In practice, different perspectives on IP concepts and
values may be expressed by seemingly equivalent words in different languages,
where apparent translation equivalents have histories, embedded cultural values,
and implications of their own that are similarly traceable in their semantic development. Comparative research will benefit from initial, benchmark analyses of
relevant keywords in English as a contribution to longer-term investigations which
are likely in future of connections between current IP controversies and the flow of
influence between legal formations, commercial and political practices, and changing meanings.

VII. Conclusion
We have presented our discussion as three, apparently distinct areas of questions
and topics. One reason for doing so is that this structure highlights how far the
topics we have discussed differ from one another in important linguistic respects.
Issues to do with terminology and conceptualization, for example, arise across all
fields of IP, while what we have called ‘object language’ topics are confined almost
exclusively to trademark law and copyright. The various topics we have discussed
also invite input from different linguistic subfields and call for different kinds of
linguistic data as evidence. Importantly, too, they relate to different research goals
and ambitions. Part of the challenge in understanding language issues in IP law, we
submit, is to acknowledge, and then disentangle, the different kinds of language
use at issue, before examining how they interact with each other in legal cases, doctrines, and wider IP debates.

29 See Dictionary of Untranslatables: A Philosophical Lexicon (Barbara Cassin, Emily
Apter, Jacques Lezra & Michael Wood eds., 2014). In a detailed investigation of the sorts of difficulty
raised by such words beyond technical fields, Understanding Cultures Through Their Key
Words (1997), the linguist Anna Wierzbicka applies her own form of semantic analysis in tracing
overlap and divergence between uses of cognate core terms in different languages. On linguistic issues
arising between different legal systems more generally, see Heikki Mattila, Comparative Legal
Linguistics: Language of Law, Latin and Modern Lingua Francas (2013).
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Given the range of possible modes of engagement between IP law and linguistics, it is thought-provoking how little linguistic work has been taken up either by
the courts or in legal scholarship. So far, linguistics has tended to be presented as
of value primarily as a form of expertise available, though often not admissible, in
litigation. In contrast, we foresee future research becoming more interdisciplinary
as it seeks to address historical and theoretical issues in ways suggested in later
sections of this chapter. We anticipate that projects along such lines can over time
also impact on how legal professionals conceive and develop the field.
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Law and Literature in Intellectual
Property Methodologies
Zahr K. Said

I. Introduction
Scholars began to engage formally with Law and Literature in the 1970s, and over
the next decade, a number of scholarly voices began to coalesce into a conversation, even a movement of sorts.1 It was a sprawling movement, suspicious of the
kind of unifying, sometimes flattening impulses that more commonly shape intellectual movements. Over time, this amorphous movement took shape around
three primary subfields, all of which offer different ways of engaging with the substance and theory of intellectual property (IP) law. These three subfields centre on
practical wisdom, interpretation, and narrative, and they are sometimes cast as
‘law in literature’ (literary accounts of law deepen empathy or offer opportunities
to develop practical wisdom); ‘literature in law’ (literary texts and methods assist
interpretive questions in law); and ‘law as literature’ (legal texts can be understood
as literary ones, especially through the lens of narrative theory). The actual work of
Law and Literature is more nuanced—and broader—than this brief list suggests,
but it sets up a framework within which more details, and exceptions, can be elaborated. This chapter will begin with an overview of Law and Literature as a field of
its own before turning to examples of its intersections with IP. It will conclude with
observations about the particular utility of Law and Literature’s applications in IP,
as well as a word of caution about the risks inherent in this interdisciplinary work.

II. Overview of Law and Literature
The umbrella term ‘Law and Literature’ refers to a collection of diverse approaches
in teaching and scholarship and in both the legal curriculum and literary studies
(undergraduate as well as graduate). Like other ‘law and’ movements (including
those featured in this rich collection of chapters on the methodologies used in IP),
1 Julie Stone Peters, Law, Literature, and the Vanishing Real: On the Future of an Interdisciplinary
Illusion, 120 Mod. language Ass’n 442, 443 (2005).
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its various schools sometimes seem characterized by nearly as much variance as
commonality. Nonetheless, unifying the strands of Law and Literature is the belief
that literary texts and/or methods can deepen or even alter our understanding of
law and legal culture, and perhaps vice versa: studying law and ‘legalism’ or evocations of law in literature can also shed productive light on literary texts.2
The three dominant Law and Literature strands identified above—associated with
practical wisdom, interpretation, and narrative—can also be described as the humanist, hermeneutic, and narrative modes.3 The ‘humanist’ school stands for the idea
that outside of law, literature offers a body of practical wisdom that reflects human
values, ethics, and concerns. A narrow view of the humanist mode, namely ‘law in
literature’, holds that reading literature helps law students and lawyers develop empathy and practical wisdom. By raising moral questions, literary texts force readers
to engage with characters in tragic or difficult circumstances, and to reflect on social
and philosophical problems posed in the context of a legal dispute. Literature allows
expansive exploration of these problems as abstract situations posing moral or ethical
dilemmas; law, by contrast, treats these as concrete puzzles to solve using pragmatic,
instrumental, and precedent-constrained solutions. Literature can be hopeful in the
face of law’s cynical tendencies, or so one theory goes. Law students read literature to
improve their future craft, and indeed, themselves. Jane Baron memorably calls this
the ‘moral uplift’ approach in her critique of its limits, and her point is well-taken: not
all literature uplifts, or yields moral improvement.4 Reading, for instance, the works
of Truman Capote, Larry McMurtry, Bessie Head, Nadine Gordimer, and William
Shakespeare, does not provide a clear set of moral lessons or a warm fuzzy feeling.
Indeed, these works may deepen the reader’s sense of moral conflict or ambiguity, and
this is what may make them great.
The ‘hermeneutic’ school focuses attention on interpretation of texts rather
than the moral lessons they may impart. Reading literary theory, or using interpretive strategies developed by textual scholars, can assist in reading legal texts of
all kinds, from statutes to cases to various legal documents like wills and contracts.
In some instances, the interpretive questions do raise ethical questions, though
hermeneutics is primarily about the drive to identify and produce meanings, and
the interpretive choices necessary for doing so.5 Sometimes, this approach argues
that law needs to drive towards an outcome, which may obscure alternative and
2 Richard H. Weisberg, The Failure of the Word: The Protagonist as Lawyer in Modern
Fiction (1989).
3 Jane B. Baron, Law, Literature and the Problems of Interdisciplinarity, 108 Yale L.J. 1059–60 (1999)
(‘If there is a single movement here, it is certainly a very fractured one. The concerns of its separate
strands are quite disparate . . . This is a movement of many methodologies and conclusions.’)
4 Id. at 1064.
5 Scholars interested in pursuing further the longstanding debates over interpretation in Law and
Literature should consider the works of Stanley Fish and Owen Fiss (and their exchanges in the pages
of various scholarly works); as well as the works of Robin West, Richard Delgado, and Jean Stefancic,
and the many other critiques of the whiteness and hegemony of Law and Literature as it aspired to engage in sometimes radical connections between law and literature. See also Guyora Binder & Robert
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multiple possibilities of meaning, and efface the interpretive choices that in fact
produce a meaning, rather than, as law would purport, merely revealing it.6 By
training attention on the need to make interpretive choices, Law and Literature
may reveal undiagnosed problems in jurisprudence when courts treat decisions
as interpretation-free, that is, as natural or necessary outcomes, derived neutrally.
Instead, literature suggests that all meaning is derived in connection with interpretive politics, a principle the law acknowledges when dealing with interpreting
law but which it does not always connect to the ‘reading’ or interpretation of artistic works. Acknowledging the existence of hidden interpretive scaffolding makes
visible a set of choices courts make in determining outcomes, as well as a set of
tools scholars can use to understand those very outcomes.
Finally, the ‘narrative’ school treats law as literature; it overlaps with the hermeneutic school in using various tools of literary scholarship to read law, but it goes
further in constructing law as narrative.7 Trials become stories, with litigants and
jurors ‘emplotted’ in particular ways, and the inquiry shifts to how stories are told
in law; what sorts of narrative techniques are used; what sorts of evidence will be
required; and so on.8 Viewing law through narrative strategies can be effective in
developing, or critiquing, trial advocacy and litigation skills, and the study of narrative provides perspectives on how to decode, as well as to encode, communications for maximum efficacy.
All three of these Law and Literature modes—humanist, hermeneutic, and
narrative—overlap to some extent with the more recently burgeoning Law-and-
Humanities movement. Conferences, professional organizations, and scholarship,
including a celebrated generalist anthology, all point to a Law-and-Humanities
oriented conversation that is growing robust.9 It is therefore worth offering at least
some elaborations on the relationship between ‘Law and Literature’ and ‘Law and
the Humanities’. ‘Law and Humanities’ certainly shares common kinship with Law
and Literature, but the ‘humanities’ explicitly adopts a broad scope that includes
media beyond the literary text, like music and film, and humanist disciplines beyond the strictly literary, like history, rhetoric, psychoanalysis, and linguistics.
Weisberg, Literary Criticisms of Law (2000); Ian Ward, Law and Literature: Possibilities
and Perspectives (1995).
6

Binder & Weisberg, supra note 5 at 28.
See, e.g., Interpreting Law and Literature: A Hermeneutic Reader (Sanford Levinson
& Steven Mailloux eds., 1998); Jane B. Baron & Julia Epstein, Is Law Narrative?, 45 Buff. L. Rev. 141
(1997).
8 Peter Brooks, Reading for the Plot: Design and Intention in Narrative (2012).
9 Some conferences occur regularly, including the Law and Humanities Forum at MLA; the Annual
Meeting of the Association for Law, Culture and the Humanities; and an international conference held
annually for the International Society for the History and Theory of Intellectual Property (ISHTIP).
Relatedly, there is a Section dedicated to Law and the Humanities at the American Association of Law
Schools. Finally, a distinguished collection of forty-five essays was recently published: The Oxford
Handbook of Law and Humanities (Simon Stern et al. eds., 2019).
7
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In point of fact, however, this inclusive framing is consistent with contemporary
literary studies, which have long been heterogenous in including in their ambit
many non-literary media and topics and in validating many different disciplinary
approaches. One might speculate that the move away from Law and Literature to
Law and Humanities might have been prompted not by what the former failed to
include, therefore, but rather by institutional baggage associated with methodological disputes in the 1990s, and sweeping changes in literature departments. The
academy moved away from high theory to history, cultural studies, and other approaches. Whatever the reasons for the shift in terminology and perhaps orientation, Law and the Humanities raises many of the same questions and draws on
many of the same habits of mind that shape most subfields in Law and Literature,
and this chapter intentionally conflates the two for its purposes.
With respect to IP, this conflation of the two ‘law-and’ domains seem especially
justified. At a high level, both domains tend to pay close attention to one of the
following: a work or object of study; the work’s creator; the work’s audience or conditions of its reception; and the work’s legacy and influence, writ large to include
other creators and the public domain. The two interdisciplinary domains might
also study a larger theme and use the work of several authors, or of several texts,
whether artistic or legal texts, to demonstrate it. A tentative distinction between
the schools might be that Law and the Humanities typically centre on the human
concerns at the core of any given issue whereas Law and Literature typically centre
on the text or the conditions of textuality. Even this distinction is dissatisfying,
however: texts are (still) human-produced, and any means of getting at textuality
will be bound up with human choices. In sum, the distinctions between the domains are less salient than their commonalities, and ultimately unimportant.
Trying to define ‘humanities’, especially in relation to ‘literature’, would risk trying
to stabilize both or either category. Such a reductionist effort would undermine
the productively destabilizing undercurrents that have energized both fields in the
contemporary era.
In fact, the same can be said of reifying ‘law’ on the other side of both ‘literature’
and ‘humanities’. Attempting to define and construct ‘the law’ is doomed to fail
because law, as such, eludes any attempt to delineate, stabilize, and fix it in place.
This is a common critique of all ‘law and’ projects, of course. A critique of Law and
Literature, in particular, is the objection to the ‘and’, which joins the two fields, and
which thus suggests their inherent distance from each other as disciplines or as
separately lived spheres. Law is a form of literature, under this view, and literature
lives within the domain of law; the two cannot properly be separated and studied.
How can a field be justified if it purports to treat as separate, but combinable, two
spheres which cannot properly be understood as separate? Some critiques thus aspire to show that law itself is composed of storytelling and can be best understood
in terms of narrative theories or other tools designed for literature; using a ‘Law
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and Literature’ approach, under this view, is simply unpacking law using tools that
law requires because of its narrative and formal characteristics.
Other views insist on the separateness of the two domains, arguing that literature thrives on enabling multiple meanings and inexhaustible shifts in perspective.
Law, by contrast, requires that things (or words) mean one thing, and that policy-
makers and courts adopt and maintain a single perspective. Whether one believes
that literature exists ‘in’ law, or exists as a force for comparison, ‘outside’ law, the
reigning idea is that focusing on the literary (broadly understood to include arts
and aesthetics beyond literature), within or alongside, the law, is productive.
While the Handbook on IP methodologies focuses primarily on scholarly uses
of literary methods in IP, a background on Law and Literature should mention its
pedagogical aspects as well. The continued offering of Law and Literature courses
in universities and law schools suggests an enduring belief that the methods, inquiries, and concerns of Law and Literature provide fertile soil for teachers seeking
to stimulate and train the next generation. Important contributions in Law and
Literature have helped advance legal pedagogy as well as scholarship. Law schools
may offer (1) courses that expose students to literary accounts of law (such as
Shakespeare’s Merchant of Venice, Kafka’s The Trial, Capote’s In Cold Blood, and
Gordimer’s The House Gun); (2) courses that use a literary text or several in
teaching substantive legal doctrines and legal theory; and (3) experiential courses
and clinics that forefront storytelling and narrative techniques as key components
in client counselling and advocacy. These courses have both substantive and metacognitive aims. Through reading texts and applying various methods associated
with literature and its study, students are invited into deeper reflection, and they
are challenged to rethink some of the answers they might develop if they were
limited to a single disciplinary perspective.
Law and Literature has played a small role in the legal academy when compared with other ‘law-and’ movements. However, Law and Literature drew focus
to storytelling and the politics of identity in the legal profession and academy.
Law and Literature helped catalyse aspects of Critical Race Theory, queer theory,
and feminist jurisprudence, thus enabling and amplifying voices that might have
been silenced by the socio-political and institutional factors that entrench hegemony. Hermeneutic Law and Literature has also diversified the traditional legal
approaches to interpretive complexity by introducing literary theory, including
semiotics, as systems that can be profitably borrowed and applied in legal realms.
Deconstruction and psychoanalytic theories popularized in literary studies fuelled
some offshoots of critical legal studies, and undercut the positivist stability associated with interpretation and construction in some corners of the legal academy.
Finally, the narrative school has done a great deal to explore issues of rhetoric and
positionality, thus conditioning contemporary legal scholarship to anticipate discussion of discourse, voice, and narrative arc.
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In light of the diversity of its aims and objects of study, it is unsurprising that Law
and Literature’s methodology comprises many methods and tools. Common to all
three dominant strands, however, is the acknowledgement that methodological
choices are constantly required. It is, I would argue, a defining move to identify the
constructedness of one’s object, field, author, audience, or self as scholar. It may be
that scholars in Law and Literature share few other starting assumptions besides the
need to identify and construct one’s method—one’s tools, and the object to which
one applies those—in the course of one’s work. Such methodological situatedness
may, in fact, be among the chief emblems, and virtues, of this interdisciplinary effort. It allows, but also requires, that scholars be methodologically entrepreneurial
and transparent in that ingenuity. As a methodologically self-conscious enterprise,
Law and Literature offers the opportunity to engage in wide-ranging but rigorous
work from many vantage points and in many diverse modes.

III. Law and Literature in Intellectual Property:
Intersections and Examples
IP scholars’ contributions overflow beyond the three ‘schools’ of Law and
Literature, but as a starting proposition, some work in each of the categories can
be identified.
The humanist approach surfaces, for instance, in Jeanne Fromer’s ‘law in literature’ approach to Roald Dahl’s Charlie and the Chocolate Factory. Through an
extended analogy, rather than a call for empathy, Fromer’s article illustrates the
practical wisdom that emerges when reading IP law in light of literature. Fromer
illustrates how the secret tribe of ‘Oompa-Loompas’ living in Willy Wonka’s factory and doing ‘invisible’ work, can be brought to bear on contemporary trade
secrecy law. She points to data management in current business practices and
analogizes the ‘Oompa-Loompas’ to machines capable of upholding an otherwise attainable level of trade secrecy.10 IP scholars in the hermeneutic tradition
explore the interpretive instability of law and the rights it defines in intangible
interests. This work may focus on literary texts,11 visual images and films,12
10 Jeanne C. Fromer, Trade Secrecy in Willy Wonka’s Chocolate Factory, in The Law and Theory of
Trade Secrecy: A Handbook of Contemporary Research 3 (Rochelle C. Dreyfuss & Katherine
J. Strandburg eds., 2011); Jeanne C. Fromer, Machines as The New Oompa Loompas: Trade Secrecy, The
Cloud, Machine Learning, and Automation, 94 N. Y. U. L. Rev. 706 (2019).
11 Zahr K. Said, Reforming Copyright Interpretation, 28 Harv. J. L. & Tech. 469 (2015); Paul K.
Saint-Amour, The Copywrights: Intellectual Property and the Literary Imagination
(2003); Anupam Chander & Madhavi Sunder, Everyone’s a Superhero: A Cultural Theory of ‘Mary Sue’
Fan Fiction As Fair Use, 95 Cal. L. Rev. 597, 612 (2007).
12 See, e.g., Peter Goodrich, Screening Law, 21 L. & Lit. 1 (2009); Justin Hughes, The Photographer’s
Copyright: Photograph as Art, Photograph as Database, 25 Harv. J.L. & Tech. 327 (2012); Eva E.
Subotnik, Originality Proxies: Toward a Theory of Copyright and Creativity, 76 Brook. L. Rev. 328
(2012); Christine Haight Farley, Judging Art, 79 Tul. L. Rev. 805 (2005); Jennifer L. Mnookin, The Image
of Truth: Photographic Evidence and the Power of Analogy, 10 Yale. J. L. & Human. 1 (1998); Jessica
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music,13 trademarks,14 audience reception,15 authors as personas,16 IP doctrines
like fair use or misuse,17 or the public domain.18 In some cases, the work addresses aesthetic or ontological issues.19 In their emphasis on interpretive fluidity, or on the contingency of IP creation and reception, these scholars are
reflecting Law and Literature’s intellectual legacy. Law and Literature’s narrative
approach can be discerned in IP scholars’ attention to certain themes, and to the
power of voice. Literary scholarship has featured certain recurring inquiries as
insistent themes, such as the nature and ethics of authorship; the poetics of voice,
allusion, and influence; and the relation between the creator and the conditions
(material, temporal, political, or other) of creation and reception. Even schools
of thought that disavow authorship, or suppress the historicity of creation or reception, are making methodological choices of which IP scholars can and increasingly have taken note. The narrative approach has been especially valuable
in advancing the expanding conversation on race, sexual orientation, and other
forms of underrepresentation in IP scholarship.20 The projects of queering and
Silbey, Evidence Verité and the Law of Film, 31 Cardozo. L. Rev. 1257 (2010); Rebecca Tushnet, Worth
a Thousand Words: Images of Copyright, 125 Harv. L. Rev. 683 (2012).
13 See, e.g., Olufunmilayo B. Arewa, From J. C. Bach to Hip Hop: Musical Borrowing, Copyright, and
Cultural Context, 84 N. C. L. Rev. 604 (2006); Keith Aoki, James Boyle, & Jennifer Jenkins, Theft!
A History of Music from Plato to Hip Hop (2011); Robert Brauneis, Musical Work Copyright for
the Era of Digital Sound Technology: Looking Beyond Composition and Performance, 17 Tul. J. Tech. &
Intell. Prop. 1 (2014); K.J. Greene, Intellectual Property at the Intersection of Race and Gender: Lady
Sings the Blues, 16 Am. U. J. Gender Soc. Pol’y & L. 365 (2008).
14 See, e.g., Barton Beebe, The Semiotic Analysis of Trademark Law, 51 UCLA L. Rev. 621 (2004);
Sonia Katyal, Trademark Intersectionality, 57 UCLA L. Rev. 57 (2009); Alexandra J. Roberts, Tagmarks,
105 Cal. L. Rev. 599 (2017).
15 See, e.g., Laura Heymann, Everything Is Transformative: Fair Use and Reader Response, 31 Colum.
J. L. & Arts 445 (2008); Zahr K. Said, A Transactional Theory of the Reader in Copyright Law, 102 Iowa
L. Rev. 605 (2017); Robert Spoo, Copyright Protectionism and Its Discontents: The Case of James Joyce’s
Ulysses in America, 108 Yale L.J. 633 (1998).
16 See, e.g., Jane C. Ginsburg, The Right to Claim Authorship in US Copyright and Trademarks Law,
41 Hous. L. Rev. 263 (2004); Laura Heymann, The Birth of the Authornym: Authorship, Pseudonymity,
and Trademark Law, 80 Notre Dame L. Rev. 1377 (2005); Greg Lastowka, The Trademark Function of
Authorship, 85 B.U. L. Rev. 1171 (2005); Mark Rose, Copyright and Its Metaphors, 50 UCLA L. Rev.1, 5
(2002).
17 See, e.g., William W. Fisher, Reconstructing the Fair Use Doctrine, 101 Harv. L. Rev. 1659 (1988);
Simon Stern, New Directions in Law and Literature (Elizabeth Anker & Bernadette Meyler
eds., 2017).
18 See, e.g., Jessica Litman, The Public Domain, 39 Emory L.J. 965 (1990); Elizabeth L. Rosenblatt, The
Adventure of the Shrinking Public Domain, 86 U. Colo. L. Rev. 561 (2015).
19 Shubha Ghosh, The Mirror, the Lamp and Public Performances, Oxford Handbooks Online
(April 2017), https://www.oxfordhandbooks.com/view/10.1093/oxfordhb/9780199935352.001.0001/
oxfordhb-9780199935352-e-45; Michael J. Madison, Law as Design: Objects, Concepts and Digital
Things, 56 Case W. RES. L. Rev. 381 (2005); Stewart E. Sterk, Rhetoric and Reality in Copyright Law, 94
Mich. L. Rev. 1197 (1996); Alfred C. Yen, Copyright Opinions and Aesthetic Theory, 71 S. Cal. L. Rev.
247 (1998).
20 For some examples of work that intersects with various IP doctrines such as ownership and fair
use, see Andrew Gilden, Raw Materials and the Creative Process, 104 Geo. L.J. 355 (2016); Greene, supra
note 13 at 365; Elizabeth L. Rosenblatt, Copyright’s One-Way Racial Appropriation Ratchet, 53 U.C.
Davis L. Rev. 591 (2019); Zahr Said Stauffer, ‘Po-Mo Karaoke’ or Postcolonial Pastiche? What Fair Use
Analysis Could Draw from Literary Criticism, 31 Colum. J. L. & Arts 43 (2007); Anjali Vats, (Dis)owning
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diversifying IP draw on modes of literary inquiry and deconstruction that have
helped in gradually opening the story of IP itself, with its coded accounts of ‘progress’ and its historic winners and losers in that account.21 In turn, situating creativity and ownership in a larger landscape of cultural politics hearkens back to
the critical legal movements that originally drew so much from literary studies.22
The work of IP scholars that we might characterize in connection with Law and
Literature’s tools, themes, and methods, is thus potentially vast. This work falls—
broadly speaking—into three topics: the creation of objects that give rise to rights;
the definition and enforcement of those rights and their limits; and the narrative of
progress and overarching theory of the field.
Scholars focused on the creation of IP-relevant subject matter have advanced
our collective understanding of authorship, inventorship, ownership, and self-
fashioning, and such work has sometimes challenged the predominant justification for IP rights in our era, namely the ‘incentive theory’. Because IP is framed
as a theory of incentives for creators, it is natural to suppose that copyright and
patent scholarship would investigate the conditions of authorship and the identities of these authors. In fact, however, there was a fairly static understanding of
authorship that did not align with literary theory or history, and a similarly notable
absence of empirical research on inventors, until only relatively recently. Scholars
at the intersection of Law and the Humanities began to offer historically contingent
theories of authorship and inventorship23 that situated them in particular eras with
their own material and philosophical conditions.24 Accounts of the rise of authorship as a construct challenged the received narratives about incentives and creation, including shedding light on who was allowed to be protected as such,25 and

Bikram: Decolonizing Vernacular and Dewesternizing Restructuring in the Yoga Wars, 13 Comm. & Crit.
Stud. 1 (2016).
21 See, e.g., Andrew Gilden, Intellectual Property’s Queer Turn, in The Oxford Handbook of
Law and Humanities 549 (Simon Stern et al. eds., 2019); April M. Hathcock, Confining Cultural
Expression: How the Historical Principles Behind Modern Copyright Law Perpetuate Cultural Exclusion,
25 Am. U. J. Gender Soc. Pol’y & L. 239 (2017).
22 Deidré A. Keller and Anjali Vats, Critical Race IP, 36 Cardozo Arts & Ent. L.J. 735, 767–68
(2018); see also Chapter 46 (Margaret Chon).
23 Said, supra note 13, at 614 (surveying theories of authorship).
24 For a partial but exemplary list, see, e.g., Mario Biagioli, The Instability of Authorship: Credit and
Responsibility in Contemporary Biomedicine, 63 U. Tor. L.J. 385 (1998); Margaret Chon, The Romantic
Collective Author, 14 Vand. J. Ent. & Tech. L. 829 (2012); Rebecca Schoff Curtin, The Transactional
Origins of Authors’ Copyright, 40 Colum. J. L. & Arts, 175 (2016); Rebecca Schoff Curtin, Hackers and
Humanists: Transactions and the Evolution of Copyright, 54 IDEA 203 (2014); Brian L. Frye, Invention
of a Slave, 68 Syracuse L. Rev. 181 (2018); Peter Jaszi, The Construction of Authorship: Textual
Appropriation, in Law and Literature (Martha Woodmansee ed., 1994). Jessica Silbey, The Eureka
Myth: Creators, Innovators, and Everyday Intellectual Property (2015)
25 Catherine L. Fisk, Credit Where It’s Due: The Law and Norms of Attribution, 95 Geo. L.J. 49, 76–
101 (2006); Roberta Rosenthal Kwall, Inspiration and Innovation: The Intrinsic Dimension of the Artistic
Soul, 81 Notre Dame L. Rev. 1945, 1946 (2006); Rebecca Tushnet, Economies of Desire: Fair Use and
Marketplace Assumptions, 51 WM. & Mary L. Rev. 513, 522–36 (2009).
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what they might have really wanted or needed from law.26 These scholars deployed
particular interpretive strategies, whether historicist, materialist, or perhaps phenomenological (considering creation as rooted in author’ mental conceptions).27
The ongoing investigation of interdisciplinary theories of creation more recently
extended to questions about non-human authorship, including artificial intelligence (AI) and modes of machine-generated creativity that anchor the scholarly
conversation firmly in the digital era.28
IP concerns intangible constructs that the law protects as such, whether these
are works, inventions, secrets, marks, or personas. IP ownership implicates representational questions given the symbolic nature of IP rights to the things they
protect. Determining the scope of protection almost always entails multiple interpretive steps, hence theories of representation, and interpretation, are immediately
relevant to how one describes the work, assesses the scope of protection, and conducts infringement analysis. Law and Literature offers rich resources to guide IP’s
many interpretive questions. Literary study has, dating back for centuries, explored
and synthesized representational theories drawn from diverse sources including
anthropology, art history, cultural studies, film theory, gender studies, history, linguistics, philosophy, postcolonial theory, psychoanalysis, psychology, sociology,
rhetoric, and translation theory. Literature thus offers a methodological clearinghouse for different ways of conceptualizing representation and the symbolic; it is
only natural that Law and Literature could bear productively on IP in determining
the scope of the work’s protection.
Relatedly, scholars focused on defining and enforcing IP rights have provided
insights into interpretive issues below the surface of infringement analysis, including the importance of the audience, consumer, reader, or reception context
of the works, goods, or services that may give rise to IP rights. Adjudicating infringement disputes over intangible interests requires many of the same kinds of
interpretive strategies routinely used in the work of literary scholars: what sorts of
questions will we ask about the boundaries and meanings of the work; what evidence will we ‘count’ in trying to answer that question; whose perspective should
we adopt in doing so, and whom will we ask? IP often requires sustained, critical
or dissective focus on objects as courts, agencies, and parties determine key legal
questions of validity, infringement, defences, and damages. Hence these foundational questions that serve as key methodological starting points for scholars of the
humanities can guide a variety of doctrines.

26 Roberta Rosenthal Kwall, Author-Stories: Narrative’s Implications for Moral Rights and Copyright’s
Joint Authorship Doctrine, 75 S. Cal. L. Rev. 1 (2001).
27 Christopher Buccafusco, A Theory of Authorship, 102 Va. L. Rev. 1229 (2016).
28 James Grimmelmann, Copyright for Literate Robots, 101 Iowa L. Rev. 657 (2016); Annemarie
Bridy, Coding Creativity: Copyright and the Artificially Intelligent Author, 2012 Stan. Tech. L. Rev. 5
(2012).
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Abstracting up a level from the creation, scope, and enforcement of rights, however, there is another way in which Law and Literature can be said to have contributed to IP scholarship. By offering larger narratives about IP that centre on values,
history, textuality, theory, culture, context, selfhood, or community, Law and
Literature has played a role in countering, or at least broadening, the narrow utilitarian framing of the received approach to IP. In this larger revisionist approach to
IP, the three central strands of Law and Literature—practical wisdom, interpretation, and narrative—are all arguably involved, and can offer alternative ways to
measure progress or evaluate the system of IP rights in broader sociological and
constitutional context.
Scholars who have sought to diversify IP by challenging its racializing constructs
or by highlighting the unfair impact of IP’s rules considered from the perspectives
of race, gender, and sexual orientation, were likewise using interpretive tools as
they worked to dismantle, or at least highlight, the whiteness and maleness of IP’s
dominant narrative. Cultural studies and literary theory have been used as a counterpoint in ‘writing back’ in the discourse of IP, which has been dominated by utilitarianism for several decades. This discourse, undergirded by law and economics,
and widely approved in judicial dicta, offers utilitarian justifications for IP that
centre on incentives to create or invest. Until recently, a more pluralistic account
of IP was missing.29 A number of scholars began to write counter-narratives of IP,
advocating for a more nuanced, and more qualitatively accurate account of the behaviours, motives, and intentions of creators and owners in the IP ecosystem.30
Many of these accounts looked outside of economics and even beyond philosophical accounts of IP, which had been used in service of the larger utilitarian imperative. Some of these revisionist voices drew on qualitative empirical research, and
others advanced theories of human flourishing that diversified IP’s theory of progress. Literary scholarship was not the only source of these revisionist accounts,
but it is striking that theories of human flourishing often pointed to the humanities and were advanced by scholars from literary or humanistic traditions.31 This
moral or empathy-centred turn in IP maps onto the humanist school in law and
29 Madhavi Sunder, From Goods to a Good Life: Intellectual Property and Global
Justice (2012).
30 A full bibliography is beyond the scope of this chapter, but for a short list of key works in this
evolving conversation, see, e.g., Julie Cohen, Creativity and Culture in Copyright Theory, 40 U.C. Davis
L. Rev. 1151 (2007); Julie E. Cohen, Configuring the Networked Self: Law, Code, and the
Play of Everyday Practice (2012); Rosemary J. Coombe, The Cultural Life of Intellectual
Properties: Authorship, Appropriation, and the Law (1998); Fisk, supra note 25; Jeanne
C. Fromer, A Psychology of Intellectual Property, 104 NW. U. L. Rev. 1441 (2010); Jeanne C. Fromer,
Expressive Incentives in Intellectual Property, 98 Va. L. Rev. 1745 (2012); Justin Hughes, The Philosophy
of Intellectual Property, 77 Geo L.J. 287 (1988); Silbey, supra note 24; Sunder, supra note 29; Tushnet,
supra note 25.
31 Laura J. Murray et al., Putting Intellectual Property in Its Place: Rights Discourses,
Creative Labor, and the Everyday (2014); Amy Adler, Against Moral Rights, 97 Cal. L. Rev.
263, 279–94 (2009); Carys J. Craig, Copyright, Communication, and Culture: Towards a
Relational Theory of Copyright Law (2011).
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literature, even if the latter did not singlehandedly produce the former. It draws on
both the humanist and narrative Law and Literature approaches by populating the
field with diverse voices and methods, and by offering counter-narratives and alternative visions of progress in the arts and sciences.
In sum, Law and Literature could anchor or orient IP scholarship in many ways: (1)
by defining an object of study (in a text or corpus or the context beyond the text);
(2) by identifying and perhaps critiquing the agent creating the object of study (the author, the scholar, the machine, the archive, or the historian); (3) by providing a choice
among interpretive methods (text-centred, author-centred, reception-centred, or historicist/era-centred); (4) by clarifying a choice of focal range for study (close reading,
middle-distance reading, distant reading, or data-mining); (5) by offering a set of
tools for dealing in the symbolic register (such as theories of metaphor and semiotics);
(6) by consolidating under its auspices a set of methods and approaches that go beyond the utilitarian dogma so routinely deployed in contemporary IP discourse; and
(7) by providing a rich history of scholarly inquiry into themes such as originality,
influence, the politics of identity, canonization, and voice, some of which translate in
direct ways into IP doctrines.
In the context of IP, Law and Literature adds to the humanist, hermeneutic, and
humanistic schools a revisionist, pluralist narrative that resists the tendency of the
past thirty years to fit IP creation and enforcement into a cramped, overly dogmatic
utilitarian vision. Turning to literature, to literary methods, indeed, to philosophical
justifications outside the utilitarian canon of the academy’s general take on IP provides
space for alternative narratives of creation and ownership of intangible property. In
this sense, Law and Literature offers a framework for addressing disparate power dynamics and marginalization. In Law and Literature’s potentially inclusive framework
are at least some of the seeds of a vibrant revisionist movement to broaden and reclaim
the purposes of IP.

IV. Conclusion (and a Caveat)
Law and Literature is a domain fundamentally centred on texts and textuality, and
with arguably the most diverse and developed literature of any discipline on symbols, signs, and how to ‘read them’. It is attentive to texts, to readers, and to authors and curious about the conditions of creation. These are things, and entities,
IP law seeks to regulate, and thus to understand. Hence, Law and Literature can
lend itself to many productive intersections with IP law. But adopting a Law and
Literature approach requires starting with a caveat, or at least, a question: why
bother? For Richard Posner, a judge and law professor associated with the rise of
Law and Economics, and notoriously critical of Law and Literature, the answer
might seem clear: don’t bother (even though he did, publishing an aesthetically
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conservative book that has been a best-selling work).32 For some of us working in
Law and Literature, the answer may be another question: why bother working in
any other way? Again, for some of us, the evidence amassed working interpretively
or textually is often more interesting and persuasive than other evidence. When
these interpretive and textual issues are excluded from methodological focus, the
answers to research questions tend to produce dissatisfying accounts that may occlude more than they reveal.
However, the initial question—why bother with Law and Literature—requires
a more studied answer. To turn to literature and literary methods hoping for insights, and maybe even the glimmers of solutions, requires proving, every single
time, that this disciplinary mode has merit. This ought to be true for any interdisciplinary endeavour: every foray into adjacent or complementary but foreign
territory should be methodologically mapped. Unlike with Law and Economics, or
perhaps other law-and methodologies, Law and Literature has not gone so mainstream in the world of IP that the terrain is familiar, and the mapping unnecessary. Accordingly, any scholar working in this space should be prepared to ask,
and to answer, why this way of working, and why these particular texts or methods?
More globally, what sorts of claims will this evidence support, and what audience
do I wish to try to reach, let alone persuade? Put another way, there is a credibility
lag around Law and Literature. It can be overcome, with rigorous work and at least
awareness of, if not compliance with, the rules of disciplinary engagement of both
domains (since full compliance with the norms and strictures of multiple disciplines at once is sometimes impossible, or scholarship-distorting). Perhaps most
importantly, asking such questions and working in service of the best-available answers will produce work that aligns with some of the core questions and challenges
at the heart of Law and Literature. Its methods and its objects of study are constructs, and, to return to the metaphor used above, the map of its own disciplinary
territory remains a myth, or at least a contestation that invites inquiry and exploration rather than certainty and finality.

32

Richard Posner, Law and Literature: A Misunderstood Relation (1998).
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Intellectual Property and Semiotics:
The Signs of the Times
David Tan

I. Overview of Semiotics
How might semiotics be useful to the study of intellectual property (IP) law? Is it
too postmodern or critical in its orientation to be of any significant utility to the
shaping of legal doctrine? Interdisciplinary approaches drawing on deconstructive
or post-structural techniques tend to be viewed with suspicion by the legal establishment of the judiciary and professional practice. Semiotics is also located within
a broader analytical framework of cultural studies blending different theoretical
disciplines like critical theory, literary theory, cultural anthropology, film/video
studies, art history/criticism, women’s studies, sociology, and consumer studies in
its appreciation of the phenomena of popular culture. As a named academic field,
cultural studies has been around for almost fifty years. Its extensive theoretical literature has proven useful as a means of facilitating intellectual exchange across
disciplines through providing methodological strategies and interrogative frameworks through the mobilization of its conceptualization of culture and its application to particular research problems.1
Cultural perspectives on law are a growing part of contemporary legal scholarship and, in particular, semiotics has been argued in interdisciplinary legal scholarship on IP to be helpful in illuminating some of the intractable issues encountered
in the laws governing copyright, trademarks and the right of publicity. The use of
semiotics to interrogate IP laws is a relatively new concept that caught the attention of mainstream legal scholarship just over a decade ago when Barton Beebe
published his seminal article ‘The Semiotic Analysis of Trademark Law’ in the
UCLA Law Review.2 Prior to this, other legal scholars such as Rosemary Coombe,
Rochelle Cooper Dreyfuss, Keith Aoki, and Michael Madow have applied a cultural
studies critique to IP laws, but had not distinguished semiotics as an independent

1 Austin Sarat & Jonathan Simon, Cultural Analysis, Cultural Studies, and the Situation of Legal
Scholarship, in Cultural Analysis, Cultural Studies, and the Law: Moving Beyond Legal
Realism 1, 12–13 (Austin Sarat & Jonathan Simon eds., 2003).
2 Barton Beebe, The Semiotic Analysis of Trademark Law, 51 UCLA L. Rev. 621 (2004).
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perspective in their writings.3 More recently, there is a healthy trend in US law reviews and the International Journal of the Semiotics of Law publishing articles that
apply a semiotic approach to IP laws.4
Semiotics is fundamentally the study of signs.5 Semiotics seeks to understand
the operation of a given system or process by observing the function of signification, expression, representation, and communication.6 Generally, semiotics has
followed two independent lines: the ‘linguistic’ tradition of Ferdinand de Saussure,
and the ‘logical’ tradition of Charles Sanders Peirce.7 The Swiss linguist Ferdinand
de Saussure, widely credited as the most influential scholar in the field of semiotics, emphasized the nature of the sign as the coded association of a material
signifier, such as the sound of a word, with a signified or preconceived meaning.8
The purely linguistic formulation of a sign is best illustrated in de Saussure’s
dyadic model where a linguistic sign comprises two parts: a concept (signified)
and a sound-image (signifier). For instance, the word ‘cat’ is a signifier; when it is
spoken, it triggers the signified in the listener’s mind, namely the mental image of
a cat. According to the Peircean conception of the sign, a third subsign element is
adopted to complete Saussure’s model: the referent. In situations where language
is used to alert the listener to a specific physical object, a triadic model is necessary. Thus, in the above example, the word or sound ‘cat’ is the signifier, the mental
image evoked is the signified, and the actual cat being discussed is the referent.9
Umberto Eco describes semiotics as a social science discipline that studies
‘everything that can be taken as a sign’.10 A sign is simply a thing that stands
3 Rosemary J. Coombe, The Cultural Life of Intellectual Properties: Authorship,
Appropriation, and the Law (1998); Rochelle C. Dreyfuss, Expressive Genericity: Trademarks
as Language in the Pepsi Generation, 65 Notre Dame L. Rev. 397 (1990); Keith Aoki, Adrift in the
Intertext: Authorship and Audience ‘Recoding’ Rights, 68 Chi.-Kent L. Rev. 805 (1993); Michael Madow,
Private Ownership of Public Image: Popular Culture and Publicity Rights, 81 Cal. L. Rev. 127 (1993).
4 E.g. David Tan, The Lost Language of the First Amendment in Copyright Fair Use: A Semiotic
Perspective of the ‘Transformative Use’ Doctrine Twenty-Five Years On, 26 Fordham Intell. Prop.
Media & Ent. L.J. 311 (2016); H. Brian Holland, Social Semiotics in the Fair Use Analysis, 24 Harv.
J. L. & Tech. 335 (2011); David Tan, Political Recoding of the Contemporary Celebrity and the First
Amendment, 2 Harv. J. Sports & Ent. L. 1 (2011); Sonia K. Katyal, Semiotic Disobedience, 84 Wash.
U. L. Rev. 489 (2006); David Tan, Semiotics and the Spectacle of Transformation in Copyright Law, 30
Int’l J. for Semiotics L. 593 (2017); Ángel Alonso-Cortés, A Case Study of Semiotic Distinctiveness in
Brand Names, 29 Int’l J. for Semiotics L. 635 (2016); Meghann L. Garrett, Trademarks as a System of
Signs: A Semiotic Look at Trademark Law, 23 Int’l J. for Semiotics L. 61 (2010).
5 See, e.g., John Deely, Introducing Semiotic: Its History and Doctrine 133 (Thomas A.
Sebeok ed., 1982); see also Ferdinand de Saussure, Course in General Linguistics 113–14 (Wade
Baskin trans., 1959).
6 Michael Pulos, A Semiotic Solution to the Propertization Problem of Trademark, 53 UCLA L. Rev.
833, 844 (2006).
7 Id. at 844; see also Barton Beebe, The Semiotic Analysis of Trademark Law, 51 UCLA L. Rev. 621,
661 (2004).
8 See generally Ferdinand de Sausurre, The Course in General Linguistics (Cours de
Liniguistique Générale) (Roy Harris trans., 1983) (1916).
9 Regarding the merits of a dyadic model as opposed to a triadic model, see Garrett, supra note 4;
Angus Lang, A Case for Applying Theoretical Semiotics in the Practice of Trade Mark Law, 21 Int’l J. for
Semiotics L. 1 (2008).
10 Umberto Eco, The Theory of Signs 7 (1979).
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for something else. Although it has its origins in the study of language, semiotic analysis is a trans-linguistic activity11 that can be applied to the inquiry of
‘[a system] of structural codes . . . that engages with culture, consumption, and
communication in the marketplace’.12 It has been said that there are ‘two general components to the functioning of a semiotic sign: signification and value.
Signification represents the process by which a signifier evokes a signified,
which in turn can lead to the identification of a referent or object . . . Value is
described as the horizontal relation among subparts and involves differentiating
among subparts (that is, for example, signifiers from other signifiers or signifieds from other signifieds)’.13
In his oft-cited work on the semiotic analyses of consumer cultures, Mythologies,
Roland Barthes explains that ‘any semiology postulates a relation between two
terms, a signifier and a signified’14 and that a sign ‘is the associative total of the first
two terms’.15 A well-known literary or artistic work does much more than simply
educate, inform or entertain; it also functions as a signifier of a set of signified
meanings. A cursory reading of Barthes’ denotational-connotational framework16
suggests one may locate a clear coded iconic message, but on closer investigation,
Barthes did point out that ‘all images are polysemous; they imply, underlying their
signifiers, a ‘floating chain’ of signifieds, the reader able to choose some and ignore
others’.17 Some scholars have posited two forms of opposition to modernism: neoconservative postmodernism and post-structural postmodernism.18 The former
‘advocates a return to representation . . . tak[ing] the referential status of its images and meaning for granted’ while the latter ‘rests on a critique of representation . . . question[ing] the truth content of visual representation . . . and explores
the regimes of meaning and order that these different codes support’.19 The former
tends to view the sign as ‘a stable unit of signifier and signified’, whereas the latter
reflects on the text as ‘a contemporary dissolution of the sign and the released play
of signifiers’.20 Regardless of which form of postmodern theory one prefers, semiotics nonetheless is a useful methodology for any scholar attempting to discern the
meaning or a kaleidoscope of meanings signified by a copyrightable work or trademark or celebrity persona (these subjects of IP will be collectively referred to as ‘IP
signs’).
11 Roland Barthes, Elements of Semiology 11 (Annette Lavers and Colin Smith trans., 2000)
(1964).
12 Laura R. Oswald, Marketing Semiotics: Signs, Strategies, and Brand Values 47 (2012).
13 Michael Pulos, A Semiotic Solution to the Propertization Problem of Trademark, 53 UCLA L. Rev.
833, 845 (2006).
14 Roland Barthes, Mythologies 111 (Annette Lavers trans., 1972) (1957).
15 Id.
16 Roland Barthes, Image–Music–Text 32–51 (Stephen Heath trans., 1972).
17 Id. at 38–39.
18 See, e.g., Hal Foster, Recodings: Art, Spectacle, Cultural Politics 128–29 (1985).
19 Id.
20 Id. at 129.
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II. The Semiotics Methodology
In his critique of consumption, Jean Baudrillard contends that the consumer ‘no
longer relates to a particular object in its specific utility, but to a set of objects
in its total signification’.21 Thus, increasingly, when consumers buy goods, they
buy into the significations of these commodities in the construction of their self-
identities. Beebe, in his seminal works on a semiotic account of trademark doctrine,22 has persuasively demonstrated that ‘semiotic concepts can be applied to
clarify and ameliorate fundamental areas of trademark doctrine and policy’.23 His
analysis of ‘sign value’ as a ‘Saussurean structural value’ involving a ‘conspicuous
display of distinctions, of ‘marginal differences’’24 has a parallel relevance to well-
known literary, dramatic, musical, and artistic works. The representative fictional
characters from these works may function as signifiers of both individualized
and a shared set of meanings. A ‘myth’ is thereby created when meaning within
a semiological system is transformed into form as represented by a sign;25 each
sign becomes naturally associated with a set of meanings or ‘historical intention’26
which is ultimately consumed. Like famous trademarks, the copyrighted character signifier/signified relationship would have become universally codified for
the audience; the audience will automatically and consistently think of the coded
meanings and values (the signified) when they are exposed to the character signifiers. In other words, the fictional character becomes a sign for a predetermined
set of cultural codes and audience experiences associated with the work or its author.27 Referring to Barthes’ work on modern myths,28 Stuart Hall discussed the
politics of signification29 and how ideological discourses of a particular society
are classified and framed through semiotic signs.30 As Barthesian myths, cartoon
characters such as Mickey Mouse, Snow White, and Sleeping Beauty, well-known
21 Jean Baudrillard, The Consumer Society: Myths and Structures 27 (Chris Turner trans.,
1998) (1970).
22 See, e.g., Barton Beebe, The Semiotic Account of Trademark Doctrine and Trademark Culture,
in Trademark Law and Theory: A Handbook of Contemporary Research 42 (Graeme B.
Dinwoodie & Mark D. Janis eds., 2008) (hereinafter Beebe, Semiotic Account); Beebe, supra note 7,
at 621.
23 Beebe, Semiotic Account, supra note 22, at 42.
24 Id. at 62.
25 Id. at 131.
26 Id. at 142.
27 See generally David Tan, The Semiotics of Alpha Brands: Encoding/Decoding/Recoding/Transcoding
of Louis Vuitton and Implications for Trademark Laws, 32 Cardozo Arts & Ent. L.J. 221, 227 (2013).
28 Barthes, supra note 14.
29 Stuart Hall, The Rediscovery of ‘Ideology’: Return of the Repressed in Media Studies, in Culture,
Society and the Media 56, 70–74 (Michael Gurevitch et al. eds., 1982).
30 Id. at 74. See also David Tan, Harry Potter and the Transformation Wand: Fair Use, Canonicity and
Fan Activity, in Amateur Media: Social, Cultural and Legal Perspectives 94 (Dan Hunter et al.
eds., 2012).
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superhero characters such as Superman, Captain America, and Wonder Woman,
as well as fictional characters from popular television series like Star Trek, can
contain subject positions and models for identification that are heavily coded
ideologically.31
One of the key relevance of semiotics to IP doctrine lies in the investigation of how different groups in society can use myriad IP signs in a variety of
ways to represent their cultural identities and convey their political ideologies.
Scholars like John Fiske have extended popular resistance beyond that of oppositional groups like subcultures to the potential of audience reconstruction with
dominant symbols of a culture. Fiske coined the term ‘semiotic democracy’ to
describe a world where empowered audiences freely and widely engage in the
use of cultural symbols to express meanings different from the ones intended by
their creators.32 Stuart Hall has defined the taking of an existing meaning and
reappropriating it for new meanings as ‘trans-coding’33 and explained that repressed groups may use trans-coding strategies to reverse stereotypes, substitute
negative portrayals with positive ones, or contest subordinate representations
from within.34 Such a description possibly falls within Hal Foster’s description
of the countercultural movement with seeks to counter the myth; such ‘ “myth-
robbery” seeks to restore the original sign for its social context or to break apart
the abstracted, mythical sign and to reinscribe it in a countermythical system’.35
However, Foster views the ‘subcultural’ practice to be different from the countercultural, in that it ‘recodes signs rather than poses a revolutionary practice of its
own’.36 Despite the differences, both countercultural and subcultural recodings
are arguably applicable to: (1) the likelihood of confusion analysis in trademark
infringement, as well as the fair use and non-commercial use exception in trademark dilution; (2) the transformative use doctrine in copyright law; and (3) right
of publicity law.
Below are a number of possible ways to use semiotics as a methodology in the
study of IP.
31 See generally David Tan, The Transformative Potential of Countercultural Recoding in Copyright
Law: A Study of Superheroes and Fair Use, in Diversity in Intellectual Property: Identities,
Interests and Intersections 403 (Irene Calboli & Srividhya Ragavan eds., 2015).
32 John Fiske, Television Culture 239 (1987). Fiske examines the construction of meanings by
the audience, which plays with, parodies and actively subverts the dominant encoding of the sign. See
also Katyal, supra note 4, at 489–90; Madow, supra note 3, at 139.
33 Stuart Hall, The Spectacle of the ‘Other’, in Representation: Cultural Representations and
Signifying Practices 223, 270 (Stuart Hall ed., 1997). The term ‘transfunctionalize’ has also been
used to describe how subcultures assign new and often contradictory meanings to signs as understood
by mainstream society. See also Paul Nathanson, Over the Rainbow: The Wizard of Oz as a
Secular Myth of America 241 (1991).
34 Hall, supra note 33, at 270–75.
35 Foster, supra note 18, at 169.
36 Id. at 170.
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A. Semiotics and Critical Cultural Legal Studies
Semiotics can be, and has been, employed in a broader critical cultural legal studies
approach to attack an over-expansion of IP rights. For much of this writing, a key
point is that ‘the power to license is the power to suppress’.37 For instance, when
the law accords a celebrity a right of publicity, it gives him or her more than just
additional income in license fees. In fact, the celebrity is conferred power over the
production and circulation of meaning in our society and is able to suppress readings or appropriations of persona departing from, challenging, or subverting the
meaning he or she prefers. Sometimes known as ‘critical cultural legal studies’,38
these attacks on the right of publicity doctrine often focus on how the enforcement of such rights would close off the ‘public domain . . . [resulting in the loss of]
the rich heritage of its culture, the rich presence of new works derived from that
culture and the rich promise of works to come’.39 For example, although Madow
accepts the ‘ “associative” or “publicity” value [of celebrities] derives from their
semiotic power’,40 he concludes no compelling justification has yet been made for
celebrities to be granted ‘property rights in our culture’s basic linguistic, symbolic,
and discursive raw materials’.41
Some legal work has questioned the more absolute aspects of these approaches.
Justin Hughes pointed out that
the argument for more recoding freedom probably overstates the negative
impact of existing intellectual property laws on the self-expression of non-
owners . . . [and] understates the positive utility non-owners derive from stability
in the meaning of propertized intellectual property.42

Hughes argues the critics who draw from cultural studies rarely acknowledge
that non-owners commonly benefit from cultural objects having at least relatively
‘stable meanings’43 and has illustrated how consumers of the celebrity persona often
‘rely on a stable image for self-definition or expression’.44 Hughes explains that:
[R]ecoding must be using the cultural object or recognizable elements of the object in a forum for third persons to achieve different effects than those generally

37

Madow, supra note 3, at 145.
Coombe, Cultural Life, supra note 3, at 6.
39 David Lange, Recognizing the Public Domain, 44 Law & Contemp. Probs. 147, 163 (1981). See also
Madow, supra note 3, at 142.
40 Madow, supra note 3, at 142–43.
41 Id. at 239.
42 Justin Hughes, ‘Recoding’ Intellectual Property and Overlooked Audience Interests, 77 Tex. L. Rev.
923, 1010 (1999).
43 Id. at 926, 952–63.
44 Id. at 957.
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achieved already by the object; the different results must affect the meaning of the
original object in the social discourse.45

However, for recoding to occur, it ‘depends on the image itself retaining background stability’,46 i.e. it is a signifier of a more established set of recognizable and
widely accepted meanings. Similarly, legal commentator Jason Bosland agreed that
trademark rights are not ‘culturally oppressive and dialogically restrictive’, and has
relied on writings in cultural studies to show that ‘trademark ownership might, in
fact, serve culturally beneficial interests’.47 Bosland contends that ‘the per se ownership of intellectual property should not have the effect of restricting the production
or use of cultural resources if intellectual property rights are tempered by appropriate limitations’.48 The critical cultural legal studies approach is less popular in
recent times, with scholars preferring to directly engage with specific legislative
provisions or legal formulations when invoking the semiotics methodology.

B. Trademarks
A trademark is as symbolic as it is functional: it does much more than designate
the source or origin of goods. Judicial and scholarly treatment of trademark law
are increasingly making reference to the semiotic nature of trademarks. Recent applications of semiotics tend to adopt the triadic model to explain trademark law.
According to this model’s structure, trademark is broken down into three component parts: (1) the word or symbol (signifier), (2) the firm’s goodwill associated
with the word or symbol (signified), and (3) the good or service sold (referent). For
example, the LOUIS VUITTON marks can be understood semiotically thus: The
word ‘Louis Vuitton’ and the ‘LV’ or ‘LV Monogram’ symbols comprise the signifier, the goodwill of Louis Vuitton Malletier is the signified, and the products being
sold (handbags, clothes, fashion accessories, etc.) are the referents. Beebe, one of
the leading scholars in this field, observes that ‘trademark producers have made a
mockery’ of the assumptions underlying this triadic structure, noting that ‘the triadic structuration is being attacked . . . by the granting of protection to trademarks
as products themselves’.49 So it appears when courts grant trademark protection
to words or symbols not used to identify products, but rather are the products
45 Id. at 947. Popular examples often cited include greeting cards depicting well-known heterosexual
male icons John Wayne and Clark Gable with gay themes. Id. at 931.
46 Id. at 947.
47 Jason Bosland, The Culture of Trade Marks: An Alternative Cultural Theory Perspective, 10 Media &
Arts L. Rev. 99, 100 (2005); see also Megan Richardson, Trade Marks and Language, 26 Sydney L. Rev.
193, 213 (2004).
48 Id. at 102–03. See also Patricia Loughlan, Protecting Culturally Significant Uses of Trade Marks
(Without a First Amendment), 22 Eur. Intell. Prop. Rev. 331 (2000).
49 Beebe, supra note 2, at 656–57.
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themselves, the courts are merging the referent and the signified. In respect of
trademark dilution, Beebe is of the view that dilution relies on a recognition of
semiotic notions of value, and ‘necessarily involves global intermark relations of
value in addition to local intramark relations of signification’.50 Essentially, in according a trademark the status of a ‘famous’ mark,51 one is implicitly recognizing it
is the differential distinctiveness of signifiers from other signifiers that ‘makes possible the signifier’s distinctiveness of its signified and referent’.52
It has been said that well-known brands like Louis Vuitton, Apple, and Nike are
alpha brands carrying significant ‘semiotic freight’, and like the most influential
celebrities, they possess particular configurations of meanings and can ‘offer peculiarly powerful affirmations of belonging, recognition, and meaning in the midst of
the lives of their [consumers]’.53 Laura Oswald also contends that ‘semiotics does
not stop with a structural analysis, but identifies ways brand meanings are embedded in the broad cultural myths, social organization, and beliefs of the target
market. The brand system resembles la langue, the term that Saussure gives to the
system of linguistic codes that defines the range of possibilities for producing discourses’.54 A famous brand like Louis Vuitton transcends clothing, bags, and accessories to take on political, pedagogical, and cultural meanings, much in the same
way that McDonald’s transcends ground beef and potatoes.55 Similarly, the Disney
mark is not a source designation for cartoons and family entertainment, but has
become ‘synonymous with the notion of childhood innocence’ and a semiotic sign
for ‘a pristine never-never land in which children’s fantasies come true, happiness
reigns, and innocence is kept safe through the magic of pixie dust’.56
Semiotics is a useful methodology to show a mark has acquired distinctiveness (i.e. the sign has acquired a set of stable meanings after a period of use that
distinguishes it from other signs),57 that a mark is used to express meanings different from the original mark whether as a parody,58 as critical commentary,59 or
as political speech.60 The semiotic signification of Barbie—both the doll and the
50

Id. at 701.
Lanham Act § 43(c), 15 U.S.C.A. § 1125(c).
52 Beebe, supra note 2, at 702.
53 Tan, supra note 27 at 224.
54 Oswald, supra note 12, at 50 (internal citations omitted).
55 Tan, supra note 27, at 227.
56 Henry A. Giroux & Grace Pollock, The Mouse That Roared: Disney and the End of
Innocence 17 (2010).
57 See, e.g., Angel Alonso-Cortes, A Case Study of Semiotic Distinctiveness in Brand Names, 29 Int’l
J. for Semiotics L. 635 (2016); Christian Louboutin SA v. Yves Saint Laurent Am. Inc., 696 F.3d 206
(2nd Cir. 2012).
58 See, e.g., Hormel Foods Corp. v. Jim Henson Prods., 73 F.3d 497 (2nd Cir. 1996); LL Bean Inc.
v. Drake Publishers Inc., 811 F.2d 26 (1st Cir. 1987).
59 See, e.g., Radiance Fdn. v. NAACP, 786 F.3d 316 (4th Cir. 2015); Louis Vuitton Malletier SA v. Haute
Diggity Dog LLC, 507 F.3d 252 (4th Cir. 2007).
60 See, e.g., Lucasfilm Ltd. v. High Frontier, 622 F. Supp. 931 (DDC 1985); San Fran. Arts & Athletics,
Inc. v. United States Olympic Comm., 483 US 522 (1987); Matal v. Tam, 137 S.Ct. 1744 (2017); In re
Brunetti, No. 2015-1109 (Fed Cir. 15 December 2017).
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trademark—has been discussed by the Ninth Circuit Court of Appeals on a number
of occasions.61 In particular, in Mattel Inc. v. Walking Mountain Productions, the
court found that ‘Barbie, and all the associations she has acquired through Mattel’s
impressive marketing success, conveys these messages in a particular way that is
ripe for social comment’.62 Generally, the US decisions have demonstrated a judicial willingness to accept a semiotic reading of trademarks as cultural signs when
assessing the likelihood of confusion for trademark infringement or evaluating the
availability of the non-commercial use exception for the purposes of parody, satire,
or political speech. In a recent US Supreme Court decision which declared that the
disparagement clause of the Lanham Act63 violated the First Amendment, Justice
Alito held trademarks are private speech64 and the prohibition of the registration
of such offensive trademarks constituted constitutionally impermissible viewpoint
discrimination.65 More explicitly, in a separate judgment by Justice Kennedy, with
whom Justices Ginsburg, Sotomayor, and Kagan joined, it was noted that
[i]n the realm of trademarks, the metaphorical marketplace of ideas becomes a tangible, powerful reality . . . These marks make up the expression of everyday life.66

From a semiotics perspective, the political agenda of counterpublics or subaltern groups may be best communicated to mainstream society through the use
of widely recognized trademarks—as semiotic signs—to which the public have
ascribed particular representative values or characteristics. Judge Kozinski in
Mattel Inc. v. MCA Records, Inc., opined that:
[t]rademarks often fill in gaps in our vocabulary and add a contemporary flavor
to our expressions. Once imbued with such expressive value, the trademark becomes a word in our language and assumes a role outside the bounds of trademark law . . . Were we to ignore the expressive value that some marks assume,
trademark rights would grow to encroach upon the zone protected by the First
Amendment. Simply put, the trademark owner does not have the right to control
public discourse whenever the public imbues his mark with a meaning beyond its
source-identifying function.67
61 Mattel Inc. v. MCA Records Inc., 296 F.3d 894 (9th Cir. 2002); Mattel Inc. v. Walking Mtn. Prods.,
353 F.3d 792 (9th Cir. 2003).
62 Mattel Inc., 353 F.3d 792, at 802.
63 Lanham Act 15 U.S.C. § 1052(a). The disparagement clause prohibits the registration of trademarks that may disparage or bring into contempt or disrepute any persons, living or dead.
64 Matal, 137 S.Ct. 1744, at 1760.
65 Id. at 1763.
66 Id. at 1768. The applicant Simon Tam has argued that he wanted to use ‘The Slants’ to ‘supplant a
racial epithet, using new insights, musical talents, and wry humor to make it a badge of pride’, thus subverting ‘an offensive term for the positive purpose of celebrating all that Asian-Americans can and do
contribute to our diverse Nation’. Id. at 1766–67.
67 Mattel Inc., 296 F.3d 894, at 900.
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In summary, ‘semiotics has a natural place in trade mark law’.68 As demonstrated
in current literature, there are many exciting possibilities of a semiotic analysis of trademark doctrine from distinctiveness to infringement to blurring and
tarnishment69 and IP scholars will have to venture into the fields of consumer and
marketing studies, cultural studies and postmodernism if they embark on this
endeavour.70

C. Copyright
The US Supreme Court in both Golan v. Holder and Eldred v. Ashcroft held ‘the
“traditional contours” of copyright protection, i.e. the “idea/
expression dichotomy” and the “fair use” defense . . . are recognized in our jurisprudence as
“built-in First Amendment accommodations” ’.71 In particular, the fair use defence
as codified in 17 U.S.C. § 107 ‘allows the public to use not only facts and ideas contained in a copyrighted work, but also [the author’s] expression itself in certain
circumstances’.72 It is unsurprising that in the context of a robust free speech culture emboldened by the First Amendment, US courts have interpreted the notion
of transformative use liberally—and consequentially the fair use defence—when
the freedom of speech would be unduly constrained by enforcement of the rights
of copyright or trademark owners. One of the most significant contributions semiotics can bring to copyright law is in the analysis of fair use. In copyright fair use,
the pertinent inquiry is whether the secondary work ‘adds something new, with
a further purpose or different character, altering the first with new expression,
meaning, or message’.73
Brian Holland postulates that ‘the prevailing conception of transformativeness
[in copyright fair use] is one of romantic authorship, evidenced by a defendant’s
authorial purpose or activity’ and proposes an approach ‘grounded in social semiotic theory [that] attempts to account for the multiple and divergent meanings
created as various interpretive communities engage a particular work’.74 However,

68

Lang, supra note 9, at 19.
See, e.g., Matthew D. Bunker & Kim Bissell, Lost in the Semiotic Maze: Empirical Approaches to
Proof of Blurring in Trademark Dilution Law, (2013) 18 Comm. L. & Pol’y 375; Katya Assaf, Protection of
Trade Marks against Dilution: A Semiotic Perspective, 4 J. Intell. Prop. L. & Prac. 643 (2009).
70 See, e.g., Arthur Asa Berger, The Objects of Affection: Semiotics and Consumer Culture
(2010); Grant McCracken, Transformations: Identity Construction in Contemporary
Culture (2008); Zygmunt Bauman, Consuming Life (2007); Rethinking Disney: Private
Control, Public Dimension (Mike Budd & Max H Kirsch eds., 2005); Eleanor Byrne & Martin
McQuillan, Deconstructing Disney (1999); Robert Goldman & Stephen Papson, Nike
Culture: The Sign of the Swoosh (1998).
71 Golan v. Holder, 132 S.Ct. 873, 890 (2012); Eldred v. Ashcroft, 537 U.S. 186, 219 (2003).
72 Id.
73 Campbell, 510 U.S. 569, at 579.
74 Holland, supra note 4, at 348.
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contrary to Holland’s observations that the US courts currently focus on the degree
to which a defendant has engaged in authorial activity in the fair use analysis,75 the
current approach of the US Second and Ninth Circuit Court of Appeals appear to
accommodate the shifting of the transformativeness inquiry from locating an authorial presence or authorial activity, to one of reader interpretation, i.e. whether
one might reasonably perceive the creation of ‘new information, new aesthetics,
new insights and understandings’.76 As Laura Heymann points out, ultimately, the
question is whether the resulting work ‘is transformative in its meaning—that is,
whether the reader perceives the second copy as signifying something different
from the first’.77 Potentially when one analyses a work of copyright, one can read it
semiotically as embodying a unity of modern cultural meanings capable of being
opposed or resisted (through ‘countercultural’ means such as parody), or one can
regard it as possessing polysemous qualities which may be contested or disrupted
(through ‘subcultural’ practice such as bricolage or pastiche).
A countercultural or counterpublic agenda may be best communicated to mainstream society through the use of widely recognized semiotic signs to which the
public have ascribed particular representative values or characteristics. Parodies,
fan fiction, and appropriation art are the best examples of trans-coding practices
where an irreverent portrayal of an iconic literary, dramatic, musical, or artistic
work has recoded its semiotic meanings to express a different or counter-viewpoint
creating new insights and understandings, thus rendering the secondary use
‘transformative’ in nature.78 Rebecca Tushnet explains that ‘[t]ransformativeness
in fanworks takes many forms, from critique to celebration to reworking a text so
that it better addresses the concerns of a specific audience’.79
Courts may find ‘a legitimate transformation exists when the new work makes
overt that which was present in the original text covertly . . . transformative fair
uses make subtext text’.80 The use of semiotics to discern a different ‘purpose or
75

Id. at 354–56.
See, e.g., Cariou v. Prince, 714 F.3d 694 (2nd Cir. 2013); Blanch v. Koons, 467 F.3d 244 (2nd Cir.
2006); Seltzer v. Green Day, 729 F.3d 1170 (9th Cir. 2013).
77 Laura A. Heymann, Everything is Transformative: Fair Use and Reader Response, 31 Colum. J. L.
& Arts 445, 455 (2008). However, this observation is not unproblematic. Holland notes that: ‘Courts
have come to assume, however, that those messages and meanings reside in the mind and intentions of
the “author”, that those messages and meanings are transmitted from the author to the audience, and
that certain segments of the audience either “get it” or do not. But this paradigm misconceives the process by which “meaning” is realized. Meaning is not controlled, transmitted, or even consistent. It is,
instead, negotiated and actualized in engagement with the audience, or, more appropriately, audiences.’
See Holland, supra note 4, at 361.
78 See generally David Tan, What Do Judges Know About Contemporary Art?: Richard Prince and
Reimagining the Fair Use Test in Copyright Law, 16 Media & Arts L. Rev. 381 (2011); William M.
Landes & Richard A. Posner, The Legal Protection of Postmodern Art, in The Economic Structure of
Intellectual Property Law 254 (2003).
79 Rebecca Tushnet, User-Generated Discontent: Transformation in Practice, 31 Colum. J. L. & Arts
497, 503 (2008).
80 Tan, supra note 31, at 424 (citing Rebecca Tushnet, Copyright Law, Fan Practices, and the Rights of
the Author, in Fandom: Identities and Communities in a Mediated World 60, 68 (Jonathan Gray,
Cornel Sandvoss & C Lee Harrington eds., 2007).
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character’ a recoded or subverted sign offers is undoubtedly valuable to the transformative use inquiry in copyright fair use. Research materials for the study of
works of copyright as culturally coded signs may be found in scholarly literature
published in the fields of cultural studies, media studies, film studies, and fine art
critical studies.81

D. Right of Publicity
The semiotics view on encoding and decoding in contemporary culture suggests
a distinction between cultural texts and subtexts: culture conveys meanings and
values explicitly through the text and also conveys them implicitly via the subtext,
in which obscured messages and values are encoded in cultural gestures—for example, the association of glamorous movie stars or high-performing athletes with
a product—and these are decoded by the audience to yield specific meanings. In
his critique of the celebrity phenomenon in contemporary culture, David Tan
has postulated the celebrity individual, the audience, and the producers work in
concert, although not necessarily in a co-ordinated conscious fashion, to create
what is known as the ‘celebrity’ semiotic sign. According to Richard Dyer, P. David
Marshall, Graeme Turner, and many other cultural studies scholars, the celebrity is
a sign that embodies particular meanings for the majoritarian public.82
The celebrity image is seen to be a ‘cultural narrative’ or signifier synonymous
with the dominant culture.83 Due to the meticulously constructed public personae of many celebrities—particularly movie stars and sports icons—the semiotic sign of these well-known individuals is usually ‘decoded’ by the audience to
represent a defined cluster of meanings.84 While the signs of movie stars are often
encoded as objects of aspiration, glamour, and desire, the celebrity athlete signifies heroism, human transcendence, and a love for the pure authentic game. As
illustrated in Barthes’ work, Mythologies, a particular well-known individual, like
David Beckham (the signifier), may be viewed as a sign denoting ‘celebrity’ (the
signified). The widespread media narratives and other forms of commercial and
81 See, e.g., David S. Roh, Illegal Literature: Towards a Disruptive Creativity (2015);
Alex S. Romagnoli & Gian S. Pagnucci, Enter the Superheroes: American Values, Culture,
and the Canon of Superhero Literature (2013); Aaron Schwabach, Fan Fiction and
Copyright: Outsider Works and Intellectual Property Protection (2011); David Reynolds,
Superheroes: An Analysis of Popular Culture’s Modern Myths (2008); Amy M. Davis, Good
Girls & Wicked Witches: Women in Disney’s Feature Animation (2006); The Emperor’s Old
Groove: Decolonizing Disney’s Magic Kingdom (Brenda Ayres ed., 2003); Paul Nathanson,
Over the Rainbow: The Wizard of Oz as a Secular Myth of America (1991).
82 See, e.g., Richard Dyer, Stars (2d ed. 1998); P. David Marshall, Celebrity and Power: Fame
in Contemporary Culture (1997); Graeme Turner, Understanding Celebrity (2d ed. 2013).
83 Patrick Fuery & Kelli Fuery, Visual Cultures and Critical Theory 93, 101 (2003).
84 See, e.g., Dyer, supra note 82, at 33–85; Marshall, supra note 82, at 56–71, 185–99, 244–47; Turner,
supra note 82, at 14–15, 23–26, 89–108.
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non-commercial circulation of the celebrity sign also result in a particular celebrity
sign garnering certain connotations which make it distinctive vis à vis other signs,
much like a trademark. Thus, a celebrity sign like David Beckham differentiates
itself from other celebrity signs with an ascribed set of connotations; for example,
the Beckham sign can connote attributes of sexual desirability and over time, the
Beckham sign ‘develops into a metalanguage and becomes a significant resource
for cultural expression and critique’.85
The celebrity, as a widely recognized semiotic sign, can encourage the public
who identify with such attributed ideological values to consume the celebrity itself
as a commodity (such as by watching the movies of a particular actor or by following on Twitter and Instagram) or products associated with the celebrity (like
by purchasing celebrity-endorsed products). On the other hand, the celebrity sign,
as a result of its publicly identifiable encodings, also presents rich opportunities
for alternative codings to challenge these ‘typical ways of behaving, feeling and
thinking in contemporary society’86 representative of majoritarian ideals. Apart
from their economic significance, reading celebrities semiotically can reveal how
celebrity signs can ‘reproduce the existing social struggles in their images, spectacle, and narrative’.87 First mentioned in Stars, and later more thoroughly explored
in Heavenly Bodies, Dyer’s analysis of the use of the Judy Garland semiotic sign by
the gay community provided a valuable foundation for subsequent studies on the
use of celebrity personalities by subcultural groups in their identity formation.88
Dyer claims that ‘[s]tars articulate what it is to be a human being in contemporary
society’.89 Most celebrities may be seen ‘as representing dominant values in society, by affirming what those values are in the “hero” types (including those values
which are relatively appropriate to men and women)’ or as alternative or subversive
types ‘that express discontent with or rejection of dominant values’.90 His work on
the politics and cultural dominance of whiteness91 also exposes an Anglo-Saxon
hegemony said to be characteristic of American society. According to Dyer’s pioneering analyses, celebrities can have an ideological function of not only reiterating
dominant values, but also concealing prevalent contradictions or social problems.
Consider David Beckham. The dominant coding for the Beckham sign may
be construed to represent not just sexual desirability, but also reinforcing the hegemony of white heterosexual desirability (thus excluding the representation of
85 Bosland, supra note 47, at 107. See also David Tan, The Unbearable Whiteness of
Beckham: Political Recoding of Celebrity Signs in First Amendment Jurisprudence, in Transparency,
Power & Control: Perspectives on Legal Communication 217 (Vijay K. Bhatia et al. eds., 2012).
86 Richard Dyer, Heavenly Bodies: Film Stars and Society 15–16 (2d ed. 2004).
87 Douglas Kellner, Media Culture: Cultural Studies, Identity and Politics Between
the Modern and the Postmodern 56 (1995).
88 Chris Rojek, Celebrity 70 (2001).
89 Dyer, supra note 86, at 7.
90 Dyer, supra note 82, at 52.
91 Richard Dyer, White (1997).
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the non-white non-heterosexual). The same may be said for Marilyn Monroe—the
quintessential Hollywood iconic sex symbol. Viewed in this manner, those opposing this majoritarian signification may want to recode the Beckham or Monroe
sign to highlight their subordinate or hidden status in society and to increase the
visibility of their political participation through the use of the celebrity symbol.
In the words of Garry Whannel, known for his writings on the signification of
sporting celebrities, a recoded image of Beckham that departs ‘from the dominant
masculinised codes of footballer style’ may also represent ‘a challenge to the heterosexual conformity of sport’s modes of male self-presentation’.92
Thus, if one accepts that ideological challenges may be affected through certain
recoded uses of the celebrity sign, then one could use a celebrity sign like Beckham
to interrogate:
[T]he categories of whiteness, men, ruling class, heterosexuality, and other
dominant powers and forms that ideology legitimates, showing the social
constructedness and arbitrariness of all social categories and the binary system
of ideology.93

This also means those who support the prevailing hegemony may also use the celebrity sign in an appropriate manner to express their ideological positions. In this
respect, the present author noted that ‘[w]hen faced with the possibility of a right of
publicity claim, those who wish to use recodings of celebrity signs as an expression
of their social identities need to reframe the dialogic practice as political speech in
the form of a legal argument within the context of a First Amendment defense’.94
Scholars interested to explore the semiotic significance of the celebrity phenomenon can refer to writings in star/celebrity studies, branding and marketing research, and consumer behaviour.95

III. The Way Forward—Many Possibilities
The invocation of semiotics in the study of IP signs is intimately intertwined
with the freedom of speech. However, this does not mean IP laws should always
92

Garry Whannel, Media Sport Stars: Masculinities and Moralities 202 (2002).
Kellner, supra note 87, at 61.
94 David Tan, The Commercial Appropriation of Fame: A Cultural Analysis of the Right
of Publicity and Passing Off 37 (2017).
95 See, e.g., Chris Rojek, Fame Attack: The Inflation of Celebrity and Its Consequences
(2012); Graeme Turner, Understanding Celebrity (2d ed. 2013); P. David Marshall, Celebrity
and Power (2d ed. 2014); Barry Smart, The Sport Star: Modern Sport and the Cultural
Economy of Sporting Celebrity (2005). Some of the relevant journals include: Persona Studies;
Journal of Consumer Psychology; Journal of Consumer Research; Journal of Advertising; Journal of
Advertising Research; Journal of Brand Management; Journal of Business Research.
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trigger direct constitutional scrutiny.96 Free speech rights can be comfortably and
internally accommodated within existing IP doctrine—as seen in how the First
Amendment of the US Constitution has been given effect in the interpretation of
the fair use defence in copyright or the non-commercial use exception in trademark dilution. As Sonia Katyal has observed:
Rather than expanding the marketplace of protected speech, as the First
Amendment attempts to do, intellectual property law has tended to narrow its
boundaries, thereby expanding the boundaries of the prohibited marketplace of
speech instead.97

Famous trademarks, well-known copyrighted works, and celebrity personalities
can function like Barthesian myths with universal ideological codings that are
recognized globally, enabling them to be read as polysemous texts open to playful
semiotic recodings and post-structural disruptions. Audiences engage with works
of copyright, trademarks, and celebrities via ‘textual signification’ and ‘connect
with [them] through interpretive and affective processes of semiotic engagement’.98 Semiotic readings of IP signs invite us to enter a world of possibilities that
explore a more nuanced interpretation of legal doctrine and legislative provisions.

96

Contra, Iancu v. Brunetti, 139 S.Ct. 2294 (2019); Matal v. Tam, 137 S.Ct. 1744 (2017).
Sonia K. Katyal, Between Semiotic Democracy and Disobedience: Two Views of Branding, Culture
and Intellectual Property, 4 WIPO J. 50, 62 (2012).
98 Ian MacRury, Advertising 190 (2009).
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A Primer on Intellectual Property and
Popular Culture Research
Arpan Banerjee*

I. Introduction
Popular culture has been defined in different ways, from quantitative definitions
focusing on metrics like television ratings to qualitative definitions focusing on ‘inferior’ culture outside ‘high culture’.1 These definitions are not always accurate.2
Nevertheless, popular culture usually has elements of mass consumption and
contemporariness. One can, therefore, perhaps define it through a legal lens—i.e.
popular culture is usually represented through works contemporary enough to
fall within the existing period of copyright protection (author’s lifetime and a further fifty years, per the Berne Convention, plus additional time in some countries).
Popular culture may also be represented through well-known trademarks, such as
the Playboy Bunny or Ronald McDonald.
Many leading intellectual property (IP) cases have centred around works of
popular culture, such as Campbell v. Acuff-Rose (a song parodying a Roy Orbison
song),3 Bridgeport v. Dimension Films (an NWA song using a sample),4 Hadley
v. Kemp (a Spandau Ballet song),5 Baigent v. Random House (Dan Brown’s The
Da Vinci Code),6 Huston v. Turner (a colourized version of The Asphalt Jungle),7
Deckmyn v. Vandersteen (an anti-immigrant cartoon appropriating Belgian comic
book characters),8 Pillsbury v. Milky Way (a sexual parody of the Pillsbury Dough

* This chapter draws from a paper presented at a workshop on IP Research Methodologies, held at
Singapore Management University (SMU) on 25 February 2017. I thank Professor Irene Calboli for inviting me to participate in the workshop, and the organizers at SMU for their hospitality. I also thank the
other participants for their inputs.
1 John Storey, Cultural Theory and Popular Culture: An Introduction 5–
12 (7th
ed. 2015).
2 For example, Shakespeare is viewed as ‘the epitome of high culture’ but originally constituted mass
entertainment. Id. at 6.
3 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994).
4 Bridgeport Music, Inc. v. Dimension Films, 410 F.3d 792 (6th Cir. 2005).
5 Hadley v. Kemp [1999] E.M.L.R. 589 [UK].
6 Baigent & Leigh v. Random House (2007) F.S.R. 24 [UK].
7 Huston v. Turner Entertainment Co., Cour de Cassation (Cass.) 28 May 1991, E.C.C. 334. [Fr.].
8 Case C-201/13, Deckmyn v. Vandersteen, 2014 E.C.R. 431.
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Boy),9 and Mattel v. MCA Records (the song ‘Barbie Girl’).10 In such cases, lawyers
and judges often focus strictly on blackletter law.11 However, IP law scholarship
can be enriched by moving beyond dry legal analysis. Over the past decade, several academicians have produced high-quality IP scholarship while engaging with
popular culture. This chapter highlights examples of such scholarship, based on
the premise that it can complement conventional legal analysis. Thus, I do not seek
to displace traditional legal analysis, but merely suggest interdisciplinary models
where such analysis can mingle with popular culture analysis.
In Section II, I will categorize varieties of IP and popular culture scholarship.
In Section III, I will discuss scholarship influenced by the humanities, as well as
calls among humanities scholars to engage more closely with practical legal issues.
In Section IV, I will discuss scholarship influenced by the social sciences, with an
emphasis on qualitative empirical research. I will conclude by considering future
directions in IP and popular culture scholarship.

II. Categories of IP and Popular Culture Scholarship
An influential report had compartmentalized legal research into four categories: (1)
expository research (blackletter law); (2) legal theory research (jurisprudence and
legal philosophy); (3) fundamental research (sociology of law, or law and economics); (4) and law reform research (sociolegal research).12
Many criticize such compartmentalization, arguing that legal researchers employ diverse methods and straddle between disciplines.13 In IP scholarship,
compartmentalization is especially difficult as a fair amount of scholarship has
emanated from outside the legal academy. Even within the legal academy, many
have drawn from other disciplines. Nevertheless, for a limited functional purpose, research on IP and popular culture can be broadly categorized as rooted in
three areas, which may overlap: (1) doctrinal law, jurisprudence and social science;

9

Pillsbury Co. v. Milky Way Prods., No. C78-679A, 1981 U.S. Dist. LEXIS 17722 (N.D. Ga. 1981).
Mattel, Inc. v. MCA Records, 296 F.3d 894 (9th Cir. 2002).
11 As one practitioner points out, it is ‘unthinkable’ for a court to hear a patent case ‘without at least
trying to understand how the new invention works’, but in a copyright case a court is not expected to
refer to literary criticism. Robert Rotstein, Beyond Metaphor: Copyright Infringement and the Fiction
of the Work, 68 Chi.-Kent. L. Rev. 725 (1992). One may also quote Jedediah Purdy: ‘Law is on the
boring side of many interesting topics. Entertainment law is not famously amusing . . . Law is the place
where passion comes to die of procedure.’ See Jedediah Purdy, Coming into the Anthropocene, 129 Harv.
L. Rev. 1619 (2016).
12 See Paul Chynoweth, Legal Research, in Advanced Research Methods in the Built
Environment 28 (Andrew Knight & Les Ruddock eds., 2008) (discussing the Harry Arthurs report in
Canada).
13 Id. See also Council of Australian Law Deans, Statement on the Nature of Legal
Research (2005), https://cald.asn.au/wp-content/uploads/2017/11/cald-statement-on-the-nature-of-
legal-research-20051.pdf.
10
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(2) the humanities; and (3) empirical social science. This categorization is explained in the Venn diagram below.
Two caveats apply here. First, these categories may be overbroad. More detailed
categories may be seen in two interdisciplinary IP collections, which respectively classify copyright chapters into ten categories (including history, economics,
linguistics, literature, art, and sociology)14 and trademark chapters into nine
(including positive law, marketing, law and economics, philosophy and anthropology).15 Second, deciding what qualifies as IP and popular culture scholarship,
and then what belongs to each of the three categories, is a subjective, inexact process. I have cherry-picked a handful of works from within and outside the legal
academy, drawing from personal research, recommendations, and a list of highly
cited IP articles.16 While United States (US)-based scholars frequently dominate IP
scholarship, my classification includes non-US scholars.
Characteristics of Sets A, B, and C:
1. A: analysis of statutes or case law; jurisprudential analysis; analysis based on
other branches of law; economic analysis of law; policy recommendations.
2. B: analysis of artistic genres or aesthetics; historical or political analysis
3. C: applied economics; sociolegal research; fieldwork; interviews and surveys;
policy recommendations.
Elements of Subsets and Intersecting Sets:
1. A –B –C = {a paper on case law on fair use,17 a paper on economic theories of
trademark protection,18 a paper on trademark parodies,19 an edited book on
IP issues in the entertainment industry, . . . 20}
2. B –A –C = {a book on aesthetic aspects of sampling,21 a paper on political and cultural aspects of storyline copying,22 various works on historical,

14 Lionel Bently, Jennifer Davis & Jane C. Ginsburg, Copyright and Piracy: An
Interdisciplinary Critique (2010).
15 Lionel Bently, Jennifer Davis & Jane C. Ginsburg, Trade Marks and Brands: An
Interdisciplinary Critique (2008).
16 Ted Sichelman, Most-
Cited IP Law Articles Published in the Last 10 Years, Written
Description (23 March 2016), https://writtendescription.blogspot.de/2016/03/most-cited-ip-law
-articles-published-in.html.
17 Pamela Samuelson, Unbundling Fair Uses, 77 Fordham L. Rev. 2537, 2541–43 (2009).
18 Mark A. Lemley & Mark P. McKenna, Is Pepsi Really a Substitute for Coke? Market Definition in
Antitrust and IP, 100 Geo. L.J. 2055 (2012).
19 Stacey L. Dogan & Mark A. Lemley, Parody as Brand, 47 U.C. Davis L. Rev. 473.
20 Research Handbook on Intellectual Property in Media and Entertainment (Megan
Richardson & Sam Ricketson eds., 2017).
21 Eduardo Navas, Remix Theory (2012).
22 Madhavi Sunder, Bollywood/Hollywood, 12 Theoretical Inquiries in L. 275 (2011).
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A
Doctrinal law,
jurisprudence and
theoretical social
science

B
Humanities

C
Empirical social
science

A ∪ B ∪ C = Scholarship on IP and Popular Culture
Figure 25.1 Types of research on IP and popular culture

aesthetic, social, and political aspects of remakes,23 a paper on the semiotics
of counterfeiting and piracy ,24 . . . }
3. C –A –B = {a paper with behavioural economics experiments with creators and buyers,25 a paper on the valuation of works,26 a paper surveying
downloaders,27 a paper with quantitative research on online content distribution,28 a paper with quantitative and qualitative research on protecting
ideas through social norms,29 . . . }
4. (A ∩ B) –C = {a paper on legal and cultural aspects of sampling,30 a book
on the history of piracy, combined with cinematic analysis and case law
23 Remakes and Remaking: Concepts—Media—Practices (Rüdiger Heinze & Lucia Krämer
eds., 2015); The Politics of Adaptation: Media Convergence and Ideology (Dan Hassler-
Forest & Pascal Nicklas eds., 2015); The Routledge Companion to Remix Studies (Eduardo
Navas, Owen Gallagher & Xtine Burrough eds., 2015); Lawrence Liang, Piracy, Creativity and
Infrastructure: Rethinking Access to Culture (Social Science Research Network Working Papers, 20 July
2009), https://ssrn.com/abstract=1436229.
24 Laikwan Pang, ‘China Who Makes and Fakes’: A Semiotics of the Counterfeit, 25 Theory, Culture
& Soc’y 117 (2008).
25 Christopher Buccafusco & Christopher Sprigman, The Creativity Effect, 78 U. Chi. L. Rev. (2011).
26 Paul Heald et al., The Valuation of Unprotected Works: A Case Study of Public Domain Photographs
on Wikipedia, 29 Harv. J. L. Tech. 1 (2015).
27 Stefan Larsson et al., Law, Norms, Piracy and Online Anonymity: Practices of De-identification in
the Global File Sharing Community, 6 J. Res. Interactive Mktg. 260 (2012).
28 Maurizio Borghi et al., Determinants in the Online Distribution of Digital Content: An Exploratory
Analysis, 3 Eur. J. L. Tech. (2012).
29 Emmanuelle Fauchart & Eric von Hippel, Norms-Based Intellectual Property Systems: The Case of
French Chefs, 19 Org. Sci. 187 (2008).
30 Olufunmilayo B. Arewa, From J.C. Bach to Hip Hop: Musical Borrowing, Copyright and Cultural
Context, 84 N.C. L. Rev. 547 (2006).
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analysis,31 various works with historical and cultural analysis of copyright
law,32 a book on copyright law, combined with discussions of musical genres
and music history,33 a paper with legal analysis of fair dealing provisions,
combined with analysis of visuals,34 . . . }
5. (A ∩ C) –B = {a paper with interview-based studies of protecting ideas
through social norms, while also discussing the scope of legal protection,35 a book with interview-based studies on the experiences of creators, coupled with legal analysis,36 an edited book on piracy, featuring
discussions of legal enforcement and economic data, and interviews with
stakeholders,37 a book with sociological studies of piracy that discuss legal
enforcement,38 a paper on case law on fair use, coupled with experiments
with users ,39 . . . }
6. (B ∩ C) –A = {a book with ethnomusicological studies of piracy, including
interviews and discussions about aesthetics,40 a book on social, economic,
and political dimensions of piracy, through fieldwork,41 a paper on how social communities create derivative works, with interviews and cinematic
analysis,42 . . . }
7. A ∩ B ∩ C = Discussed in part 2 of this chapter.
To reiterate, the above classification is inexact. For example, one highly cited
paper opens with a discussion of Tarnation and Mashin’ of the Christ, two
collage-like films using copious copyrighted material.43 Almost the entire article is confined to legal analysis, making it an appropriate candidate for the
subset A–B–C. Yet, by making the reader aware of new cinematic genres, even
if briefly, there may be a case to place it in (A ∩ B) –C. Similarly, I have placed
31

Peter Decherney, Hollywood’s Copyright Wars: From Edison to the Internet (2012).
Siva Vaidyanathan, Copyrights and Copywrongs (2003); Dear Images: Art, Copyright
and Culture (Daniel McClean & Karsten Schubert eds., 2002).
33 Joanna Demers, Steal This Music (2006).
34 Ronan Deazley, Comics, Copyright and Academic Publishing, 4 The Comics Grid: J. Comics
Scholarship 5 (2014).
35 Dotan Oliar & Christopher Sprigman, There’s No Free Laugh (Anymore): The Emergence of
Intellectual Property Norms and the Transformation of Stand-Up Comedy, 94 Va. L. Rev. 1787 (2008).
36 Jessica Silbey, The Eureka Myth: Creators, Innovators and Everyday Intellectual
Property 287–91 (2015).
37 Media Piracy in Emerging Economies (Joe Karaganis ed., 2011).
38 Vivencio O. Ballano, Sociological Perspectives on Media Piracy in the Philippines
and Vietnam (2016).
39 Xtine Burrough & Emily Erickson, Let’s Go Crazy: Lenz v. Universal in the New Media Classroom, 1
J. Interactive Tech. & Pedagogy (2012).
40 Peter Manuel, Cassette Culture: Popular Music and Technology in North India
(1993).
41 Shujen Wang, Framing Piracy: Globalization and Film Distribution in Greater China
(2003).
42 Ishita Tiwary, The Discrete Charm of Local Practices: Malegaon and the Politics of Locality, 6
Bioscope 67 (2015).
43 Molly Shaffer Van Houweling, Distributive Values in Copyright, 83 Tex. L. Rev. 1535 (2004).
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Sunder’s paper on storyline copying in B-A-C. The paper examines a screenplay
by an internationally acclaimed Indian director and a Japanese anime series, allegedly plagiarised by Steven Spielberg and Disney respectively. The paper reads
like a work of humanities scholarship, with extensive discussion on cinema, culture, and politics. Yet, some may contend that the paper was published in a legal
theory journal and may serve as a critique of copyright jurisprudence, making it
a member of (A ∩ B) –C. Likewise, in one of the edited collections in B –A–C, a
culture studies professor analyses storyline copying in Bollywood. At one point,
she departs from her non-law focus to criticize a legalistic paper written by me
on the subject.44
Ultimately, these contradictions concern a wider dilemma of ‘defining exactly
where one discipline begins and another ends’.45 Nevertheless, in many cases, the
classification is justified. Some articles simply do not qualify for the intersecting
sets. Here, the subset A–B–C is of significance. Much of this subset encompasses
technical legal scholarship that lawyers are most familiar with. For example, Frank
Schechter’s influential paper on trademark dilution is a fitting candidate for this
subset.46 Schechter later rephrased his argument thus: ‘[I]f you allow Rolls Royce
restaurants and Rolls Royce cafeterias, and Rolls Royce pants, and Rolls Royce
candy, in 10 years you will not have the Rolls Royce mark any more’.47 Schechter’s
article employed arguments directly relevant for judges and lawyers, sidestepping
empirical research surveying Rolls Royce consumers, or a historical inquiry into
the brand. In a similar vein, Samuelson’s oft-cited article, which I have placed in the
same subset, scrutinizes fair use cases involving popular culture works, but not the
works themselves.
There is nothing wrong in holding that conventional legal analysis, catering to
judges and lawyers, should occupy a central position in IP and popular culture
scholarship. One may point to Harry Edwards’ well-known critique of interdisciplinary scholarship failing to assist the legal profession.48 Richard Posner, agreeing
partly, says of some postmodernist scholarship: ‘No judge could get anything out of
that literature’.49 However, excessive reliance on technicalities can lead to absurdities. For example, in a case on as exciting a question as whether the storyline of a
44 Lucia Krämer, The End of the Hollywood ‘Rip-Off?’: Changes in the Bollywood Politics of Copyright,
in The Politics of Adaptation: Media Convergence and Ideology 143, 148–51 (Dan Hassler-
Forest & Pascal Nicklas eds., 2015).
45 Jeffrey A. Knapp, Walls Tumbling Down: Opportunities for Librarians in Interdisciplinary Research,
in Social Science Libraries: Interdisciplinary Collections, Services, Networks 53 (Steven W.
Witt & Lynne M. Rudasill eds., 2010).
46 Frank I. Schechter, The Rational Basis of Trademark Protection, 40 Harv. L. Rev. (1927).
47 Trade-Marks: Hearings Before the H. Comm. on Patents, 72d Cong. 15 (1932) (statement of Frank
I. Schechter).
48 Harry Edwards, The Growing Disjunction Between Legal Education and the Legal Profession, 91
Mich. L. Rev. 24 (1992).
49 Richard Posner, Deprofessionalization of Legal Teaching and Scholarship, 91 Mich. L. Rev. 1921,
1928 (1992).
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Harry Potter book was plagiarized, an attempt to determine substantial copying
was made through an expert specializing in ‘lexical sharing analysis’, involving ‘a
statistical analysis of the proportion of nouns, verbs and adjectives shared between
the two texts’.50 Thus, looking beyond the law can reduce mismatches between legal
and artistic developments.51 For instance, in Hadley v. Kemp, references were made
to how musicians create songs by ‘jamming’.52 Would it not benefit lawyers and
judges to learn more about how musicians jam, and reflect on whether the law on
copyright co-authorship fits smoothly with this? In Bridgeport v. Dimension Films,
although the court based its reasoning on rigid legal principles (‘Get a licence or
do not sample’53) it conceded that ‘hip hop artists may view this rule as stifling
creativity’.54 Here, scholars can make valuable contributions by examining the history of sampling in hip-hop and its cultural significance. Similarly, legal analysis of
Huston v. Turner can benefit from references to film theory and history. Why did
John Huston like to shoot in black-and-white? What was the aesthetic significance
of showing the Asphalt Jungle in black-and-white?
Asking such questions also becomes important because of an elitist tendency
among some judges to belittle popular culture. For example, in the US, a judge
(later overruled) once observed that jazz compositions were ‘only the common
garden variety of musical compositions’, lacking the ‘dignity’ of ‘higher’ choral
or orchestral pieces.55 Thus, ‘no obvious and substantial damage’ was caused
by playing Irving Berlin’s songs in a ‘cheap’ dance hall without a licence.56 In an
English copyright case, involving two historical fantasy books, a judge observed,
‘One must not under-estimate the commercial attraction of the rubbish which
I have attempted to describe’.57 In another English case, a moral rights dispute
between two rap bands, the court described the lyrics as ‘for practical purposes a
foreign language’.58
Michael Dorf interprets Edwards’ critique as a case for ‘Goldilocks’ scholarship ‘that’s neither too abstract nor too concrete, but just right’.59 This, perhaps,
is a model that scholarship on IP and popular culture can aspire towards, especially within the legal academy. The most useful templates would then lie within
the subsets intersecting with set A, with A ∩ B ∩ C being particularly interesting.
The next two sections discuss these subsets.

50

Allen v. Bloomsbury (2010) EWHC 2560, paras. 73–77 (Ch).
See generally Christine Farley, Judging Art, 79 Tul. L. Rev. 805 (2005).
52 Hadley v. Kemp [1999] E.M.L.R. 589, 640–41, 645 [UK].
53 Bridgeport Music, Inc. v. Dimension Films, 410 F.3d 792, 801 (6th Cir. 2005).
54 Id. at 804.
55 Irving Berlin v. Daigle, 26 F.2d 149, 150 (E.D. La. 1928).
56 Id.
57 Ravenscroft v. Herbert [1980] RPC 193, 200 [UK].
58 Confetti Records v. Warner Music UK Ltd. [2003] EWHC 1274, paras. 151, 154.
59 Michael Dorf, Judge Harry Edwards Is Still Unimpressed with Legal Scholarship, Dorf on Law (15
December 2014), http://www.dorfonlaw.org/2014/12/judge-harry-edwards-is-still.html.
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III. Humanities-Influenced Scholarship
James Boyd White notably criticized lawyers for using ‘technical’ language.60 White,
a professor of both law and English literature, inspired the Law and Literature
movement in the 1980s, which metamorphosed into a wider Law and Humanities
movement.61 An offshoot of Law and Humanities, linked more closely to popular
culture, has been the Law and Film movement.62 In the 1980s, Posner dismissed
Law and Literature. Posner argued that law was ‘a technique of government’ rather than ‘a humanity’, and that literary analysis had ‘no useful application to’ law.63
During the 1990s, Posner reiterated his opposition to the movement.64 Posner was
not alone. When a Law and Film course was first introduced at Harvard, ‘technical
law’ professors allegedly reacted with ‘guffaws’ and ‘derision’.65
Posner has since revised his ‘negative tone’ and described Law and Literature
as ‘rich and promising’, even engaging with Law and Film.66 But Posner is still
critical of the ‘amateurishness’ of ‘weak’ humanities scholars who lack adequate
legal knowledge, and vice versa.67 Then, Posner has criticized the prevalence of
left-wing biases.68 Posner has also questioned why Law and Humanities scholars
have neglected ‘professional’ legal questions, such as whether copyright law hinders creativity, or whether defamation law influences film-makers to cloak real-life
individuals behind fictitious characters.69
Of Posner’s criticisms, the grouse about left-wing biases can be taken with a
pinch of salt. Many scholars lean left or right, and are entitled to do so. With respect to the ‘hard’ law argument, what Posner points to is a tendency within Law
and Humanities to study the law in popular culture (i.e. legal themes in creative
works) rather than the law of popular culture (i.e. when creative works themselves
form the subject-matter of the law). Examples of the former would be analyses of
the legal themes in To Kill a Mockingbird70 or Rashomon.71 Examples of the latter
would generally cover the technical law field of entertainment law, whose origins
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James Boyd White, The Legal Imagination 5 (1985).
See Austin Sarat, Matthew Anderson & Cathrine O. Frank, Introduction: On the Origins and
Prospects of the Humanistic Study of Law, in Law & The Humanities: An Introduction 1–11(Austin
Sarat, Matthew Anderson & Cathrine O. Frank eds., 2010).
62 See, e.g., Steve Greenfield, Guy Osborn & Peter Robson, Film and the Law: The Cinema of
Justice (1st ed. 2001).
63 Richard Posner, Law and Literature: A Relation Reargued, 72 Va. L. Rev. 1351, 1374 (1986).
64 Richard Posner, Remarks on Law and Literature, 23 Loy. U. Chi. L.J. 181, 192 (1991). See also
Richard Posner, The Problems of Jurisprudence 393–94 (1993).
65 Alan A. Stone, Teaching Film at Harvard Law School, 24 Legal Stud. F. 573, 574 (2000).
66 Richard Posner, Law and Literature 6, 51–55 (3d ed. 2009).
67 Id. at 6–7.
68 Id. at 6–9.
69 Id. at 545.
70 Tim Dare, Lawyers, Ethics, and To Kill a Mockingbird, 25 Phil. & Lit. 127 (2001).
71 Orit Kamir, Judgment by Film: Socio-Legal Functions of Rashomon, 12 Yale J. L. & Human. 39
(2000).
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date back to blackletter texts several decades ago.72 In an IP context, the in law
tradition can have some utility. For example, the Oscar-nominated film Joy, a
biopic of the prolific patentee Joy Mangano, can help lawyers appreciate that not
all inventors are trained scientists. To use another example, some scholars blame a
New York Times editorial by Michael Crichton, on gene patenting, for influencing
a Congressional Bill.73 Here, one can analyse Crichton’s dystopic novel Next, on
the same subject, to understand how popular fiction can influence public opinion
on IP. Overall, however, law in scholarship arguably offers hard IP law scholarship
much less than what law of scholarship does.
A seminal Law and Film book, in the law in tradition, has conceded that ‘traditional blackletter analysis’ can have a place within the field, but observed that
entertainment lawyers ‘may not much care’ about issues beyond the law.74 For IP
scholars, this presents interesting possibilities. If Law and Humanities scholars
produce more works in the law of tradition, this may lead to valuable ‘Goldilocks’
scholarship where legal analysis is complemented by perspectives from disciplines
like culture and media studies. This can be a departure from blackletter entertainment law scholarship, law in popular culture scholarship, and humanities scholarship in the B-A subset. Recently, a group of Law and Film scholars—all from
humanities backgrounds—have advocated precisely this. In collection of essays
edited by them, they have urged Law and Humanities scholars to consider a ‘different critical direction’, which expands beyond ‘literariness’, examines ‘how the
industry and culture of film are traced through legal frameworks’, and delves into
‘very real practical problems’.75
Three essays in the above collection concern IP. Two are authored by film studies
professors (Peter Decherney and Paul McDonald respectively) and the third by
two law professors (Mark Bartholomew and John Tehranian). Decherney (a book
by whom was cited earlier in (A ∩ B) –C) begins by recalling Thomas Jefferson’s
observations on the need to balance copyright.76 He then walks the reader through
legislation and case law. He peppers this with insights on cinema and considers the
law’s impact on creativity. Decherney argues, among other things, that Hollywood
has suffered from ‘copyright ambivalence’, initially seeking permissiveness in reusing ideas and later the opposite.77 He discusses, for example, a storyline-copying
lawsuit where an advertisement for a bride was held to be a non-protectable plot
72 See, e.g., Louis D. Frohlich & Charles Schwartz, The Law of Motion Pictures: Including
the Law of the Theatre (1918); Edward Ivamy, Show Business & the Law (1955).
73 See Anne Bartow Laakmann, Restoring the Genetic Commons: A Common Sense Approach to
Biotechnology Patents in the Wake of KSR v. Teleflex, 14 Mich. Telecomm. & Tech. L. Rev. 43, 45
(2007).
74 Greenfield, Osborn & Robson, supra note 62, at 2–3, 5.
75 Eric Hoyt et al., On the Legal Lives of Hollywood, in Hollywood and the Law 1, 6 (Paul
McDonald et al. eds., 2015).
76 Peter Decherney, One Law to Rule Them All: Copyright Goes Hollywood, in Hollywood and the
Law 23 (Paul McDonald et al. eds., 2015).
77 Id. at 30.
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device, and was later used in multiple films. In contrast, a court ‘over-determined
Spielberg’s influence on the shark-attack genre’ by holding that the film Great
White infringed the copyright of Jaws.78 Decherney also discusses the US Supreme
Court’s decisions in Eldred v. Ashcroft,79, and Golan v. Holder,80 noting that the
consequences of these decisions is a ‘shrinking public domain’ that leads to copyright hindering rather than fostering creativity.81 McDonald discusses provisions
of international copyright treaties and US law, along with landmark piracy cases.
However, he situates this amidst a ‘hidden history’ of ‘pirate entrepreneurship’.82
McDonald provokes debate on piracy versus access by using the example of a trial
where cast members of the film Paper Moon testified to having accessed pirated
copies themselves.83
Bartholomew and Tehranian discuss the use of trademarks in films. They
contrast two well-
known US cases separated by a decade—
Dallas Cowboys
84
Cheerleaders v. Pussycat Cinema, where a court found the use of a sports team’s
trademarks in a pornographic film to be infringing, and Rogers v. Grimaldi,85
where Ginger Rogers failed to prevent the use of her name in Federico Fellini’s
film Fred and Ginger. The authors argue that the latter decision has gradually influenced US courts to be ‘film-maker-friendly’.86 However, the authors caution that
this has not prevented rights owners from frequently demanding the removal of
logos from films. Among the instances they cite is one where Budweiser’s manufacturers demanded the removal of their logo from the Oscar-nominated film Flight,
about an alcoholic pilot. The authors argue that while large film studios can contest
lawsuits from brand owners, smaller studios may capitulate.87 Bartholomew and
Tehranian’s essay is more legalistic than the other two. Nevertheless, they have still
engaged with modern cinema and addressed artistic concerns. Thus, on the whole,
the three essays are good examples of how scholarship on hard IP law can blend
with the humanities.
Moving on to Posner’s concern about interdisciplinary ‘amateurishness’, collaborative efforts like the above are one way to tackle this. There also exist law professors with advanced degrees in areas concerning popular culture, who practise
interdisciplinarity. For example, Olufunmilayo Arewa (cited in (A ∩ B) –C)) holds
78

Id. at 31–32.
Eldred v. Ashcroft, 537 U.S. 186 (2003).
80 Golan v. Holder, 565 U.S. 1270 (2012).
81 Decherney, supra note 76, at 40.
82 Paul McDonald, Piracy and the Shadow History of Hollywood, in Hollywood and the Law 69
(Paul McDonald et al. eds., 2015).
83 Id. at 78.
84 Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema Ltd., 467 F. Supp. 366 (S.D.N.Y. 1979).
85 Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989).
86 Mark Bartholomew & John Tehranian, The Changing Landscape of Trademark Law in
Tinseltown: From Debbie Does Dallas to the Hangover, in Hollywood and the Law 47 (Paul McDonald
et al. eds., 2015).
87 Id. at 62.
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a JD and a PhD in anthropology (with a thesis on popular culture). Lawrence Liang
(cited in the same subset) holds law degrees and a PhD in cinema studies. Jessica Silbey
(discussed in the next section) holds a JD and a PhD in comparative literature, with a
thesis on trial films (i.e. in the law in tradition of Law and Humanities). But it should
also be asked why humanities scholars cannot dabble in legal analysis, or vice versa,
with little or no formal training.88 For instance, despite no apparent formal legal background, Decherney has filed an amicus brief in Golan v. Holder, and also joined legal
scholars in leading the venerable International Society for the History and Theory
of Intellectual Property (ISHTIP). Lawrence Lessig (discussed in the next section) is
regularly cited by scholars from other disciplines. The Routledge Companion to Remix
Studies (cited in B–A–C, and certainly not a work of legal scholarship) even opens by
crediting Lessig with inspiring the title of the book.89 Thus, while Posner’s criticism is
admittedly aimed at ‘weak’ scholars, it is problematic to interpret this as excluding the
possibility of a law scholar being self-taught in another discipline, or vice versa.

IV. Empirical Social Science-Influenced Scholarship
Over a century ago, Oliver Wendell Holmes famously urged lawyers to look beyond blackletter law, towards disciplines like economics and statistics, and consider the ‘social advantage’ of laws.90 In the 1920s and 1930s, the left-leaning Legal
Realism school implemented such an agenda, focusing on actors ‘[b]ehind decisions’ and ‘beyond decisions’.91 Legal Realism paved the way for two later movements strongly based on empirical research methods—Law and Society and
Empirical Legal Studies.92 The term ‘empirical’ ordinarily refers to ‘evidence about
the world based on observation or experience’, which ‘can be numerical (quantitative) or non-numerical (qualitative)’.93 Empirical Legal Studies has tended to prioritize quantitative research methods, focusing on ‘the subset of empirical legal
scholarship that uses statistical techniques and analyses’.94 In contrast, Law and
88 See Robert Kramer, Some Observations on Law and Interdisciplinary Research, Duke L.J. 563, 564–
65 (1959) (arguing that lawyers are equipped to be self-taught in other fields).
89 Eduardo Navas, Owen Gallagher & Xtine Burrough, Introduction, in The Routledge Companion
to Remix Studies 1 (Eduardo Navas, Owen Gallagher & Xtine Burrough eds., 2015).
90 Oliver Wendell Holmes, The Path of the Law, 10 Harv. L. Rev. 457 (1897).
91 Karl N. Llewellyn, Some Realism About Realism: Responding to Dean Pound, 44 Harv. L. Rev. 1222
(1931).
92 Mark Suchman & Elizabeth Mertz, Toward a New Legal Empiricism: Empirical Legal Studies and
New Legal Realism, 6 Ann. Rev. L. & Soc. Sci. 555, 557–60 (2010).
93 Lee Epstein & Gary King, The Rules of Inference, 69 U. Chi. L. Rev. 1, 2 (2002). See also Lee
Epstein & Andrew Lee Martin, Quantitative Approaches to Empirical Legal Research, in The Oxford
Handbook of Empirical Legal Research 901 (Peter Cane & Herbert Kritzer eds., 2010); Lisa
Webley, Qualitative Approaches to Empirical Legal Research, in The Oxford Handbook of Empirical
Legal Research 936 (Peter Cane & Herbert Kritzer eds., 2010);
94 Michael Heise, An Empirical Analysis of Empirical Legal Scholarship Production, 1990–2009, U. Ill.
L. Rev. 1739, 1740 (2011). See also Suchman & Mertz, supra note 95, at 558–59.
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Society’s founding agenda was to avoid research that is ‘blind to culture and context’.95 While Law and Society has often resisted policy-oriented scholarship and
challenged ‘received wisdom’, Empirical Legal Studies has generally been rooted in
legal positivism and aimed to assist policy-makers, thus making it ‘less radical and
less threatening to the legal establishment’.96
There exists significant IP scholarship which (consciously or not) belongs to the
Empirical Legal Studies97 and Law and Society98 fields. But is not always easy to
classify IP scholarship as empirical, and then place it within one of these two subcategories. For instance, one view of empirical scholarship includes historical and
cultural research, as well as ‘abstract’ scholarship.99 Applying this, various works
placed outside set C can be classified as empirical, from Lemley and McKenna’s
paper on economic theories concerning trademarks (in A–B–C) to Orewa’s paper
on legal and cultural aspects on sampling (in (A ∩ B) –C) . Furthermore, within
empirical research, research involving behavioural economics can overlap with
both Empirical Legal Studies and Law and Society.100 The Venn diagram in this
chapter has thus used the broad term ‘empirical social sciences’. For functional
reasons, this includes applied social science research but not purely theoretical social science research (placed in set A). Methods used in applied social science research usually comprise statistical analysis, interviews, observations, simulations,
and the use of control groups.101 Thus, for example, Liang’s paper, which analyses
aesthetic aspects of derivative films made by an indigent community in India, has
been placed in the subset B–A–C. But a paper by Ishita Tiwary that draws from
Liang’s work, with the added elements of visits to the community and interviews,
has been placed in (B ∩ C) –A.
Among the works in set C, the extent of engagement with legal issues may vary.
For instance, Fauchart and von Hippel (in C–A–B) study how chefs use norms and
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Lawrence Friedman, The Law and Society Movement, 38 Stan. L. Rev. 770 (1986).
Suchman & Mertz, supra note 92, at 560, 575.
97 See, e.g., Pamela Samuelson, The Path of IP Studies: Growth, Diversification, and Hope, 92
Tex. L. Rev. 1758 (2014); Robert Merges, Economics of Intellectual Property Law, in 2 The Oxford
Handbook of Law and Economics (Francesco Parisi ed., 2017) 200, 209–13 (both papers discussing
examples of Empirical Legal Studies IP scholarship and methods employed).
98 See, e.g., William Gallagher, What Is a ‘Law and Society Approach to Intellectual Property? (2009),
http://digitalcommons.law.ggu.edu/pubs/30 (discussing examples of Law and Society IP scholarship
and methods employed). See also Creativity Without Law: Challenging the Assumptions of
Intellectual Property (Kate Darling & Aaron Perzanowski eds., 2017); Intellectual Property
Policy Reform: Fostering Innovation and Development (Christopher Arup & William van
Caenegem eds., 2009) (both books containing Law and Society IP papers).
99 Suchman & Mertz, supra note 92, at 563.
100 For example, Fauchart and Eric von Hippel’s paper (supra note 29) and Oliar and Sprigman’s paper
(supra note 35) have been mentioned as examples of Empirical Legal Studies scholarship (Merges, supra
note 97), but the former has also been included in a Law and Society collection (Darling & Perzanowski,
supra note 98).
101 See Allan Kimmel, Ethics and Values in Applied Social Research 10–15 (1988); John
Newton, Applied Research, in The SAGE Dictionary of Social Research Methods 8–10 (Victor
Jupp ed., 2006).
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customs to protect recipes, while Oliar and Sprigman (in A ∩ C) –B) conduct a
similar study with respect to stand-up comedians. While both papers demonstrate
the limits of the law and the relevance of non-legal mechanisms, the latter indulges
in legal analysis, while the former avoids this. The latter has also been published in
a law journal and the former in a social sciences journal, indicating that the authors
had different audiences in mind. In keeping with the premise of this chapter, the
subsets of C that intersect with A (i.e. (A ∩ C) –B and (A ∩ B ∩ C)) are more directly relevant for judges and lawyers and deserve closer attention.
Of these two subsets, scholarship falling in the first does not engage closely with
popular culture works. For example, Oliar and Sprigman do not critically comment on the content of jokes and comment on their social and cultural value.
Similarly, the contributors to Joe Karganis’ book conduct interviews and field
visits, but avoid venturing into areas like film history and criticism. Another instructive example, from the same subset, is Silbey’s book The Eureka Myth. Silbey
conducts semi-structured interviews with numerous scientists, artists, and musicians, selected through non-random, stratified sampling.102 Silbey explains that
she chose an ‘exploratory’ qualitative methodology to better understand the experiences and motivations of creators.103 Inspired by disciplines like psychology,
sociology, and anthropology, she thus studies ‘lived experiences from the ground
up’.104 Silbey’s research reveals deep emotional connections between creators and
their works, and challenges the ‘stunningly persistent and monolithic’ incentive-
based theories of IP with evidence that creators are motivated by non-monetary
motives.105 To make her sample more representative, Silbey also interviews business professionals.106 Alongside these empirical components, Silbey discusses legal
issues. Yet, notwithstanding her training in the humanities, Silbey does not critically examine the works of her interviewees, or provide extensive historical and cultural commentary. This makes scholarship in A ∩ B ∩ C a rare hybrid.
As a starting point, Lawrence Lessig’s Remix and Free Culture are two acclaimed
books that clearly belong to A ∩ B ∩ C. In Free Culture, Lessig traces how Walt
Disney ‘was always parroting the feature-length mainstream films of his day’,
such as Steamboat Willie (a parody of a Buster Keaton film, Steamboat Bill Jr),
and how Disney’s entire catalogue contains an ‘astonishing’ amount of borrowed
work.107 Yet, through an interview with an illustrator, Lessig shows copyright law
has gradually come to hinder such borrowing.108 Thus, Lessig combines historical
research with the simple empirical techniques of unstructured interviewing and
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Silbey, supra note 36, at 287–91 (2015).
Id. at 287–8.
Id. at 17
Id. at 5–7, 16.
Id. at 9–10.
Lawrence Lessig, Free Culture 21–24 (2004).
Id. at 26–27.
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‘purposive sampling’.109 Lessig repeats this approach elsewhere in the book. For
instance, he cites a conversation with a film-maker who wished to use a clip from
the Simpsons and received the consent of the show’s creator, but faced obstacles
from the show’s producers.110 Lessig combines such analysis with legal analysis,
starting with the Statute of Anne and Donaldson v. Beckett,111 and moving on to the
Copyright Term Extension Act and Eldred v. Ashcroft,112 where Lessig was closely
involved.113 In Remix, Lessig uses a similar approach. In the opening chapter, he
recalls being ‘overwhelmed with emotion’ on watching a video installation comprising passionate fan tributes to John Lennon.114 Interviewing the creator, Lessig
reveals how she faced copyright objections from Yoko Ono and Sony.115 In the
same chapter, Lessig interviews other artists with similar experiences. Lessig goes
on to make policy suggestions to facilitate derivative works, such as an ‘amateur
remix’ exception.116
A handful of similar books and papers have since been published. One example
is the book Creative Licence by Kembrew McLeod and Peter DiCola (professors of
law and communication studies respectively), which discusses sampling. The authors claim inspiration from a call for greater interdisciplinary research by Ronald
Coase, the Nobel Prize-winning economist and pioneer of Law and Economics.117
The authors emphasize the need for ‘approaches that pay close attention to history,
culture, technology, media, law and economy’, while involving ‘empirical research
that involves talking to people who have a direct stake in these matters’.118 The authors employ approaches ranging from historical analysis to case law analysis to
economic analysis—arguing, for example, that albums by Public Enemy and the
Beastie Boys would not have been ‘commercially practical to release’ had licences
for all sampled material been obtained, as the bands would ‘pay out more than they
receive’.119 The book contains interviews with scores of experts, from renowned
musicians to music company executives to legal scholars. The authors also discuss
policy reform.
A second example is a paper, by Aaron Perzanowski, on how the tattoo industry
uses community IP norms.120 Perzanowski discusses the history of tattooing, along
109 Michael Quinn Patton, Qualitative Evaluation and Research Methods 46 (1990) (defining purposive sampling as selecting ‘[i]nformation-rich cases . . . from which one can learn a great
deal about issues of central importance to the purpose of the research’.).
110 Lessig, supra note 107, at 95–99.
111 Brown’s Parl. Cases 129 (2d ed. 1774).
112 Eldred v. Ashcroft, 537 U.S. 186 (2003
113 Lessig, supra note 107, at 85–94, 228–46.
114 Lawrence Lessig, Remix 5–7 (2008).
115 Id. at 9–11.
116 Id. at 254–55.
117 Kembrew McLeod & Peter DiCola, Creative License: The Law and Culture of Digital
Sampling 267 (2011).
118 Id.
119 Id. at 210.
120 Aaron Perzanowski, Tattoos & IP Norms, 98 Minn. L. Rev. 511 (2013).
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with contemporary trends. He also discusses the low scope for copyright protection available to tattooists, referencing statutes, case law, and scholarly opinion.
The empirical component of Perzanowski’s paper (its standout feature) comprises
semi-structured interviews with tattoo artists, documenting how passionately they
feel about their work, how they feel about copying (some consider imitation as flattery, for example), and how they assert claims of authorship in the absence of legal
protection.
A third example is a book, by Marta Iljadica, on graffiti art.121 Iljadica begins by
discussing historical and aesthetic matters concerning graffiti art. She moves on to
discuss legal issues in considerable detail, and concludes with suggested copyright
reforms. The meat of Iljadica’s work, though, comprises semi-structured interviews and fieldwork, conducted in London. Iljadica purports to follow a ‘grounded
theory’ approach.122 Here, her research resembles Silbey’s and Perzanowski’s.
However, unlike Silbey or Perzanowski, Iljadica studies what is an ‘illegal subculture’.123 Here, Iljadica raises some important ethical issues, such as that of keeping
the identities of many interviewees anonymous.124 She also declares that her ‘sympathies were already engaged with graffiti writers’, and that it is possible for researchers to ‘take sides’ according with their political beliefs without making their
research biased.125
Assessing the above works, there is no doubt that Lessig has been an early pioneer of scholarship falling within the intersecting subsets of set C. However,
Lessig’s books are written in accessible language and aimed towards both lawyers and a broader general readership. In comparison, the publications by Silbey,
McLeod and DiCola, and Iljadica show a conscious attempt to maintain methodological rigour, along with reflections on methodology and interdisciplinarity. This
perhaps makes them more suitable templates for researchers prioritizing sophisticated research methods. Nevertheless, legal scholars should certainly consider the
merits of reach out to a broader readership, and the dichotomy of IP and popular
culture scholarship being divorced from a popular readership.

V. Conclusion
Through an inexact categorization, I have tried to emphasize that interdisciplinary
IP and popular culture scholarship, drawing from the humanities and empirical

121 Marta Iljadica, Copyright Beyond Law: Regulating Creativity in the Graffiti
Subculture (2015).
122 Id. at 80. A ‘grounded theory’ method ‘involves developing theory as the research proceeds rather
than testing a hypothesis posited in advance’. See Webley, supra note 93, at 926.
123 Iljadica, supra note 121, at 67.
124 Id. at 74.
125 Id. at 68–73.
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social sciences, can complement conventional legal analysis. The future of such
scholarship holds much promise. In terms of research topics, fan films, internet
memes, and the use of artificial intelligence to create works can all be exciting
areas. I wish to conclude with a few thoughts on the role that scholars from developing countries can play, in a field dominated by Western scholars. Most developing countries lag behind the West in science and technology, and generate
far fewer patents (China being a notable exception). However, many developing
countries are home to vibrant creative industries, such as China, Brazil, India, Iran,
and Nigeria. In some areas, such as moral rights or traditional cultural expressions,
developing countries even have more robust laws than in the US.
A day before the workshop charting the course of this book I was privileged to
attend a colloquium for IP scholars from developing countries in Asia, organized
by the WIPO and WTO,126 which culminated in a collection of essays.127 At the
colloquium, and in some of the essays, scholars spoke of various difficulties facing
them, from inadequate funding to high teaching workloads. In such circumstances,
it may become challenging for developing country scholars to produce research on
IP and popular culture. In countries where the role of law schools is primarily to
fulfil job market requirements, such scholarship may be viewed as a luxury. Here,
one can look with some trepidation towards Britain. Some years ago, the then
British higher education minister, Margaret Hodge, criticized British universities
for offering ‘Mickey Mouse courses’ supposedly lacking intellectual rigour and not
being tailored towards the job market.128 The remark was perceived as being targeted towards popular culture courses in humanities departments. Conservative
sections of the British press, such as the Daily Telegraph and the Daily Mail, have
since repeatedly borrowed Hodge’s expression and attacked universities offering
popular culture courses.129 It is possible that a similar view can find currency in
developing countries, where most universities are state-funded and employment
challenges are much greater than in Britain. One thus hopes that organizations like
WIPO, WTO, and UNESCO can impress upon governments and universities in
developing countries to support IP and popular culture research, and that cultural
and creative industries can also see value in such research.

126 WIPO–
WTO Asian IP Teachers’ Colloquium, Singapore Management University, 20–
22
February 2017.
127 WIPO–WTO Colloquium Papers (Antony Taubman et al. eds., 2017).
128 ‘Irresponsible’ Hodge under Fire, BBC News (14 January 2003), http://news.bbc.co.uk/2/hi/uk_
news/education/2655127.stm.
129 See, e.g., Graeme Paton, ‘Mickey Mouse’ Degrees Cost Taxpayers £40m, The Telegraph (21 August
2007), http://www.telegraph.co.uk/news/uknews/1560894/Mickey-Mouse-degrees-cost-taxpayers-40m.
html; Laura Clark, Media Studies and Other Trendy ‘Mickey Mouse’ Degrees ‘Leave Students Dissatisfied’,
Daily Mail (12 September 2007), http://www.dailymail.co.uk/news/article-481449/Media-Studies-
trendy-Mickey-Mouse-degrees-leave-students-disatisfied.html.
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Consequentialist Thinking and Economic
Analysis in Intellectual Property
Shubha Ghosh

I. Introduction
For those who want to base intellectual property (IP) on an assessment of the consequences of doctrinal choices, economics offers a necessary set of tools and methods
for analysis.1 This chapter provides an assessment of these tools and methods, and
of the problems of translating this mode of thinking into legal reform.
Consequentialism is the normative view that the desirability of a decision depends on the desirability of the consequences of the decision as opposed to an inherent rightness or wrongness of the decision itself.2 This normative posture does
not imply that the ends justify the means because undesirable means (for example,
violence) would set precedents for future decisions. A deeper difficulty with consequentialism is the problem of assessing all the consequences of a decision and
determining a standard for desirability. These questions are the subject of ongoing
debate within the consequentialist approach. The contribution of this chapter is
to show how economic methods are critical for those adopting a consequentialist
posture.
At the outset, consequentialism might be questioned as a compass for legal
policy analysis. With respect to IP, the case is often made for the primacy of creators and inventors as the end of IP law. Some may even switch the focus to users or
consumers or audiences, however, construed. Even if one adopts a purely deontic
ethic, focusing solely on desirable ends, how to reach these desired goals is a critical
1 See Jean Tirole, Economics for the Common Good 7–8 (2017) (charting a relationship between economics and the common good); Dani Rodrik, Economics Rules: The Rights and
Wrongs of the Dismal Science 1–8 (2015) (explaining how economics is important for decision-
making in many contexts); Charles Wheelan, Naked Economics: Undressing the Dismal
Science xxiv (2002) (economics and problem solving). For specific discussions of the economics of
intellectual property, see Tirole, id. at 430–54; Suzanne Scotchmer, Innovation and Incentives
(2004); and Bronwyn Hall et al., The Choice Between Formal and Informal Intellectual Property: A
Review 52 (2) J. Econ. Lit. 375–423 (2014). I have not included the Landes & Posner book because of
its vintage although I do talk about their work on trademark below. You should read other works than
Landes and Posner anyway.
2 Walter Sinnott-Armstrong, Consequentialism, Stanford Encyclopedia of Philosophy (3 June
2019), https://plato.stanford.edu/entries/consequentialism/.
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and unavoidable question. One still needs to argue that a particular legal policy
choice (fair use, ownership, remedies) harms or benefits whatever ends one seeks.
Even if one accepts consequentialism to some degree, there may still be doubt
about the proper role of economics in IP analysis. An overzealous emphasis on
rationality, a myopic concern with equilibrium, a hyperanalytic retreat from
reality—each have been a criticism of economic thinking, whether in law or in
other domains. Some of these criticisms, however, could readily apply to humanistic approaches to law, whether literary theory, cultural studies, or other variations. But these criticisms of economic theory, really of any theory, can ignore its
relevance.3 This chapter makes a case for economic analysis in IP law in two parts.
First is setting forth familiar economic methods as applied to IP issues. Second is
the problem of translating economic knowledge into a normative framework for
legal advocacy and policy-making.
What follows is not intended as a comprehensive treatment of economy
methodology. Technical details of economic analysis are left for interested
readers who would like to pursue cited scholarship.4 The emphasis here is on
intermediate and advanced level concepts in economics as applied to IP. Those
who want to have more than a cursory understanding should engage with the
arguments in this chapter. However, I am aware of the reality. As someone at
a conference recently suggested (after I mentioned to him that I was writing
this chapter), people flip through technical economic articles to identify some
understandable results and work from there to legal analysis. However, such a
flip approach (in all senses) may miss important ideas.5 As a result, the mapping onto legal analysis may be misguided. The question of mapping across disciplines, from economics or other fields and applying them to law, is a largely
unexamined topic. Section III of this chapter attempts to fill that gap in the
scholarship as translation across disciplines is the most important feature of
interdisciplinary study of legal policy.

3 For an analysis of literary theory and conceptualism in copyright law, see Shubha Ghosh,
The Mirror, The Lamp, and Public Performances, Oxford Handbooks Online (2017),
http://  w ww.oxfordhandbooks.com/  v iew/  1 0.1093/  o xfordhb/ 9 780199935352.001.0001/
oxfordhb-9780199935352-e-45.
4 For a more extensive discussion of models as methods of analysis, see Rodrik, supra note 1, at
45–82; Peter Spiegler, Behind the Model: A Constructive Critique of Economic Modeling
(2015); Hal R. Varian, How to Build an Economic Model in Your Spare Time, in Passion and
Craft: Economists at Work (Michael Szenberg ed., 1997); Amartya Sen, Description as Choice,
reprinted in Choice, Welfare and Measurement 432, 442 (1982).
5 This chapter also shows no sympathy or empathy for the math phobic. Those who express disdain
for mathematics uncritically are, in the opinion of this author, are unworthy of respect as much as those
who express disdain for literature, the fine arts, and music. For those who are not suspicious or disdainful of mathematics, I recommend Jordan Ellenberg, How Not to Be Wrong: The Power of
Mathematical Thinking (2014); Charles Whelan, Naked Statistics (2013); and John Allen
Paulos, Innumeracy: Mathematical Illiteracy and Its Consequences (1988). Consulting these
works may cure a poor mathematical education. As for those who disdain the humanities or the natural
sciences, there is of course no hope.
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II. Behaviour, Institutions, and Economic Methods
Economic analysis, very broadly stated, is divided into approaches based on behaviour and institutions. Behavioural approaches may already be familiar to
readers who have studied rational choice theory and its criticisms as well as the
conventional textbook introduction to economics.6 Individual choices subject to
constraints from prices and income determine demand, while individual firms
(accepted as a black box), subject to constraints from prices and technology, determine supply. Prices guide behaviour and individual interactions. As applied to IP,
rational creators and inventors respond to prices, income, and legal rules to produce new works that are in turn distributed based on exclusive rights granted to creators. Contemporary variations, under the rubric of behavioural economics, focus
on deviations from rational choice based on cognitive and psychological limits on
decision-making, which effectively act as additional constraints on choice.
Institutional approaches start from identifying rules, norms, and conventions that ground specific organizations that shape institutions.7 Institutional approaches contrast with behavioural approaches which start with the psychology
of individual actors in the economy, whether consumers, manufacturers, or distributors. For example, the firm is one such organization, and an institutional analysis emphasizes the rules within a firm such as those that allocate tasks among
managers, employees, and other constituencies. Behavioural assumptions inform
institutional analysis (just as institutional assumptions are implicit in behavioural
analysis), but scholars in an institutional tradition focus on the structure of organizations that give substance to institutions. When institutional thinkers, for example, talk about markets, they often refer to the specific means through which
transactions between buyers and sellers occur such as contract and property rules
or the particular customs of brokerage houses. Behavioural scholars refer to the
market as an abstract price mechanism without consideration of how prices are
formed in concrete transactions. With respect to IP, an institutional approach
would emphasize the locus of creation in various settings, the rules of licensing
that shape potential dissemination of new works, and the dynamics of litigation in
shaping the competitive conditions for IP-based markets.
This section will examine how each of these approaches to economics arise in
IP scholarship and policy-making. After considering behavioural and institutional approaches separately, the section ends with a discussion of several subfields
within economics, particularly industrial organization, public finance, and growth
theory, which have provided important insights on IP law and policy.
6 For a sophisticated treatment, see Avishai Margalit, Normal Rationality: Decisions and
Social Order (2017) (an important social psychologist perspective on rational choice and its applications to social institutions).
7 See Paul Milgrom & John Roberts, Economics, Organization, and Management (1992);
Robert Bates et al., Analytic Narratives (1998).
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A. Behavioural Approaches to Intellectual Property
Perhaps the best-known example of behavioural approaches to IP is the Brief of
Nobel Laureate Economists in favour of the petitioner in the Eldred v. Ashcroft case
in 2002.8 At issue was the constitutionality of a retroactive extension of the copyright term by Congress in 1998. The legal arguments rested on Congress’s power
under art. I, § 8, cl. 8 of the United States Constitution and the meanings of ‘promoting progress’ and ‘limited terms’. The amicus brief provided by the economists
framed the question in terms of the benefits and costs. The argument stated succinctly is that a twenty-year retroactive extension could not provide incentives for
authors to produce new works. A rational author would see the additional twenty
years as too distant in the future and it appropriately discounts the additional years
of exclusivity. Therefore, the benefits of the extension would be minimal and most
likely non-existent while the potential costs, as measured by loss to consumers,
would be substantial. This analysis is a standard behavioural analysis of IP rights;
the emphasis was on incentives and the decision-making of creators.
The majority of the Supreme Court was not swayed by the economists’ argument, or most other arguments brought in favour of the petitioner. The Court
adopted a deferential stance towards Congress’s decision and held that the term
extension could provide incentives for distributing the already created works in
new media and fora, such as those that were being introduced by the internet in
the late 1990s. Although not expressly framed in cost-benefit terms, the Court’s
analysis found benefits from the term extension that belied the point about
discounting of future returns. An institutional perspective on the issue presented in the Eldred case is the subject of discussion in the next section. Perhaps
the economic analysis could have benefitted from a richer sense of institutions,
but that may be just the benefit of hindsight. The Court majority seemed keen to
give Congress wide latitude with respect to IP legislation, a lesson worth bearing
in mind when reading the section on translating economic methods onto legal
policy-making.
Behavioural approaches to IP also come up in assessments of patent law. Patent
races are a good example of how individuals presumably respond to private incentives.9 While patents are sometimes described as creating a monopoly producing dead-weight losses for a market, this analysis ignores the race to obtain a
patent. Inventors understand that the grant of a patent will provide exclusivity and

8 Brief of George A. Akerlof et al. as Amici Curiae in Support of Petitioners at 12, Eldred v. Ashcroft,
537 U.S. 186 (2003) (No. 01-618). See also Stan J. Liebowitz & Stephen Margolis, Seventeen Famous
Economists Weigh in on Copyright: The Role of Theory, Empirics, and Network Effects, 18 Harv. J. L. &
Tech. 435, 457 (2005).
9 Drew Fudenburg et al., Preemption, Leapfrogging, and Competition in Patent Races, 22 Eur. Econ.
Rev. 3 (1983); Jennifer F. Reinganum, The Timing of Innovation: Research, Development, and Diffusion,
in Handbook of Industrial Organization (Richard Schmalensee & Robert D. Willig eds., 1989).
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resulting rents in markets for the invention. Therefore, they are willing to expend
resources to obtain the exclusive rights. These resources are spent on research and
development to produce an invention that meets the legal standards of patentability. They are also spent on the legal process of patent prosecution and enforcement of any resulting patents. This expenditure of resources to obtain patent rights
is a patent race among inventors, and it serves to dissipate any rents that arise from
the exclusive rights provided by the patent. Rent dissipation is an important concept because it tends to mitigate any excessive profits that arise in the markets for
patented inventions, and it provides incentives for inventors to produce socially
desirable inventions.10 Policy-makers can set the terms for the patent race and
thereby shape the nature and timing of invention through influencing the behaviour of inventors.
Trademark law also has a conventional story grounded in behavioural analysis of economics.11 By guiding search, trademarks serve to benefit consumers
and define interactions between buyers and sellers in the marketplace. The
search explanation begins with a basis behavioural assumption that consumers
cannot distinguish the quality of various products before the purchasing decision. Warranties by sellers may not have credibility, and can only be enforced
after the purchasing decision has been made and the consumer has bought an
inferior product. Trademarks serve to indicate quality before the purchasing decision. Firms, by investing in trademarks and other aspects of branding, show that
they are willing to stand by their products. Customers learn to associate the trademark with a certain mark of quality and can more readily identify products in the
marketplace. Trademark law grants companies an exclusive right to prevent consumer confusion if another company makes unauthorized use of the trademark.
Trademarks serve two goals. First, marks resolve an information problem among
consumers in their search for quality products. Second, marks create incentives
for firms to promote and develop quality products. Consumers can thereby engage in rational purchasing decisions.
These three examples illustrate economic analysis of behaviour as applied to
IP. The examples should be familiar as they are standard explanations for various
aspects of copyright, patent, and trademark doctrines. Footnotes in this section,
however, show criticisms of these approaches. The next section turns to institutional economic analysis, which provides additional insight on IP, some of which
subverts the standard analysis and some of which adds nuance to the behavioural
analysis.

10 See Robert P. Merges & Richard R. Nelson, On the Complex Economics of Patent Scope, 90 Colum.
L. Rev. 839, 872 (1990);Mark F. Grady & Jay I. Alexander, Patent Law and Rent Dissipation, 78 Va.
L. Rev. 305, 317 (1992).
11 See William M. Landes & Richard A. Posner, Trademark Law: An Economic Perspective, 30 J. L. &
Econ. 265 (1987).
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B. Institutional Analysis of Intellectual Property
Institutional approaches lead us to the organizational context within which transactions occur. Instead of treating firms and markets as black boxes, institutional
analysis unpacks these social arrangements to better understand the mechanics
of how they operate. For example, economic analysis of antitrust leads to considerations of the structure, conduct, and performance of markets to identify when
antitrust intervention is needed to promote competition. In the case of firms, institutional analysis introduces notions of agency problems, opportunism, and
informational and communication failures to examine the interactions of the
various actors within the managers, officers, and employers within the firm. Tools
of game theory help in taking apart the strategic interactions among these actors
and revealing how firms function. Finally, market design is another dimension
of institutional analysis. Market design has both a practical dimension, based
on experimenting and studying policies, and a theoretical dimension, based on
identifying optimal rules consistent with private incentives. The first prong is associated with economists Alvin Roth12 and Elinor Ostrom13; the second, with economist Leonid Hurwicz.14 Given the complexities of market design, its influence on
IP has been minimal but future research may more carefully consider the implications for the design of IP-based markets.
With respect to IP, institutional analysis has had an important influence.
Analysis of the potentially anticompetitive effects of IP rest on understanding
the market context of IP. While behavioural theory would emphasize the exclusive rights granted by IP as providing a financial incentive for the creator, institutional theory would examine how exclusivity affects the distribution of products
and services subject to IP protection. Institutional analysis would extend into
licensing and contracting practices of the IP owner and how they shape innovation. Furthermore, institutional analysis has implications for how employment
contracts and policies shape research and development, and invention, within the
firm.15 Finally, enforcement of IP rights provides rich research questions for institutional approaches to economics. Court rules and remedies affect litigation
12 See Alvin Roth, Who Gets What—and Why: The New Economics of Matchmaking and
Market Design (2015).
13 See Elinor Ostrom, Governing the Commons: The Evolution of Institutions for
Collective Action (1990); Understanding Knowledge as a Commons: From Theory to
Practice (Charlotte Hess & Elinor Ostrom eds., 2011).
14 See Leonid Hurwicz & Stanley Reiter, Designing Economic Mechanisms (2008).
15 For an excellent legal doctrinal treatment of business organization and intellectual property,
see Jyh-An Lee, Nonprofit Organizations and the Intellectual Commons (2013). For an
economic analysis of intellectual property within the theory of the firm, see Dan L. Burk & Brett H.
McDonnell, Trademarks and the Boundaries of the Firm, 51 Wm. & Mary L. Rev. 345, 346 (2009); Dan
L. Burk & Brett H. McDonnell, The Goldilocks Hypothesis: Balancing Intellectual Property Rights at the
Boundary of the Firm, U. Ill. L. Rev. 575 (2007); Paul J. Heald, A Transaction Costs Theory of Patent Law,
66 Ohio St. L.J. 473 (2005).
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strategies of IP in limiting alleged infringers. Once again, institutional analysis uncovers the details of legal rights and their consequences.
Institutional analysis offers a contrast to the approach of the economists’ brief in
Eldred. While the argument that retroactive extension has no influence on the incentives for creating new works, the Court emphasized the markets for derivative
works and dissemination in new market settings. Institutional analysis may have
helped in identifying this strand of the argument and countering with empirical
studies of how these subsidiary markets arise. In the Eldred case itself, the petitioner was about to develop an internet domain for works that would have entered
the public domain absent the term extension. Distributors, like the petitioner, were
prepared to enter the market absent the attraction of copyright. Further support
is provided by Professor Paul Heald’s work on book publication and the public
domain.16
More interesting is the implication of institutional economic analysis for the relationship between the courts and legislatures.17 This area of study is a challenge
for economic analysis since economic theory might have little to contribute to the
rich political theory literature on the legal system. But economic analysis of policy
needs to consider constraints arising from the legal system. In Eldred, the salient
issue was about deference to Congress. Economic analysis might help in examining whether such deference is warranted given its political influence of shaping
copyright law, which might call into question the law’s broader social benefits.
Economic analysis might have little to add to the political science literature on legislation. Nonetheless in assessing policy economic analysis should take into consideration legislatures and courts.
Institutional analysis can add nuance in understanding patent races.
Contemporary scholarship has examined more closely the dynamics of patent
examination and strategic interactions between the patent office and the courts.
While patent prosecution has often been portrayed as a black box reduced to a
binary grant/deny decision, scholars have recently empirically looked at the determinants of patent examiner decision-making. Understanding how the patent
office works has implications for strategic interactions between prosecution and
litigation. For example, knowledge about how the patent office functions is relevant to what deference courts should pay to the agency, how courts interpret patent
claims, and the assessment of validity. The patent race literature provides a rationalization for exclusive rights and attendant rights, but institutional analysis of the
16 Paul J. Heald, Property Rights and the Efficient Exploitation of Copyrighted Works: An Empirical
Analysis of Public Domain and Copyrighted Fiction Bestsellers, 92 Minn. L. Rev. 1031, 1046–50 (2008)
(providing evidence countering the Eldred court’s contention that copyright is needed to exploit new
avenues for existing works and showing the obvious point that public domain works are cheaper for
publishers to exploit).
17 For discussion of this issue, see Shubha Ghosh, Contemporary Views on Economics of Patents,
in Oxford Online Handbook of Economics, available at https://doi.org/10.1093/acrefore/
9780190625979.013.351.
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patent examination process can further inform policies towards the patent office
and the development of new procedures, such as oppositions.
Institutional analysis can also enrich the search theory of trademarks.
Conventional theory emphasizes the problem of information as to product quality.
But trademarks seem to have a broader function in binding consumers to companies and in allowing firms to differentiate their products from those of competitors. An institutional analysis of trademarks would look beyond search to examine
other dimensions of a market that trademark shapes. Trademarks affect how consumers can speak about products, how loyalty between consumers and firms is
secured, and how firms can enter a marketplace.18 These deeper considerations
have implications for economic analysis of the freedom of expression and free markets. Through such considerations, economic analysis can inform competition
analysis of trademarks and limits on trademark enforcement and grants.
The discussion in this and the previous section engaged with some fundamental
and perhaps familiar concepts in economics with an application to IP law and
policy. However, deeper models and modes of analysis inform the economics of IP.
The next section engages with these more advanced topics.

C. Economic Subfields and Intellectual Property
Readers may be familiar with the two broad divisions of economics into microeconomics and macroeconomics. The former deals with individual decision-
making by consumers and firms in the marketplace, and the latter with aggregate
economic concepts such as national income and economic growth. IP economics
finds grounding in both these areas, and economic based arguments in support
of IP often move, without much rigour, between these two areas. Sometimes, economic analysis will focus on incentives, which is a topic for microeconomics, and
at the same time make statements about IP promoting aggregate measures such
as industrial growth or gross revenues as gauges of Progress, all of which points
to a macroeconomic assessment. Within the field of economics, the lines between
microeconomics and macroeconomics have been blurred, nonetheless, there are at
least two different modes of analysis which need to be distinguished.
More often, economic analysis is divided along techniques, often rooted in mathematics. Traditional economic analysis focuses on the maximization of various
objectives functions for firms, consumers, and markets with a reliance on mathematical methods from calculus: constrained optimization, dynamic programming,
and differential equations. Such mathematical analysis is complemented by statistical techniques designed to test predictions and to measure economic concepts,
18 Shubha Ghosh, Competition, Markets, and Trademark Transactions, in The Law and Practice of
Trademark Transactions 121 (Irene Calboli & Jacques de Werra eds., 2016).
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such as price elasticity of demand. Statistical techniques include the familiar regression analysis as well as estimation of probabilities and various parameters in
a probability distribution function. This traditional approach has a long pedigree
but came into its own in the 1950s with the work of the Cowles Commission.19
Since the 1950s expanded techniques include those of game theory to analyse strategic and interdependent behaviour, mechanism design to investigate the optimal
forms of institutional design, experimental methods to examine the psychology
and social norms underlying decision-making, and decision theory to sort out how
rules shape group behaviour in contexts like voting or bargaining. This typology
of economics by technique may offer more insight than the traditional divide between micro-and macroeconomics, especially in identifying arguments based on
behaviour and institutions. Some of these various techniques have informed the
scholarship on IP to a certain extent.
Economic analysis has also been divided into subfields based upon subject
matter. The subject matter division cuts across the micro-and macroeconomics
split, as well as across the typology based on techniques. The subfields arise from
historic applications of economics to particular problems as well as the development of the administrative state into various fields of regulation to which economics has contributed. For the field of IP, two subject matter subfields are of
interest: Industrial Organization and Public Finance. These two subfields, in
turn, overlap in the area of Regulatory Economics, which could be described as
a third subfield but perhaps more helpfully can be described as the intersection of
Industrial Organization and Public Finance.
Industrial Organization deals with market structures and the economics of
competition in various technological and cost environments.20 Antitrust law has
been a beneficiary from Industrial Organization, whether one looks at the Harvard
School that focuses on the structure, conduct, and performance of industries or
the Chicago School that focuses on the rationality of contracting and competition. Industrial Organization is also relevant for IP. In the narrowest, and perhaps
outmoded sense, IP has been characterized as a monopoly in the legal literature
which has been translated through economics into a market structure consisting of
a single seller. To the extent that each patented invention is its own unique product,
the monopoly characterization may be true as a tautology. But such characterization is not helpful analytically either within economics or within law. Often there
are design arounds for a patented invention that can create a competitive alternative. Also, patented inventions may be licensed to create competitive firms in the
marketplace. For these reasons, market structures other than monopoly may better

19 See Philip Mirowski, Machine Dreams: Economics Becomes a Cyborg Science 241–302
(2002).
20 See Jean Tirole, The Theory of Industrial Organization (1988); Frederic M. Scherer &
David Ross, Industrial Market Structure and Economic Performance (1990).
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characterize the markets generated from patented inventions, and by extension
from copyrighted works or trademarked products. Industrial Organization invites consideration of oligopolistic or monopolistic competition market structures,
or to cast more broadly examination of the economics of product differentiation
and price discrimination. Furthermore, the Industrial Organization literature also
studies contracting practices and behaviour within the firm, each of which is relevant for IP.
Public Finance economics focuses on the economics of the government sector.21
Intervention into markets by government policies are justified through the existence of externalities, or interdependence among consumers and firms in the consumption or production of goods. Public goods represent a type of externality
resulting from the inherent sharing or joint consumption of certain items, such
as national defence, a criminal justice system, or highways. Public Finance economists analyse how policies such as taxes, subsidies, or legal rights can address
externalities so that goods are neither under-nor over-consumed. IP is a public
finance problem because the knowledge that is created through creative works and
inventions create externalities in both consumption and production. Government
subsidies of research and development or of the arts can promote the creation of
these works that might be underproduced by the market. In addition, legal rights,
such as the exclusive rights of IP, can also address the externality problem through
harnessing private incentives to create and manage different types of knowledge,
whether utilitarian inventions or works of creative expression.22
With respect to IP, Industrial Organization and Public Finance overlap.23
Government subsidies and particular creation of property rights can create anticompetitive conditions in the marketplace which need to be addressed as part of
an effective IP system. The overlap of Industrial Organization and Public Finance
is often done in a piecemeal fashion by divorcing the creation of property rights
through IP law from anticompetitive concerns under antitrust law. But increasing
the various issues are subsumed under what can be called Regulatory Economics24
with IP rules as just one other set of regulations which, along with antitrust laws,
food and drug laws, and communications laws, govern creative and inventive enterprises. This direction of scholarship has been fruitful as it allows examination
of the interplay of different legal systems and a recognition of how regulations
can promote and inhibit innovation.25 In turn, the turn to Regulatory Economics
21 Richard Cornes & Todd Sandler, Theory of Public Goods, Externalities, and Club
Goods (1996).
22 See Shubha Ghosh, Deprivatizing Copyright, 54 Case W. Res. L. Rev. 387 (2004).
23 This overlap can be traced at least back to Adam Smith who emphasized both the public good
provision role of copyright and its support of monopoly. See Gillian Hadfield, The Economics of
Copyright: An Historical Perspective 1–46 (ASCAP Copyright Law Symposium No. 38).
24 See W. Kip Viscusi et al., Economics of Regulation and Antitrust (2000).
25 See, e.g., Lisa Larrimore Ouellette, Patentable Subject Matter and Nonpatent Innovation Incentives,
5 U.C. Irvine L. Rev. 1115 (2015); Tejas N. Narechania, Patent Conflicts, 103 Geo. L.J. 1483 (2015).
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enriches the policy tools that are the basis for debate in IP law implementation and
reform.26 How economic analysis shapes policy is the subject of the next section.

III. Translating into Legal Reform
Economic analysis can shape the development of IP law in two ways. First, economic analysis can broaden the set of facts on which IP law is grounded. If it is
not factually supported that an expansion in the term of IP would induce more
creative works, then arguably the term should not be expanded. Economic analysis offers tools to assess this or other underlying facts that can inform policy debate. Second, economic analysis can supplement legal reasoning by framing and
examining logical arguments about the relationship between legal doctrine and
certain desirable ends. If the claim is that patent rights can promote new pharmaceutical products, there must be a logical connection between rights and products.
Economic analysis can set forth the links in the chain between the means and ends
and help to identify weaknesses in those links. Note that this use of economic analysis may have factual dimensions. But this second point disregards that factual
dimension to emphasize the pure logical claim that underlies a legal rule. Judge
Posner’s argument that common law reasoning should be (and more strongly, is)
economic reasoning stresses the use of logic in deriving legal rules. But arguably,
economic reasoning is also relevant for formulating legislation or designing institutions for enforcing IP rights. Both the logical and the factual must be taken into
consideration in translating economic analysis into the domain of law.
Economic analysis may not be helpful in determining what are the normative
goals (or ends) of law. Determining ends may be a matter of cultural examination, historical contingency, or democratic deliberation. But given certain ends,
economics can be useful in assessing the consequences of certain legal choices in
reaching the desired ends. Many may find this normative agnosticism frustrating
and even undermining of the legal system. Could economics justify undemocratic or antisocial policies? Does it even make sense to discuss rational means to
irrational ends? One might try to take solace that no rational system would include a suicide pact. At the same time, there are numerous examples where rational decision-making lead to destructive results. Part of the problem stems from
the inability to assess uncertain outcomes, ones for which probabilities cannot be

26 One recent development in economic analysis is the field of Identity Economics, which looks
at how elements of personal identity (gender, age, race, religion) can affect economic transactions
and markets. See George A. Akerlof & Rachel E. Kranton, Identity Economics: How Our
Identities Shape Work, Wages, and Well-Being (2010). See also Glenn C. Loury, The Anatomy
of Racial Inequality (2002). How this area will apply to intellectual property is yet to be fully explored, but for a preliminary investigation see Shubha Ghosh, Identity, Invention, and the
Culture of Personalized Medicine Patenting (2012).

418

Shubha Ghosh

determined. Perhaps to the chagrin of some readers, I will accept the conclusion
that many of these debates are irresolvable. Instead, I will start from the proposition that was set forth at the beginning of this chapter: economics’ role is to help
ascertain the consequences of various decisions. Economic analysis deals with
statements of the form: If A then B, without any judgment about the desirability
of B. Such if-then statements can be addressed either through logical analysis,
through factual analysis, or a mix.
One example of economic analysis as an assessment of logic is work on natural
monopoly theory and IP. A 2008 paper shows how natural monopoly theory casts a
spectre on IP policy and how IP debates need to be recast in light of developments
in economic theory.27 Natural monopolies arise in situations where one firm can
best provide a product or service in order to avoid duplication of costs or efforts.
One argument is that the costs of developing creative and inventive works results
in a natural monopoly, which the government should protect through strong exclusive rights. Pharmaceuticals are one instance where such an argument arises.
The problem with the argument is that natural monopolies preclude competition
which offers several benefits to consumers through lower prices and innovation.
What the 2008 paper showed is that economic theory had developed to question
the theory of natural monopoly and environments that were deemed to be inconsistent with competition often could be designed better through the introduction
of competition. This development of theory leads to the identification of potential competition and market contestability that would defeat the need for a natural monopoly. Economic developments also included analysis of government
regulatory bodies that administered natural monopolies. More open administration could also introduce competition with resulting benefits. The 2008 paper
consequently extended these arguments against natural monopoly to developing
systems of IP that rested less on strong exclusionary rights and more on mechanisms of market entry and governance that permitted competition. This analysis is a
purely logical one, resting on theoretical propositions, with several examples from
regulatory contexts. As a purely logical argument, the paper illustrates the advantages and applications of economic analysis for the design of IP law.
Professors Besen and Meurer offer a mix of factual and logical inquiry in their
economic assessment of patent law.28 Their argument started from the anticompetitive effects of patent litigation and the attendant costs for consumers and the
distribution of inventive products. Statistics on litigation outcomes informed
this analysis, but mathematical models of strategic behaviour in litigation framed
the statistical analysis. The authors develop their argument by pointing to the

27 See Shubha Ghosh, Decoding and Recoding Natural Monopoly, Deregulation, and Intellectual
Property, U. Ill. L. Rev. 1125, 1127 (2008).
28 James Bessen & Michael J. Meurer, Patent Failure: How Judges, Bureaucrats, and
Lawyers Put Innovators at Risk 9 (2008).
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vagueness of patent claims as a principal reason for conduct in litigation. Since
patent claims do not provide notice to potential infringers of the scope of a patent, litigation can be costly and burdensome. They support this claim by comparing litigation in two sectors: software and pharmaceuticals. The first sector is
one where patent claims are inscrutable; the second is one where patent claims are
more ascertainable. They find differences as to litigation delay and costs in the two
sectors as support of their thesis on patent notice. Their analysis concludes with
policy recommendations for lowering patent litigation costs, especially through
reforms to patent claiming and patent construction.
The Besen-Meurer study has been the subject of criticism, especially as with
respect to sample selection creating upward bias in their estimates of litigation
costs.29 But the work is an example of how economics can enlighten, or at least enliven, debate over facts and the consequences of legal rules in IP. Recent work by
Glynn Lunney on sound recording copyright provides another example.30 Lunney
combines both a factual and logical analysis of sound recording copyright to make
the case for a narrow sound recording copyright and for its possible elimination if
the right cannot be properly tailored. He begins his argument with the incentive-
access paradigm for copyright. With a long pedigree extending over four hundred
years, the incentive-access paradigm justifies copyright as providing incentives
for creating new works while providing access within the market system for such
works. Working within a standard supply–demand model of the market for sound
recordings,31 Lunney points out that copyright enforcement would increase the
demand for works beyond what would exist if copying were allowed. The increase
in demand would result in an increase in price for the product and an increase in
29 ‘There are a number of limitations in Bessen and Meurer’s methodology that we recommend they
or others address. In our opinion, these limitations require that Bessen and Meurer’s findings on the
issue of NPEs be viewed with some reservations and skepticism’. See David L. Schwartz & Jay P. Kesan,
Analyzing the Role of Non-Practicing Entities in the Patent System, 99 Cornell L. Rev. 425, 433 (2014).
30 Glynn Lunney, Copyright’s Excess: Money and Music in the US Recording Industry
(2018).
31 Lunney is implicitly assuming that the market for sound recordings can be described as a perfectly
competitive one. There is a problem with this assumption since sound recordings are heterogeneous
and the model of perfect competition assumes that product being sold is homogeneous. One can characterize his model as one for a particular genre of sound recording or for the sound recordings of a
particular artist. In the latter two cases, sound recordings may be close to be perfectly substitutable, as
is a necessary assumption for perfect competition. But even within a model of perfect competition, one
would expect that the introduction of copyright would raise barriers to entry, again creating a deviation
from the model of perfect competition. In fact, one explanation for Lunney’s finding that more copyright led to a fall the quantity and quality of sound recordings is that copyright raised barriers to entry.
This explanation is consistent with his second finding that the quantity and quality of sound recordings
increased with digital platforms. These platforms lowered barriers to entry making the market more
competitive. For a discussion of copyright markets under different market structures, see Christopher
Yoo, Copyright and Product Differentiation, 79 N.Y.U. L. Rev 212 (2004) (explaining the incentive-
access paradigm through a model of monopolistic competition). See also Shubha Ghosh, Policing the
Boundaries of Design (work in progress on file with the author) (discussing the prevention of spurious
product differentiation as a reason for tailoring design protection among design patent, copyright, trade
dress, and functional protection under utility patents).
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quantity in the marketplace, consistent with the incentives-access paradigm. But,
Lunney points out, this increased price for copyrighted sound recordings benefits
all sound recordings, not just the marginal ones made realized by copyright. This
benefit of increased price for existing works is what Lunney calls ‘copyright’s excess’. The question is whether this windfall gain to creators is justified through new
works. Lunney makes the case that the windfall most likely outweighs any societal
gains. Therefore, there is a weak, if not non-existent economic case for copyright.
But the analysis rests strongly on how the market for copyright is structured, specifically, how the windfall may actually be distributed between the marginal works
and already existing works. For example, if returns are distributed mostly to superstars, then the economic case for copyright may be strengthened if by superstar
we mean producers of quality works. As Lunney emphasizes, the supply–demand
model provides a stylized framework for assessing economic arguments in favour
of copyright. Underlying this stylized framework is the assumption that copyright
does in fact promote new revenue-generating works. Lunney’s examination of the
facts in the context of sound recording copyright shows that the assumption is
false. More copyright does not in fact generate more works.
For his factual analysis, Lunney compiled his own dataset on the revenues generated from songs through various distribution mechanisms over time. His first conclusion is that while sales of recorded music increased fivefold from 1961 to 1999,
music output—whether measured in quantity or quality—declined. From 1999 to
2014, however, music sales declined while music output increased. These conclusions do not support the fundamental assumption of copyright. Lunney attributes
these findings in part to competition and the availability of distribution channels
in the marketplace.32 Such competition challenged existing market power in the
music industry by offering outlets for musicians to distribute their music and for
consumers to obtain them. At least with respect to sound recordings,33 copyright
has failed its promise.
Lunney’s scholarship is a good illustration of engaged, policy-oriented economic research. His goal is perhaps to persuade legislatures and courts as they
address sound recording copyright. But more broadly, his goal is to change the
narrative surrounding copyright, which is often couched in terms of economic
harms from piracy and the need for stronger copyright to boost markets. Lunney’s
counternarrative may change the terms of the debate. Besen and Meurer’s work on
the failure of the patent system may have had a similar effect. Advocacy grounded
in economic analysis may take a creative turn. Professor Ted Bergstrom, an
32 For a revealing analysis of corporate response to Napster, one that complements Lunney’s analysis,
see Michael A. Carrier, Copyright and Innovation: The Untold Story, 2012 Wis. L. Rev. 891 (2012). See
supra note 31, for discussion of the competition and market structure issues in Lunney’s analysis.
33 Lunney concludes that further research is needed to see how copyright’s excess extends to other
areas, such as software, where market conditions and costs may imply a different conclusion. See
Lunney, supra note 25, at 213–14.
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economist at the University of California, Santa Barbara, published an extensive
study of how copyright lead to overpricing among academic journals. While the
empirical evidence he gathered is extremely compelling, he also offered a solution
to address the problem: boycotting of these journals especially by professors asked
to be peer reviewers. Sometimes it is good to accompany narrative with a concrete
call to action.34
Economic analysis translates into legal activism in traditional ways: brief
writing, Congressional testimony, and advocacy through the political process.
Lunney expresses some scepticism over many of these forms of activism as with
respect to sound recording copyright reform. Courts are unwilling to apply strict
scrutiny to rent-seeking legislation like copyright. Instead, as we discussed in the
context of the Eldred decision, deference to Congress is the norm on economic
regulation. Legislative reform is also inadequate because of capture of copyright
legislation by industry groups that seek to secure copyright’s excess. Ultimately,
Lunney seems to be promoting scholarship as a form of advocacy exhorting against
the redistribution of the copyright system as ‘a trade I am not willing to make’. How
this personal discomfort translates into action remains somewhat unclear except
for the preachiness and alleged power of narrative.
Besen and Meurer translated their work into activism a bit more aggressively,
defining in many ways the debates over patent reform during the term of President
Obama. Whether the activism has been successful or not is yet to be determined.
Some attention to the vagueness of patent claiming influenced the Supreme Court’s
decision in Nautilus, Inc. v. Biosig Instruments, Inc. in 2014, but the full impact of
that opinion is far from clear.35 The biggest influence that Besen and Meurer may
have had was calling attention to the costs of patent litigation, with the Obama
Administration touting a figure of $29 billion based on calculations from Besen
and Meurer. That number has been called into question, as all numbers inevitably
are, but the shadow of patent litigation on the innovation landscape continues.
So, what is to be done? Research continues, drawing on the tools of economics
and using the methods that authors in other chapters in this volume espouse. The
results of such research may lead to better stories and to deeper arguments that
can inform briefs, an occasional judicial opinion, and a Congressional committee.
Influence may extent overseas to trade negotiations or to debates in other countries that are still refining their IP laws. Hubris should not cloud scholarly or policy
judgment. Although consequences should guide us, sometimes the consequences
may be far from clear. And in many instances, even if the solutions are clearly seen
in the horizon, the course to that goal may be rough or even unnavigable. We are

34 See Theodore C. Bergstrom, Free Labor for Costly Journals?, 15 J. Econ. Persp. 183–98 (2001).
See the collected papers on journal pricing available at http://econ.ucsb.edu/~tedb/Journals/mypapers.
html.
35 Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898, 134 S.Ct. 2120, 189 L. Ed. 2d 37 (2014).
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left with a solid form of pragmatism, perhaps even a blind faith that our rational
proposals may be adopted at some future date, and a recognition that complacency
is not an option.

IV. Conclusion
There is a place for the seemingly dry and technical tools of economics to enliven
discussion of the humanistic, colourful world of the sciences and the useful arts.
While maybe not a ‘gay science’ for many,36 economics is far from a dismal science,
as nineteenth-century author Thomas Carlyle described. Carlyle’s disparagement
has a lesson for contemporary use of economics. Carlyle condemned economics
as dismal because it failed to support slavery in the West Indies, a practice that
Carlyle was defending in his 1849 essay where the phrase ‘dismal science’ originates. Economists at the time favoured free labour and condemned slavery as a practice inconsistent with the workings of the market. The argument from economics
at time Carlyle was writing did not rest on the immorality of slavery but its costliness and impracticality. Carlyle, on the other hand, defended slavery on what he
perceived as the inferiority of slaves and their natural proclivity to work. Critics of
Carlyle, such as John Stuart Mill, pointed to the immorality of his position, rather
than the economics.37
But there is a lesson in that debate on the value of technical analysis, whether
based on the study of facts or on logical principles. Facts and logic together can
work, independently of morality, in advocating against a particular position, even
ones that are morally repugnant.38 That form of advocacy is the power of consequentialist thinking, and it is economics that provides guidance on how to attain
desirable consequences.

36 See Thomas Carlyle, Occasional Discourse on the Negro Question 670–79 (1849) (contrasting the dismal science of economics with the gay science of the humanities).
37 See John Stuart Mill, The Negro Question 25–31 (1850).
38 See Roth, supra note 12, at 195 (for a discussion of the concept of moral repugnance as an attitude
towards markets).
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Innovation Economics Approach
to Intellectual Property Law Scholarship
Bruno van Pottelsberghe de la Potterie*

I. Introduction
Innovation economics is a fast-growing subfield of economics focusing essentially on entrepreneurship and innovation as the main drivers for growth and welfare. This field of economic analysis includes theoretical and empirical research
aiming to better understand the framework conditions supporting innovation and
strengthen its impact on society. Joseph Schumpeter is considered to be the godfather of innovation economics, as he extensively investigated how institutions,
entrepreneurs, and technological change were at the heart of economic growth. He
argued that capitalism can only be understood as an evolutionary process of continuous innovation and ‘creative destruction’.1
Be it through theoretical modelling, empirical analysis, or qualitative investigations, a large share of scholarly contributions to the field aim to better understand how policy-
making and framework conditions could better stimulate
technical change, innovation, and growth. Stimulating innovation is always part
of the political agenda, as markets rarely reach the socially optimal level of innovation due to important ‘market failures’ associated with the innovation process.
These market failures include imperfect appropriability (as knowledge has a public
good nature, the benefits linked to an innovation are also captured by customers,
competitors, and society at large), high risks associated with technological and
market uncertainty, and financial constraints, especially for small and medium
firms. Governments thus revert to innovation economics to stimulate the creation
of new knowledge and its diffusion, as well as to promote those innovative and
creative processes beneficial for their economies. In fact, innovation economics
provides policy tools to policy-makers that aim to foster technological change and
innovation.

* The author would like to thank Lilla’ Montagnani for her careful review and suggestions on a previous draft of this chapter.
1 Joseph A. Schumpeter, The Theory of Economic Development: An Inquiry into Profits,
Capital, Credit, Interest, and the Business Cycle 37 (1983) (1911).
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Broadly speaking, the most frequently used innovation policy tools can be classified in three categories. The first one consists of providing knowledge to society
through the public research system. In short, basic and applied research is performed by universities and public research institutes primarily controlled—and
funded—by the government. Researchers in this field aim to measure the impact
on society through the generation of new knowledge and its diffusion to the private
sector via technology-based spin-offs or technology transfer mechanisms.
The second category consists of giving financial resources to the private sector,
or reducing the burden associated with the generation and acquisition of new
knowledge, via private research and development (R&D) expenses. This category
of policy tools includes subsidies, prizes, soft loans, and tax incentives. The effectiveness of each of these instruments has generated a large field of research, mostly
theoretical and empirical, trying to measure the multiplier effect of one Euro of
public money given to the private sector.
The third category of policy tools includes those legal instruments, such as IPRs,
that can be used to regulate social and market interactions. Although encompassing
all components of intellectual property rights (IPRs)—trademarks, copyrights,
trade secrets, and plant variety protection—this category revolves mostly around
patents. Sound patent policies are effective instruments in promoting innovation
and this chapter focuses on these instruments.
Before moving to the illustration of how innovation economics can contribute
to build a sound patent policy, it is worth mentioning the three categories of policy
tools mentioned above have different properties from an economic point of view—
and hence different research agenda and research methodologies—depending on
how they allocate funding to inventive activities, the way decisions are made, or
how incentives work. Each instrument has its advantages and drawbacks, which
may feature more or less prominently depending on the context and the precise
government objectives.
As far as the public research systems are concerned, they are mainly funded
by governments from tax revenue. The broad research areas are also fixed by the
governments on the basis of public needs and are not conditioned in general by
the outcome (success or failure) of the research. The funding mechanisms include
grants allocated on a competitive basis to particular projects, following a call for
tender by governmental agencies. It can also be associated with a broader political
agenda related to education policies. When the state recognizes the importance of
academic research, and in particular non-oriented research, then it is the university funding that matters, and here the state has a smaller impact on the research
agenda.
The second type of tool derives from the public funding of the research performed by the business sector and involves a transfer of funds to companies as a
counterpart for completed research. The major mechanisms used by governments to transfer funds to private parties are public procurement (the government
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purchases research from a private party and the output and intellectual property
belong to the government); research subsidies (the government sponsors targeted projects performed by private firms for their own use); prizes (government-
controlled competitions regarding well-defined innovative projects, and it goes to
the winner); soft loans (reduced interest rates thanks to a government subsidy, or a
guarantee of reimbursement by the government); and tax breaks (reduced taxation
on profits in proportion to its research expenditures, the company decides on the
orientation and level of funding of its own projects).
The patent system is the third type of instrument supporting innovation policies. Patents can be characterized in a similar cost/value framework as the two
other types of instruments. The exclusive rights associated with patents allow the
holder to charge customers a mark-up above the marginal cost. Hence, the patent
system can be considered as a targeted tax: it relies on a monopoly granted by governments for which consumers—not the society at large—pay the monopoly rent.
This peculiarity distinguishes patents from other instruments, which are funded
through the general tax system, where all citizens and profitable firms contribute.
With patents, the funding accruing to the inventor is closely related to the value of
the invention and much less to the cost of research. All strategic decisions are made
by the company, not by the government. It is worth noticing that R&D tax credits
also avoid the government getting involved in project selection.
In the following section, I focus on this the third category of policy tools, i.e.
patent policies, as they are of major interest for intellectual property (IP) scholars.
I first illustrate efficiency, a key concept in economic innovation, as it is the
goal of any patent policy. I then analyse the main areas of inquiry of patent economics and indicate for each of the main studies that have been carried out and
the significance of the results achieved. While all aiming at providing ground for
sound patent policies, scholars in the field employ a variety of methodologies belonging to the realms of theoretical modelling, empirical analysis, or qualitative
investigation.

II. Patent Policy: Static Inefficiency Versus
Dynamic Efficiency
As opposed to other mainstream innovation policy instruments, patents are expected to play the role of encouraging not only research, but also and possibly even
more the commercialization of inventions. Income is generated only if a product,
a service or process is associated with the patent. And it is not the invention per se
which is rewarded, but only its successful commercialization. The higher the price
of the sales, the higher the benefits accruing to the patent holder. The likelihood of
enforcement, or the extent to which imitators are controlled, is correlated with the
monitoring efforts conceded by the patent holder, not the government.
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A major element of a patent policy is represented by the filing procedure. Over
the past century, patent offices have evolved to very large and heavy administrations. For perspective, when the Venice republic passed the first-known law on
intellectual rights in 1474, it organized a ‘general welfare board’ gathering some
government officials and wise citizens to examine the usefulness of the city’s inventions. Similarly, in the US, after Congress passed the first US patent law in
1790, the patent applications were initially reviewed by Thomas Jefferson who, at
the time, was the Secretary of State and a prolific inventor, and was rather against
patents. In 1794 he penned perhaps one of the best-known maxims on patent
policy:
Patents should draw a line between the things which are worth to the public the
embarrassment of an exclusive patent, and those which are not. Patents are, after
all, government enforced monopolies and so there should be some ‘embarrassment’ (and hesitation) in granting them.2

Jefferson’s quote could be taken as a nice introduction to a large and growing field
of economic research. From an economist viewpoint, patent policy, like any other
policy tool, may have positive and negative effects on society and policy-makers
should aim at securing a net positive effect. The central debate about patenting is
related to this balance that must be found between what economists call the dynamic efficiency effect (worth to the public, the incentive to innovate conferred by
the patent system) and the static inefficiency effect (embarrassment, the negative
side of innovation related to high prices) caused by the market power that patent
systems grant to innovating firms. Patent policies aim to achieve such a balance.
Yet, the search for this balance is of interest not only for policy-makers but also for
IP scholars interested in producing works with a policy impact.
This is even truer if we consider that since the late nineteenth century, the
rate of innovation and the stock of knowledge have permanently increased in
all economies. Consequently, the patent examination process currently requires
large organizations, patent offices with thousands of highly specialized professionals who search and examine the inventions submitted by universities, independent inventors, and, of course, an ever-increasing number of firms. This
constant growth in patent filings and the consequent backlogs (longer pendency
during the examination process) have drawn the attention of many observers
on the nature and cost of the examination process. Indeed, only a small percentage of granted patents are associated with economic value and the number

2 Pierre M. Picard & Bruno van Pottelsberghe de la Potterie, Patent Office Governance and
Patent Examination Quality, in Growth, R&D Spillovers and the Role of Patent Systems: A
Compendium of 20 Years of Research on Innovation Economics 764 n 2 (Bruno van
Pottelsberghe de la Potterie ed., 2017).
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of patents continues to boom, with more than 600,000 applications in the US in
2017 and more than 1.2 million applications in China over the same period. Part
of a sound patent policy is, therefore, also the finetuning activity of the system
and checking whether, and under which circumstances, it stimulates innovation
instead of slowing it down.
All the elements of a patent system—including patent offices—become factors that
need to be taken into consideration in the development of patent policies.

III. Patent Economics: Three Research Areas
Given the importance of policy innovation tools, over the past six decades a growing
research literature has emerged around the broad theme of patent economics.
Understanding the economics of patents, i.e. how they impact the market dynamics,
becomes crucial in designing innovation policies. In particular, patent economics
scholars focus on the assessment of three subfields: (1) the broad design of patent systems with their cost and their legal framework; (2) the patenting behaviour of several
actors (motivations for various patenting strategies); and (3) the patent examination
process (the way patents are granted by patent offices). These three interconnected
subfields of research are now briefly presented with examples of research questions
and key references.

A. On the Design of Patent Systems
The design of patent systems has motivated a large amount of theoretical and empirical contributions. The research in this area usually focuses on the following facets: patentable subject matters, the optimal duration, the optimal breadth, and the optimal
geographical scope of protection and employ a wide array of methodologies to identify the most effective patent system; that is, the one achieving a fair balance between
dynamic efficiency and static inefficiency.
In the works belonging to this avenue of research, scholars implicitly or explicitly
rely on a notion of the ‘strength’ of patent systems and analyse the degree to which it
contributes to achieving the ultimate goal of stimulating innovation. In this literature,
the ‘stronger’ terminology is not typically used to echo the degree of quality in the selection process (or its rigour), but rather to reflect its enforcement potential or ‘leading
breadth’ (future inventions might infringe on the patented invention). A common
practice is to qualify a patent system as strong (or stronger) when more domains are
patentable, when the term of protection is lengthened, when the geographical scope is
enlarged, or when patent holders receive more power in lawsuits.
Early theoretical investigations into the role of patent systems originated with
Barzel, Nordhaus, and Scherer, who argued that stronger patent systems would
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generate more research and hence, more innovations.3 Following these early theoretical investigations, most landmark papers have essentially focused on one or two
major dimensions of patent policy-making. For instance, Gallini analyses the optimal length of a patent as a function of imitation costs.4 Klemperer examines the
optimal scope of protection,5 whereas Gilbert and Shapiro identify the optimal mix
between length and breadth of patents.6 Scotchmer and O’Donoghue explore how
patent scope may affect the speed of generation and diffusion of new knowledge
in the context of cumulative innovation processes.7 The need to carry out this type
of analysis is crucial; patent protection that is too strong could lead to socially inefficient monopoly pricing and might stifle second-stage R&D, while on the other
hand, too small an inventive step leads to ‘hold-up’ problems, whereby a patent
granted for a small increment would provide more power to the second inventor.
The optimal patent policy should, therefore, also balance the research incentives
among subsequent generations of inventors.
In general terms, the results of this line of empirical studies generally lead to the
conclusion that ‘strong’ patent systems have an ambiguous relationship with the
rate of innovation and the degree of information disclosure. However, the evidence
suggests they do facilitate technology transfer, sometimes at the cost of anticompetitive behaviour. Moreover, some studies have also argued that in many cases,
‘strong’ patent systems as those that are essentially ‘applicant friendly’,8 thereby
‘strong’ is probably the wrong qualifier. In some countries, it should rather be ‘applicant friendly’. According to Gallini, ‘the same policies that are perceived to have
strengthened patent rights in certain ways also have weakened them’.9 By ‘weakening’, Gallini means patents are granted more easily today than they were in the
past. However, no or little evidence is available to validate this assumption. An alternative way to address the issue might be to switch from the supply side (how the
system is designed) to the demand side (what motivates patent applicants), which
is the second subfield of research herein analysed.
3 Yoram Barzel, Optimal Timing of Innovation, 50 Rev. Econ. Stat. 348–55 (1968); Paul F. Burke,
Markus Reitzig, Measuring Patent Assessment Quality: Analyzing the Degree and Kind of (In)
Consistency, 36 Patent Offices’ Decision Making. Research Policy 1404–30 (2007); William
D. Nordhaus, The Optimal Life of a Patent, Cowles Foundation Discussion Papers 241,
Cowles Foundation for Research in Economics (1967). https://ideas.repec.org/p/cwl/cwldpp/241.html;
Frederic M. Scherer, Nordhaus’ Theory of Optimal Patent Life: A Geometric Reinterpretation, 62 Am.
Econ. Rev. 422–27 (1972).
4 Nancy Gallini, Patent Policy and Costly Imitation, 23 RAND J. Econ. 1, 52–63 (1992).
5 Paul Klemperer, How Broad Should the Scope of Patent Protection Be?, 21 RAND J. Econ. 1, 113–30
(1990).
6 Richard Gilbert & Carl Shapiro, Optimal Patent Length and Breadth, 21 RAND J. Econ. 1, 106–12
(1990).
7 Suzanne Scotchmer, Standing on the Shoulder of Giants: Cumulative Research and the Patent
Law, 5 J. Econ. Persp. 1, 29–41 (1991); Ted O’Donoghue, A Patentability Requirement for Sequential
Innovation, 29 RAND J. Econ. 4, 654–79 (1998).
8 Stijn Claessens & Luc Laeven, Financial Development, Property Rights, and Growth, 58 J. Fin. 6,
2401–36 (2003).
9 Gallini, supra note 4, at 147.
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B. On Patenting Behaviour
It is clear that once a patent system is put in place, economic actors (firms, universities, individual inventors) will start using it. Several papers precisely aim at
investigating the motivations underlying patent filings and the strategic filing behaviours adopted by applicants. If some companies rely on the patent system to
protect their innovative venture with one or many patents, other actors rely heavily
on strategic patenting to avoid imitation or any new entry in their protected
market.
This area of research thus revolves around three broad research questions:
(1) What are the motivations to patent?
(2) What are the patenting strategies used by companies?
(3) Do research expenditures and strategic innovation correlate with patenting
behaviour?
The empirical research methodologies used to answer these questions include
surveys towards applicants; the crunching of patent databases and econometric
analyses of the relationship between research expenses (or innovative efforts) and
patent data. The microeconomic and the managerial literature emphasizes patent
strategies as one of the most important causes underlying the sharp increase in
patent filings. Several studies provide examples of microeconomic investigations
aiming to understand the impact of appropriability strategies on patent filings.10
They show patenting only appears at the third or fourth place amongst the strategies used to appropriate value from innovations, the first two being the first mover
advantage and secrecy. The studies also show firms rely on patenting for various
reasons, including improvement of negotiation power with partners, drawing
smokescreens for competitors, or relying on patents as incentives for researchers.
It also appears that in most industries, the larger the firm, the stronger the reliance
on the patent system.
Another study worth mentioning investigates, by using quantitative techniques
on the data generated by an innovation survey, whether, besides the size or the
market power effect, firms’ innovation strategies would also affect their patenting
behaviour.11 Its findings suggest that: (1) there is a positive relationship between
the patent portfolio of firms and R&D partnerships with scientific institutions and/

10 Wesley M. Cohen, Richard R. Nelson & John P. Walsh, Protecting Their Intellectual
Assets: Appropriability Conditions and Why US Manufacturing Firms Patent (or Not) (NBER Working
Paper Series, February 2000) archived at http://perma.cc/SBB2-J86L; Anthony Arundel, The Relative
Effectiveness of Patents and Secrecy for Appropriation, 30 Res. Pol’y 4, 611–24 (2001); Knut Blind et al.,
Motives to patent: Empirical Evidence from Germany, 35 Res. Pol’y 5, 655–72 (2006).
11 Carine Peeters & Bruno van Pottelsberghe de la Potterie, Innovation Strategy and the Patenting
Behavior of Firms, 16 J. Evolutionary Econ. 1, 109–35 (2006).
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or competitors; (2) process-oriented innovators patent less than product-oriented
innovators; and (3) a stronger focus on basic and applied research is associated
with a more active patenting behaviour.
Further, patent numbers are of interest, since the way they are drafted and the
route they take for filing do convey some very interesting insights on the strategic
intentions of companies. An important study in this field typifies several dimensions of patent filing and drafting strategies.12 Thanks to several interactions with
experienced examiners, the authors classify patent files according to their willingness to go fast or slow towards the grant of a patent and their willingness to
hide information. From this qualitative analysis, I developed a subsequent work
introducing a new potential class of patent value determinants in the form of filing
strategies (including filing routes, drafting styles, claim size, and divisional filings)
and provide empirical evidence based on a unique dataset of about 250,000 EPO
patents that these strategies are consistently correlated with patent value.13
In a nutshell, patenting behaviour is influenced by both micro and macroeconomic factors. At the micro-level, patenting is shaped by innovation strategy, firm
size, and market power. At a more aggregate level, patenting is influenced by the
science and technology policies of the countries where companies operate. But the
ultimate policy tool shaping patent strategies is probably the patent system itself
and the way it is designed.
The effect of systemic design on patent behaviour is actually very strong. For instance, various dimensions of patent fees have a direct impact on patenting behaviour, as shown in a survey on the role patent fees I performed with de Rassenfosse
and van Pottelsberghe.14 To a similar extent, the quality of a patent system, as measured by its transparency and its stringency, also strongly influences the number of
patent applications. If a patent can be hidden longer and is easier to get granted at
a lower cost and with stronger enforcement mechanisms for the holder, one may
logically expect a much higher propensity to rely on patenting. This hypothesis
of strong a relationship between the design and the demand for patents has been
validated in two studies I conducted employing qualitative analysis15 and a larger
scale quantitative approach, respectively.16 The main result of my inquiry is that the
more transparent (fastest publication of applications) and stringent a patent system
is, the smaller the number of patent applications. Other studies show instead that
12 Niels Stevnsborg & Bruno van Pottelsberghe de la Potterie, Patenting Procedures and Filing
Strategies, in The Economics of the European Patent System 155–83 (Dominique Guellec &
Bruno van Pottelsberghe de la Potterie eds., 2007).
13 Nicolas van Zeebroeck & Bruno van Pottelsberghe de la Potterie, The Vulnerability of Patent Value
Determinants, 20 Econ. Innovation & New Tech. 3, 283–308 (2011).
14 Gaetan de Rassenfosse & Bruno van Pottelsberghe de la Potterie, The Role of Fees in Patent
Systems: Theory and Evidence, 27 J. Econ. Surv. 4, 696–713 (2013).
15 Bruno van Pottelsberghe de la Potterie, The Quality Factor in Patent Systems, 20 Indus. & Corp.
Change 6, 1755–93 (2011).
16 Matthis de Saint-Georges & Bruno van Pottelsberghe de la Potterie, A Quality Index for Patent
Systems, 42 Res. Pol’y 3, 704–19 (2013).
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it is the enforcement power given to patent owners, as measured by the patent
‘friendliness’ index developed by Ginarte and Park (1997),17 that correlates very
positively with patent filings. But these studies are performed at the aggregate level
and tackle the role of stringency indirectly or with aggregated indicators. What is
needed to properly understand stringency and the patent screening process is to
enter the patent office black-box, our third subfield of inquiry.

C. On Patent Examination Processes
One of the few authors who explicitly considers patentability requirements is
O’Donoghue.18 His theoretical model suggests more stringent selection criteria
would create longer incumbency and, thereby, would raise innovation incentives.
Other authors rely on theoretical models and conclude that a patent system should
have a rather stringent selection mechanism. Dewatripont and Legros show that
litigation threats contribute to reducing the propensity to file low-quality applications, while they also hinder the production of strong patents.19 Reducing this
last negative consequence would require sharpening the filtering process. The theoretical literature reaches interesting conclusions on the optimal degree of stringency but does not help in the implementation of its recommendation—be it for a
stronger or softer stringency. Concretely, how would a patent office raise or reduce
the bar?
Few authors have investigated the operational routines put in place by patent offices to comply with patentability standards and, when they do, they tend to focus
on one specific dimension of a multifaceted selection process. For instance, organizational and human factors have been investigated by Cockburn et al., who
examined the role of USPTO examiner characteristics (age, experience, etc.) on
the resistance of patents to validity challenges in court.20 Lemley and Sampat investigate instead whether examiner characteristics affect the outcome of the examination process,21 while Friebel et al.22 and Langinier and Marcoul23 consider the

17 Jian J. Ginarte & Walter Park, Determinants of Patent Rights: A Cross-National Study, 26 Res. Pol’y
3, 283–301 (1997).
18 Ted O’Donoghue, A Patentability Requirement for Sequential Innovation, 29 Rand J. Econ. 4, 654–
79 (1998).
19 Mathias Dewatripont & Patrick Legros, ‘Essential’ Patents, FRAND Royalties and Technological
Standards (ECARES ECARES 2008-010, ULB: Universite Libre de Bruxelles, Working Paper, 2008).
20 Iain Cockburn, M., Samule Kortum & Scott Stern, Are All Patent Examiners Equal? The Impact
of Examiner Characteristics (NBER Working Paper Series, June 2002), https://econpapers.repec.org/
paper/nbrnberwo/8980.htm.
21 Mark A. Lemley & Bhaven Sampat, Is the Patent Office a Rubber Stamp?, 58 Emory L.J. 101 (2008).
22 Guido Friebel et al., Objectives and Incentives at the European Patent Office (Centre IDEI: Institut
d’Economie Industrielle, Université de Toulouse, Working Paper, 2006).
23 Corinee Langinier & Philippe Marcoul, Monetary and Implicit Incentives of Patent Examiners
(University of Alberta, Working Paper, 2009).
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organizational practices and incentive mechanisms adopted by patent offices to
gauge examiners’ productivity.
An interesting qualitative approach—close to a case study—is used in a study by
Lemley,24 who investigates the USPTO resources allocated to patent examination.
The author argues a patent office should not devote too many resources to securing
a high-quality examination because there are too many patents without economic
value. As patent litigation mainly arises in relation to high-value patents (about 3
per cent to 5 per cent of all patent granted), Lemley argues the court should be the
‘right’ place to properly gauge patentability conditions. In other words, he suggests
patent offices should not invest too much in the patent screening process, as the
vast majority of patents are not associated with economic value. Lemley’s proposal
could be acceptable if it was relatively cheap, fast, and easy to invalidate a patent
in court. It is, however, far from being the case, and hence does matter to secure a
minimum level of stringency.
In my own research, I have been developing two methodologies to assess the
quality of a patent system. The first one could be called ‘systemic’, as it looks at patent laws and broad patent office indicators to draw an index of quality. In a related
study, I develop a methodology to compare the quality of examination services in
three major patent systems, namely Europe, Japan, and the US.25 Quality is defined
as the extent to which patent systems comply with the patentability conditions in
a transparent way. The methodology consists of a two-layer analytical framework
encompassing ‘legal standards’ and their ‘operational design’, which includes several interdependent components affecting the stringency and transparency of the
filtering process. The comparison of patent systems shows that their operational
designs differ substantially: the European system provides higher-quality and
more expensive examination services than the US system, while the Japanese patent system is in an intermediate position. The results suggest that different system
designs lead to different outcomes in terms of patent propensity and the number of
patent rights in force.
In a second study, I apply the same methodology and gather the information
for a much larger number of patent offices (thirty-two patent offices around the
world), but rely on less components.26 The index here is composed of nine factors
that shape the transparency and stringency of patent systems and affect the extent
to which they comply with patentability conditions. Seven components are related
to rules and regulations (e.g. grace period, opposition process, and continuation
in parts), while two components measure patent offices’ resource allocation policy

24

Mark A. Lemley, Rational Ignorance at the Patent Office, 95 Nw. U. L. Rev. 4, 1495–528 (2001).
Bruno van Pottelsberghe de la Potterie, The Quality Factor in Patent Systems, 20 Indus. & Corp.
Change 6, 1755–93 (2011).
26 Matthias de Saint-Georges & Bruno van Pottelsberghe de la Potterie, A Quality Index for Patent
Systems, 42 Res. Pol’y 3, 704–19 (2013).
25
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(i.e. workload per examiner and incentives). The index, computed for thirty-two
national patent systems, displays a high degree of heterogeneity across countries.
Cross-sectional quantitative analyses suggest the demand for patent rights is lower
in patent systems with a higher quality index, controlling for research efforts, patent fees, and the ‘strength’ of enforcement mechanisms.
The approach adopted in the second study consists of analysing how patent families are processed and examined by different patent offices, from filing to grant,
withdrawal, or refusal. The main research objective is understanding how patent
examiners’ practice differs across large patent offices. I also implemented it in a
subsequent study for which an experimental analysis has been performed.27 This
methodology codifies public information into a typology of chronological key
examiner actions and translates into a quantitative characterization of search completeness (i.e. classification and citation practices), certainty, speed, and stringency,
or grant rate. The methodology is tested on a sample of 100 random families of a
non-controversial field, comprising EPO, JPO, and USPTO members. The empirical test illustrates profound differences across offices for search completeness, certainty, and speed and indicates heterogeneous levels of stringency. The advantage
of this methodology is its capacity to scaling-up and being applied to increasingly
wider patent families.

IV. Conclusion
Innovation economics is a recent field that has acquired increasing relevance for
the development of the information society, the data economy, and the pace of
technological progress. Now, more than ever, with the advance of the emerging
digital technologies, patent systems around the world play a fundamental role in
incentivizing—or stifling—the course of innovation.
In this scenario, the economics of patents generates the knowledge needed to
adopt sound patent policies. For this reason, this field cannot be ignored by IP
scholars who want their works to have an impact in terms of policy. Since the design of the patent system—and in general of all IPRs—does shape the market and
its dynamics, it cannot take place in a vacuum but needs all those contributing—
from policy-makers to legislators, from lobbies to the civil society—to ground
their arguments and choices on evidence. As patent economics studies provide
these evidences, it becomes relevant for legal scholars to be familiar with them and
be capable of using them.

27 Luís Gimeno-
Fabra & Bruno van Pottelsberghe de la Potterie, Decoding Patent
Decoding Examination Services, Economics of Innovation and New Technology,
forthcoming 2020.
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Science and Technology and Intellectual
Property Research
Geertrui Van Overwalle and Lina Kestemont

I. Introduction
Regulation of science and technology1 has been the target of increasing scholarly
interest over the last decade.2 Two perspectives have come to the fore in the academic debate. The first perspective looks at science and technology as the subject of
regulation, and investigates in what way science and technology differ from other
regulatory subjects, and to what extent the regulatory space occupied by science
and technology is special. In addition, this perspective explores whether there is
a significant difference between traditional and modern technologies, and if so,
in what sense modern technologies are radically different or revolutionary.3 The
second perspective focuses on science and technology as a tool of regulation, and
examines in what way science and technology can shape (desirable) behaviour, and
whether and to what extent we should monitor the way in which science and technology are deployed as regulatory instruments.4
Whatever perspective is being explored, quite often the interplay between regulation and science and technology turns legal research into a multi-or interdisciplinary project.5 Multidisciplinary or interdisciplinary research implies that
1 The definition of science, the delineation of the various branches of science, and the distinction
between science and technology, are still a matter of intense debate. The interested reader might care to
consult the famous classic volume of essays What Is Science? (James R. Newman ed., 1955). We will
not elaborate on that discussion, as the definition of science, and its relation to technology it is not really
relevant in the analysis conducted in the present chapter.
2 There is a vast literature on the topic of regulation of technology. The interested reader might consult Roger Brownsword, Rights, Regulation and the Technological Revolution (2008);
Regulating Technologies: Legal Futures, Regulatory Frames and Technological Fixes
(Roger Brownsword & Karen Yeung eds., 2008).
3 Id.
4 Bronwen Morgan & Karen Yeung, An Introduction to Law and Regulation (2012).
5 The distinction between multidisciplinary and interdisciplinary research is still a matter of
academic debate. The interested reader might care to consult Douglas W. Vick, Interdisciplinarity
and the Discipline of Law, Brit. J. Law & Soc. 164 (2004); Carel Stolker, Rethinking the Law
School: Education, Research, Outreach and Governance 113 (2014). On insights on the different types of ‘integration’, see Sanne Taekema & Bart van Klink, On the Border. Limits and Possibilities
of Interdisciplinary Research, in Law and Method 7–32 (Bart van Klink & Sanne Taekema eds.,
2011). In the present chapter we will not step into this discussion, and apply the following working
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researchers use the ‘assumptions, paradigms, methods, theories, and concepts’ of
two or more scientific disciplines.6 However, standards for conducting legal research are often implicit,7 and legal research is often characterized by the lack of
an explicit clarification and justification of the methodology applied. In view of the
increase of multi-and interdisciplinary collaboration, the lack of an explicit legal
research methodology is considered problematic.8
The present chapter aims at making implicit methodological assumptions more
explicit in the area of legal research on science and technology. More specifically,
this chapter aims to examine science and technology from the first perspective,
namely as a subject of legal research and regulation. Rather than reflecting on the
regulatory challenges presented by science and (new) technologies intrinsically
and generally, this chapter aims to contribute to the methodological debate when
conducting legal research on science and technology.
The chapter is divided into two sections. Section II describes and classifies the
different types of research objectives and related methodological features that
legal scholars can pursue in their research on law and science and technology.
A distinction is made between descriptive, classifying, comparative, theory-
building, explanatory, evaluative, and recommendatory research objectives.
Section III addresses some well-selected issues on doctrinal and empirical legal
research.
This chapter provides an interesting mix of theory and practice. The theory on
legal methodology is largely based on the ‘Dutch methodology debate’.9 The theory
is made more exacting by providing concrete examples from research projects in
the area of patent law (and to some extent copyright law) and technology, ranging
from biotechnology, over 3D-printing to functional design.10

definition: in multidisciplinary research knowledge is used of disciplines next to each other, whereas in
interdisciplinary research knowledge of disciplines is used in an integrated way.
6 Jan Vranken, Algemeen Deel. Een synthese, in Mr. C. Assers Handleiding tot de beoefening
van het Nederlands Burgerlijk Recht 50 (2014).
7 Terry Hutchinson & Nigel Duncan, Defining and Describing What We Do: Doctrinal Legal Research,
17 Deakin L. Rev. 83; Barbara Lovitts, Making the Implicit Explicit: Creating Performance
Expectations for the Dissertation (2007).
8 Arthur Dyvere, The Future of Legal Theory and the Law School of the Future: Acta
Falconis XI (2016); Terry Hutchinson & Nigel Duncan, Defining and Describing What We
Do: Doctrinal Legal Research, 17 Deakin L. Rev. 83; Rob Van Gestel & Jan Vranken, Assessing Legal
Research: Sense and Nonsense of Peer Review versus Bibliometrics and the Need for a European Approach,
12 German L.J. 906 (2011); Jan Smits, The Mind and Method of the Legal Academic 109 (2012).
9 See Carel Stolker, Ja, geléérd zijn jullie wel! Over de status van de rechtswetenschap, Nederlands
Juristenblad 766 (2003). For an updated and more encompassing exposé on the theory, we mainly
rely on the writings of Kestemont. Lina Kestemont, Handbook on Legal Methodology: From
Objective to Method 97 (2018).(Literature from common law traditions was approached with some
prudence as many authors alert to the difference between civil law and common law research) For details, see id. at 6, fn 32.
10 The examples are mainly borrowed from research conducted by the research group of Van
Overwalle.
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II. Research objectives and their methodological features
Contemporary scholarship supports the view that there is an indispensable link
between research objectives and research methods, and that research objectives
and research questions come before methods: ‘[U]ntil one has specified what
the question is, no sensible discussion of methodology is possible’.11 The present section will discuss descriptive, classifying, comparative, theory-building,
explanatory, evaluative, and recommendatory objectives. Within each type of
research objective, we will highlight the fundamental characteristics of that objective and some related methodological features as applicable in science and
technology research.
In the present section, objectives are discussed as separate categories, because
every type of objective has its own purpose and methodological features. However,
these different types of objectives are often heavily intertwined, and more often
than not, a research project revolving around science and technology, and the law
will involve multiple research objectives.12
Examples of multiple research objectives:
[Example 1] The present paper describes the global standards for the patenting
of biotechnological inventions (descriptive objective) and offers an in-depth and
critical comparison with those of European and national regimes (comparative
objective). Section B describes the TRIPS rules for the patenting of biotechnological inventions and centres on six key issues (classifying objective): plants
and animals, the human body, ethics, human rights, traditional knowledge and
health.13
[Example 2] The objective of the present paper is to carefully assess patentability
and infringement questions in a 3D-printing context (evaluative objective), in
order to contribute to the more fundamental conversation of whether or not 3D-
printing threatens the current patent paradigm (theory-building objective).14

11 Maurice Adams & John Griffiths, Against ‘Comparative Method’: Explaining Similarities and
Differences, in Practice and Theory in Comparative Law 279 (Maurice Adams & Jacco Bomhoff
eds., 2012).
12 In the same sense, Kestemont, supra note 9, at 75–77, with examples from the area of social
security law.
13 Geertrui Van Overwalle, Biotechnology and Patents: Global Standards, European Approaches and
National Accents, in Genetic Engineering and the World Trade System 77 (Daniel Wuger &
Thomas Cottier eds., 2008).
14 Geertrui Van Overwalle & Reinout Leys, 3D Printing and Patent Law: A Disruptive Technology
Disrupting Patent Law?, 48 Int’l Rev. Intell. Prop. & Comp. L. 504 (2017).
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A. Descriptive Research
A descriptive research objective aims to systematically analyse legal constructs
in all their components in order to present them in an accurate, significant, and
orderly manner.15 As such, these descriptions do not contribute to the existing
body of knowledge, but they are necessary for the further course of the research.16
A descriptive research objective will usually precede other objectives of a research
project.17 Describing the law is considered a first and essential constituent of legal
research.18
Examples of descriptive objectives
[Example 3] The present paper describes the global standards for the patenting of
biotechnological inventions and offers an in-depth and critical comparison with
those of European and national regimes. Section B describes the TRIPS rules for
the patenting of biotechnological inventions and centres on six key issues: plants
and animals, the human body, ethics, human rights, traditional knowledge and
health.19
[Example 4] What is the attitude of European patent law and practice vis-a-vis the
patenting of genetic elements of human origin—such as human genes, human
proteins and genetic diagnostic methods—and how has the position of European
patent law and practice evolved over time?20
[Example 5] This research provides an in-depth analysis of patents, investigating
the exact number, status, nature and scope of granted disease-specific patents
that are in force. The results from this study will be valuable for future research
regarding licensing models that facilitate access to blocking patents and patent
thickets because, depending on the nature of the claimed subject matter, the appropriate licensing models differ.21

15 Heinze Oost, Circling Around a Question: Defining Your Research Problem 34 (2003);
Kestemont, supra note 9, at 19.
16 Kestemont, supra note 9, at 10.
17 Id.
18 Id.
19 See Van Overwalle supra note 13.
20 Geertrui Van Overwalle, Gene Patents and Human Rights, in Intellectual Property Law and
Human Rights 871–914 (Paul L.C. Torremans ed., 3d ed. 2015).
21 Isabelle Huys et al., Legal Uncertainty in the Area of Genetic Diagnostic Testing, 27 Nature
Biotechnology 90 (2009).
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B. Classifying Research
A classifying research objective aims to classify (legal) phenomena in the existing
legal system.22 Factual situations, court judgments, and new regulations are ranged
under existing legislation, legal doctrines (e.g. the doctrine of abuse of law), existing legal concepts (e.g. aleatory contracts), or existing legal constructs (e.g.
tontines).23 Classification allows to determine which legal rules are in principle applicable to a particular situation,24 and whether (new) social phenomena or factual
situations can be classified under existing legal categories, as a result of which legal
rules or principles become applicable.25 Classification is a typical and essential objective of legal scholarship.26
Applied to science and technology, a classifying research objective aims to
examine whether new scientific and technological developments can be classified
under existing legal categories, as a result of which legal rules or principles become
applicable. Typical questions revolve around the scope of existing legislation and
whether it covers a new technical phenomenon.
Example of classifying question:
[Example 6] The central question the present paper aims to address is whether
and to what extent the emergence of 3D-printing technology urges us to rethink
patent law. Is the upswing of 3D-printing upending the patent system? Is patent
law ‘likely to be disrupted by 3D-printing?’ Does 3D-printing put into question
the principles, limits and rationale of patent law? We will respond to the central question by dividing it up in two sub-questions. The ﬁrst question relates to
patentability: can 3D-printing technology be patented? What elements in a 3D-
printing process can be secured with patent protection?27

A specific application of the classifying research objective is ‘conceptualization’.
The scope, role, or meaning of concepts or actors is not always clear or undisputed.
In order to define them, legal scholars will classify them in terms of their role–
purpose–function within the existing (legal) system and in terms of their relationships with other concepts and categories. Conceptualization can therefore also be
qualified as a classifying research objective.28

22

Smits, supra note 8 at, 18.
Maurits Barendrecht et al., Methoden van rechtswetenschap: komen we verder?, 79 Nederlands
Juristenblad 1419, 1425 (2004).
24 Neil MacCormick, Rhetoric and the Rule of Law 141 (2005).
25 Pauline Westerman & Mark Wissink, Rechtsgeleerdheid als rechtswetenschap, Nederlands
Juristenblad 504 (2008).
26 Kestemont, supra note 9, at 12.
27 Van Overwalle & Leys, supra note 14.
28 Kestemont, supra note 9, at 12.
23
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Examples of conceptualization:
[Example 7] The present empirical study explores the motivations of different
stakeholder groups for participation in pre-competitive biopharmaceutical
R&D Public–Private Partnerships (PPPs) . . . The answers provide insight into
the expectations of different stakeholders and what might be needed to improve collaboration. By interviewing different stakeholder groups, the role
of IP for the participation in PPPs, as experienced by stakeholders, can be
defined.29
[Example 8] What has been lacking is a large-scale empirical study that defines
the heart of the problem: which types of claims occur in disease-specific patents
and to what extent are these claims essential for carrying out genetic diagnostic
tests? . . . The present study aims to unravel on a qualitative as well as quantitative
basis what is claimed in US and European patents on the 22 inherited diseases
most frequently tested for in Europe.30

C. Comparative Research
A comparative research objective aims to compare two or more legal constructs
in order to uncover their similarities and differences. In traditional legal research,
we mainly distinguish between external and internal comparison.31 External comparison includes a comparison of legal constructs of two or more present-day
legal systems,32 whereas internal comparison implies a comparison of legal concepts from the same legal system.33 External comparison is a common objective in
European legal research, as it allows exceeding national boundaries,34 and is often
mandatory in European PhD research,35 or European research projects.

29 Hilde Stevens et al., Perspectives and Opportunities for Precompetitive Public-Private Partnerships
in the Biomedical Sector, 32 Biotechnology L. Rep. 131 (2013).
30 Huys, supra note 21.
31 Kestemont, supra note 9, at 12.
32 Frits Gorle et al., Rechtsvergelijking, Mechelen 1 (2007); Jaakko Husa, Research Designs
of Comparative Law, in The Method and Methodology of Comparative Law 5 (Maurice Adams
& Dirk Heirbaut eds., 2014); Walter Pintens, Inleiding tot de Rechtsvergelijking 16 (1998).
33 Gorle, supra note 32; Marieke Oderkerk, De preliminaire fase van het
rechtsvergelijkend onderzoek 5 (1999); Pitens, supra note 32; Mark H. Wissink, Op weg naar een
nieuwe ronde, Nederlands Juristenblad 1360 (2006).
34 In comparing national, supranational or international levels, horizontal or vertical comparison
can be pursued, see Jaakkoo Husa, Research Designs of Comparative Law, in The Method and
Methodology of Comparative Law 59 (Maurice Adams & Dirk Heirbaut eds., 2014).
35 See, e.g., Guidelines and criteria for drafting a PhD proposal (November 2012), University of
Leuven, Faculty of Law, Belgium https://www.law.kuleuven.be/faculty/phdportal/guidelines-and-
criteria-for-drafting-a-phd.pdf, (last visited 12 December 2018).
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Pursuing comparative research is by no means typical or exclusive for science and
technology-related areas of law, such as patent law. However, external comparative research may be quite useful in the design of an optimal legal architecture in the upsurge
of new scientific or technological developments. In this regard, it has been suggested
that a research searching for inspiration to solve a national problem (e.g. how to
figure out the most adequate intellectual property (IP) protection for an upcoming
technology), should turn to legal systems with a similar political and social context,36
apply a functional approach which departs from a specific problem,37 and conduct
micro-comparison.38 Internal comparative research may well be helpful in addressing
traditional problems and tensions which revive in the face of new technologies.
Examples of comparative objectives:
[Example 6] [Internal comparative research] The central question the present
paper aims to address is whether and to what extent the emergence of 3D-printing
technology urges us to rethink patent law . . . We will respond to the central question by dividing it up in two sub-questions. The ﬁrst question relates to patentability: can 3D-printing technology be patented? What elements in a 3D-printing
process can be secured with patent protection?39
[Example 9] [External comparative research] The present paper describes the
global standards for the patenting of biotechnological inventions and offers an
in-depth and critical comparison with those of European and national regimes.40

D. Theory Building Research
A theory-building research objective aims to uncover patterns or common denominators from a set of legal rules or cases in order to develop a model or a theory,41
or rather, a ‘legal doctrine’.42 Examples include the tort doctrine or the doctrine
on the abuse of rights. Theory building research objectives go beyond describing,
comparing, and classifying legal constructs, and try to uncover generalities and
36 Oderkerk, supra note 33, at 55–56 (1999) (and references). See Lina Kestemont, Naar een
rechtswetenschappelijke methodeleer: Een expliciet methodologisch kader voor
rechtswetenschappelijk onderzoek in het socialezekerheidsrecht 51–52 (2017)(and references in fn 226).
37 Oderkerk, supra note 33, at 67 (1999).
38 Kestemont, supra note 9, at 37 (and references in fn 126) and 45 (and references in fn 178).
39 Van Overwalle & Leys, supra note 14.
40 Van Overwalle, supra note 13.
41 Paul Scholten, De structuur der rechtswetenschap, in Verzamelde Geschriften van Wijlen
Prof. Mr. Paul Scholtens (1949); Jay M. Feinman, The Jurisprudence of Classification, 41 Stan.
L. Rev. 681 (1989).
42 Gerrit De Geest, Hoe maken we van de rechtswetenschap een volwaardige wetenschap, 79
Nederlands Juristenblad 58, 59 (2004); Jan Vranken, supra note 6, at 50.
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essentials of legal constructs,43 thus developing a theoretical framework. Despite
the importance of theory-building, legal scholars are rather hesitant to engage in
such a ‘mysterious’ objective.44
Theory-building is characterized by abstracting the essence from legal rules or
cases, whereby prior classifications are essential.45 A theory is always based on certain premises. A premise of a legal theory can be of internal nature, derived from
the legal system itself—for example, the acceptance of the priority of European law
over domestic law.46 A premise can also be external in nature, derived from outside
the legal system—for example, referring to prevailing assumptions or models in
economics.
Example of assumptions in theory-building:
[Example 10] [External premise] The objective of the present paper is to investigate
a legal architecture that embraces a new approach to open innovation: an approach
that is ‘more open’ than the current firm-centered, profit dominated narrative, and is
‘more technology oriented’ than the community-centered, information production
and software focused system. In the pursuit to introduce a new approach to open
innovation (‘new’ open innovation), the chapter starts from a twofold assumption.
A first assumption is that ‘more open’ is good and that the ‘more open’ norm is supported by inventors—both in the firm-centered and in the community-centered
ecosystem—who want to share their inventions on more generous terms. A second
assumption is that a ‘more technology oriented’ approach is necessary and that the
current community-centered discourse does not provide a well-tailored response for
the production of technical/functional objects going beyond the software area.47

E. Explanatory Research
An explanatory research objective aims to clarify why a particular legal construct exists,48 ‘why something is as it is’.49 The emphasis is put on causes,

43 Paul Scholten, Algemeen Deel, in Asser’s Handleiding tot de beoefening van het
Nederlandsch Burgerlijk Recht 75 (1954). Cf. William Twining, Law in Context 134 (1997).
44 Rob Van Gestel, Preadvies ‘Kwaliteit van juridische publicaties. Over ranking, peer review,
sciëntometrics en vertrouwen in alternatieve evaluatiemethoden’, in Handelingen Nederlandse
Juristenvereniging—Kwaliteit als keuze in rechtspraak,wetgeving en rechtswetenschap
336 (2015).
45 Mark van Hoecke, Is de rechtswetenschap een empirische wetenschap? 24–26 (2010).
46 Mark Van Hoecke, Legal Doctrine: Which Method(s) for What Kind of Discipline?, in
Methodologies of Legal Research 15 (Mark Van Hoecke ed., 2011).
47 Geertrui Van Overwalle, Inventing Inclusive Patents. From Old to New Open Innovation, in 1
Kritika: Essays on Intellectual Property (Peter Drahos et al. eds., 2015).
48 Mark Van Hoecke, Hoe wetenschappelijk is de rechtswetenschap?, Tijdschrift voor
Privaatrecht 649 (2009).
49 Heinze Oost, De kwaliteit van probleemstellingen in dissertaties 58 (1999).
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motives, background, and roots of law or the lack of it.50 Such an approach requires
investigating the underlying problem: what is the actual problem, to whom is it a
problem, why is it a problem? Without understanding the underlying problem, a
solution can never offer a suitable solution. Searching for an explanation of legal
rules—and related underlying problems—does not seem to be popular in legal
scholarship.51
When aiming to find an explanation for the enactment, alteration, abolishment, or problems with a legal construct, legal scholars can opt for an internal
approach, looking for an explanation within the existing structure and hierarchy
of the legal system,52 thereby focusing on dominant rules, preparatory works,
case law and legal doctrine. Legal scholars might also decide to explain the existence or the content of a legal rule on the basis of information external to the legal
system.
Applying an external approach will require the use of other academic disciplines, more in particular methods borrowed from the social sciences, economics,
etc.53 More in particular, when paying attention to information external to the
legal system, it is most likely that social science methods come into play, to empirically test the validity of certain facts or assumptions.54
Example of an explanatory objective:
[Example 11] [External approach] The present empirical study explores the motivations of different stakeholder groups for participation in pre-competitive
biopharmaceutical R&D Public-Private Partnerships (PPPs). Fundamental questions arise, such as: what are the motives to participate in a (precompetitive) R&D
PPP? To what extent are motives coinciding, conflicting, or complementary?
What are the challenges and barriers to overcome? The answers provide insight
into the expectations of different stakeholders and what might be needed to improve collaboration.55

50 Ian Curry-Sumner et al., Onderzoeksvaardigheden 18 (2010); Rob Van Gestel & Jan
Vranken, Rechtswetenschappelijke artikelen, 18 Nederlands Juristenblad 1448, 1454 (2007). See
also Jacques H. Herbots & Geertrui Van Overwalle, Juridische heuristiek en juridische
vaardigheden: Deel 1 Juridische Heuristiek 50–51 (1989) (where the term ‘material sources of
law’ is used).
51 See Van Hoecke, supra note 48, at 650; Kestemont, supra note 36, at 201 (2017). The lack of
interest in explanatory research objectives is supported by an empirical study at Dutch law faculties,
see Willem van Boom & Rob van Gestel, Rechtswetenschappelijk onderzoek. Een samenvatting van de
uitkomsten van een landelijke enquête, 960 Nederlands Juristenblad (2015).
52 Kestemont, supra note 9, at 59.
53 Van Hoecke, supra note 48.
54 See further, id. at Section III.B.
55 Hilde Stevens et al., Perspectives and Opportunities for Precompetitive Public-Private Partnerships
in the Biomedical Sector, 32 Biotechnology L. Rep. 131 (2013).
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E. Evaluative Research
An evaluative research objective aims to assess and evaluate a legal construct in
view of a norm.56 Evaluative research objectives can be quite diverse: legal scholars
can assess whether a legal construct attains its goals, whether it solves a specific
problem, whether it is in compliance with general principles of law, whether it violates a supranational norm, etc.57
Examples of evaluative objectives:
[Example 12] To this end, I evaluate the objections which have been raised over
the past one hundred years to deny plants patent protection in the light of recent technological developments, to see if and to what extent these objections still
apply to plants obtained by modern transformation techniques.58
[Example 13] Some attention is also paid to patents on human stem cells and
human rights and the possible detrimental effects of patents on human stem
cells.59
[Example 14] The second question deals with infringement: do 3D-printed objects infringe existing patents?60
[Example 15] Finally, we also evaluate the attitude towards these licensing models
as to their usefulness in clearing third party patent rights.61

Evaluative research is very popular in legal scholarship: many academics believe
that evaluating the law is a duty of legal scholarship.62 As legal scholars are not
really bound by actual law—as compared to legislators or judges—they are believed
to be in a better position to provide a critical assessment.63 Evaluative research will
56

Hervé Tijssen, De juridische dissertatie onder de loep 58 (2009).
Kestemont, supra note 36, at 203.
58 Geertrui Van Overwalle, Patent Protection for Plants: a Comparison of American and European
Approaches, 39 IDEA-J. L. & Tech. 143 (1999).
59 Geertrui Van Overwalle, Patenting Stem Cell Research in Europe and in the United States, in
Crossing Borders: Cultural, Religious and Political Differences Concerning Stem Cell
Research 519 (Wolfgang Bender et al. eds., 2005).
60 Van Overwalle & Leys, supra note 14.
61 Esther van Zimmeren et al., Patent Licensing in Medical Biotechnology in Europe: A
Role for Collaborative Licensing Strategies? 145 (2011).
62 Auke Bloembergen, Iets over object en methode van wetenschap en rechtspraak in het privaatrecht,
in Nederlandse rechtswetenschap. Tussen distantie en betrokkenheid: paradigma’s
in de twintigste eeuw 76 (Otto Kamstra et al. eds., 1988); M. Verhorsst, De rechtsweten
schappelijke gemeenschap, in Nederlandse rechtswetenschap. Tussen distantie en
betrokkenheid: paradigma’s in de twintigste eeuw 355 (Otto Kamstra et al. eds., 1988),
63 Kestemont, supra note 9, at 17.
57
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be helpful in formulating recommendations64 and will quite often precede recommendatory research.
Carrying out an evaluative objective requires the selection of criteria, and the
operationalization of the selected criteria. When selecting evaluation criteria,
legal scholars can opt for internal evaluation criteria, which are derived from the
legal system itself, and which result in an ‘assessment by reference to a standard set
by law itself ’.65 An evaluation entirely based on internal criteria will always have
a purely legal perspective. Legal researchers may also decide to base their evaluation on external evaluation criteria, derived from outside the legal system and resulting in an ‘assessment by reference to an external standard’.66 External criteria
may focus on the economic impact of legislation, or on the cost-benefit balance.67
When applying external criteria, legal scholars include (knowledge of) other academic disciplines.68
Examples of evaluative objectives employing internal and external criteria:
[Example 16] [Internal criterion] The research objective of the present paper is
to (re)assess the legitimacy of patent protection for human genes and genetic
diagnostic methods, by examining the current state of patent law and practice
through the lens of human rights.69
[Example 17] [External criteria] In furthering our insight into the property-
contract tandem, the article scrutinizes four types of open licenses and their
ability to contribute to the establishment of the three aforementioned features
(profit/
not-
for profit motivations, universal and sustainable openness, low
cost).70
[Example 18] [External criteria] The claims at hand were interpreted in the light
of the patent specification, the drawings and the other claims and were compared
to the best practices guidelines (when available) for the testing of susceptibility to
these genetic diseases in Europe and the United States, to assess the essentiality
(i.e. the necessity of having access to the technology) of the specific patent claims
for carrying out a genetic diagnostic test using those guidelines. By applying this
methodology, three impact levels were distinguished.71
64 Anne Ruth Mackor, Legal Doctrine as a Non-Normative Discipline, 22 Recht en Methode 59
(2012); Tijssen, supra note 56, at 59.
65 Robert Cryer et al., Research Methodologies in EU and International Law 10 (2011).
66 Id.
67 Barendrecht, supra note 23; Frank Kunneman, Rechtswetenschap 9 (1991); Tijssen, supra
note 56, at 75.
68 Barendrecht, supra note 23; Bart Van Klink & Lonneke Poort, De normativiteit van de
rechtswetenschap, Rechtsgeleerd Magazijn Themis 258, 262 (2013).
69 Van Overwalle, supra note 20.
70 Van Overwalle, supra note 47.
71 Huys, supra note 21.
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G. Recommendatory Research
Recommendatory research objectives aim to determine how the law should be and
results in a proposal to enact, complete, modify or abolish the law.72 This objective
has also been referred to in legal literature as the ‘normative research objective’,
or ‘reform perspective’.73 Recommendatory research is considered quintessential
in legal scholarship: it is often viewed as being an essential part of a legal scholar’s
DNA. This type of research reflects the solution-oriented attitude of legal scholars,
and their desire to introduce changes to improve the functioning of the law, in
order to make the law more fair, efficient, or effective.74
Prior to formulating recommendations, it is of utmost importance that legal researchers describe, explain and evaluate the legal construct and the problems at
hand. Furthermore, recommendations should be based on normative criteria. The
selection of normative criteria will often be determined by the personal ‘frame
of reference’ of the researcher,75 resulting in different recommendatory outcomes.76 Normative criteria therefore should be made explicit—also when they
(partly) correspond with preceding evaluative criteria—and should be adequately
operationalized.77
In line with evaluative research criteria, a choice can be made between internal
and external normative criteria. Internal criteria are derived from the legal system
itself, and may relate to legal rights (e.g. right to stop third parties from making or
using the protected invention in patent law), duties (e.g. duty to disclose in patent
law), and principles (e.g. fair use in copyright law). External criteria are often derived from outside the legal system (e.g. the stimulation of innovation, the reduction from patent application costs). The use of external criteria turns a traditional
legal research into a multi-or interdisciplinary research. However, external criteria
are as such insufficient to decide how the law should be.78 An economic analysis of

72

Kestemont,supra note 36; Tijssen, supra note 56, at 59, 74, 165.
See Terry Hutchinson, Doctrinal Research, in Research Methods in Law 23 (Dawn Watkins &
Mandy Burton eds., 2013).
74 Tijssen, supra note 56, at 156. The fact that formulation of recommendations is typical for legal
scholarship has been confirmed by empirical research, see Willem van Boom & Rob van Gestel,
Rechtswetenschappelijk onderzoek. Een samenvatting van de uitkomsten van een landelijke enquête,
Nederlands Juristenblad 11 (2015) (full version available at https://www.njb.nl/Uploads/2015/5/
Van-Boom-en-Van-Gestel-2015.pdf, last accessed 18 September 2018); Kestemont, supra note 36,
at 136.
75 Kestemont, supra note 9, at 78–81.
76 Jaap Hage, The Method of Truly Normative Legal Science, in Methodologies of Legal
Research (Mark Van Hoecke ed., 2011); Paul Scholtens, De structuur der rechtswetenschap, in
Verzamelde geschriften van wijlen Prof. Mr. Paul Scholtens 462 (1949); Frank Kunneman,
Rechtswetenschap 8 (1991).
77 For more, see Kestemont supra note 9, at 65–66.
78 Edward L. Rubin, Law and the Methodology of Law, 1997 Wis. L. Rev. 521 (1997); Gerrit De Geest,
Hoe maken we van de rechtswetenschap een volwaardige wetenschap?, 79 Nederlands Juristenblad
58, 60 (2004).
73
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the financial consequences of the raise of patent application fees79 cannot directly
in and of itself result in recommendations on the desirability of fee schemes.80 Non-
legal insights cannot simply be transposed into the legal system.81 It is possible that
internal legal arguments point in a different direction.82
Example of a recommendatory research question:
[Example 19] In light of the alleged negative impact of patents in genetics, what
measures should be contemplated to facilitate access to and use of gene patents
and—ultimately—safeguard access to health care?83

Example of normative criteria:
[Example 20] Section 3 articulates the central question resulting from this analysis. In light of the alleged negative impact of patents in genetics, what measures
should be contemplated to facilitate access to and use of gene patents and—ultimately—safeguard access to health care? This central question is made more
explicit and exacting by refining the goals to be achieved and by introducing a
series of assumptions. If the common goals are (a) to maintain the current patent system, meant to serve as a (positive) incentive for the production of drugs
and therapies important in health care and (b) to remedy some of its (hindering)
effects in the field of genetics and in diagnostics in particular (c) within a reasonable period of time, designing tools which optimize access to and use of a multitude of (blocking) patents may well be considered the most adequate remedy.
Expediting access and use of genetic inventions is best served by the design of
(1) contractual, collaborative models (2) which are based on the pre-existence
of IP rights, (3) which are economically viable and commercially sustainable

79 E.g. Study for the European Patent Office (EPO) on the Economic Dimensions of the Fee Structure
in the European Patent System, presented at the Workshop on Pricing and Fees initiated by the EPO
Economic and Scientific Advisory Board (European Patent Office, Munich, 8 May 2012), https://www.
epo.org/news-issues/news/2012/20120509.html (last visited 2 October 2018).
80 Cf. Rob Van Gestel & Jan Vranken, Rechtswetenschappelijke artikelen, Nederlands Juristenblad
1448, 1457 (2007).
81 Jan Vranken, Algemeen Deel. Een synthese, in Mr. C. Assers Handleiding tot de beoefening
van het Nederlands Burgerlijk Recht 28 (2014).
82 See also Taekema, supra note 5. For more on the balancing of external normative criteria, see
Kestemont, supra note 9 at, 68–71.
83 Geertrui Van Overwalle, Of Thickets, Blocks and Gaps: Designing Tools to Resolve Obstacles in the
Gene Patents Landscape, in Gene Patents and Collaborative Licensing Models: Patent Pools,
Clearing Houses, Open Source Models and Liability Regimes (Geertrui Van Overwalle ed.,
2009). Cf. Geertrui Van Overwalle, Esther Van Zimmeren, Birgit Verbeure & Gert Matthijs, Models for
Facilitating Access to Patents on Genetic Inventions, 7 Nat. Rev. Genet. 143–148 (February 2006) (where
the criteria were not yet fleshed out in so much depth : ‘We briefly describe research exemptions, licensing agreements and compulsory licensing, and extensively examine patent pools and clearing-
house mechanisms. We explore to what extent the last two mechanisms could become leading models
for enhancing access to and use of patented genetic inventions.’).
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without overriding social motives, (4) thus restoring trust in the patent system
and offering an alternative for ignoring the patent norm.84

III. Further Reflections on Research Methods
After reviewing the various objectives in the previous section, the present section
will provide a few further observations on available research methods. Although
each type of research objective calls for its methodology, a multitude of methods
is available to pursue that objective, ranging from doctrinal to empirical research.
The present section will look into this summa divisio—doctrinal versus empirical
research—and pay attention to a few well-selected issues.

A. Doctrinal Research Methods
Doctrinal research can be described as research that provides a systematic overview
of certain rules, analyses the relationships and coherence among rules, explains the
law and its application, or evaluates rules by deducting their consequences.85
In the analysis conducted in the present chapter, doctrinal legal research was
undertaken to carry out descriptive objectives (providing an overview of patent
law and practice for genetic inventions in Europe, see Examples 3 and 4), classifying objectives (pondering to what extent patent provisions are applicable on 3D-
printing, see Example 6), comparative research (comparing patenting standards
for biotechnological inventions in the US, Europe, and EPO Member States, see
Example 9), theory-building research (see Example 10), evaluative objectives (assessing objections raised in legal doctrine to refute patent protection for plants,
see Example 12; assessing the legitimacy of patent protection for human genes and
diagnostic methods through the lens of human rights, see Example 16), and recommendatory objectives (contemplation of legal instruments to facilitate access to
and use of gene patents, see Example 19).
Special attention is paid here to interpretation techniques. Interpretation is a
technique commonly applied in doctrinal legal research. As law is mainly laid down
in legal texts, interpretation of these texts is of utmost importance when describing
the law.86 Legal scholars can opt for different types of interpretation techniques to
assess and analyse legal rules, ranging from grammatical, over technical, systematic, legal-historical, teleological, jurisprudential to doctrinal interpretation.87
84

Id.
Terry Hutchinson & Nigel Duncan, Defining and Describing What We Do: Doctrinal Legal
Research, 17 Deakin L. Rev. 83 (2012).
86 Kestemont, supra note 9, at 19.
87 Id. at, 19–33 and the references cited there.
85
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There are two ways in which research on science and technology and IP law (in
particular patent law and copyright law) can draw lessons from the scholarly literature on interpretation. First, current interpretation techniques may be helpful
in the interpretation of patent or copyright law. Interpretation techniques may assist in assessing the applicability of existing patent or copyright rules to science
and new technologies: does the scope of application of prevailing patent or copyright law cover a new scientific breakthrough or a new technological development?
When addressing this type of question, new scientific advancements are subject
of legal inquiry, and new scientific phenomena are front and centre in the legal
analysis.
When starting off with a descriptive research project on new technologies, legal
scholars have to make sure they understand the main scientific or technical concepts under study. If legal scholars wish to carry out patent law research in the
field of human genetics, it is indispensable that they familiarize themselves with
the scientific insights in that area, and study the basic principles of genetics (e.g.
eukaryotic cell structure, DNA structure, protein biosynthesis, etc.) and prevailing methods (e.g. recombinant DNA technology, somatic cell nuclear transfer
(SCNT), CRISPR-Cas9, etc.). If legal scholars wish to examine the legal protection
of plants, it is indispensable that they study the basics of traditional, Mendelian
breeding and of modern molecular plant development (e.g. Agribacterium mediated gene transfer, use of Zinc finger nucleases (ZFNs), etc.). If they wish to explore
the patent and copyright problems relating to 3D-printing, they must deepen their
knowledge about the basic scientific components of the 3D-printing methodology.
If they wish to examine copyright protection for software, blockchain technology,
or Artificial Intelligence (AI), they must first come to grips with the intricacies of
these technologies. Becoming familiar with underlying technologies requires patience, motivation, and discipline, but is the only way to establish an appropriate
legal assessment.
Second, in addition to assisting in interpreting IP law, interpretation techniques
may also help in a more specific way, notably in the interpretation of patent claims.
Interpretation techniques may help in deciding the scope of patent claims: is a
patent claim to be interpreted literally, and does the scope of a patent claim only
stretch out to technically identical items? Or can a patent claim be interpreted
more loosely, and does the scope of a patent claim stretch out to technical functional equivalents? The question of literal versus non-literal interpretation of patent claims has a long and turbulent history, which we do not wish to recapitulate
here.88 What is significant in the context of the current discussion, however, is the
observation that questions on the scope of patent claims, also dwell on science and
88 Paul England, The Scope of Protection of Patent Claims in Europe and the UPC, 11 J. Intell. Prop.
L. & Prac. 689 (2016), and the references cited there; Philipp Widera, Has Pemetrexed Revived the
Doctrine of Equivalence?, 13 J. Intell. Prop. L. & Prac. 238 (2018).

Science and Technology and Intellectual Property

449

technology, as the object of patent protection is an invention, and inventions are
technical constructs par excellence,89 encompassing both traditional and new(er)
technologies, or mixtures between science and technology.
Since the art of interpreting legal rules also applies to rules in patent law, and
since interpretation also plays a pivotal role in assessing patent claims, we refer
to some final, more general reflections in legal scholarly literature, which might
equally apply when interpreting patent law and patent claims. Thoughtful observers have pointed out that in applying interpretation techniques and deciding which interpretation is given priority, different outcomes are conceivable.
Researchers should be aware that in doing so, they might make a normative choice
and a normative value judgment on how a rule (in casu: a patent law rule and/or a
patent claim) should be interpreted. Concealing the preferred interpretation as an
objective interpretation is not acceptable. Researchers have to clarify on the basis
of which arguments and types of interpretation they have made their choice. This
is a daunting task, as the line between interpreting, and deciding which interpretation is desirable is rather thin.90

B. Empirical Research Methods
Empirical research can be broadly defined as research that makes use of observations of reality.91 Empirical legal research –commonly labeled as ‘Empirical Legal
Studies’ (ELS) –is a subfield devoted to the methodology of empirical research in
law.92 ELS points to research where an attempt is made to respond to legal questions by applying empirical methods. ‘Empirical legal research is the investigation
of legally relevant facts using diverse methods and theories derived from the social
sciences’.93 In other words, ELS research relates to law, legal systems, and legal phenomena94 in all areas of law,95 using both qualitative and quantitative methods.96
Grosso modo three types of contemporary ELS can be distinguished. First, quantitative studies, often applying statistical techniques to large datasets in search of
causal relationships. Second, descriptive quantitative studies, answering questions
89

Cf. European Patent Convention—Implementing Regulations, arts. 42, 43, and 47.
See Kestemont, supra note 9 (references in fns 94–101).
91 Lee Epstein & Gary King, The Rules of Interference, 69 U. Chi. L. Rev. 1 (2002). For some critical
reflections on this wide definition, see Gijs van Dijick, Shahar Sverdlov & Gabriela Buck, Empirical Legal
Research in Europe: Prevalence, Obstacles and Interventions, 2 Erasmus L. Rev. 105 (2018).
92 Epstein & King, supra note 91.
93 Deborah Hensler & Matthew A. Gasperetti, The Role of Empirical Legal Studies in Legal Scholarship,
Legal Education and Policy Making, in Rethinking Legal Scholarship: A Transatlantic
Dialogue 450 (Rob van Gestel, Hans-W. Micklitz & Edward L. Rubin eds., 2017).
94 The Oxford Handbook of Empirical Legal Research (Peter Cane & Herbert M. Kritzer
eds., 2010).
95 Id.
96 Id.
90
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about the prevalence of legal phenomena. Last but not least, qualitative studies,
shedding light on the nature of legal processes, describing and explaining certain
legal phenomena.97 In turn, empirical research, using social science methods, can
assist in understanding the law, testing hypotheses, and develop theories.98
ELS can be used for different purposes,99 as is clearly demonstrated in the projects and examples discussed in the present chapter. ELS has been used for descriptive objectives (collecting the status, nature, and scope of disease-specific
patents, see Example 5), classifying objectives (categorizing motivations of stakeholders in pre-competitive biopharmaceutical R&D public–private partnerships,
see Example 7; crafting a typology of claims concerning disease-specific patents,
see Example 8), explanatory objectives (providing insights into expectations of
stakeholders when joining pre-
competitive biopharmaceutical R&D public–
private partnerships, see Example 11), or evaluative purposes (assessing the attitude of stakeholders towards the usefulness of collaborative licensing models,
see Example 15; assessing the impact of gene patents on access to healthcare, see
Example 18). One could also imagine applying ELS for recommendatory objectives, even though empirical research will not directly allow to draw normative
conclusions.
Special attention is paid here to the use of ERL to test and refute assumptions
and hypotheses, a specific subtype of evaluative objective. This type of ERL may
serve ‘myth-busting’ purposes, implying that it finds evidence that disconfirms
commonly shared beliefs in society or in the legal community.100
Our empirical study on human gene patenting may serve as a posterchild example to illustrate the ‘myth-busting’ objective of ELS when conducting legal research on science and technology. In the debate on the patentability of human
genes, concern was expressed about the potential hindering effect on innovation
of the continuous increase of patents in the life sciences. The academic debate on
the possible discouraging impact of the proliferation of patents was set in motion
by the seminal article from Heller and Eisenberg ‘Can Patents Deter Innovation?
The Anti-commons in Biomedical Research’ in 1998.101 Despite the level of academic interest, the anti-commons theory remained largely untested at the time.
Initial empirical research mainly applied a quantitative approach and seemed to

97

Hensler & Gasperetti, supra note 93, at 450–522 (and the references cited there).
Id. at 470.
99 Cf. Gijs van Dijck & Jaques Hagenaars, Empirical Legal Research. Principles and Procedures (Draft
paper, on file with the authors) (‘Empirical legal research methodology provides methods to empirically
describe, explain, and evaluate legal phenomena’); ‘empirical research can be, must be, and has been
used for purposes like the systematical description and explanation of legal phenomena, testing and
refuting assumptions and hypotheses, the evaluation of laws, rules and practices, and testing intended
reforms prior to their enactment’.
100 Id.
101 Michael A. Heller & Rebecca S. Eisenberg, Can Patents Deter Innovation? The Anticommons in
Biomedical Research, 280 Sci. 698 (1998).
98
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confirm the anti-commons hypothesis.102 Our research aimed at contributing to
the anti-commons debate by assessing whether the prevailing assumption that an
anti-commons problem might indeed be present in biomedical sciences held out in
the field of human genetics, thereby applying a more qualitative assessment of gene
patent claims. Our research did not confirm the emergence of a wide patent thicket
in human genetics,103 neither did a follow-up worldwide study.104 All in all, qualitative empirical research indicates that there does not seem to be wide and strong
evidence that the rise of patents in the life sciences is leading to devastating patent
thickets, frustrating the use of technology and ultimately leading to a tragedy of
the anti-commons.105 Empirical research, aiming at testing an alluring metaphor,
allowed to conclude that the prevailing assumption from Heller and Eisenberg
which intensely dominated the (academic) debate for the last fifteen years was not
totally substantiated and should therefore be put to rest.106

IV. Conclusion
Science and technology can be both subject of regulation and/or tool for regulation. Whatever of the two perspectives is being examined, legal research often becomes multi-or interdisciplinary when engaging with science and technology.
This multi-or interdisciplinary nature calls for a clarification of the objectives and
methods applied in legal research. The present chapter articulated what objectives
and methods are used when science and technology become the target of study in
law. Next to providing a theoretical exposé on the various objectives and methods a
research project versed on science and technology might entail, the present chapter
exemplified this theoretical account and made it more exacting by discussing research projects in the area of patent law and technology. As academic literature on
legal methodology is often rather abstract and theoretical, this chapter aimed for
a novel approach: illustrating the theory on methodology by providing clear examples of existing legal research on science and technology.

102 Kyle Jensen & Fiona Murray, Intellectual Property Landscape of the Human Genome, 310 Sci. 239
(2005); Cf. Michael M. Hopkins et al., DNA Patenting: The End of an Era?, 25 Nature Biotechnology
185 (2007).
103 See Isabelle Huys et al., Legal Uncertainty in the Area of Genetic Diagnostic Testing, 27 Nature
Biotechnology 903 (2007). However, our empirical study found that there was some reason for concern in the field of diagnostic testing, in view of the upsurge of whole genome sequencing.
104 John Liddicoat et al., Are the Gene-
Patent Storm Clouds Dissipating? A Global Snapshot, 33
Nature Biotechnology 347–52 (2015).
105 See also Ben Depoorter & Sven Vanneste, Putting Humpty Dumpty Back Together: Experimental
Evidence of Anticommons Tragedies, 3 J. L. Econ. & Pol’y 1 (2004).
106 See Geertrui Van Overwalle, Patent Pools and Clearinghouses in the Life Sciences: Back to the
Future, in Research Handbook on Intellectual Property and the Life Sciences 304–34
(Duncan Matthews & Herbert Zech eds., 2017).
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A first lesson of the present study is that opting for science and technology as a
subject of study does in no way restrict the choice of legal research objective (what
do we aim for? what do want to know?). Researchers can opt for a panoply of research objectives. When studying science and technology as a subject of patent
law, researchers should be guided by their academic curiosity and their eagerness
to learn, and their ability to translate research questions into adequate research
objectives.
Future research might investigate which types of objectives are (more/less)
popular in legal research on science and technology. Are there specific types of
research objectives which often appear simultaneously? If so, why? What types
of central research objectives are highly frequent: (empirical-)descriptive, evaluative, comparative, recommendatory? Do the results differ when looking at different periods in time or different types of publications (e.g. journal articles, PhDs,
European research projects)? This kind of further research does not aim to favour
a certain type of research objective, but rather to gain more insight into the methodological characteristics of legal research on science and technology.
A second lesson is that when science and technology are the primary focus of
legal study, a multitude of methods is available to pursue that objective, ranging
from doctrinal to empirical research (how do we want to uncover what we wish to
know?). Whether the method is doctrinal or empirical will not be dictated by the
nature of the subject at hand—in casu science and technology—but by the knowledge a researcher wishes to develop and the objective he/she wishes to pursue.
General claims on ‘doctrinal research being worse or better as compared to empirical research’ are irrelevant in this respect. Which type of methodology is more
suited than another can only be determined by taking into account the topic and
the objective(s) of the research at hand, the question(s) the researcher is eager to
answer, the complexity of the technology, and the available time at hand.
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Intellectual Property, Information Science,
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I. Introduction
It is a longstanding joke amongst lawyers that they chose to study law to avoid
‘doing math’, and it seems this aversion stretches to the heights of the profession.
In Gill v. Whitford,1 the issue before the United States (US) Supreme Court was
whether the Republican leadership had drawn up the Wisconsin voting district
map in such a manner that would enable them to maintain a majority under any
likely voting scenario, thereby violating the ‘one person one vote’ principle and
the Equal Protection Clause. One way to make this evaluation is to use ‘efficiency
gap’ calculations2 based on voting results to calculate this partisan voting pattern.
Yet, in oral arguments, four of the eight judges voiced anxiety about using math to
make this evaluation. Justice Breyer said, ‘I think the hard issue in this case is are
there standards manageable by a court, not by some group of social science political . . . you know, computer experts?’ Chief Justice John Roberts even went to far
as to note that ‘predicting on the basis of the statistics that are before us has been
a very hazardous enterprise’! The judges’ unanimous decision that the aggrieved
plaintiffs lacked standing to challenge the voting map is ironic—and in the light of
their clear aversion to math, perhaps a little worrying—considering that the very
issue they were asked to determine depended fundamentally on using math.
But math has been present in law more than many of us realize. Justice Learned
Hand’s famous formulation of liability in negligence considers the costs of taking
precautions against the probability and magnitude of harm.3 Judges rendering sentencing decisions have to make evaluations as to the probability of recidivism and
the harm that the accused may cause.4 And the laws of evidence that undergird all
our dispute resolution laws are about evaluations of the probative value of individual items of evidence, and the overall assessment of their impact on the issues
1

Gill v. Whitford, 138. S.Ct. 1916 (2018).
Nicholas O. Stephanopoulos & Eric M. McGhee, Partisan Gerrymandering and the Efficiency Gap,
82 U. Chi. L. Rev. 831 (2015).
3 United States v. Carroll Towing Co., 159 F.2d 169 (2d Cir. 1947).
4 See, e.g., Public Prosecutor v. Ng Kim Hong [2014] 2 SLR 245, [2014] SGHC 2 (Sing.).
2
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in the dispute.5 Courts have not been averse to admitting inherently probabilistic
forensic evidence such as fingerprint6 and genetic7 material for identification purposes, and are even prepared to adopt a more scientific approach to this issue, to
ensure that such identifications do not engender erroneous matches.8
The area of intellectual property (IP) should be no different. For instance, the
Hargreaves Report urged the United Kingdom (UK) Government ‘to ensure that
in future, policy on intellectual property issues is constructed on the basis of evidence, rather than weight of lobbying’,9 quoting as examples of policies that have
not been developed in a way consistent with the economic evidence, the European
Union (EU) Database Directive and the Copyright Term Extension.10 With the
increasing volume of data available in the realm of IP, it is vital for lawyers and
policy-makers to equip themselves with the math and statistical skills to interpret
such evidence, in the continued development of the IP system.

II. Legal Reasoning Versus the Scientific Method
If the negative view of math and statistics stems from a lack of familiarity with the
scientific method, that unfamiliarity can begin to be addressed by examining the
similarities and differences between the legal reasoning process and the scientific
process. The process of legal reasoning stems from a process of inquiry and argumentation, guided by common sense, logic, ethics, and jurisprudence. Inquiry involves an examination of existing cases and legislation to extract the relevant rules,
principles, and policies. Argumentation involves drawing inductive, deductive,
and abductive inferences from the extracted rules, principles, and policies. The
soundness of the reasoning process is evaluated by testing various hypothetical and
alternative fact situations on the inferences. The finalized rule that applies to the instant fact situation before the deciding court is the ratio decidendi, but the tests and
other reasoning expositions that constitute the obiter dictum can also be of great
assistance in legal reasoning when this decision itself is subject to the same inquiry

5

See, e.g., R. v. Dizaei [2013] EWCA (Crim) 88, [2013] 1 WLR 2257 (Eng.).
See, e.g., Coleman v. Rex, Trans. L.R. (Sup. Ct. 1907) (Eng.); In re Castleton, 3 Crim. App. R. 74
(Cohen 1909) (Eng.); Piquett v. United States, 81 F.2d 75, 81 (7th Cir. 1936). However, no full-scale
empirical studies have been conducted such that a valid statistical model of fingerprint variations have
been built. This would especially be a problem when attempts are sought to match partial prints.
7 See, e.g., United States v. Porter, 1994 WL 742297 (DC Super. Ct. 1994); State v. Carter, 246 Neb.
953, 524 N.W.2d 763, 783 (1994).
8 See Springfield v. State, 860 P.2d 435 (Wyo. 1993) (a probability estimate was admissible). See also
Jennifer L. Mnookin, Fingerprints: Not a Gold Standard, 20 Issues Sci. & Tech. 47 (2003); Jennifer L.
Mnookin et al., The Need for a Research Culture in the Forensic Sciences, 58 UCLA L. Rev. 725 (2011).
9 Ian Hargreaves, Digital Opportunity: A Review of Intellectual Property and Growth
1 (2011).
10 Id. at 19.
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and argumentation process ex post as part of the process of precedential common
law reasoning.
While the legal reasoning process has turned out to be remarkably flexible and
adaptable to social concerns, it is not without its shortcomings. Some of its very
strengths are also its weaknesses, such as the inherently subjective process of ‘inquiring’ for rules and ‘inferring’ new rules, which largely depends on the subjectivity of the person undertaking the inquiries and drawing the inferences. Another
weakness is the attempt to isolate the legal reasoning process from the factual matrix in which issues have arisen, with a view to apparent legal objectivity. However,
this is untenable because the legal reasoning process is triggered by the presentation of issues within a factual matrix and must ultimately resolve a factual dispute,
and so it is nigh impossible to separate the outcome of the legal reasoning from
the presented facts. There is also no robust way to evaluate these legal inferences
against the actual facts of the case: while hypotheticals and alternative fact situations are proffered as proxies for this evaluation, there are limits as to how far they
can go to provide a rigorous test of the newly derived rule.
In contrast, the scientific method acquires knowledge via the empirical
method—a process of knowledge acquisition based on observations, conjectures, evaluations, and refinements. Unbiased records are carefully made from
observations about various phenomena. Various hypotheses—all which must be
falsifiable11—are then made based on the observations. The hypotheses are then
checked for consistency with factual findings, which is gathered through experiments, measurements, or studies. Based on these findings, the hypotheses are
either eliminated or iteratively narrowed and refined until the conjectures are sufficiently mature and presented as theorems or findings.
Because these findings are arrived at based on a systematic and logical process
of observations, conjectures, evaluations, and refinements the empirical method
is not dependent on rationalism, revelation, dogma, tradition, beliefs, common
sense, or even currently held theories. The rigour of the empirical method lies in
its methodology of repeated data collection and conjecture refinement. This way,
the empirical method takes free of the subjectivity of rule extraction and rule
argumentation.
Thus, while the process of legal reasoning is primarily prescriptive and normative, with new laws and rules built on established decisions and lines of reasoning,
the empirical scientific method is mainly descriptive and positive, focusing on
making observations and gathering data from the world to validate falsifiable hypotheses, even where they may be dissonant or incongruous. Mathematical and
scientific statistical analysis is performed on such data as part of the overall legal
11 Falsifiability is a key attribute of a hypothesis, since the hypothesis must be tested against the data
and shown to be true or untrue. If a hypothesis cannot be falsified, it is an assertion that cannot be validated by the scientific process.

456

Daniel Seng

quantitative method. In sum, the empirical method informs us where we are on the
issues, and complements legal reasoning so that we can work out the position we
ought to take on the issues.

III. Quantitative (Legal) Analysis
Quantitative analysis simpliciter is an aspect of the empirical scientific process. It involves ‘[t]he systematic empirical investigation of observable [and
measurable] phenomena via statistical, mathematical or computational techniques . . . to develop and employ mathematical models, theories and hypotheses
pertaining to phenomena’ for analysis.12 Quantitative analysis is how modern
scientific studies in the natural sciences have developed, and is increasingly
used in the social sciences, for example in psychology, economics, sociology,
and political science. As applied in the social sciences, quantitative methods are
best for researching the what, when, where, how, and (less so) why questions of
human experience.
Although it appears that quantitative methods have been slow to take root in
law, there is no reason why data-based reasoning cannot be used to support traditional legal reasoning. After all, ‘legal phenomena can and should be understood
not only in normative terms but also as social practices of political, economic and
ethical significance’. In this regard, the application of the scientific method can only
better inform traditional legal reasoning processes, by providing a firm basis in fact
to fortify further developments in law. It is unfortunate that the almost-exclusive
association of data-based reasoning with scientific experimentation has created
the perception that data-based reasoning is apparently incompatible with legal reasoning. The repeated manipulation of variables to influence an end result seems
to be inapplicable to traditional legal reasoning, for the fundamental reason that
many aspects of scientific experimentation do not apply well to the observation
of human behaviour. This can manifest in various ways such as factors of interest
not being available for experimentation, the non-availability of human subjects of
interest, the existence of rules of law and ethics that ensure that some hypotheses
cannot be tested or repeated, the simple impossibility of ensuring a precisely uniform background across all subjects, and the lack of control over changes in conditions. Therefore, causality inferences are difficult or next to impossible for the
social sciences,13 and law is no exception.
The happy news is that experiments, as ‘modalities of observation’, are not the
only way of invoking the scientific method, and it is possible to apply quantitative
12

The SAGE Encyclopedia of Qualitative Research Methods (Lisa M. Given ed., 2008).
Leslie A. Gordon, The Empiricists, 82 Stan. Law. (2010), https://law.stanford.edu/stanford-lawyer/
articles/the-empiricists.
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analysis to examining human behaviour ‘without active interference of the inquirer into the facts’.14 Where it is possible to evaluate conjectures through repeated measurements or studies instead of experiments (‘non-
experimental
observation’),15 many useful theories or findings may still be made. Quantitative
legal analysis is precisely this process of repeated measurements or studies used
to conduct evaluations, brought to bear on legal problems. It brings all the advantages of the scientific process: the acquisition of knowledge through careful observation and rigorous scepticism, the robust testing and evaluation of deductions
and hypotheses, the documentation of observations to enable deductions and hypotheses to be evaluated and confirmed, the refinement, alteration, expansion or
rejection of existing deductions and hypotheses, and the use of validated deductions and hypotheses for making predictions. Indeed, in relation to legal problems that concern data that is too voluminous, such as data involving hundreds of
millions of records, each with observations about more than a dozen individual
and independent attributes,16 quantitative legal analysis is a very necessary first
step for reducing the problem to comprehensible levels in advance of rule and
policy-making.

IV. Six Steps to Quantitative Legal Analysis
In general, any researcher will undertake the following six steps if she wishes to
conduct quantitative legal analysis:17
• Formulating research question(s).
• Reviewing the existing literature.
• Designing a methodology for investigating the hypothesis/hypotheses (and
understanding its limits).
• *Collecting and coding data based on the research question.
• *Analysing the data.
• *Drawing and presenting conclusions.
Of these six steps, the use of information science techniques is crucial to the success of the last three steps.

14

N.S. Timasheff, Observation in the Social Sciences, 9 Am. Cath. Soc. Rev. 259 (1948).
Id.
16 For example, Google’s Transparency Report data, relating to DMCA takedown requests that it has
received, contains records of over 6 million submitted notices requesting the removal of content associated with over 200 million domains and over a billion individual URLs.
17 See generally Frans L. Leeuw & Hans Schmeets, Empirical Legal Research: A Guidance
Book for Lawyers, Legislators and Regulators 10–15 (2016).
15
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A. Formulating the Research Questions
The formulation of research questions is the starting point for any quantitative legal
analysis. Ideally, research questions will raise and isolate a number of concepts of
interest and hypothesize about possible relationships between them. These concepts of interest are then translated into two types of variables: variable(s) of direct
interest, also known as the dependent variable(s), and other variable(s) that could
affect or lead to answers for the dependent variable, also known as the independent
variable(s). When identifying the variables, the researcher should be alive to possible co-dependencies or hidden dependencies between the chosen variables, as
well as other non-enumerated variables.
In contrast to classical scientific experiments, it is not necessary for research
questions to be accompanied by corresponding disprovable hypotheses. Research
questions that provide a descriptive exposition of the legal landscape for the issue
in question can be just as valuable, especially in the absence of any updated literature on the subject.18 The researcher can therefore start with a very broad landscape
review question, collect information about an ecosystem for a specific IP right that
is not well understood, and then select from the broad review narrower research
questions for investigation.
In the context of IP research, many of the research questions will naturally revolve around issues of rights, infringement, and liability—for example, how aggressively copyright owners enforce their rights, the extent to which copyright
infringement occurs and where, and the scope of liability of internet service providers. Because IP rights have an inherently ambiguous scope, are predominantly
permissive,19 and involve multiple stakeholders,20 an empirical examination of
the issues will engage numerous variables at the same time. It is therefore not only
useful, but almost mandatory, to start with a basic or narrow research question
and gradually expand it based on the confidence of the researcher on the available
observations.
For instance, the way in which copyright takedown notices were used to manage
online piracy was not well understood, especially after the Web 2.0 phenomenon.21
After a review of the state of the copyright takedown notices revealed that a new
ecosystem with third party content agents had evolved to monitor online copyright
piracy and issue automated takedown notices, the second research question that
flowed naturally from this was how accurate and reliable these takedown notices

18

Gordon, supra note 13.
See, e.g., Ashdown v. Telegraph Grp. Ltd. [2001] EWCA (Civ) 1142, [2001] 3 WLR 1368 (Eng.).
20 See, e.g., Alliance Entertainment Singapore Pte Ltd. v. Sim Kay Teck [2007] SGHC 43 (Sing.).
21 Daniel Seng, The State of the Discordant Union: An Empirical Analysis of DMCA Takedown Notices,
18 Va. J. L. & Tech. 369 (2014).
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were.22 Finally, the third question that arose from the findings of the second research that suggested that there were substantial errors in such takedown notices
was how the internet intermediaries processed such notices, and how accurately
they did so.23 So the research questions can be stacked in such a way where the
researcher can start with the most general question and move on to more specific
research questions that target specific issues revealed from observations and conclusions reached with the previous questions.

B. Literature Review
The process of literature review serves as a preliminary check on the research question by examining existing writings for legal propositions that support or afford an
alternative analysis to the research question. Alternatively, the research question
as formulated could be an attempt to replicate existing research that is done, refine
the existing research, or refute the existing research. A review of existing literature
confirms the researcher’s awareness of the ‘state of the art’ in this area of research.
A study of existing literature also enables the researcher to obtain more information about concepts or variables of interest to previous researchers, and identify existing datasets that previous researchers had used to test their concepts of interest
or hypotheses.
It is worth mentioning that the literature review process for research into IP issues encompasses more than the usual secondary literature. The primary literature of IP is also of much value—not only in the form of case law and judgments,
but also as registrations for various IP subject-matter such as trademarks, patents,
and registered designs, as well as registration prosecution and invalidation decisions rendered by the IP offices. The quantitative analysis of such registrations
can itself be the basis for many important research questions and answers to these
questions can in turn fuel the commercial relevance for carrying out such research.
For instance, a project started by Professor Mark Lemley of Stanford University
began with the research questions of attempting to determine the number of patent cases brought by plaintiffs that involve copying or theft, as well as to determine
the number of non-practising entities that were engaging in unnecessary patent
litigation.24 This grew into the development of an IP litigation clearinghouse tool
22 Daniel Seng, Copyrighting Copywrongs: An Empirical Analysis of Errors with Automated DMCA
Takedown Notices (23 January 2015) (unpublished manuscript) (on file with author), https://ssrn.com/
abstract=2563202.
23 Daniel Seng, ‘Who Watches the Watchmen’: An Empirical Analysis of the Reasons for Rejecting
Copyright Take-down Notices (25 May 2015) (unpublished manuscript) (on file with author), https://
ssrn.com/abstract=3687861.
24 Dian Schaffhauser, Stanford Law School Launches IP Litigation Clearinghouse, Campus Tech. (12
December 2008), https://campustechnology.com/articles/2008/12/stanford-law-school-launches-ip-
litigation-clearinghouse.aspx.
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to provide real-time data on IP litigation to scholars, policy-makers, judges, and
journalists.25 Known as Lex Machina, it has since been acquired by LexisNexis.26

C. Methodology Design
In methodology design, the research process moves from the abstract to the concrete, by searching for a metric which, with the requisite observational data and
analysis, enables the researcher to answer the research questions.27 Methodology
design will vary from research question to research question, and is really only
limited by the creativity of the researcher. In quantitative legal analysis, there are
two key elements to methodology design to ensure the validity of the collected observations. The first is the identification of the research population, and the second
is the methodology for observing the research population.
A research population refers to the people or the items with the characteristics to be studied. The ease or difficulty of identifying the research population
depends on whether the research question is seeking to study people, physical
objects, or intangibles. In the IP space, if the research is with regards to the intangibles, this identification partitions the subject matter into registrable, registered,
and unregistered (or common law) IP rights. It is easiest to study registered rights
such as trademarks, registered designs (design patents), and patents (utility patents), because there is an official IP registry against which to reference such
rights, and which can be used to identify the owner and subject-matter of the
rights. Most repositories will also require the owner to maintain a record of the
subject-matter of the rights, for example patent specifications, registered trademarks, and deposit copies of copyright works. The research population which is
of interest to the research question will be a subset of the data in the registry. This
will be most helpful to a researcher especially if the IP registry makes its repository accessible for research purposes. However, where registration of such rights
is voluntary, as is the case with copyright28 or geographical indications under
the protected designation of origin scheme,29 when accessing the repository to
conduct research, the background and limitations of such a repository should be
25 Press Release, Stanford Law School, Stanford Law School Spins Off New Venture, Offering
Commercial Access to Intellectual Property Legal Data (5 January 2010), https://law.stanford.edu/press/
stanford-law-school-spins-off-new-venture-offering-commercial-access-to-intellectual-property-
legal-data.
26 Press Release, Lex Machina, LexisNexis Acquires Premier Legal Analytics Provider Lex Machina (23
November 2015), https://lexmachina.com/media/press/lexisnexis-acquires-lex-machina/.
27 Lee Epstein & Andrew D. Martin, An Introduction to Empirical Legal Research 42
(2014).
28 Article 5(2) of the Berne Convention eschews formalities such as registration for the enjoyment
and exercise of copyright rights.
29 Regulation (EU) No. 1151/2012 of the European Parliament and of the Council of 21 November
2012 on quality schemes for agricultural products and foodstuffs.
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referenced and carefully considered in the context of the research question. In
contrast, some IP rights are impossible to conduct research on, by nature of their
inaccessibility. IP rights such as confidential information and trade secrets are
the two most obvious examples.
After identifying the research population, there are really only two possible
methodologies for observing the population: census and sampling. The census
originated in the Roman Republic to track individuals liable for military service;
today, in statistics, the term census is now used to refer to the procedure of systematically acquiring and recording information about all the members of a given data
population. In other words, a census is a process for collecting the relevant observational data about all the members that are of interest to the research question.
In contrast, sampling involves the collection of information from a subset of a
given population, with a view to estimating the characteristics of the entire population. In many instances, a sample is chosen over a census because it is usually impossible or impractical to identify and make observations from every single entity
in the population. Typical sampling methods are:30
• Simple random sampling: a subset of subjects from the population is chosen
randomly and entirely by chance, such that every subject in the population
has an equal probability of being selected.
• Stratified sampling: where the population is known to be organized into
categories or strata, each stratum is sampled as an independent subpopulation
out of which individual entities are randomly selected to produce the final
sample.
• Cluster sampling: where the population is divided into mutually homogeneous clusters, but each cluster is internally heterogeneous, a simple random
sample of the clusters is selected and then the subject within each cluster is
then sampled.
Whichever sampling method is chosen depends on the amount of information
available about the population, the efficiency of the sampling process for conducting observations (for instance, it may or may not be efficient to make observations on randomly distributed subjects), and the cost of conducting the sampling
and making observations as to the variables of interest. Also, when observations
made from samples are used to make inferences about the population, the quantitative research has to make an estimate as to the ‘sampling error’, which measures, among others, the biases introduced where the sample does not completely
reflect the makeup of the population. Again, depending on the nature of the research question and its tolerance for sampling errors, this may affect the choice of

30

For a description of sampling methods, see generally Epstein & Martin, supra note 27, at 90–91.
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the sampling method. Based on all these, the actual size (or sizes) of the sample(s)
to be collected are determined ex ante.
This process of designing the methodology is often the weakest and most vulnerable part of quantitative legal analysis. Translating the research question into its
practical implementation calls for a realistic scoping down of the analysis to reflect
practical limitations, an appreciation of the compromises that have to be made as
to the available resources and time, and an avoidance of subjectivity in the methodology, which could be construed as introducing biases in favour of particular
concepts or hypotheses. Yet it is not easy to do this especially when the target population is not well-understood, and an inadvertent poor choice of sampling method
may introduce subtle biases which are not at all easy to detect.31 For instance, in a
study conducted on Lumen’s repository of DMCA takedown notices dating from
May to October 2013, researchers chose to take a simple random sample of 1,827
requests to remove these URLs from Google Web Search, representing 1,766 notices out of a total of 108 million requests which were accessible to the researchers.32
As it is unclear if this sampling had preserved the original proportion of requests
per notice, it is questionable whether their derived statistics are an accurate representation of the dataset.

D. Data Management
The next three stages of quantitative legal analysis engage the ‘quantitative’ aspects
of the process. The process of data analytics involves:
• collecting and coding data;
• analysing data (using chosen algorithms); and
• drawing conclusions.
In these stages, the researcher will invariably engage in the discipline of information
science, ‘an interdisciplinary field concerned with analysis, collection, classification, manipulation, storage, retrieval, movement, dissemination, [and] protection
of information’.33 Some measure of programming and knowledge of statistics is
invariably required and it would apt for researchers to engage in this part of the
research themselves. Consequently, researchers who engage a third party or a researcher to conduct the data management, analysis, and conclusion aspects of their
quantitative legal analysis work ought to be cognizant of the following matters.

31

See infra Section IV.G.
Jennifer M. Urban, Joe Karaganis & Brianna Schofield, Notice and Takedown in Everyday Practice
82 (U.C. Berkeley Public Law Research, Paper No. 2755628, 2017), https://ssrn.com/abstract=2755628.
33 Wolfgang G. Stock & Mechtild Stock, Handbook of Information Science (2013).
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Firstly, the process of collecting data is not objective. Data collection may appear
to be just about recording observational data into an organized digital form such
a database, but decisions have to be made about how data for the same variable is
to be recorded across observations in a fair and consistent way. These two objectives can sometimes be at odds with each other. For instance, if a copyright work
is registered in the US Copyright Office as being both a literary work and a visual
arts work,34 should the data be captured as two works, or as one work that is a literary work, or as one work that is an artistic work? The answer to this will greatly
depend on the research question. If the objective is to review the number of works,
it may be more appropriate to capture this statistic as two works rather than one
work. On the other hand, if the objective is to review only literary works, the fact
that the work may also be classified as an artistic work may be of little relevance to
the research question and can safely be discarded. After a decision has been made
as to the way data is collected, it is vital to ensure that other observational data is
managed in the same way in the interests of consistency and regularity of the data
collection process, especially where a team of researchers is involved.
Secondly, the process of data coding, as explained in another chapter of this
book on content analysis, involves translating the raw observational data into its
final digital form for data analysis. But while data coding in content analysis largely
involves translating textual information into analysable data, and avoiding issues
of subjectivity and bias in the coding process,35 with quantitative legal analysis,
in most instances, the raw observational data would have been recorded in digital
form and largely not in the form of textual decisions and judgments. Where the researcher is also the data collector, some thought ought to be given as to the manner
and form in which the raw observational data is recorded to simplify the process of
data coding.
Two important considerations here stand out: the constraints of data fields in
the database and the consistency of data treatment. Since data fields in the database
may be constrained as to the format in which the raw data observation may be recorded, there is no point in capturing more raw data than what can be managed in
the database. Similarly, where the analysis has to be undertaken on more precise
data than can be managed in the database, no amount of data manipulation of the
raw data will be able to coax additional information out of the raw data. Likewise,
when raw observational data is processed into its final digital form for data analysis, many decisions may have to be made about the data themselves. A classic example is the handling of null fields. If, in a register of literary works, the author for a
particular work is listed as ‘N.A.’, does this mean that there was no author, that there
was no natural person as author, that the author was inadvertently omitted, or that
the work was published anonymously and therefore the author was intentionally
34
35

Forms TX and VA respectively.
See Chapter 30.
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omitted?36 Does it make a difference if there are other records listing the author as
‘Anonymous’?37
How these records would be managed would depend on whether these discrepancies were picked up by the researcher in the first place, whether the requisite
investigations into these discrepancies were done, the nature of the research question, and the impact which these discrepancies and their treatment would have on
the research question.

E. Data Analysis
Typically, getting the data ready for data analysis consumes the bulk of the
researcher’s efforts. It is not atypical for the researcher to complete the data analysis,
and then revert to redoing the data management steps to correct a mistake that was
made, or recalibrate the data. The process of data management and data analysis
should be seen as iterative steps to enable the researcher to draw the requisite conclusions for the research question.
As this is not a statistics textbook, it is inapposite to reference all the various
methodologies for data analysis. But it is helpful to classify the data analysis
techniques into essentially two classes: descriptive statistics and inferential
statistics.
Descriptive statistics are summary statistics that quantitatively describe or
summarize features of a collection of information. These statistics may describe
aspects of a single variable, such as the familiar mean, median, and mode, or dispersion values such as the standard deviation, variance, and quartile distributions.
Other statistics may describe the relationship between pairs of variables, such as
cross-tabulations, measures of dependence such as correlation (e.g. Pearson’s R or
Spearman’s rho), covariance, and z-score for determining the unit change in the
criterion variable for a one unit change in the predictor variable.
Inferential statistics are the use of statistics to deduce properties about the underlying population, based on assumptions that attempt to generalize from the
observed data. These assumptions allow for a statistical model to be used. If the
model is shown to be accurate compared to the data, inferences can then be made
based on the model.38 The complexity of these models depends not only on the

36 US Copyright Office, Compendium of US Copyright Office Practices § 615.1(B) (3d
ed. 2017).
37 Id.
38 The accuracy or reliability of these models for inference purposes can be statistically measured or
evaluated using a variety of criteria, many of which are not mutually exclusive. The most popular ones
2
use the p -value, confidence interval, or coefficient of determination ( R ) which assume a frequentist
distribution of the observations. Other popular ones include the Akaike Information Criterion (AIC)
and the Bayesian Information Criterion (BIC).
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assumptions which are made, but also on the number of variables sought to be
modelled and the known (and unknown) interaction between these variables.
For instance, many relationships between variables can be easily explicated by
what are known as general linear models, which may be formulated as:

Y = XB + E
where Y represents the set of dependent variables, X is the set of observations of
the independent variables, B is the set of parameters which the statistical model
calculates to fit X to Y , and E is the set of values that model the noise or errors
from making the data observations. While the general linear model deals with
continuous numerical data, with some changes, such as the use of probability distribution theory, it is possible to extend the general linear model to encompass
other statistical models such as logistic regression and probit regression that involve the classification of observations into Y classes based on X independent
variables.39
Based on the selected statistical models and the coefficients for optimized ‘fitting’ the models to the data set, inferences can be made as to the properties of the
population. Such inferences may yield considerable insights into the interaction
between the observed independent variables and their dependent variables. (The
application of inferential statistics to make ‘what if ’ decisions based on the statistical models is referred to as predictive statistics.) Often the most unexpected insights come from the interaction between intuition supported relationships and
counterintuitive relationships which are explicated by the statistical models. But
when drawing such inferences, making such conclusions, or holding that certain
hypotheses have been proved or disproved, care has to be taken to not overstate the
conclusions.
For instance, the chart below visually illustrates the relationship between the
proportion of rejected takedown requests by time. The chart demonstrates that the
proportion of rejected takedown requests has been steadily decreasing over time.
The R-squared value (the coefficient of determination40) measures how close the
observed data is to the statistical model (replicated in the chart as the fitted red
line). The model here assumes that there is a relationship between (the logarithmic
value of) time and the proportion of rejected requests.

39

In such cases, the classification is treated as a probability distribution p . In the case of the logistic

function, p =

e a+ BX
and logit ( p) = a + BX , which maps p , B and X back to the generalized
1 + e a+ BX

linear function.
40 Coefficient of Determination, Wikipedia, https://e n.wikipedia.org/w iki/C oefficient_o f_
determination.
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Figure 29.1 Proportion of Rejected Requests by Time (April 2011 to December 2014)a
aSeng, supra note 22, at 23.

F. Presenting Conclusions
In addition to textually stating the conclusions reached from the data analysis,
there are many different ways of visually presenting the statistical conclusions. One
of the most basic, neatest, and effective tools is the use of tables to show the analysis, for example the summary statistics for a data set. A table can also be used
to show the analysed correlation between two (or maximally, up to three) variables. Thus, a table is the most typical way of showcasing the statistical model’s
coefficients, and these coefficients can be compared with the other coefficients for a
slightly different, but equally valid, statistical model.
Another very effective visualization tool is to convert the quantitative data into
charts and graphs. There are many varieties of charts and graphs, and researchers
should select appropriate visualizations based on the data and relationships sought
to be portrayed. Where one variable is of interest, pie charts are a very simple and
efficient visual tool for comparing different parts of that variable, including their
relative sizes. The pie chart below provides a stark representation of the nature of
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Breakdown of Notices by Industry
for Top-50 Providers
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Figure 29.2 Breakdown of Notices by Industry for Top 50 Providers Between 2008
and 2012 (N=362,926)a
aSeng, supra note 23, at 17.

the copyright enforcement activity via takedown notices from different segments
of the copyright industry.
Pie charts can also be used to show changes across another variable like time, by
showing two or more such charts side-by-side. However, where there are many observations across time, other representations like line and bar charts may be more
efficient. Line charts commonly track changes in one variable against another,
whereas bar charts enable changes in one variable to be tracked across another
variable. In the following example, the x-axis of the bar graph below represents the
year of the takedown notice, while the y-axis represents the quantities of takedown
notices for each year.
This graph illustrates the exponential increase in the number of takedown notices since 2009, and also illustrates the use of stacked bar graphs to represent the
different internet intermediaries who have received takedown notices during the
time period. This example also shows difficulties with visual representations where
elements of interest—that is, the sheer minority of notices received by companies
that were not Google—cannot be adequately visualized, and a decision must be
made as to whether the said data is important enough to warrant another graph or
form of visualization.
Where line and column bar graphs are used to represent the distribution of numeric data across a range, they are known as histograms. Line and column bar
graphs can also, where appropriate, represent cumulative information, thereby
giving rise to stacked area charts.
Other ways of visual representations include scatter plots, line graphs, scatter-
line combination plots, Pareto charts, waterfall charts, radar charts, spider charts,
network charts, and trees. Other charts or plots may seek to visualize more than
two data variables such as 3D plots, contour graphs, and heat maps. Sometimes,
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Figure 29.3 Notices by Recipient Between 2001 and 2012a
aId. at 12.

these visual representations for relevant variables can be combined to illustrate
the further relationship between these variables. For instance, in the chart below,
a Pareto chart was combined with a distribution chart to show that very few
Member States of WIPO have TPM and RMI flexibilities for educational purposes
in their copyright laws (close to 70 per cent do not have any such flexibilities), but
of those that do, they can have anywhere between one to nine such flexibilities in
their laws.
Generating visual representations is usually dependent on the researchers’ software of choice—the default option is generally Excel, although there exist other
proprietary options like Tableau or open-source software like Matplotlib.
Whichever form of visual representation that is chosen, an accurate and unbiased presentation of statistical information is critical. For instance, heights or
areas used to visually represent quantities should be proportional to the quantities represented. Where the scales or axes are adjusted to enable better visualization, these should be clearly highlighted or identified. The researcher must
understand that this visual representation is only a ‘snapshot’ of the entirety of
the empirical process, and that pains must be taken to avoid the visual representation from being misrepresented or taken out of context. Therefore, careful
labelling of the title of the chart or graph, the axes, and the values themselves is
very important.
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Figure 29.4 Distribution of Number of TPM/RMI Flexibilities/Limitations/
Exceptions for Educational Purposes per Member Statea
aDaniel Seng, World Intellectual Property Organization, Updated Study and Additional

Analysis on Copyright Limitations and Exceptions for Educational Activities 16 (2017).

G. Limitations of Quantitative Legal Analysis
Quantitative legal analysis is not without its limits. Based as it is upon factual data,
any restrictions or qualifications as to the data available will at least make research
a lot harder if not outright impossible, or seriously weaken the reliability of drawn
conclusions if not appropriately qualified.
The first, and most important, limitation is that quantitative legal analysis is subject to the ability to make observations. In law, as in the social sciences, not everything is amenable to observations. Observations of physical facts—the attributes
of material objects being observed such as whether there is a registration for that
IP, who is the registrant, the duration of registration, and whether there is a claim
for infringement, etc.—can be objectively and unobjectionably made. But observations of ‘psychic facts’—states of mental processes—are only possible if the subject
whose mental state is being observed testifies as to his mental process (‘testimonial
evidence’), or makes records of his mental processes (‘historical evidence’).41 To
the extent that IP issues involve ascertaining the state of mind of the author, owner,
or infringer of the IP, such observations as facts may be hard to come by.

41

Timasheff, supra note 13, at 262–63.
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Second, some human qualities or attributes may simply not be observable, or
the very process of observation may alter those very qualities or attributes to be
studied—the ‘observer effect’. Because of the intangible nature of IP, an examination of its scope for academic reasons may, for instance, trigger issues as to
whether such an examination is an infringement of the rights associated with that
IP. Similarly, many IP works are themselves built on other IP works. Coupled with
the complex web of interconnected licences and permissions associated with an
IP work, not all of which are transparent or accessible, may mean that an examination of such a work for observational purposes may in turn raise issues, not only
about that work, but also about the progeny of that work. A good example of that
is in relation to whether information about copyright takedown notices should
be released for research into the notices themselves. Proponents for transparency
believe that this will help better understand the mechanisms for issuing and processing such notices, but opponents believe that releasing such information will
compromise the process for detecting and removing infringing material in the first
place, or, worse still, that the release of the information further enables copyright
infringement.42
Third, where it is impossible to conduct a census for practical reasons, quantitative analysis is also incapable of giving a safe and definite answer as to the extent or
scope of an issue. Where a dataset is poorly understood, sampling potentially gives
rise to a chicken-and-egg problem: how can the researcher, and the general community, have confidence that a sample was correctly drawn from a dataset, when
the correctness of the sample depends on understanding the characteristics of the
dataset? Any conclusion drawn on the basis of such a sample is unsafe and potentially biased. For instance, if copyright piracy is detected in χ % of the pages of a
web site, a conclusion that the site contains χ % of unlicensed material is incorrect, even if one assumes that the evaluation of a page for unlicensed material is
accurate. This is because that conclusion implicitly assumes a robust methodology
was put in place for reviewing all the pages of that web site, and that the process has
detected all the unlicensed material on all pages—an assumption which is obviously untrue.
Fourth, while on the subject of data collection and analysis, any systemic deviations or flaws in the collection of data may also have an outsize impact on the conclusion. For instance, using the same web site example, how is the researcher going
to evaluate a web page that is not in the researcher’s native language? What if the
web site implements geolocation and selectively filters or displays different content
for each user depending on the location of the researcher? What sort of domain
42 Section 512 of Title 17: Hearing Before the Subcomm. on Courts, Intellectual Prop., and the Internet of
the H. Comm. on the Judiciary, 113th Cong. 2 (2014) (statement of Sandra M. Aistars, CEO, Copyright
Alliance).
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knowledge must a researcher have to make an evaluation as to whether a web page
contains unlicensed material? Will such pages be added to the final observational
data set and tagged appropriately, or regarded as unobservable and excluded from
the data set in the first place? All these matters have to be resolved when collecting
the observational data. An inappropriate resolution of these matters will introduce
biases, which will in turn impact on the analysis made, regardless of whether these
biases are identified in the first place.
Fifth, researchers may often use already existing datasets which other researchers have gathered. Where the analyst uses observational data that she does
not collect, issues may arise as to whether the analyst fully understands the dataset
as well as the limitations (and possible biases) of the dataset. The proper and complete documentation of the dataset becomes critical to the analysis that is done
by the analyst. If not fully documented, such limitations and biases may further
hinder or limit the possible hypothesis or even conclusions that can be drawn from
the analysis.
Lastly, quantitative legal analysis alone can never establish causation, only
correlation. To establish cause and effect, it must be proved that the effect or dependent variable happened after the independent variable. However, in the social sciences, it is exceedingly difficult to provide such proof without the benefit
of strict control over the observation environment. Additionally, the sheer
number of variables in real-world observation introduces the very real risk of
confounding variables that the researcher may not have been alive to, leading
to spurious associations being drawn between the dependent and independent
variables.
There are at least two sound remedies for these limitations. The first is to
narrow and rescope the research questions to account for the deficiencies in
the dataset. Returning to the example of sites in a foreign language, the research
questions could be qualified to include only those pages in the researcher’s native language, or such pages could be given a separate classifier of their own.
The point is that any such limitations must be explicitly acknowledged as part
of the experimental design, for it would be wrong for analysis to proceed on an
unqualified basis.
Another way in which these limitations may be addressed is to use data from
multiple sources.
If all the sources constitute observations about the same subject, it is important
to correlate the sources so that preferably, they all correctly identify the same subject. Also, when merging the data across multiple sources, decisions have to be
made about how to evaluate inconsistent observations made about the same subject. If these observations are inconsistent, a decision has to be made as to which
data source is to be prioritized, and why, and any adjustments to the dataset have to
be documented.
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V. Conclusion
The maintenance of an IP policy that encourages innovation and supports markets is critical to the growth of many advanced economies. Small firms and young
startups are spearheading the way by finding new business models for using IP,
while existing licensors are realizing the full potential of their intellectual properties as they transition to new digital markets while managing the deleterious effects
of piracy and the difficulties of enforcement. Sound, balanced and forward-looking
IP laws are seen as increasingly important tools for stimulating economic growth
and effectively competing in the global knowledge economy.
Yet many IP laws have archaic roots and have adapted poorly to changes in
technology and markets. In the past, major reviews of IP laws have been limited
by the lack of evidence to support policy judgments. Instead, changes to IP laws
have been incremental and pursued through lobbying efforts by industry groups
and rightsholders. Today, with the advent of big data and powerful statistical and
computational techniques at our disposal, this limitation is no longer holds true.
Indeed, with the new knowledge economy, this shift to evidence-driven rule-
making is timely and necessary.
This chapter argues for the greater use and acceptance of quantitative legal analysis to help society better understand the IP landscape, and develop laws and
policies to grow the knowledge economy. Quantitative legal analysis should therefore not be seen as an attempt to undermine or even supplant legal reasoning with
mathematics. On the contrary, the use of quantitative legal analysis and information science techniques should be seen as methodologies to systematically engage
in the possible reducibility of complex societal observations, such that they are
capable of supporting traditional legal analysis and policy formulation. Judicious
use of quantitative legal analysis can empower law and policy-makers to make new
laws with greater transparency, objectivity, and accountability, and enact rules that
are fairer to all parties and more adaptable to changes in technologies and markets.
It is a truism that today’s knowledge economy is powered by data and statistics. The time has come for us to deploy that very same engine of the knowledge
economy to shape our IP laws and rules.
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A Content Analysis Approach to
Intellectual Property Research
Sharon Bar-Ziv*

I. Introduction
Legal scholars engaged in empirical research often borrow methodologies from
related disciplines such as history, economics, sociology, literary theories, philosophy, etc.1 Admittedly, all research methods are based on the same philosophy
concerning how knowledge can be created and what can be learned from scientific
research. However, this situation has sometimes caused a lack of development of
unique legal empirical methodologies.2
One of the basic techniques for empirical research in the social sciences is content analysis. Early uses of this approach can be found mainly in sociology and
political science, but today it is widely accepted in the field of communication as
well.3 Furthermore, recognition of the content analysis method in law is rooted in
legal realism, which was greatly influenced by the sociology of law and sought to
examine the law within its social context.4
This chapter aims to demonstrate the implementation of the content analysis
approach in the legal discipline; it argues that this approach is suitable for use by
legal scholars, enabling analysis of various legal texts to uncover their connection and to learn about their meaning.5 Moreover, systematic analysing of legal
texts yields insights that fine-tune the various challenges policy-makers and
* I thank Irene Calboli and Lilla’ Montagnani for their support and editing work and the participants
at the ‘Methodologies in IP Research’ workshop in February 2017 for their insightful comments. This
article is based on a joint study with Prof. Niva Elkin-Koren on online copyright enforcement. I thank
Niva deeply for the fruitful collaboration in this study.
1 Peter Cane & Herbert M. Kritzer, Introduction, in The Oxford Handbook of Empirical Legal
Research 1, 3 (Peter Cane & Herbert M. Kritzer eds., 2010).
2 Mark A. Hall & Ronald F. Wright, Systematic Content Analysis of Judicial Opinions, 96 Calif.
L. Rev. 63, 63 (2008).
3 Klaus Krippendorff, Content Analysis: An Introduction to Its Methodology 5 (3d ed.
2013); Hall & Wright, supra note 2, at 67.
4 The leading proponent of this position was the US Supreme Court Justice Holmes. See Hall &
Wright, supra note 2, at 76.
5 Id. at 64 (referring to David Zaring, The Use of Foreign Decisions by Federal Courts: An Empirical
Analysis, 3 J. Empirical Legal Stud. 297, 303 (2006)). See also the discussion on the distinction between ‘legal analysis’ and ‘empirical legal research’ on Cane & Kritzer, supra note 1, at 5.
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decision-makers are facing. This issue is particularly important in intellectual
property (IP) research—a rapidly developing and dynamic legal field that calls
for an up-to-date legal response to issues emanating from speedy technological
developments.
Specifically, the chapter sets forth a content analysis approach to analysing the
judicial process in the context of online copyright enforcement cases.6 I argue that
this approach facilitates advanced analysis of the legal process in a way that will
help us understand and follow the development of the legal norm and contribute
to legal certainty, despite the rapid changes taking place in the online copyright enforcement arena.7
Following this introduction, the chapter will present the background to and the
stages of the content analysis approach. In Section III below, I shall present the findings of content analysis of court decisions and judicial documents filed with the
court in the framework of legal proceedings for the enforcement of online copyright. This Section sets out the research objectives, the database building, limitations of the analysis, the coding process, and the main findings. Section IV discusses
the analysis of the findings, and finally, Section V presents the chapter’s conclusions.

II. What Is Content Analysis?
A. Content Analysis: Background
In the modern era, content analysis is commonly treated in a broad and varied
manner in the context of both the approach’s goals and the underlying method.8
Despite this broad reference, the approach is deemed to possess the following
main characteristics.9 The first is that content analysis is an empirically grounded
method, conducted through a research-oriented process. Content analysis allows researchers to seek knowledge or support for their hypotheses by examining
data, documents, and other instruments in order to understand their particular
meaning and impact, and the meaning of the information they contain. The second
characteristic is that content analysis is not limited to the traditional meaning of
symbols, content, or intent. Hence social and technological developments allow

6 This chapter refers to select findings only, in order to illustrate the analytical method underlying
this research. For the complete research findings see Sharon Bar-Ziv & Niva Elkin-Koren, Between Two
Arenas: Online Copyright Enforcement, 48 Hebrew U. L. Rev. (Mishpatim) 411 (2019) (Hebrew) (comparing empirical findings on copyright enforcement in Israeli courts with copyright enforcement by
online intermediaries).
7 Bar-Ziv & Elkin-Koren, supra note 6 (manuscript at 455).
8 Krippendorff, supra note 3, at 1.
9 Id.
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diverse content analysis over the years.10 The third characteristic is that content
analysis is now a stand-alone methodology because of the wide variety of content
types, the growing number of researchers involved in large-scale content analysis,
and the availability of computing tools which underlie the development of innovative content analysis methods.
As stated above, this chapter will focus on content analysis of a wide range of judicial decisions and legal documents, as elements in a judicial process of enforcing
online copyright cases. As the following Section demonstrates, the content analysis
focuses on all types of documents, including statements of claim and defence, as
well as various judicial decisions made during the life of the case right until delivery of the ruling, which is also analysed.

B. Stages of Content Analysis
Content analysis is performed in three main stages: (1) Data making; (2) Inferring;
(3) Narrating.11
Data making encompasses four main components: firstly, the units of the text
that the researcher wishes to analyse are systematically identified—without, of
course, distorting the meaning of the text as a whole. Secondly, through the sampling component, the researcher sets the limit on the number of observations,
while ensuring a representative sample. The third component is coding, which
facilitates the transformation of the raw text into a unit that can be analysed according to the study’s objectives. Fourthly, with the reducing component, the researcher reduces the representation of the data to a manageable number by the
appropriate statistical techniques.
Having prepared the data, the researcher moves on to the Inferring stage, which
is actually the start of the content’s analysis phase. This stage actually links a descriptive text to the identification of a particular phenomenon that results from it.
Finally, in the concluding Narrating stage the research questions underlying
the analysis of content and the research itself are actually answered. This stage includes an explanation of the significance of the findings emerging from the content
analysis, and then the formulation of recommendations: legal, policy, practical, or
ideas for further research.
The following content analysis case study describes these stages in detail.

10 For example, Krippendorff, supra note 3, at 2, demonstrates how diverse revolutions and conceptual changes in the communication fields, have shaped content analysis methods.
11 Id. at 84. The research stages need not be conducted in the order set out above as a linear process. It
is certainly possible for content analysis to perform an iterative (loop) process and repetition of various
stages, to ensure the quality of the analysis.
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III. Case Study: Content Analysis of Online
Copyright Law Cases
A. Background and Research Objectives
Online enforcement of copyright in the digital era has undergone far-reaching
changes in recent decades. The scale of copyright infringement by millions of users
around the world, and the difficulty in identifying infringers, bringing them to
justice, and receiving compensation from them has made copyright enforcement
through the courts expensive and complex.12
The case study described in this chapter reports the findings of a pioneering empirical study which examined the Israeli courts’ arena for enforcement of online copyright.
Online copyright enforcement in the courts’ arena was examined by analysis of
cases filed in the Israeli courts between 2010 and 2013.
This empirical case study is innovative in several respects. First, it furnishes pioneering empirical data that provide a snapshot of the steps actually taken in Israel
to enforce online copyright. True, in recent years the number of empirical methodologies in legal studies has increased,13 but the number of empirical studies on
copyright remains relatively small.14
Furthermore, empirical studies on copyright that analyse the litigation in the
courts, and not merely the judgments, are still fewer.15 As can be learned from this

12 The ‘enforcement failure’ raised serious doubts as to the relevance of copyright law in the information era and the effectiveness and wisdom of the enforcement of these laws in their present form. See
Metro-Goldwyn-Mayer Studios Inc. v. Grokster Ltd., 545 U.S. 913, 928–29 (2005) (discussing the difficulty of enforcing copyright law with the development of technology); Ben Depoorter, Alain Van Hiel
& Sven Vanneste, Copyright Backlash, 84 S. Cal. L. Rev. 1251 (2011) (discussing how enforcement of
copyright laws against file sharing has been unsuccessful); Eben Moglen, Anarchism Triumphant: Free
Software and the Death of Copyright, First Monday (2 August 1999), http://firstmonday.org/ojs/index.
php/fm/article/view/684/594 (discussing the difficulty of identifying what is copyrightable in coding
and numbers); Pamela Samuelson, Does Copyright Law Need to Be Reformed?, 50 Comm. of the ACM
19 (October 2007) (suggesting that copyright law should be reformed to be simpler).
13 Michael Heise, The Past, Present, and Future of Empirical Legal Scholarship: Judicial Decision
Making and the New Empiricism, U. Ill. L. Rev. 819, 819 (2002) [hereinafter Heise, The Past, Present,
and Future]. See also Michael Heise, The Importance of Being Empirical, 26 Pepp. L. Rev. 807, 811 (1999),
and references supra note 16.
14 For example, relative to the analysis of patent litigation, see Christopher A. Cotropia & James
Gibson, Copyright’s Topography: An Empirical Study of Copyright Litigation, 92 Tex. L. Rev. 1981, 1983
(2014), and references there.
15 In recent years several studies have been published that covered coding and empirical study of rulings on copyright to identify various trends, such as the application of the principles of fair use, at the
disposal of the courts. See Matthew Sag, Empirical Studies of Copyright Litigation: Nature of Suit Coding,
1 Loy. U. Chi. Sch. of Law Research Paper No. 2013–017), http://papers.ssrn.com/abstract=2330256.
Leading empirical studies in the field of litigation of copyright and fair use are Cotropia & Gibson,
supra note 14, at 1982; Barton Beebe, An Empirical Study of US Copyright Fair Use Opinions, 1978–2005,
156 U. Pa. L. Rev. 549 (2008); Neil Weinstock Netanel, Making Sense of Fair Use, 15 Lewis & Clark
L. Rev. 715 (2011); Matthew Sag, Predicting Fair Use, 73 Ohio St. L.J. 47 (2012); Pamela Samuelson,
Unbundling Fair Uses, 77 Fordham L. Rev. 2537 (2009); Matthew Sag, Fairly Useful: An Empirical Study
of Copyright’s Fair Use Doctrine (15 March 2011), http://works.bepress.com/matthew_sag/11.
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study’s findings, only a small number ripen into a ruling, so to paint a more complete picture of enforcement activity in the courts, it is important to examine the
proceedings in their entirety.16 Secondly, the present study is apparently the first
to examine enforcement of online copyright since the enactment of the Israeli
Copyright Law 2007: this was intended, inter alia, to adapt copyright law in Israel
to the digital age. The findings presented in this section may shed light on the way
copyright enforcement is managed under this law, which introduced substantive
changes.

B. Building the database—Case selection
For a comprehensive examination of the use of the legal system to enforce online
copyright, we focused on all such legal procedures in Israeli courts, including those
that did not result in a judgment. Accordingly, the study fosters deeper understanding of the judicial activity and its role in shaping the dispute between the
parties. As detailed below, the legal proceedings of a large number of cases were
analysed according to predetermined criteria.17
The study examined all legal cases regarding online copyright infringement
filed in Israel from 2010 to 2013. The starting year was chosen because in Israel’s
electronic file management system—called Net Hamishpat (Net Law)—files have
been recorded according to a systematic classification only since that year; earlier,
files relevant to the examination could not be located. We ended the case study in
2013 so that we could take into account the duration of the legal proceedings, with
the aim of presenting a complete and extensive picture of the cases that were conducted in the court up to their final closure.
The files were found through their classification in Net Hamishpat.18 In this
system, the files are classified by field. To locate the files, we requested from the
court administration a list of cases handled in the various courts that were classified under the category ‘Intellectual Property’.19 This list includes all files of the
Magistrates Court and the District Court, excluding cases litigated in the Supreme
Court or in the District Court sitting as an appellate court. Additional relevant
cases were identified through the legal databases.

16 See infra Section III.E.4. Sag, id. (referring to George L. Priest & Benjamin Klein, The Selection of
Disputes for Litigation, 13 J. Legal Stud. 1, 2 (1984)). See also Margo Schlanger & Denise Lieberman,
Using Court Records for Research, Teaching, and Policymaking: The Civil Rights Litigation Clearinghouse,
75 UMKC L. Rev. 155, 168 (2006).
17 Heise, supra note 13, at 820.
18 Net Hamishpat, https://www.court.gov.il/NGCS.Web.Site/HomePage.aspx.
19 Files on the matter of copyright are marked as a sub classification—‘Other intellectual property’.
Also to be found here are files on the matter of trademarks. This issue requires manual examination of
files suitable for analysis.
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C. Limitations
In content analysis based on documents produced in the course of a judicial process, several methodological limitations arise. First, reliance on the Net Hamishpat
coding carries the concern that the file classification is not always accurate. Namely,
some copyright cases may have been classified under a different type of classification, therefore are not included in the database.20
Another methodological limitation stems from the impossibility of monitoring
appeals: appeals on verdicts given in the context of online copyright infringement
are absent from this study’s database. This is because civil appeals are classified as
an ‘appeal to a Magistrates Court’, without the classification of the matter being
specified. Appeals to District Court judgments are also missing from the database,
since files in the Supreme Court are not included in Net Hamishpat.21
It is noteworthy, however, that the study findings show that most cases end in
compromise, so presumably the number of appeals procedures is very small, which
allays fear of significant bias.22
An additional research limitation is the partiality of the sample: the study deals
with court cases, but legal activity takes place outside the court, and sometimes
this activity is more extensive than litigation before the courts.23 For example,
cease and desist letters sent by potential plaintiffs who believe their copyright has
been violated in cases where no claim has been filed; or negotiations took place
between the parties before the claim was filed, especially when the dispute was not
ultimately brought before the court. Off-court practices may of course impact the
20 An illustrative study of court management found that reliability of classification according to the
categories in the Net Hamishpat system stood at 72.4 per cent in 2011. That is, in more than a quarter
of the cases the category indicated on the file was not reliable. See Keren Weinshall-Margel, Talia
Yehuda & Aviv Shirtz, Reliability of Data From the Israeli Cases Routing and Online
Management Software: ‘Net Hamishpat’ 17 (2011). Reliability of the classification showed a tendency to improve with time, so presumably it continued to improve later on. Reliability of categorization is also a function of the judicial instance under review—for example, it transpired that file
classification of cases by the Net Hamishpat system litigated in a District Court was more reliable than
the classification of cases by the same system litigated in a Magistrates Court. Reliability of coding in
the collection also varies according to the place of the legal instance, and according to the matter in
hand. Id. In our database on the matter of ‘Intellectual Property—Other’ (which references copyright) it
seems that the classification here is relatively reliable. This matches findings of earlier studies, according
to which reliability for basket categories is lower than that for specific categories. That is, it seems that
intellectual property files are distinguished relatively more precisely than files on other subjects. Id.
at 21. Furthermore, research on classification of copyright files in the US tested this issue on files in
the Public Access to Court Electronic Records (PACER) system. Of the files on copyright that were
checked, only 80 per cent were under copyright; 20 per cent were classified under trademarks, 9 per cent
under patents and 5 per cent under other matters. Still, this rate of classification error was accepted as
representative for the purpose of drawing conclusions. See supra note 15.
21 The Supreme Court ruled at the relevant time on a small number of cases involving copyright infringement generally and on the internet in particular.
22 See infra, Section III.E.4.
23 In the United States it has been shown that only a small percentage of all legal disputes amounted
to litigation in court. Some maintain that only 3 per cent of all disputes reached the courts. See Leah
Chan Grinvald, Policing the Cease-and-Desist Letter, 49 U.S.F. L. Rev. 411 (2015).
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proceedings and their consequences. Settlement agreements are always conducted
in the shadow of the law and are influenced, inter alia, by the feasibility and effectiveness of obtaining relief in court. In sum, a study of court cases does not present
the full picture of copyright enforcement: its conclusions relate only to the results
of the judicial process.
One reason for the large gap between the number of legal disputes and the
amount of court litigation in copyright is the extensive use of cease and desist letters or letters of demand for removal of the infringing material.24

D. The Coding Process: Categories and Instructions
After building the database, we embarked on the coding stage. To this end, law students, all of whom had an advanced academic background in IP law, were invited
to take part.
The students received instruction on how to enter the relevant files in Net
Hamishpat and were asked to conduct a pilot in which a number of selected cases
would be analysed according to the various categories defined: filing year, closure
date, procedure number, type of court, court location, proceedings type, claims related to online or to offline copyright infringement, type of claimant and defendant
arguments, other parties’ participation in the proceedings (e.g. by submission of
third-party notices), types of relief requested, type of ruling, award of expenses,
and award of compensation.
For each category, a set of possible answers was constructed, and as the students
identified additional categories for analysis, or answers to other existing categories,
they contacted the research managers, who inserted these additions into the content analysis stages.
With the completion of the coding process we had spreadsheets with information on all the cases analysed, in the predetermined categories. We then moved on
to the analysis stage, as described below.

E. What Can Be Learned from Quantitative Content Analysis?
This section presents key findings of the content analysis in the context of online
copyright enforcement judgments. These findings refer to the scope of the enforcement activity, to the prominent players, to the role of fair use in the judicial enforcement process, and to the results of the enforcement process.

24

Id. at 410–11.
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1. Scope
The total number of cases involving copyright infringement filed in Israeli courts
from 2010 to 2013 is 686. Only 40 per cent of the cases concern online copyright infringement;25 most of the cases deal with offline copyright infringement (413 cases,
60 per cent of the total files examined).
By comparison, in 2010 there were 355,677 civil cases filed in the Magistrates
and District Courts; in 2011 there were 379,987 civil cases filed; for 2012 the figure
was 317,466 civil cases and for 2013 it was 322,752.26 In other words, the number
of cases filed from 2010 to 2013 in courts and that dealt with online copyright
infringement is negligible compared with all cases judged in the courts during
these years.
2. Prominent Players
The legal arena is beset with barriers to justice. Filing a lawsuit requires awareness and knowledge of legal rights and procedures, access to legal advice, and—of
course—time and resources to cover court fees and attorney’s fees.27
The legal process is likely to be more accessible to corporations, which generally
benefit from more available legal advice, and are expected to make more frequent
use of the law enforcement system in many contexts. In contrast to this setting, one
is surprised to find that the proportion of corporations filing lawsuits for online
copyright infringement is slightly lower than that of private individuals. The study
shows that slightly more than half (54 per cent) of the filers were private individuals, while fewer than half (44 per cent) were corporations. Collective Societies
made up only 2 per cent of the cases. The low rate of cases filed by these organizations may indicate that they themselves implement most enforcement actions before a lawsuit is filed with the courts.28
It is also possible that the significant proportion of individual filers attests to a
desire to harness the legal arena for the purpose of receiving monetary relief.
In the context of defendants, on the other hand, the study found that 52 per cent
of defendants in online copyright infringement cases were companies and 43 per
cent were private individuals. Only 5 per cent were other kind of defendants, such
as associations.29

25 An examination of online copyright files litigated in Israeli courts annually from 2010 to 2013
found that most opened in 2011 and in 2013 (eighty-five and eighty-three respectively). In 2010 and
2012 the numbers were forty-nine and fifty-six files respectively.
26 Statistical reports on activity of the Judicial Authority in Israel are available only in Hebrew and
published at it’s the Authority’s site: https://www.gov.il/he/Departments/the_judicial_authority (follow
Pirsumim (Publications) hyperlink; then search for statistical reports).
27 William C. Vickrey et al., Access to Justice: A Broader Perspective, 42 Loy. L.A. L. Rev. 1147, 1154
(2009); Ethan Katsh & Orna Rabinovich-Einy, Digital Justice: Technology and the Internet
of Disputes (2017).
28 Examination of the plaintiffs was conducted based on characterization of the first plaintiff only.
29 Id.
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Figure 30.1 Online Copyright Cases: Was Fair Use Claimed? 2010–2013

3. The Role of Fair Use in the Judicial Enforcement Process
Copyright is not absolute but subject to various permitted uses without the need to
obtain a license from the right holder.30
Along with these permitted uses, in art. 19 of the Israeli law defines the right to
fair use. This article constitutes an open standard authorizing the courts to permit
the use of the work without the right holder’s permission, for an open list of purposes, while exercising discretion in accordance with the considerations defined
by the law.
Figure 30.1 illustrates defendants’ claims. It is seen that most defendants (52
per cent) in cases of online copyright infringement did not adduce any fair-use
claim; only 11 per cent did. The remainder (37 per cent) did not, because most of
these cases involved mediation or compromise proceedings or were cases in which
a judgment was issued ex parte or were cases in which no defence statements were
found for any other reason.
In light of the broad discretion given to the court, one might have expected that
the fair-use claim would be brought by a larger number of defendants who chose
litigation rather than compromise before the proceedings began. So, it is particularly surprising that defendants hardly ever claimed fair use. Although it is assumed that claims that relate to cases where fairness of use is clear were not filed in
the first place, it is reasonable to assume that as long as a claim is being pursued, the
chances of recognition of fairness of the use are slim.31
30 The uses allowed are defined in Copyright Law, 5768–2007, §§ 20–30, 32 of the law, and they contain, inter alia, public performance in educational institutions (§ 29) and permitted uses in libraries,
archives and other bodies (§ 30).
31 On the other hand, a ruling of costs is generally not imposed on a plaintiff who has filed an unfounded complaint, so that for certain players, especially repeat players, the cost of filing a complaint is
low even in the absence of any basis.
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However, the very existence of a legal proceeding, contrary to a compromise
process, indicates that the defendant assesses that he or she is entitled to significant
protection when the claim of ‘fair use’ can be among those made.32
A possible explanation for the findings is that this is a transitional period. Fair
use was recognized in Israeli law only in 2008 with the entry into force of the
Copyright Law, 2007. The new law replaced the fair-dealing doctrine, as accepted
in English law, with the fair-use doctrine, derived from American law.

4. Enforcement Process Results
a. Judicial Oversight
One of the important features of handling a dispute in the court is judicial oversight. The legal process is intended to allow the parties to manage their dispute
before a legal instance: to set forth their legal arguments, to enjoy the defence of
the court in the framework of fair use, and to benefit from a judicial decision on
the various discordant claims. The process is meant to ensure that the dispute will
not be settled arbitrarily, but in accordance with the statutes of the law and without
prejudice.
The present findings show that the legal procedures followed in the courts to
enforce online copyright were in practice subject to relatively limited legal supervision. As shown in Figure 30.2, in 55 per cent of the cases a legal procedure took
place that handled cases ending in a judicial decision—a ruling for the plaintiff
or for the defendant, a ruling by way of compromise,33 a ruling by agreement,34
or legal approval of compromise/mediation obtained by the court outside the
courtroom.35 By contrast, 21 per cent of the cases took place outside the courtroom, without the court being petitioned to approve them. In addition, 4 per
cent of the cases were conducted by one party alone, whether due to non-filing of
a statement of defence by the respondent or to non-appearance at the hearing. In
20 per cent of the cases there was no judgment, either because the files remained

32 Niva Elkin-Koren, The New Frontiers of User Rights, 32 Am. U. Int’l L. Rev. 1, 24–25 (2016). Note
that nor was a ‘fair dealing’ claim made in the examined files. Despite the foregoing, it can be assumed
that insofar as the defendants have made commercial use of works claimed to be infringements, the
likelihood that the courts will allow the fair-use claim; however, the courts in Israel have stressed that
commercial use does not in itself rule out fair use. See CA 9183/90, Football Ass’n Premier League Ltd.
v. Doe, 65(3) PD 521 (2012) (Isr.).
33 Courts Law [Consolidated Version], 5744–1984, § 79A, grants the court authority in a civil dispute
to rule on a compromise with the agreement of the parties. The aim of the compromise, according to
this clause, is to expedite the resolution of the dispute, and at the same time to reduce the load on the
courts. Thus, these measures are not subject to the law’s statutes. Unlike a judgment or an agreed compromise, by a compromise in the terms of this clause the parties do not set the terms of the agreement;
rather, the court is the body that does so, according to its judgment.
34 Civil Procedure Regulations, 5744–1984, § 161(a), grants the court authority to impart the force of
a ruling to parties’ agreement reached outside the courtroom. The court is not obligated to endorse the
agreement, but it is given wide latitude.
35 A judgment on the matter is subject to the same rules that apply to a judgment by agreement, supra
note 34.
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Figure 30.2 Online Copyright Enforcement: The Adversarial Procedure in Courts,
2010–2013

open after the conclusion of the coding or because no decision on the case was
made.36
b. Settlement Proceedings in the Judicial Process
Besides being the function fulfilled by the court in ruling on a conflict between
parties, the type of judicial decision play an important part in the development of
the law, interpretation of its statutes, and a declaration as to the purpose of the law
in respect of societal values and the public interest. Proceedings that end in settlement do not constitute a precedent and do not help dispel the legal uncertainty that
accompanies application of the law in daily life.
Figure 30.3 presents the distribution of the court’s judgment in cases of infringement of online copyright, from which it transpires that 82 per cent of the rulings
constitute a ruling by agreement by compromise, or approval of a compromise
reached outside the courtroom walls.37 In only 18 per cent of the cases judgment
was given expressing a judicial decision on material issues: 9 per cent of the cases
ended with a ruling in favour of the defendant; and 9 per cent ended with a ruling
for the appellant.
That is, in the absolute majority of cases conducted in the Israeli courts arena
there is not in fact any design of a legal norm; most cases are handled in specific
courts and conclude in approval of a compromise reached outside the courtroom,
36
37

Sometimes at issue are files that have been withdrawn at the plaintiff ’s request.
Supra note 34.
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or in a judgment on agreement by way of compromise. They do not express development of the law by the court, in respect of online copyright infringement.

IV. Findings Analysis
The study presented in this chapter demonstrate key issues relating to the enforcement of online copyright through the Israeli courts, shedding light on the major
changes taking place in that field.
To illustrate, we saw that the range of enforcement activity through the courts is
quite limited.38 This finding is interesting given the number of studies showing the
popularity of digital copyright enforcement.39
In addition, the study indicated a notable minority of legal proceedings ending
in a verdict.40
This may diminish the role of the court in shaping behaviour and rules that help
strengthen the legal certainty that is particularly necessary with respect to the implementation of copyright law online. This legal area is developing rapidly and dynamically, and requires an up-to-date legal response to the issues that arise as a

38

See supra Section III.E.1.
Sharon Bar-Ziv & Niva Elkin-Koren, Behind the Scenes of Online Copyright Enforcement: Empirical
Evidence on Notice & Takedown, 50 Conn. L. Rev. 339 (2018).
40 See supra Section III.E.4.
39
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result. The absence of precedents in the legal process may create uncertainty and
exert a chilling effect. This may harm both creators and rightsholders, who cannot
determine with certainty the scope of the right granted them by law, and by users,
who have no recourse to clear rules regarding the array of uses that do not require a
license. Moreover, absent an adjudicatory proceeding in a court, copyright holders’
claim to enforce may become the default. In this context, there is concern that
rightsholders’ claims will not be put to the test of the audit, and that the right will be
over-enforced. For example, an examination of enforcement procedures through
the courts shows, quite interestingly, that the claim of fair use arose only in a minority of cases. This is especially surprising in light of the broad discretion given
to the court in this regard: one would have expected this claim to be adduced by
a greater number of defendants who choose to conduct the litigation and not to
compromise before the proceeding began.

V. Conclusions
The content analysis approach provides important and meaningful tools to generate empirical insights into the analysis of legal texts. It is systematic and objective,
displaying how the legal process is conducted.41
This chapter demonstrates how content analysis can serve to produce an up-to-
date picture of Israel’s attempts to enforce online copyright through the courts.
The findings provide a deeper understanding of the way law regulates this field
(law in action) beyond the theoretical legal analysis (law in books),42 as well as a
deep understanding of policy questions.43
There are various possible uses of content analysis. In fact, any type of legal text
can be used for research by this method.44 Moreover, content analysis as applied
in legal studies can be most fruitful, favouring conventional doctrinal analysis but
also a deeper theoretical examination of different branches of law. For example,
legal scholars can corroborate or reject various claims relating to a diverse case
law and their implied or explicit meaning. The significance of certain cases can be
emphasized within the scope of their legal reality and in the context of the facts.
Judges’ rhetoric in their decisions can also be highlighted. Although these questions are examined through various forms of content analysis, the basic method
can in fact be adopted by any legal branch that examines judicial decisions.45

41

See Hall & Wright, supra note 2, at 99.
Roscoe Pound, Law in Books and Law in Action, 44 Am. L. Rev. 12, 15 (1910).
43 Karen A. Jordan, Empirical Studies of Judicial Decisions Serve an Important Role in the Cumulative
Process of Policy Making, 31 Ind. L. Rev. 81 (1998).
44 Hall & Wright, supra note 2, at 67.
45 Id. at 77.
42
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Moreover, content analysis allows analytical insights of law researchers to be
presented in such a way that social scientists can relate to these findings.46 In this
way, the content analysis approach promotes a dialogue between the social sciences and law, in understanding social, political, and economic realities in different
contexts.
Furthermore, besides the obvious advantages of adopting a content analysis approach, the various uses that can be made through this approach in the context of
court-case analysis are endless. In addition to examining the results of the judicial
process, the emerging legal principles in the judicial process, and the factors used
in this process, as presented in this chapter, the so-called Jurimetrics approach sees
content analysis as a tool for predicting the results of legal process.47
The discussion about using statistical techniques to predict judges’ positions
based on content analysis is beyond the scope of this article, but it is a fascinating
subject for further research.

46

Id., at 121.
Kevin D. Ashley & Stefanie Brüninghaus, Computer Models for Legal Prediction, 46 Jurimetrics J.
309 (2006).
47
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Computational Legal Methods:
Text and Data Mining in Intellectual
Property Research
Thomas Margoni

I. Introduction
Text and Data Mining (TDM) can generally be defined as the ‘process of deriving
high-quality information from text and data’,1 and as a ‘tool for harnessing the
power of structured and unstructured content and data, by analysing them at
multiple levels and in several dimensions in order to discover hidden and new
knowledge’.2 In other words, TDM refers to a set of automated analytical tools and
methods that have the goal of extracting new—and often hidden—knowledge
from existing information, such as textual information (text mining) or structured
and unstructured data (data mining), and on this basis annotate, index, classify,
and visualize such knowledge. All this, which is made possible by the fast advancements in computational power, internet speed, and data availability has the
potential to constitute, if not a revolution in the scientific field, certainly a major
advancement in the speed of scientific development as well as in its direction. In
particular, the impact that TDM may have in the direction of scientific enquiry
is invaluable. This is because by identifying the correlations and patterns that are
often concealed to the eye of a human observer due to the amount, complexity,
or variety of data surveyed, TDM allows for the discovery of concepts or the formulation of correlations that would have otherwise remained concealed or undiscovered. Considering this point of view, it can be effectively argued that TDM can
create new knowledge from old data.

1 See Text Mining, Wikipedia, https://en.wikipedia.org/wiki/Text_mining (last visited 4
March 2020).
2 See the OpenMinTeD definition available at http://openminted.eu/about/. Other definitions which
appear substantially similar can be found in e.g. CDPA 1988, § 29A (UK) (‘computational analysis of
anything recorded in the work’) or in art. 2(2) Directive on Copyright in the Digital Single Market (‘any
automated analytical technique aiming to analyse text and data in digital form in order to generate information such as patterns, trends and correlations’).

Thomas Margoni, Computational Legal Methods: Text and Data Mining in Intellectual Property Research In: Handbook on
Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press.
© Thomas Margoni 2021. DOI: 10.1093/oso/9780198826743.003.0032
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Section I of this chapter illustrates the state of the art in the still nascent field of
TDM and related technologies applied to intellectual property (IP) law and legal
research more generally. Furthermore, it formulates some proposals of systematic
classification in a field that suffers from a degree of terminological vagueness. In
particular, this chapter argues that TDM, together with other types of data-driven
analytical tools, deserves its own autonomous methodological classification
as ‘computational legal methods’. Section III of the chapter offers concrete examples of the application of computational approaches in IP legal research. This is
achieved by discussing a recent project on TDM, which required the development
of different methods in order to address certain problems that emerged during
the its execution. The discussion allows readers to take a detailed view of the technology involved, of the relevant skills that legal researchers necessitate, and of the
obstacles that the application of TDM to IP research contributes to overcome. In
particular, it demonstrates some of the potentially game-changing advantages in
terms of automation and predictive analysis that TDM makes possible. At the same
time, the limited success of the experiment also shows that there are a number of
training and skill-related issues that legal researchers and practitioners interested
in the application of TDM and computational legal methods in the field of IP law
should consider. Accordingly, the second argument advanced in this chapter is that
law school programmes should include in their educational offer courses on computational legal methods.

II. State of the Art and Systematic Classification
The application of TDM and related techniques, such as Machine Learning (ML),
Natural Language Processing (NLP), and text and data analytics (sometimes summarized under the broad term of Artificial Intelligence or AI) to legal research is
a recent methodological approach. The United Kingdom (UK) reference manuals
in legal research methods often still refer to two broad categories: on the one hand,
black-letter or doctrinal approaches, and on the other, sociolegal studies, a category that—depending on the authors and manuals—can include approaches as
varied as comparative law, law and economics, historiographic analysis, critical
studies, and empirical methods, to name a few.3 TDM, or all-encompassing terms
such as legal informatics, computational law, or computational legal methods are
not usually mentioned.4 Law schools offering undergraduate or graduate courses
3 See, ex pluris, Robert Cryer et al., Research Methodologies in EU and International
Law (2011); Dawn Watkins & Mandy Burton, Research Methods in Law (2d ed. 2018);
Methodologies of Legal Research: Which Kind of Method for What Kind of Discipline?
(Mark Van Hoecke ed., 2013); Michael Slater & Julie Mason, Writing Law Dissertations (2007).
4 Terminology does not appear to be standardized. As a mere illustrative exercise, ‘computational legal studies’ is employed by Danial Katz (e.g. https://www.computationallegalstudies.com)
and by Ryan Whalen (http://www.lawtech.hk/the-emergence-of-computational-legal-studies-2018/
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on how computational tools and methods can be applied to legal research are still
rare and are in most cases limited to centres characterized by a noticeable research
and agenda-setting approach.5

A. Background Context and Methods of Legal Enquiry
It is a well-known aspect of legal scholarship that the way in which the law is studied
(and taught) varies—sometimes significantly—depending on the legal system and
legal culture, on the law school or programme, and within the same law school or
programme on taught subjects. Such a methodological variety can be predicated
on the personal (i.e. the teacher’s) or institutional (i.e. the teachers’) view of the
law’s nature or function. Nature and function may be based on the (sometimes only
implicit) assumption that the law is a closed, coherent, logical, and self-contained
system, which possesses an autonomous meaning disconnected from moral values
and sometimes also from social variables.6 Therefore, based on this view, the law
has to be studied, researched, and practised mainly focusing on how it is laid down
in books, statutes, and court decisions.7 Other times, such nature is based on the
idea that the law is part of a broader and more complex reality and can be measured
and evaluated through evidence and empirical methods as much as, or as close
as possible to, other natural or social sciences.8 Based on this point of view, law
schools should train legal scientists who will learn to choose from a rich methodological toolbox and select the most appropriate technique for any given research
question, problem, or experiment.9
There is no shared understanding of what Law is and there probably never will
be. As a result, there can never be a unique understanding of how the Law should
be studied, researched, or taught. Consequently, the aforementioned views—and

); ‘computational law’ by Genesereth Michael Computational Law: The Cop in the Backseat, White
Paper, CodeX (The Stanford Center for Legal Informatics, 2015), and by the project https://legalese.
com. Legal informatics has been in use at least since 1997, see Erdelez Sanda & O’Hare Sheila, Legal
Informatics: Application of Information Technology in Law, 32 Ann. Rev. Info. Sci. & Tech. (ARIST)
367–402 (1997).
5 See, e.g., the MIT Computational Law course, https://mitmedialab.github.io/2018-MIT-IAP-
ComputationalLaw/.
6 Also referred to as ‘legal doctrine’ in Paulina Westerman, Open or Autonomous? The Debate on Legal
Methodology as a Reflection of the Debate on Law, in Methodologies of Legal Research: Which
Kind of Method for What Kind of Discipline? (Mark Van Hoecke ed., 2013).
7 This is the view traditionally attributed to legal positivism where the usual reference is Herbert
L. Hart, The Concept of Law, first published in 1961 by Clarendon Law Series, but could also be
linked back to natural law authors such as Grotius or Locke, see Westerman, supra note 6.
8 Also referred to as ‘legal science’ in Westerman, supra note 6.
9 Legal realism is probably the approach that for the first time suggested that jurisprudence should
follow natural sciences methods, e.g. formulation of hypothesis, experimentation, reproducibility of results, the use of empirical methods.
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a growing number of intermediate and new positions—should not surprise. After
all, in legal research there still appears to be some discrepancy not only about what
methodologies should be followed in relation to a specific problem, but first and
foremost on the very fact that a methodology is required or even possible in the
legal field.10
That said, it is clear that the attention on ‘methodology’ in the legal domain is
growing. Whereas it may only be partially explicit in how law is taught in law schools,
it is becoming a central element in how legal research is conducted11 and funded.12
This is further corroborated by the fact that PhD programmes offered by the most
competitive law schools in the UK teach first-year students courses in research design and both the qualitative and quantitative methods applied to legal studies.13
However, even among those UK law schools or research centres that stand out
for the importance that they attribute to legal methodologies, courses on TDM,
ML, or AI and the law are not yet part of their PhD programmes.14 The exception
being when a specific experiment or research grant allows the involvement of students in research activities, such as the one discussed in Section III of this chapter.

B. From Legal Informatics to Computational Legal Methods
Whereas most legal research manuals do not discuss or even identify TDM as
an autonomous legal method, at the experimental level, things look different. In
fact, the use of computer software to analyse the law is not a novel approach. For
instance, the field of legal informatics has promoted the use of software tools in
the study, research, and application of law for some decades. The reference work
of Erdelez and O’Hare dates back to 199715 but older sources referring to the use
of logic and automation in the legal field are plentiful.16 Nevertheless, over the
10

Rob Van Gestel et al., Methodology in the New Legal World (EUI, Working Papers 2012/2013).
For an example of a project indexing and classifying legal literature on the basis of the methods
employed, see CREATe’s https://www.copyrightevidence.org/. The literature on specific legal research
methods is blossoming, see, e.g., The Oxford Handbook of Empirical Legal Research (Peter
Cane & Herbert Kritzer eds., 2010).
12 Many research projects and grants schemes in the legal field are becoming more and more demanding in terms of legal methods/methodology; this can be viewed for instance in EU’s H2020
actions.
13 This is the case, for instance, of the University of Glasgow, where first-year Law PhD students are
required to take some or all of the mentioned courses.
14 The University of Glasgow Law School’s CREATe (the UK Copyright and Creative Economy
Centre www.create.ac.uk) focuses on the use of empirical methods in the study of the law. PhD students
in their first year are asked to take qualitative (and depending on their research also quantitative) research methods. Nevertheless, with the exception of the pilot project here described, machine learning
techniques applied to the study of law are not yet covered.
15 See Sanda Erdelez & Sheila O’Hare, Legal Informatics: Application of Information Technology in
Law, 32 Ann. Rev. Info. Sci. & Tech. (arist) 367, 367–402 (1997).
16 See ex pluris, Lee Loevinger, Jurimetrics: The Next Step Forward, 33 Minn. L. Rev. 455 (1948);
Layman E. Allen, Symbolic Logic: A Razor-Edged Tool for Drafting and Interpreting Legal Documents, 66
11
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decades, the speed, availability, and sophistication of software, hardware, and data
transfer have increased exponentially. As a result, early work in the field of legal
informatics focused mainly on computer-assisted legal research, law office automation, and the so-called expert systems. Yet, even if equipped with these less refined tools, the results of early experiments combining law and automation have
shown immense potential, such as the ability to ‘predict’ the outcome of selected
US Supreme Court decisions with a higher accuracy than ‘human experts’.17
However, it may be argued that it is only in more recent times that the use of digital
technologies has shown a more structural impact on how legal research is conducted.
The evolution of legal informatics into what this essay defines as ‘computational legal
methods’, or perhaps more accurately, the birth within the broader field of legal informatics of a distinguishable and autonomous subfield called computational legal
methods, is certainly in part a reflection in the development of the underlying technology. AI—and, in particular, branches such as TDM, ML, and NLP (i.e. data-driven
and statistical AI18 as opposed to knowledge-driven and symbolic AI19)—offers a level
of speed, complexity, and the possibility to analyse amounts of data that were simply
unimaginable only a few years ago. Yet, an important shift in method, not just in speed,
can likewise be identified. This should play, as this essay proposes, a defining role in
this field’s taxonomy.
Accordingly, the defining characteristic of computational legal methods as
an autonomous methodological formulation that embraces the use of statistical AI applied to legal studies is identifiable in an inductive rather than in a deductive method. In other words, a legal researcher employing computational legal
methods does not derive certain conclusions from a preconceived set of principles,
categories, or rules. Instead, from large sets of data (often many datasets, including
very large amounts of interconnected data—the so-called ‘Big Data’), which often
do not really possess much in common at first sight, it is possible—through machine analysis—to identify rules, correlations, and patterns that may point towards
new hypotheses, the validation of untested theories or the visualization of results in

Yale L.J. 833 (1957), available at http://digitalcommons.law.yale.edu/fss_papers/4519; Bruce Buchanan
& Thomas Headrick, Some Speculation About Artificial Intelligence and Legal Reasoning, 23 Stanford
L. Rev. 40 (1970). Of 1992 is the creation of the journal Artificial Intelligence & Law, see From the
Editors, Artificial Intelligence & L. 1, 1–2 (1992).
17 See Theodore Ruger et al., The Supreme Court Forecasting Project: Legal and Political Science
Approaches to Predicting Supreme Court Decision-Making, 104 Colum. L. Rev. 1150 (2004).
18 This type of AI, largely based on machine learning, TDM and other statistical approaches fits
the so-called field of statistical AI or artificial neural networks, see, e.g., https://en.wikipedia.org/wiki/
Artificial_neural_network. For a discussion of knowledge-driven versus data-driven approaches, see
Didier Dubois et al., Knowledge-Driven versus Data-Driven Logics, 9 J. Logic Language & Info. 65,
65–89 (2000).
19 This type of AI systems are closer to the so-called Good Old Fashioned AI (GOFAI), also known as
symbolic AI. The standard reference here is John Haugeland, Artificial Intelligence: The Very
Idea (1989).
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a way that can offer novel insights.20 This inductive and data-driven approach can
be better pursued by recent implementations of AI, such as TDM, and ML algorithms, which employ highly advanced statistical analysis such as artificial neural
networks models.
On the contrary, the development of AI systems based on knowledge-driven,
symbolic, and semantic frameworks that allow a researcher to infer rules that apply
in a specific system from a general set of values or beliefs, would not fit into the systematic classification of computational legal methods. In other words, a deductive
approach that is often based on pre-identified sets of concepts, beliefs, symbols,
or taxonomies is what characterizes legal informatics approaches such as computational law,21 whereas an inductive, statistical, and data-driven approach is what
defines the connected but methodologically different approach of computational
legal methods.
Classifying computational legal methods and legal informatics as two related
but distinguishable and autonomous fields seems to be a proper solution, especially from a functional point of view. But what is the specific nature of the relationship? In other words, are they just two different methodological approaches
applying automation to legal research? Or is the relationship hierarchical where
computational legal methods are a species of the broader genus legal informatics?
This second classification should be preferred. It regards legal informatics as the
general term that identifies a set of methodological approaches where anything
‘computer’ is being used to do legal research, and within this genus, there are deductive methods using mostly symbolic and knowledge-driven AI (computational
law) and inductive methods, such as TDM, using mostly statistical and data-driven
AI (computational legal methods). From a historical point of view, this attributes
due credit to a field—legal informatics—that has tackled the complex relationship
between law and technology for at least five decades. From a functional point of
view, it seems that legal informatics has, until very recently, mostly focused on deductive and knowledge-driven approaches, although it is arguable that this was
largely due to the state of technology and thus should not constitute a classificatory
obstacle. What should be clear, and hopefully convincingly argued, is that there
is a new and autonomous method of legal enquiry characterized by an inductive,
20 See, e.g., Nina Varsava, Computational Legal Studies, Digital Humanities, and Textual
Analysis (2018); see also Palmer Palmer et al., Needles in a Haystack: Using Network Analysis to
Identify Cases That Are Cited for General Principles of Law by the European Court of Human Rights, in
Computational Legal Studies: The Promise and challenge of Data-Driven Legal Research
(Ryan Whalen, ed., 2019), available at https://ssrn.com/abstract=3307084 and https://ssrn.com/abstract=3413518; David Law, The Global Language of Human Rights: A Computational Linguistic Analysis,
12 Law & Ethics Hum. Rts. 111, 111–50 (2018); Laura Pedraza-Farina & Ryan Whalen, A Network
Theory of Patentability, 87 U. Chi. L. Rev. (2019), available at https://ssrn.com/abstract=3347365.
21 Computational law is the term employed by e.g. https://legalese.com, which clarifies that in the
pursuit of their ambitious goal they engage in symbolic AI not in ML–NLP–TDM. For an overview of
how the project intends to achieve the goal, and an extremely interesting list of related resources, see
https://legalese.com/#ai-nlp.
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data-driven, and statistical approach that uses tools such as TDM, ML, and neural
networks, which this chapter proposes to call ‘computational legal methods’.

C. Computational Legal Methods and
the Question of ‘What Is Law’?
As mentioned above, there is a necessary logical correlation between the answer
to the question of what is Law and legal methods. Under this point of view, it can
be argued that some links between the type of AI methods employed and certain views on the nature, function, and especially methods of legal enquiry can
be attempted. In fact, if it is correct to define computational law as a deductive or
knowledge-based approach, which through a high-level set of symbols or taxonomies attempts to develop a system able to analytically represent a certain legal
concept, or more generally, any legal concept or legal area, including the law as a
discipline, then perhaps it can be argued that computational law share, if not the
goal, certainly some of the methods of analytical philosophy and legal positivism.
On the other hand, if it is correct to say that computational legal methods are
based on an inductive approach that employs TDM and other empirical, statistical, and data-driven methods to develop new and, to some extent, unanticipated
knowledge from a variety of legal and non-legal sources, then this field is closer
to the broad category of sociolegal studies. Depending on the specific experiment
and on the type of algorithm employed, it should be possible to identify within this
broad category more specific methodological approaches such as statistical, sociological, ethnographic, comparative, or empirical legal methods.

D. Computational Legal Methods as an Autonomous
Methodological Approach and the Future of Legal Research
In conclusion, the defining characteristic of computational legal methods as an autonomous field from closely related areas of legal research assisted by computers
is a shift in methods and tools: from deductive to inductive, from symbolic and
knowledge-driven to statistical and data-driven, and arguably also from positivist
to sociolegal. TDM is the latest and most iconic technology currently representing
this methodological shift.
However, in this new approach, there also appears to be a displacement in the
centrality of the human element. Perhaps it would be excessive at this point in time
to state that computational legal methods are those methods where the human and
the AI share an, if not equal, at least a comparable amount of responsibility in the
experiment design and execution. However, the role of the AI element is no longer
that of a supporting or assistive technology, but instead has acquired a completely
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different centrality that heavily influences the outcome of the research. Therefore,
what this means for the future of legal research needs to be carefully assessed in the
years to come, especially in relation to how the AI element is built and trained. The
more centrality the AI element acquires, the more crucial a transparent, accountable, and ethically trained AI algorithm must be. This is possibly the single most
relevant challenge that the field of computational legal methods will have to confront in the future.22
The next section will discuss in detail a concrete example of the application of the
tools theoretically presented so far. This will be done by referencing a recently concluded EU H202023 funded project on TDM—OpenMinTeD.24 In doing so, the examples of both kinds of approaches (e.g. deductive and knowledge-driven versus
inductive and data-driven) will be presented.

III. Text and Data Mining and Intellectual Property Licences
OpenMinTeD’s goal is to allow researchers, research institutions, and data providers
to find, use, and combine resources for TDM purposes, thereby boosting science and
innovation in the EU. Therefore, the main goal of OpenMinTeD is not to specifically
TDM legal sources, but to mine all sorts of scientific knowledge. Nevertheless, in its
initial three-year period, the project had a legal working group tasked with addressing
some of the legal issues connected with TDM tools and services.25 As will be described
below, in order to address certain obstacles, the advantages and limits of TDM were
explored.

A. The Identification of the Problem
Initially, the project had to determine whether and how ‘resources’ (i.e. often literary works sometimes arranged in protected databases) and ‘components’ (i.e.
mostly software or online services/workflows) necessary for the project’s TDM objectives were protected by copyright and related rights, and to what extent specific
exceptions and limitations applied in the specific case of TDM.26
22 For a discussion of the dangers of a theory-
less knowledge society see Jonathan Zittrain,
Intellectual Debt: With Great Power Comes Great Ignorance, Berkman Klein Ctr. for
Internet & Soc’y. at Harvard U. (24 July 2019), https://medium.com/berkman-klein-center/
from-technical-debt-to-intellectual-debt-in-ai-e05ac56a502c.
23 European Commission, https://ec.europa.eu/programmes/horizon2020/en/what-horizon-2020
(last visited 4 March 2020).
24 Open Minted, http://openminted.eu/about/overview/ (last visited 4 March 2020).
25 The author of this chapter was the lead of the legal working group.
26 The legal basis permitting reuse is not without consequences as it determines the conditions
that must be met in order to benefit from it, being it a statutory exception or a contractual authorisation. This aspect, while analysed during the project, is not relevant in this paper. For a more detailed
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As a result of the often unsatisfactory answer to this question, the second part
of the project focused on the complementary aspect of licensing, and more specifically licence compatibility across resources and components. Accordingly, the
project developed a set of compatibility tools intended to help researchers navigate
through licences and licence compatibility.
This chapter’s focus is on a specific problem encountered during this second
phase, which relates to the issue of ‘calculating’ the compatibility of non-
standardized legal documents that usually regulate the use of components offered
as online services. As will be explained, there were two possible ways to achieve
this. On the basis of the classification offered above, they could be summarized as a
traditional and rather rudimentary computational law approach and a novel computational legal method approach based on TDM, respectively.

B. Licensing Issues in a Typical Text and Data Mining Workflow
In a typical TDM workflow, there are three main levels at which licence compatibility has to be verified: the content or data level, the tools level, and the service
level. Content generally refers to the resources that will be mined. These often
consist of literary works (text mining) and are commonly referred to as corpora
especially in the field of NLP, but may also consist of other types of data such as
sounds, images, databases, etc. (data mining), or a mix thereof. Tools are the instruments used to perform TDM activities; for example, computer programmes
(software) implementing specific TDM or ML algorithms. The service level refers
to the fact that in a growing number of situations, TDM is not performed locally
by downloading a specific TDM software as it was perhaps common a few years
ago. Nowadays, a normal approach would entail using online services (the almost
ubiquitous ‘in the cloud’) that allow researchers to select or upload an arbitrary
number of corpora and TDM them using the software of the service provider.
Accordingly, these three levels (content, tools, and service) may or may not
come with a specific licence (in the first two cases) or terms of use (in the latter
analysis of these aspects see Thomas Margoni, Artificial Intelligence, Machine Learning and EU Copyright
Law: Who ‘Owns’ AI? (CREATe working paper 2018/12), XXVII AIDA 281, 281–304 (2019); Richard
Castilho, et al., A Legal Perspective on Training Models for Natural Language Processing (Conference
Paper No. LREC2018), available at: https://www.researchgate.net/publication/323668123_A_Legal_
Perspective_on_Training_Models_for_Natural_Language_Processing; Rossana Ducato & Alain
Strowel, Limitations to Text and Data Mining and Consumer Empowerment: Making the Case for a Right
to ‘Machine Legibility’, 50 IIC 649 (2019); Thomas Margoni, & Martin Kretschmer, Property Rights
Over Ideas in an Information Society. Or on the Necessity (and absurdity) of a TDM Exception (EPIP
Conference Paper 2018); Christophe Geiger et al., Text and Data Mining in the Proposed Copyright
Reform: Making the EU Ready for an Age of Big Data?, 49 IIC 814, 814–44 (2018); Eleonora Rosati,
An EU Text and Data Mining Exception for the Few: Would It Make Sense?, 13 J. Intell. Prop. L. &
Prac. 429, 429–30 (2018); Andres Guadamuz & Diane Cabell, Data Mining in UK Higher Education
Institutions: Law and Policy, 4 Queen Mary J. Intell. Prop. 3, 3–29 (2014).
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case). Normally, licences are a type of copyright licences that include rights related
to copyright, most importantly the European Sui Generis Database Right (SGDR).
The third category (services) is often characterized by the presence of Terms of
Use or Terms of Service (ToS) that regulate the use of a specific service. They may
establish certain copyright conditions, but do not normally consist of a standard
copyright licence.
Therefore, there are three levels and three corresponding types of legal documents which may or may not allow certain actions necessary in order to perform
TDM analysis. For example, a researcher has collected N corpora (each with its
own licence) and intends to TDM them using a specific software locally or as part
of an online service. Whether they can do that and under which conditions is often
(i.e. unless a specific exception or limitation applies, something that is not covered
by this chapter27) a matter of what the corresponding licences establish.
In light of this ‘multilayer’ compatibility issue, the project developed a static matrix, or ontology, which ‘calculates’ the compatibility degree of different licences
within the same layer (that is to say among content licences, among tools licences,
and among ToS). This matrix can be seen as an attempt to classify ex ante the conceptual types needed to perform the legal analysis and therefore, in the light of the
terminology proposed above, corresponds to a computational law approach. An
example of the matrix is shown in Figure 31.1 below.

1. Pros of the Matrix: Compatibility Analysis
The matrix clearly identifies three types of sources that are relevant during most
TDM processes (content, tools, and services) and for each type, it collects a number
of ‘most commonly used’ licences identified on the basis of the input of the project’s
partners. It can be observed that for content and tools, all the licences are Open
Content or Free Libre and Open-Source Software (FLOSS). This is because, on the
one hand, they are the most popular due to their liberal conditions which favour
an open and collaborative scientific environment, while on the other, they are the
‘easiest’ to analyse.
Ease of analysis is based on two characteristics: all of these licences are ‘public
licences’, which means that they are standardized documents offered to the public
usually as standard form contracts. Therefore, it is not necessary to develop a
case-by-case analysis of the specific licence developed by vendor X or provider
Y. A single licence or a few of them (e.g. CC BY or GNU GPL) normally cover a
very high number of providers. On the other hand, this also means that the likelihood of incompatibility is reduced because a few standard licences have many
more chances to be compatible among themselves than a higher number of custom
27 For a detailed analysis of these issues see Thomas Margoni, Artificial Intelligence, Machine Learning
and EU Copyright Law: Who ‘Owns’ AI? (CREATe working paper 2018/12), in XXVII AIDA 281, 281–
304 (2019).

Figure 31.1 Compatibility Matrix, Sheet 1: Content Licences
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Figure 31.2 Compatibility Matrix, Focus on the Compatibility Analysis

licences. Nevertheless, even within the field of ‘open licences’, there are degrees of
incompatibility or of conditional compatibility often caused by the so-called phenomenon of licence proliferation. The matrix makes an important contribution
in this direction as it aims to calculate the compatibility degree of the identified
licences offering a detailed legal analysis, which is publicly available and can be
openly consulted and commented upon (see Figure 31.2 below).

2. Limits of the Matrix: Non-Standardized Terms of Use
The main function of the matrix is to provide a compatibility assessment between
two licences by offering a concise answer: YES (green), NO (red), and YES with
CONDITIONS (yellow). Each of these answers is a clickable link that redirects to a
dedicated page with a detailed legal analysis of the compatibility of the two licences
(see Figure 31.2 above). This is an important feature of the matrix. Whereas most
researchers will be satisfied with a Yes/No/Conditional answer, it is important that
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the reasons for a certain compatibility result be publicly available so that they can
be openly verified, allowing for correction or updates to possible (but hopefully
unlikely) imprecisions.
The static matrix has been implemented in an online tool that automatically
calculates compatibility. At the current stage, researchers have to manually select
the corresponding licences from a drop-down menu, but in the future, the tool
should be able to automatically retrieve the licences from the metadata of the content and services being used. A preview of the automatic tool is available in Figure
31.3 below.
However, the static compatibility calculation is possible only because the
selected licences possess two characteristics: they are publicly available and they
are standardized (standard form contracts). These conditions are essential in
identifying an authoritative public source and version of the licence, and also ensure that the licence is standard (i.e. it does not change depending on the specific
user that uses it, and it does not change over time without proper documentation
and versioning being provided). This makes it possible to calculate the compatibility of the licences, including versions and clauses, as documented in the matrix.
In other words, these variables can be built into the framework design performing
the legal analysis.
A problem emerges when the licences or legal documents are not public and/or
standardized. This happens for some ‘non-open’ licences (which for the moment
have not been implemented in the matrix) and further applies with much more
incidence to the third category considered in the matrix, i.e. the ToS. When using
a service, the service provider normally requires the acceptance of the ToS; however, these documents are virtually never standardized. Therefore, the calculation

Figure 31.3 Pre-View of Automatic Licensing Tool
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of their compatibility becomes more problematic due to the fact that it would not
only be necessary to proceed with a case-by-case analysis of each ToS employed
(something that would pose substantial problems with keeping the matrix up to
date), but it would also be necessary to keep verifying every possible change that
each ToS undergoes at any given time. Considering the fact that the ToS of the most
common service providers change many times a year, this would drastically limit
the matrix sustainability.

3. Possible Solutions
At this point, two approaches are possible: (1) Identify the most common ToS,
deconstruct them, isolate a selection of standard clauses and calculate the compatibility ‘statically’, or (2) identify a number of clauses of particular interest (e.g.
non-commercial, academic use only, mention of the sources, etc.), annotate known
licences containing examples of those clauses and train a model on those annotations that will eventually be used by a software and/or service to identify similar
statements on unknown documents (the unstandardized ToS).
Both of these approaches have been followed. Option 1 (currently implemented
in the matrix) was chosen because it offered a low-risk approach. It should be seen
as a suboptimal approach, which is limited to the ToS that are covered (only the
ToS that have been previously identified), but it will certainly offer an answer for
those ToS. Option 2 presented a higher level of risk in relation to its feasibility
due to the need to train legal experts in TDM and ML tools. Nevertheless, it was
decided that a pilot experiment should be performed in order to test the feasibility of this type of approach, which has extremely interesting potential because if
properly performed, it can calculate compatibility in virtually any unknown ToS.
This second approach was based on a combination of linguistic annotation, text
mining, and model training and, following the proposed taxonomy, represents a
computational legal method approach. The remainder of the chapter will focus on
Option 2.

C. The Annotation Project
The lack of standardization of ToS seems to be one of the main difficulties for interoperability purposes. To illustrate a possible problematic scenario, imagine that the
corpora required for an experiment are all under a liberal licence (e.g. CC BY 4.0),
which does not restrict commercial uses, but the mining activity is done using
a service whose ToS states that it is only for ‘academic’ uses. What would be the
status of the results obtained from the TDM analysis? How can one promptly calculate this when multiple corpora (i.e. multiple licences) and multiple services (i.e.
multiple ToS), sometimes hundreds or thousands, are employed and use non-
standardized language?
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In this complex scenario, text annotation, mining, and model training of licences and ToS may represent a valid instrument to detect, analyse, and interpret
the linguistic terms by assigning a clearer legal meaning and identifying patterns
that are likely to be present in unknown documents.

1. Legal Annotation for Text and Data Mining
The legal annotation of licences and ToS for TDM was done employing the
WebAnno software tool. In order to perform this task, it was essential to recruit
and train annotators with legal and technical skills. A number of training sessions
and tutorials were organized within the annotation project. The overall goal of this
exercise was to provide annotators with the essential notions necessary to subsequently annotate legal documents.28
The purpose of the experiment was to study the linguistic variety used in legal
documents to express licensing terms and conditions in order to be able to ‘predict’
terms in non-standard licences and ToS. This was done specifically by annotating
phrases and expressions with a set of tags that denoted the most popular licensing
terms (conditions of use) and annotating phrases and expressions used in licences
for defining licensing concepts (e.g. attribution, non-commercial use, etc.). Two
main types of ‘annotation tag-sets’ were identified: the tag-set for licensing terms,
which consists of rules for actions (permissions, prohibitions, requirements, etc.)
and the tag-set for definitions of concepts, which was open. In the process of phrase
annotation, the whole phrase and not just the object of the action had to be annotated. For example, in the following excerpt from CC BY 4.0:
Subject to the terms and conditions of this Public License, the Licensor hereby
grants You a worldwide, royalty-free, non-sublicensable, non-exclusive, irrevocable license to exercise the Licensed Rights in the Licensed Material to: reproduce
and Share the Licensed Material, in whole or in part; produce, reproduce, and Share
Adapted Material.

The entire underlined phrases had to be annotated, not just a single word (e.g.
‘grants’) in order to acquire a minimum of semantic meaning. The tags that can be
associated with them are shown in Table 31.1 below.
In order to create an annotation, annotators had the following options. Under
the first option, if they intended to annotate a phrase with one of the predefined
values of the tag-set, they were asked to click on the value ‘Statement’ from the
28 The annotation experiment was co-ordination by Dr Giulia Dore (PhD, JD), with the invaluable
TDM, ML, and NLP support of OpenMinTeD partners Dr Richard Eckart de Castilho (Technical Lead
Ubiquitous Knowledge Processing (UKP) Lab, Computer Science Department, Technische Universität
Darmstadt) and Penny Labropoulou (Senior Research Fellow, Institute for Language and Speech
Processing, Athena Research Centre), who also prepared the background materials (guidelines, instructions) referred to in this chapter.
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Table 31.1 Examples of Annotation Statements and Tags
Phrase to be annotated (Statement)

Tag

Fragment1

Fragment2

Fragment3

the Licensor hereby
grants You

to reproduce

the Licensed Material

permits_
reproduction

the Licensor hereby
grants You

to Share

the Licensed Material

permits_
distribution

the Licensor hereby
grants You

to produce,
reproduce and
Share

Adapted Material

permits_derivatives

drop-down menu item ‘Layer’, then select the phrase that they intended to annotate and click on the desired value from the drop-down item ‘Tag’ (e.g. ‘requires_
copyleft’, ‘permits_derivatives’, etc.). Under the second option, if they intended to
annotate a discontinuous phrase with one of the predefined values of the tag-set,
annotators had to click once again on the value ‘Statement’ from the drop-down
menu item ‘Layer’, then select the main part of the phrase that they wanted to annotate and click on the desired value from the drop-down item ‘Tag’ (e.g. ‘requires_
copyleft’, ‘permits_derivatives’, etc.). After that, in the ‘Fragments’ section on the
right-hand side menu, five slots labelled as ‘Frag1’, ‘Frag2’, ‘Frag3’, ‘Frag4’, and
‘Frag5’ appeared. The annotators had to click on the slot next to ‘Frag1’ to activate it
and then select the remaining part of the phrase in the text. In this way, the phrase
was coloured and tagged with the ‘statement_fragment’ label over it. This procedure

Figure 31.4 Example of Annotation Page Form WebAnno

Computational Legal Methods

503

Figure 31.5 List of Possible Annotation Tags Used in the Experiment

needed to be replicated for all the segments of the phrase by opportunely selecting
‘Frag2’, ‘Frag3’, etc. for the remaining parts of the phrase. Finally, if the annotators
had to annotate a phrase as containing the definition of a concept, they had to click
from the drop-down menu item ‘Layer’ on the value ‘Statement’, then select the
phrase that they wanted to annotate and click on the desired value from the drop-
down item ‘Tag’ (e.g. ‘defines_attribution’, ‘defines_non_commercial’, etc.).

2. Annotators
The experiment involved ten annotators who all possessed an undergraduate law
degree or higher legal qualification and were conducting postgraduate studies in
the field of intellectual property (IP). Each also received specific training in text
annotation for TDM–ML purposes. While from the very initial stage of the design
of the experiment it was clear that properly trained annotators would be instrumental in obtaining high-quality results, their numerical availability, their time
availability, and the time necessary to further train them in TDM–ML annotation
techniques conditioned the speed and the amount of data that this pilot experiment would cover.
It should be noted, that in order to obtain more consistent results, each licence
was independently annotated by three different annotators (randomly selected)
because different annotators commonly annotate differently. Ideally, the more annotations there are for a single text, the better the annotation process because this
gives more statistical relevance for the model building phase. A licence annotation by a properly trained and experienced annotator should take about one hour,
but, in fact, it often took much longer. The licences were randomly allocated to
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annotators so that each licence would be annotated by a different mix of annotators. Each annotator was allocated seven licences, except for annotator A who
had eight.
In order to obtain consistent results, the annotation phase was standardized
as much as possible, which contributed to a more homogeneous performance of
the annotators. Illustratively, before the actual annotation on WebAnno was conducted, the annotators were instructed to read the full text of the licence on paper
with the tag-set at hand. This helped them get an overall view of the terms and conditions and enhanced their ability to understand the whole structure of the licence.
Instructors requested each annotator to focus on: (1) one particular permission,
(2) one particular requirement, and (3) one definition. Highlighting these first
three elements on paper and choosing the applicable tag/s from the tag-set became
handy when the annotation process moved to the screen.

3. The Annotation Software: WebAnno
The chosen annotation software was WebAnno.29 WebAnno is a general-
purpose web-based annotation tool for a wide range of linguistic annotations, including various layers of morphological, syntactical, and semantic annotations.
Additionally, custom annotation layers can be defined, allowing WebAnno to be
used for non-linguistic annotation tasks.30 The choice of WebAnno was also natural because it was developed by one of the project partners who also provided
specific training assistance. Nevertheless, WebAnno possesses other important
characteristics. In particular, it is a fully web-based tool with a lower entry barrier
than many other annotation tools and it is FLOSS under Apache licence 2.0.

D. Results
The experiment proved harder than expected in a few areas. On the one hand, the
number of skilled annotators is the first parameter to consider. In order to annotate
legal texts, annotators should have a legal background and should receive specific
training in the field of copyright licences, TDM, NLP, and annotation procedures.
This is a time-consuming activity and requires access to a large and motivated
group. As pointed out above, the more annotations per licence, the more accurate
the results. This means that licences should receive many more annotations than
what was possible. In this experiment, only three annotations were performed per
licence, which is quite low. Eight to ten annotations per licence (or even more)

29

Web Anno, https://webanno.github.io/webanno/ (last visited 4 March 2020).
Richard Eckart de Castilho et al., A Web-based Tool for the Integrated Annotation
of Semantic and Syntactic Structures (2016), in Proceedings of the LT4DH workshop at COLING
2016, Osaka, Japan.
30
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would offer more accurate results. However, that would exponentially increase the
amount of time that annotators need to invest. The other element to consider is the
amount of training material, i.e. of licences, that can be used for annotation purposes. There are only so many standard and public copyright licences, and a few of
them (e.g. CC and GPL) have inspired similar licences, meaning that the expressions used in this field may point towards some standardization. Whereas this is
not an issue in itself, this could nonetheless lower the ability of the model to accurately identify the same tag-sets (e.g. non-commercial) in unseen and unstandardized texts (the customs ToS employed by services).
As at the time of writing this report, the accuracy of the model had not been fully
tested, and early results appear to point in the direction of a proper recognition of
the tag-sets when the target text is not too different from the original one. The low
statistical incidence reported above does not probably allow for the proper recognition of excessively different texts.

VI. Conclusion
In conclusion, it can be said that the potential of computational legal methods is
very promising and only limited by the state of technology, or more accurately, by
how much technology legal scholars have learned to use. As it was shown in the
discussion of the experiment, a highly interdisciplinary team is a key element. In
particular, it is not only necessary that the team be made up of researchers with
different scientific backgrounds, but in addition, legal researchers must possess a
minimum of interdisciplinary methodological background in order to be able to
face the challenges of applying TDM, ML, and statistical methods to legal analysis.
This gap in legal research methods and training, and in the full recognition, if not
at the undergraduate level then at least at the PhD level, of computational legal
methods such as TDM should be urgently filled given the immense opportunities
that these approaches can offer to legal scholars and practitioners and to the future
of legal research. The imminent risk is that if legal scholars do not fill the gap themselves, they will soon be replaced by their AI equivalent.
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A Network Analysis Approach
to Intellectual Property Research
Rudi Bekkers and Arianna Martinelli

I. Introduction
Network Analysis (NA) refers to a comprehensive set of quantitative analytical
tools used to examine networks structural characteristics. This analysis can be applied to any type of networks (e.g. social networks, networks emerging from scientific collaborations, networks of submarine cables) and it has been adopted both in
social sciences and technical disciplines. This analysis models phenomena as networks allowing the solutions to otherwise unanswered questions. For instance, to
assess the similarity of firms patent portfolios or to analyse interdependencies between firms involved in several patent litigations cases. Whether network analysis
is an appropriate tool depends on whether the specific data can be meaningfully
thought as a set of nodes and links among those nodes. In this chapter, we argue
that intellectual property (IP), and patent data in particular, meet this requirement,
and propose some interesting questions that can be addressed by employing NA.
Given the scope of the book, this chapter aims not to be exhaustive, but to encourage the reader to explore and use this analytical technique. We focus specifically on how NA can be applied to patent data to study the evolution of technical
change.
The chapter is structured as follows. Section 1 offers a general introduction to
NA and its main building blocks, that is, nodes and links. We provide a brief history of NA, as a method, and the successful application of various NA tools and
software in social science fields. Section 2 describes its application NA to IP, and
Section 3 discusses three distinct levels of analysis, illustrated by examples from
research conducted by the authors. Section 4 concludes.

II. The Science of Network Analysis
Networks mean different things to different people. In the present context, a
network is considered an analytical tool constituted by a set of nodes and links.
Depending on what these nodes and links represent, the network can be used to
Rudi Bekkers and Arianna Martinelli, A Network Analysis Approach to Intellectual Property Research In: Handbook on
Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press.
© Rudi Bekkers and Arianna Martinelli 2021. DOI: 10.1093/oso/9780198826743.003.0033
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address a range of questions in different scientific fields. Sociologists and economists (and social scientists generally) can obtain insights into social and economic
interactions by analysing networks where the nodes are friends, entrepreneurs, or
firms. NA can be used to assess social relations such as co-working and membership of the same board or group. Engineers and scientists can use similar techniques to understand, improve, and optimize operation over a physical network,
such as the internet, or a logistic distribution network.
This flexibility makes network analysis a versatile framework, rooted in mathematical graph theory.1 In principle, regardless of the field of application, a network can be represented as a matrix, whose rows and columns are the network’s
nodes and whose elements are links.
The network’s properties depend on the characteristics of its nodes and links.
For instance, if the network links represent directional relations, the network will
take the form of a directed graph (e.g. a network of ‘secret Santa’ gifts, or ‘favourite’
colleagues). If the links are unidirectional, the resulting network will take the form
of an undirected graph (e.g. comprised of the same family or set of co-authors).
Some relations are binary while others are characterized by different values. In the
former case, the network is a binary network, where what matters, is the presence
or not of a specific link (e.g. membership of a specific board). In the latter case, the
network is a weighted network, where link strength is measurable and reflects the
importance of certain links compared to others (e.g. the import and export values
of countries in an international trade network). Alternatively, some networks can
include loops which are links departing and arriving to the same node.

A. Node Characteristics: Centrality Measures
NA offers several basic measures that describe the network structure and allow
identification of important nodes. For instance, centrality measures allow to
identify prominent nodes in the network; whereas, the density indicators give a
synthetic measure of the degree to which the nodes are (or are not) a network’s
measures. Figure 32.1 depicts a fictional network of colleagues. Let us assume that
each individual in the network is asked to name one or two individuals whom he
or she consults about work-related issues. These advice relations are represented by
the links. Our fictional network includes fifteen individuals (nodes) and twenty relations (links). Since nomination by a colleague is not necessarily symmetrical (i.e.
a request for advice may not be reciprocal), the resulting network is directed. The

1 In mathematics, graph theory refers to the study of graphs. A graph is a mathematical structure
used to model pairwise relations between objects; therefore, any networks can be abstractly represented
as a graph.
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Thijs

Max

Maria

Lotte

Anna

Daan

Sara

Emma

Tess

Adele

Alessandro

Jan

Marco

Sophie
Luca

Figure 32.1 Example of a Network of Colleagues

direction of the arrow indicates who is consulting whom: for instance, Alessandro
asks Sara for advice and Sara consults both Lotte and Tess.
Analysing this network provides information on who is considered more competent/knowledgeable and indicates ‘groups’ which may reflect work environment
dynamics.
Figure 32.1 shows that colleagues Maria and Anna are isolated from the largest
(or main) network component. Within the main component we are interested in
who is the most important worker in the office. This seemingly straightforward
question has more than one answer since network importance can be defined in
various ways. For instance, a node may be deemed important because it is directly
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connected to several other nodes or because it is positioned so that it ‘mediates’
relations among many other nodes. In NA, importance is expressed as ‘centrality’.
There are different indicators of network centrality which capture different dimensions of node importance. We continue by discussing the three most common
types of centrality.2 Degree centrality evaluates nodes according to the number of
their links. For each node in a direct network, it is possible to distinguish and to
measure the number of outdegree (i.e. number of outgoing) links and number of
indegree (i.e. number of incoming) links. Figure 32.1 shows that Tess and Lotte are
the most frequently consulted colleagues; the respective indegree centrality of Tess
and Lotte is 4 and 3. Adele and Sophie have the next highest indegree centrality
(i.e. 2) while the indegree centrality of Marco and Max is 0 (i.e. no one consults
them). Since indegree centrality measures how many times a particular node is
selected by other nodes, it captures node prestige and popularity. In this example,
outdegree is not a very meaningful measure since colleagues report a maximum of
two colleagues
Other measures of centrality such as closeness and betweenness, evaluate
nodes based not only on their direct links but also information on the links
of their neighbour nodes. For instance, closeness centrality measures a node’s
proximity to all other nodes in the network. This measure is based on the concept of geodesic distance, which, for each pair of connected nodes, measures
the number of nodes on the shortest route between them. For instance, Luca
can reach Sophie either directly (i.e. geodesic distance equal to 1) or via Jan
(i.e. distance equal to 2). In directed networks, it is necessary also to consider
directionality when calculating node distances since some nodes may not be
`reachable’ (e.g. Emma cannot reach Jan or Luc). Node closeness centrality is
calculated based on the inverse of the sum of its geodesic distances to all other
nodes. In the network depicted in Figure 32.1, Tess has the highest in-closeness
since she can be reached, directly and indirectly, by the largest number of other
colleagues. The second highest in the in-closeness ranking is Adele, followed by
Emma and Daan. Although Lotte has high indegree centrality, she scores low for
betweenness centrality: Lotte is consulted by three colleagues who are either consulted by only one or no other colleague. This means that even if Adele has fewer
directed links than Lotte, Adele’s advice can diffuse indirectly (and sequentially)
to a larger number of colleagues. Finally, betweenness centrality measures how
many times a node is a ‘bridge’ on paths between other nodes or node frequency
on the shortest path between pairs of nodes. Nodes with high betweenness are

2 For a more comprehensive introduction, see generally Stanley Wasserman & Katherine Faust,
Social Network Analysis: Methods and Applications (1st ed. 1994).
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more important because of their higher level of control over neighbour nodes. In
the network depicted in Figure 32.1, Tess has the highest betweenness centrality,
followed by Adele and Lotte. For instance, Lotte controls the flow of advice to
Thijs and Max, who are connected only to Lotte. If Lotte disappeared from the
network, Thijs and Max would be disconnected from the largest component of
the network. In sum, we can distinguish different measures of network ‘importance’. Although these measures may be highly correlated, the differences between
them reflect different social dynamics within the network.
What the above shows is that network centrality measures provide insights
into the importance of network members and require consideration of the network structure. However, Social Network Analysis (SNA) offers other concepts
including homophily (the extent to which nodes form ties with similar versus dissimilar others), reciprocity (the extent to which two actors interact reciprocally),
structural holes (the extent of the absence of ties between two parts of a network),
and segmentation (the existence of highly connected subgroups or ‘cliques’ in the
network).

Table 32.1 Indicators of Centrality for the Network Depicted in Figure 32.1
Degree centrality

Closeness centrality
Out
Closeness

Betweenness
centrality

Indegree

Outdegree

In
Closeness

Tess

4

1

25.926

7.65

14

Lotte

3

1

9.79

8.75

11

Sophie

2

1

8.284

8.187

5

Adele

2

1

23.729

7.65

12

Luca

1

2

7.143

9.722

4.5

Sara

1

2

7.65

9.722

7.5

Jan

1

2

7.65

8.917

1.5

Alessandro

1

1

7.143

Anna

1

1

7.143

7.143

0

Maria

1

1

7.143

7.143

0

Thijs

1

1

7.143

9.333

0

Daan

1

1

10.448

8.187

9

Emma

1

1

20.29

7.65

2

Marco

0

2

6.667

16.471

0

Max

0

2

6.667

10.294

0

10.37

3.5
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B. Origin of Network Analysis and Its Successful
Application in Social Science
Before discussing the use of NA in the field of IP, we provide a brief description
of the origins of this type of analytical technique and its adoption in the social
sciences.
Social capital is a crucial asset of individuals and organizations, which explains
the increasing use of SNA in the social sciences (e.g. management, innovation,
geography) to highlight how connections can affect performance. For instance,
more central (important) investment managers receive larger flows of money to
invest and they build riskier portfolios.3 Networks structure also allows a better
understanding of how new ideas develop. The size of an inventor’s network has
been shown to affect the likelihood of a technological breakthrough.4 Academic
inventors have higher betweenness centrality than non-academic inventors, suggesting their greater openness to the exchange of knowledge with people in different organizations.5 Also, networks of organizations allow the transfer of
knowledge between firms and universities,6 firm headquarters and subsidiaries,7
and regions.8

C. Analytical Tools and Software
There is a range of NA software programs, which vary in their functionality, flexibility, ease of use, maximum network size, and visualization options. UCINET,
which is moderately priced (especially for academics), is one of the best-known
packages and has been available since the 1980s; its documentation is comprehensive, and it is easy to use. UCINET can be used for medium-sized networks, although for networks bigger than 5,000 nodes it can be slow. Pajek is a free software,
but is more difficult, although there are some excellent user guides available.9 Pajek
can be used to analyse very large networks, consisting of millions of nodes. Also,

3 Alberto G. Rossi et al., Network Centrality and Delegated Investment Performance, 128 J. Fin. Econ.
183 (2018).
4 Jasjit Singh & Lee Fleming, Lone Inventors as Sources of Breakthroughs: Myth or Reality?, 56 Mgmt.
Sci. 41–56 (2009).
5 Margherita Balconi et al., Networks of Inventors and the Role of Academia: An Exploration of Italian
Patent Data, 33 Res. Pol’y 127 (2004).
6 Jiancheng Guan & Qingjun Zhao, The Impact of University–Industry Collaboration Networks on
Innovation in Nanobiopharmaceuticals, 80 Technological Forecasting & Soc. Change 1271
(2013).
7 Wenpin Tsai, Social Structure of ‘Coopetition’ Within a Multiunit Organization: Coordination,
Competition, and Intraorganizational Knowledge Sharing, 13 Org. Sci. 179 (2002)
8 Elisa Giuliani, The Selective Nature of Knowledge Networks in Clusters: Evidence from the Wine
Industry, 7 J. Econ. Geography 139 (2007).
9 Wouter De Nooy et al., Exploratory Social Network Analysis with Pajek (3d ed. 2018).
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as already discussed, networks can be represented as matrices and there are several more general purpose mathematical and statistical software packages, such as
Matlab, Octave, and R, that can be used to analyse them. These programs are accompanied by specific libraries to facilitate NA.
All these programs provide network visualization tools, which have different
strengths and weaknesses and different functionalities.

III. Using Network Analysis in the Field
of Intellectual Property
In this section, we describe the application of NA to the field of IP.

A. Patent Data Networks
There are some interesting applications of NA in IP and, especially, patent data.
Common to all patent systems worldwide is that testing patentability criteria, such
as obviousness and inventive step, requires a search to determine the prior art in
the specific field of the invention.10 The documents considered in such search consist of references (citations) in the patent application and the published patent and
are public information. These references may be to existing patents or patent applications or to the non-patent literature such as academic articles. References can
be added by patent examiners during their search activities. However, some patent
offices (e.g. the United States (US) Patent and Trademark Office (USPTO)) allow
or require applicants to provide references to all documents relevant to their patent
application. The USPTO applies a ‘duty of candour’, which means that applicants
must disclose all relevant prior knowledge of which they are aware.11
Based on the references contained in patents, it is possible to construct a network that can be analysed. Since patent citations always have a ‘direction’, patent
citation networks, by definition, are directional networks. Also, because patent
search reports make reference only to documents that existed at the priority date
of the patent application, patent citation networks have a time dimension and are-
cyclical (if patent A cites patent B, then patent B cannot cite patent A). This can be
understood as meaning that citations can be considered as indicating that the cited
document matters for evaluation of the patent application.
Citations can be considered, also, as indicating ‘knowledge flows’, that is, as
showing that the patent application ‘builds on’ the cited, previous knowledge. In
10 World Intellectual Property Organization (WIPO), Intellectual Property
Handbook (2d ed. 2008).
11 37 C.F.R. § 1.56 (2018).
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the case of US patent citations data, most citations are inserted by the patent applicant, which would seem to confirm this interpretation. Where citations are
inserted mainly (or only) by the patent examiner, understanding citations as reflecting knowledge flows may be more problematic.12
Other types of IP, such as copyright, trademarks, database rights, etc. do not
involve similar procedures for the creation of sets of references, which allow NA.
Patent citation networks are not only suited to NA, they also have other attractive properties. Patent documents are a rich source of detailed data on the underlying invention and the technology classification, the inventor(s), the firm or
organization to whom the IP rights assigned, etc. Therefore, the data and analyses
can be aggregated to the technology, inventor, or firm level. Patent data also allow
insights into the applicant’s patenting strategy (e.g. scope of international patenting
through analysis of patent families), economic incentives (e.g. payment of renewal
fees), and internationalization of innovative activity (e.g. based on inventor’s
country of residence). In addition, patent data in very long time series are readily
available for almost all world countries around the worlds.
However, there are some caveats to the use of patent data. First, patents capture
inventive activity and are a ‘noisy’ measure of innovative activity. Inventive and innovative activities are distinguished by their economic value. It can be difficult to
ascertain whether a patented invention will be marketed as an innovative product
or a new technology. Second, there are sectoral differences in the use of patents; for
instance, not all sectors appropriate their innovations via patents, but use means
such as secrecy and secondary services. Therefore, despite their availability, patent
data analysis is not useful for all sectors. Less patenting intensive sectors include
software, textiles, and instruments.

B. Methodological Challenges to the Construction of
Patent Citation Networks
Creating and interpreting a patent citation network is not a trivial task and choices
and assumptions can influence the observations and outcomes and, thus, should be
carefully considered. The first important methodological choices relate to the definition of a meaningful patent sample and the legislations to include. The overall
quality of the results depends on the completeness and representativeness of the
patent sample. Several analytical strategies can be employed, but it is difficult, ex
ante, to establish which is the most appropriate for each case. In practice, it is essential to validate the sample and to check the robustness of the analysis to changes in
the sampling strategy.
12 Paola Criscuolo & Bart Verspagen, Does It Matter Where Patent Citations Come From? Inventor vs.
Examiner Citations in European Patents, 37 Res. Pol’y 1892 (2008).
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One strategy that can be applied to build a sample of patents covering a specific technology is use of the patent classification, such as the International Patent
Classification (IPC), the Co-operative Patent Classification (CPC), or the US
Patent Classification (USPC) system. Unfortunately, technologies rarely map
neatly into patent classes, either because the patent is linked to more than one
patent class, or because the technology spans multiple classes. Several strategies
can be used to identify the patent class(es) associated with a specific technology.
It is possible to manually screen patent class descriptions, or to study the distribution of patent classes in the patent portfolios of specialized firms or unequivocally
important patents. Alternatively, it is possible to rely on keywords. However, this
requires external validation of the list of keywords and, in the case of long time
series, to consider possible changes in technological jargon. It would be possible,
also, to combine these strategies and to use keywords to refine the patent search of
IPC classes. Before undertaking the NA, the sample must be validated by manual
checking of some randomly extracted patents or based on expert judgement of
practitioners in the examined technological field.
Concerning choice of legislation, firms can apply for patent protection in multiple markets and register patents in different legislations. The decision about
which patent legislation to include in the analysis could introduce bias. For instance, firms tend to apply more frequently to their local patent office so the choice
of legislation could overestimate the innovative activity of domestic firms. Thus,
analysing USPTO patents could underestimate European firms, which are more
likely to apply for patents at the European Patent Office (EPO). However, counting
patents in both offices would lead to some double counting. These problems can
be avoided by including a third legislation or conducting the analysis at the patent family level. In the latter case, citations should be counted at the patent family
rather than the patent level. Differences in citation rules and practices mean that
these choices could affect the number of links and, therefore, the network. For instance, the USPTO duty of candour principle is one reason why US patents have a
higher average number of citations than their EPO counterparts.

C. Available Patent Databases
As already mentioned, one of the advantages of patent data is their availability.
Patents are public and they can be easily retrieved online from a variety of sources,
although some formats are more suited than others to NA. The pioneering patent
database, which is used in economics and management, is the US National Bureau
of Economic Research (NBER) US Patent Citations Data File,13 which covers
13 Jean Roth, The NBER US Patent Citations Data File: Lessons, Insight, and Methodological Tools,
Nat’l Bureau Econ. Res. (16 May 2012), http://www.nber.org/patents/.
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all patents granted at the USPTO between 1975 and 2004. This dataset includes
selected information patents (e.g. application and grant dates, USPC technological
class), assignee (e.g. country and type of organization), and citations. Publication
of this database boosted the use of patents as data points in economics and management in the early 2000s. More recently, the EPO published its PATSTAT database, which includes information of more than 100 million patent documents
from more than 40 patent authorities and is available for a reasonably modest fee.14
PATSTAT is structured in tables (more than thirty in the spring 2018 edition), containing information such as patent abstract, patent family, patent citations, and inventor and assignee countries. The drawback to this completeness is the size of the
database, which requires specific infrastructure and use of SQL based programming languages. Several other data sources build on and harmonize the original
PATSTAT data. For example, the Organization for Economic Co-operation and
Development (OECD) has developed several databases that facilitate the use of patent data. The OECD Patent Quality Indicators database’ includes nineteen indicators to capture the technological and economic value of patented inventions and
their possible impact on subsequent technological developments.15 Other OECD
patent databases cover patent families, harmonization of assignee names, codification of regions based on inventor and assignee addresses, and citations to patents
and scientific articles. All these data are available for free from the OECD.
In addition, there are various commercial patent databases available on the
market, such as Derwent Innovation Index (developed by Thompson Reuters,
available from Clarivate Analytics). These provide harmonization of applicant
names, manually corrected patent families, and more, but are relatively expensive
to access.

IV. Network Analysis of Intellectual Property at Three Levels
Building on the previous sections, we next show how to apply NA to the field of IP,
based on some examples. We discuss three types of analysis. First, local patent analysis, which considers individual patents, taking account of their direct neighbours
(see Section A). Second, we describe aggregate applicant level analysis, which reflects knowledge flows among companies (see Section B). Third, we discuss main
path analysis, which incorporates a time dimension and traces technological trajectories and long-term technological evolution (see Section C).

14 For further information, see PATSAT, Euro. Patent Office, https://www.epo.org/searching-for-
patents/business/patstat.html#tab-1 (last visited 1 March 2020).
15 Mariagrazia Squicciarini et al., Measuring Patent Quality: Indicators of Technological and
Economic Value (OECD SCI, TECH., & Industry Working Papers, 6 June 2013), http://dx.doi.org/
10.1787/5k4522wkw1r8-en.
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A. Local Analysis: A Network Approach to Patent Importance
We have discussed how one of the drawbacks to ‘raw’ patent data is that it conveys no direct information on patent importance. In simple patent counts, each
patent of an inventor, firm, or region carries equal weight. However, it is generally
acknowledged that the importance of a patent varies in terms of both its technical
merit and its economic value.16
Similarly to the assessment of the importance of scientific articles, which is based
on the number of citations received, the importance of patents is often proxied by
the number of citations received.17 From a NA perspective, the number of citations
received is equivalent to in-degree centrality. In addition to assessing patent importance based on in-degree centrality, it is possible to examine the characteristics of the most central patents. The distribution of nodes based on assignee (i.e.
whether the firm/individual is prominent in the sector analysed), type of assignee
(i.e. firm vs university or research centre), and assignee’s or inventor’s country, can
shed light on the characteristics of prominent contributors to the technology.18 The
betweenness measure provides information on the amount of knowledge the patent provides in the network.

B. Aggregated Applicant Level Analysis:
A Network Approach to Knowledge Flow
As already mentioned, patent citations are frequently used to proxy for knowledge
flows. Patent data also include information on the patent applicant—typically a
firm. Bekkers and Martinelli investigate a patent network related to the successful
3G WCDMA (Wideband Code Division Multiple Access) telecommunications
technology and show that a patent citation network can be aggregated to the applicant level, to create a network that reflects knowledge flows between firms.19 Note
that while citations network composed of individual patents each link, by definition, is unidirectional, a citation network of firms can be bidirectional (firm X can
cite firm Y’s patents and firm Y can cite firm X’s patents).

16 It is beyond the scope of this chapter to elaborate on the differences between the technical importance (‘merit’) and economic value of patents. While these aspects are related (a patent with a
high technical merit is more likely to have economic value), there are many other factors that affect
economic value.
17 Manuel Trajtenberg, A Penny for Your Quotes: Patent Citations and the Value of Innovations, 21
Rand J. Econ. 172 (1990).
18 Shiu-
Wan Hung & An-Pang Wang, A Small World in the Patent Citation Network 1, IEEE
International Conference on Industrial Engineering and Engineering Management (2008).
19 Rudi Bekkers & Arianna Martinelli, Knowledge Positions in High-
Tech Markets: Trajectories,
Standards, Strategies and True Innovators, 79 Tech. Forecasting & Soc. Change 1192 (2012).
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Table 32.2 Centrality indicators for aggregated applicant level network, as shown
in Bekkers & Martinelli, 2012
Company

Betweenness
centrality

Outdegree
Indegree centrality
centrality
(Backward
(Forward citations) citations)

Net
citations
count

Qualcomm

36

3989

1682

2307

Motorola

82

2790

1402

1388

Ericsson

83

2770

2126

644

Lucent

78

2119

1712

407

Nokia

58

1510

1558

-48

NEC

58

1288

1151

137

Interdigital

52

897

3012

-2115

NTT

27

788

454

334

Philips

43

720

335

385

Northern

30

640

658

-18

Toshiba

66

383

190

193

IBM

13

374

100

274

Hughes

15

322

160

162

GE

1

209

76

133

ITT

3

192

36

156

BT

2

105

29

76

Table 32.2 presents some centrality indicator for an aggregated network. Firm
indegree centrality corresponds to the number of citations received to its patent portfolio; firm outdegree corresponds to the number of citations it includes.
Analysis of the network structure shows that not all companies contribute, to
the same extent, to the evolution of a technology. Some firms contribute more
to its evolution (i.e. firms with high indegree centrality) while others exploit the
advances made by other firms (i.e. firms with high outdegree centrality). Table
32.2 shows that Qualcomm received 3,989 citations from other firms and made
1,682 citations to other firms. This suggests that Qualcomm is a net contributor
of knowledge. In contrast, Interdigital received 897 citations from other firms and
cited other companies’ patents 3,012 times. This suggests that Interdigital is a net
consumer of knowledge. Figure 32.2 plots these knowledge flows between individual applicants. The thickness of the links represents the cumulative flows of citations (i.e. the sum of citations in both directions), and the size of the nodes is
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Hyundai

Fujitsu

Alcatel
Tantivy
OKI

LG

NTT
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Matsushita

Ericsson
Nokia

Interdigital
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Motorola
Philips

Omnipoint

Hughes

Siemens
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Sony
Mitsubishi

Figure 32.2 Knowledge Flow in Aggregated Applicant Level Patent Citation Network,
As Shown in Bekkers & Martinelli, 2012

proportional to the number of self-citations. To improve readability, Figure 32.2
includes only those nodes above a certain threshold—otherwise, virtually every
node would be connected to virtually every other node.

C. Main Path Analysis: A Network Approach
to Technological Trajectories
The ‘main path’ approach is a sophisticated type of NA tool that was introduced
in the late 1980s to investigate networks of scientific publications.20 The similarity between publication networks and patent networks—both have citations
that link the nodes—has resulted in main path analysis being applied to patent citation networks. Main path analysis exploits the network connectivity structure to
identify a set of patents that constitute the technological trajectory of a specific
technology. This trajectory is defined as the sequence of patents that connects the
largest number of patents in the network, representing the main flow of knowledge
within the network. Using the metaphor of a river and its tributaries, the main flow
of knowledge corresponds to the river. This main flow of knowledge represents
a series of local, cumulative, and irreversible subsequent technological developments (or tributaries) that indicate the trajectory along which technologies in a
specific domain have evolved.
20 Norman Hummon & Patrick Doreian, Connectivity in a Citation Network: The Development of
DNA Theory, 11 Soc. Networks 39 (1989).
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Figure 32.3 Example of Patent Citation Network—The Numbers along the Links Are
the SPLC Weights

Main path analysis applied to a patent citation network involves three steps.
First, the binary patent citation network (i.e. ‘1’ if a citation exists, ‘0’ if not) is
transformed in a weighted network to account for citation structural connectivity.
This means assigning a higher value to citations that carry more information because they connect a larger number of patents. We describe the assignment of these
weights for the network in Figure 32.2, which is a patent citation network with
eight patents and two start points (C and D) and three end points (H, I, and G).
In our example, the weights are calculated using SPLC (Search Path Link Count),
which counts the number of times a link lies on a path that connects a start point
to an end point. For instance, the citation link between patents B and E has a SPLC
equal to 4 since it lies on four search paths (C->I, C->G, D->I, D->G) whereas the
citation link between patents B and H has a SPLC equal to 2 since it lies on two
search paths (i.e. C->H and D->H).
The second step identifies all the main paths, using an algorithm that starts from
each start point, ‘walks’ through the network and, at each patent, continues the
path along the link with the highest SPLC value, until an endpoint. For instance, in
the network in Figure 32.3, a path starting from C will go to A, then to B, and then
to E; the link B-H is discarded because it has a lower SPLC than B-E. In the case of
a tie (more than one link with the same, highest SPLC value), the algorithm follows
both paths. For instance, in the network depicted in Figure 32.3 the algorithm will
split at point E, with one path going to F and another to G.
The third step consists of identifying the ‘top main paths’, which are the paths
with the highest overall connectivity. They may be those with the highest SPLC,
although the literature proposes other criteria. In the case depicted in Figure 32.3,
there are two main paths—between C and I and between D and I.
Main path analysis sheds light on both technological evolution and the roles
and characteristics of innovators. Verspagen21 was the first to apply this approach
21 Bart Verspagen, Mapping Technological Trajectories as Patent Citation Networks: A Study on the
History of Fuel Cell Research, 10 Advances Complex Systems 93 (2007).
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to patent data in a study of fuel cells. The main methodological contribution of his
paper is to link a series of patents and their citations, identified using connectivity
analysis, to the concept of technological trajectory. This conceptual link operationalizes this concept empirically, suggesting use of patent networks to investigate
technical change. In addition to this methodological contribution, Verspagen’s
paper shows the extent to which the search for new technological advance is confined to a limited number of technological neighbourhoods. It shows, also, that
only a relatively few organizations (i.e. firms and public research centres) play a
relevant role in frontier research, represented by the top main path. This methodological contribution has been built on in several studies that apply this same
methodology in different technological domains, to highlight differences in the
patterns of technical change. Some authors22 analyse patent citation networks of
a large technical system such as local area networks to identify significant technological contributions and technological bottlenecks. These bottlenecks can be confined to certain system subtechnologies but can jeopardize or slow innovation and
adoption of the overall system. Their analysis shows that broadening the perspective to the network level and evaluating node connectivity at the global level, facilitates identification of important patents along the same technological trajectory
even if those patents have relatively low citation scores. This highlights the advantages of NA for evaluating the systemic importance of an individual patent within a
technological system. Martinelli23 applies main path analysis to the telecommunications switching industry to show the transition from circuit to packet switching,
which later provided the technological base for the diffusion of data transmission
and the internet. This technological shift was disruptive to the industry: it made
certain firm competencies firms obsolete and changed the industry demographics.
Analysis of the main path over time shows how some incumbent companies were
unsuccessful in their attempt to adapt to the new technology by developing inferior
hybrid solutions. Main path analysis allows identification of critical technological
contributions and investigate unsuccessful technologies.

D. Further Lines of Research
1. How Does Technology Development Compare to Science Development?
Patent citation NA can be combined with analysis of publication networks to demonstrate the relation between scientific and technological developments. This relationship is particularly crucial in the case of science-based technologies, where
22 Roberto Fontana et al., Mapping Technological Trajectories as Patent Citation Networks. An
Application to Data Communication Standards, 18 Econ. Innovation & New Tech. 311 (2009).
23 Martinelli Arianna, An Emerging Paradigm or Just Another Trajectory? Understanding the Nature
of Technological Changes Using Engineering Heuristics in the Telecommunications Switching Industry, 41
Res. Pol’y 414 (2012).
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the link between basic and applied research is tighter (e.g. biotechnology, semiconductors) than in most other technologies. Mina et al.24 study knowledge and
technological developments in medical innovation. Joint analysis of scientific and
technological main paths sheds light on how scientific and technological knowledge co-evolve in the search for treatments for coronary disease. The authors
complement their main path analysis with segmentation analysis, which identifies
technology ‘cliques’. These cliques represent complementary or competing solutions to the ‘winning’ solutions along the main path. Broadening the focus is important in the context of technological change since it throws light on the larger
technological eco-system where technical solutions are developed and selected.

2. The Interaction between the Technological and Product Spaces
Patents can be used to map technologies onto products. In some cases, this mapping is complex; some products (e.g. the mobile phone) are based on multiple
patented technologies. In the case of more discrete technologies (e.g. a patented
compound in a new drug), this mapping is more straightforward. Some authors25
use this technology-product relation to externally validate main path analysis, for
example, in the case of the artificial spinal disc, and to analyse the co-evolution of
technologies and products. Further research26 on the artificial spinal disc shows
how it evolved over time. The analysis highlights patterns of artefact hybridization
to deal with clinical and technological uncertainty along the main path.
3. Which Countries or Firms Contribute to/Occupy Key Positions in the
Technological Landscape?
In the previous section, we discussed a particular advantage of patent data as both
describing the technology and providing information on its innovators and their
location. Complement the results of main path analysis with this information identifies the leading players and countries/regions. This applies to Epicoco’s study of
semiconductors27 and the geographical and organizational distribution of semiconductor innovators, which reveals important differences in firms’ technological
capabilities and confirms US leadership in semiconductors production by private
companies and public research centres. Her analysis documents the dynamics of
competing countries and shows that European capabilities were eroded by the
emergence of latecomer Asian countries (i.e. South Korea and Taiwan). The already
mentioned study of Bekkers and Martinelli, proposes an extension to main path
24 Andrea Mina et al., Mapping Evolutionary Trajectories: Applications to the Growth and
Transformation of Medical Knowledge, 37 Res. Pol’y 789 (2007).
25 David Barberá-Tomás et al., The Strategic Importance of the Real World: Connectivity Analysis of the
Evolution of the Artificial Disc, 40 Res. Pol’y 473 (2009).
26 David Barberá-Tomás & Davide Consoli, Whatever Works: Uncertainty and Technological Hybrids
in Medical Innovation, 79 Tech. Forecasting & Soc. Change 932 (2012).
27 Marianna Epicoco, Knowledge Patterns and Sources of Leadership: Mapping the Semiconductor
Miniaturization Trajectory, 42 Res. Pol’y 180 (2013).

522

Rudi Bekkers and Arianna Martinelli

analysis to investigate firms’ ‘knowledge positions’.28 They examine firms’ patent
portfolios of firms and, for each individual patent, consider its distance from the
top main path. This proposed extension is applied to the case of WCDMA, the successful third generation (3G) mobile telecommunications standard, and the outcomes are verified by both a historical technological narrative and information on
the patent licensing positions of the relevant companies. Bekkers and Martinelli’s
study considers, also, to what extent ‘Standard Essential Patents’ (SEPs) (patents
required to implement the standard) lie on the top main path, but it finds a weak
relation. Although SEPs attract attention in the context of legal cases and academic
studies, this result suggests that a SEP and a technologically important patent are
not necessarily synonymous.

V. Conclusion
This chapter has provided some examples of how patent and citations data can be
used to study technology dynamics and the role of innovators, focusing on NA approaches. The methodology should be of interest to IP scholars because it allows
insights that go beyond what can be learnt from looking at patents in isolation, and
it allows investigation of new research questions. We hope that this introduction
will encourage readers to explore and use these analytical techniques.

28 Rudi Bekkers & Arianna Martinelli, Knowledge Positions in High-
Tech Markets: Trajectories,
Standards, Strategies and True Innovators, 79 Tech. Forecasting & Soc. Change 1192 (2012).
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Survival Analysis in Intellectual
Property Research
Alan C. Marco and Saurabh Vishnubhakat

I. Introduction
Despite the empirical turn of legal scholarship in intellectual property, the use of
survival analysis remains relatively rare compared to more traditional statistical
regression methods such as ordinary least squares and discrete-choice models
such as probit or logit. This inattention deserves correction, as survival analysis is
a powerful quantitative method when the duration between events is of interest.
In this chapter, we discuss the underpinnings of survival analysis and why it is especially effective for conducting research in various contexts across intellectual
property law.
We introduce basic methodological concepts and explain when survival analysis provides advantages over discrete-choice approaches. Using examples from
the literature, we explain how to interpret survival analysis results. Rather than
provide a mathematically rigorous guide to performing survival regressions, our
aim is to familiarize the reader with survival analysis as an approach to exploring a
host of interesting quantitative issues in intellectual property. For those interested
in learning more about the details of survival analysis, we provide introductory reference material below.

II. Intellectual Property Systems
In general, survival analysis (equivalently, survival-time analysis, duration analysis, or hazard rate estimation) models the duration of time before one observes
a particular event of interest. In public health, it may describe mortality, or the incubation period of a virus. In engineering, it may describe the durability of mechanical components until they fail. In economics, survival analysis has been used to
estimate the duration of strikes. What is important at the outset is to determine a
particular event of interest, and the time at which the relevant population becomes
at risk for experiencing the event. In contrast, more familiar statistical models

Alan C. Marco and Saurabh Vishnubhakat, Survival Analysis in Intellectual Property Research In: Handbook on Intellectual
Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Alan C. Marco and Saurabh
Vishnubhakat 2021. DOI: 10.1093/oso/9780198826743.003.0034
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estimate the probability that a particular event occurs, such as the probability of
rolling a one on a six-sided die.
However, those models are less suited to examining probabilistic events that
occur over time. For instance, the probability of death is 1.0 for mortals. At the
same time, by casual observation, not everyone has died! Thus, a more meaningful
statistic may be the probability of dying in the next year, conditional on having
survived for forty years already (the hazard of death). Or, what is the expected
lifespan, conditional on having survived for forty years (the expected duration)?
Survival analysis provides a set of tools with which to understand the timing of
events and to account for certain empirical problems that would ordinarily confound estimation. We detail these below.
Survival analysis can apply to a number of diverse settings within intellectual
property systems. One set of examples lies in adjudicatory institutions, including
the US district courts, the Federal Circuit, the International Trade Commission,
and the USPTO’s Patent Trial and Appeal Board (PTAB) and Trademark Trial and
Appeal Board (TTAB). What proceed through these tribunals are disputes, and the
relevant departure event is the termination of the dispute. Learning how a dispute’s
likelihood of being terminated changes over time in relation to other disputes
around it is increasingly important in light of the close practical relationship between a dispute’s duration and its cost and accessibility, as well as the sizeable economic impacts from protracted litigation upon third parties as well as the market.1
Another salient example lies in the examination systems for granting or denying
IP rights, such as the United States Patent and Trademark Office (USPTO) and the
United States Copyright Office. These institutions evaluate applications to secure
legal rights, and the relevant departure event is the final disposition of an application. Studying the speed and pendency of applications for intellectual property
rights, along with what influences shape that speed and pendency, can explain
much about the success or failure of efforts to recoup investments in the creation
and dissemination of knowledge assets.2
Still another set of examples lies in the maintenance and renewal of intellectual
property rights. Patents and trademarks, for example, expire unless their owners
continue to sustain them by paying relevant fees to the USPTO. US patents have
three maintenance milestones in increments of four years dating from the issuance
of the patent. Meanwhile, applicants at the European Patent Office must pay application maintenance fees, or ‘annuities’, beginning in the third year after filing and

1 See, e.g., ABA Litigation Section, Report of the Task Force on the Civil Justice Reform
Act (1992); George L Priest, Private Litigants and the Court Congestion Problem, 69 B.U. L. Rev. 527
(1989).
2 See, e.g., Joan Farre-Mensa, Deepak Hegde & Alexander Ljungqvist, The Bright Side of Patents
(NBER Working Paper No. 21959, February 2016), www.nber.org/papers/w21959.pdf.
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each following year while it is pending at the office. After grant, the renewal fees are
determined by the countries in which it is validated. All patents have a statutory
expiration date; renewal merely avoids early expiration.
Trademarks, by contrast, must also be renewed periodically but may continue to be renewed indefinitely. In the United States (US) and the European
Union (EU), the period of renewal is every ten years.3 Given these varying
parameters, examining the tendency of intellectual property owners to maintain and renew their rights, and the influences that shape their decision-
making, offers valuable lessons about how the private and social values of these
rights change over time as well as how the priorities of rights-holders evolve in
response.4

III. Methodological Concepts
A. Survival Time
Survival time analysis measures events in analysis time rather than calendar time in
order to put observed instances from wide-ranging or even overlapping time horizons on the same temporal footing.5 For example, consider a hypothetical set of
twenty trademark oppositions filed in the TTAB against Acme Corporation during
2012–2013. The filing and termination dates of these cases might look as shown in
Figure 33.1.
These cases all have different filing and termination dates, but the concept of
analysis time enables a comparison of the duration of each observation while
it is at risk. In this example, the opposition becomes at risk of terminating only
after it is filed. That is, analysis time is set to zero at the filing date. The survival
time or duration is the number of days that each case spent in the TTAB before
it was adjudicated and disposed (the final termination is called a failure in survival time parlance, due to its origin in mortality and engineering applications).
The survival times of these cases, calculated from Figure 33.1, are as shown in
Figure 33.2.
3 37 C.F.R. § 2.181; Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14
June 2017 on the European Union Trade Mark, arts. 52–53, 2017 O.J. (L 154) 1.
4 See, e.g., Emin M. Dinlersoz et al., An Anatomy of US Firms Seeking Trademark Registration (NBER
Working Paper No. 25038, September 2018), www.nber.org/papers/w25038; Ariel Pakes & Margaret
Simpson, Patent Renewal Data (NBER Reprint No. 1265, September 1989), https://www.nber.org/papers/r1265.
5 For a formal introduction to survival analysis, see Mario Cleves, William Gould & Yulia
Marchenko, An Introduction to Survival Analysis Using Stata (rev. 3d ed. 2016); Janet
M. Box-Steffensmeier & Bradford S. Jones, Event History Modeling: A Guide for Social
Scientists (2004).
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Figure 33.1 Filing & Termination of 20 Hypothetical Opposition Cases in the TTAB
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Figure 33.2 Survival Times of 20 Hypothetical Opposition Cases in the TTAB

Survival Analysis in Intellectual Property Research

527

Share of Cases Remaining in the Population

100%
90%
80%
70%
60%
50%
40%
30%
20%
10%
0%

0

10

20

30

40
50
60
70
80
Survival Time Elapsed (days)

90

100

110

Figure 33.3 Survival Distribution of 20 Hypothetical Opposition Cases in the TTAB

B. Survival Function and Hazard Function
Comparing the survival times of these cases reveals the distribution of case durations, as measured in analysis time. The analytical value of this distribution is that
it allows the estimation of two related likelihoods. One is the survival function: the
probability of remaining in the system—in our example, of not being adjudicated
out of the TTAB—as of any given moment in survival time. This is shown in Figure
33.3. The other, the hazard function, is the rate at which cases ‘fail’, or drop out of
the system—in our example by being adjudicated by the TTAB—given how long
the case has already lasted. In survival analysis, the probability of survival is always
conditional on the time at risk. Similarly, the hazard rate may also vary over time,
or it may be constant over time (a memoryless hazard function).
These two ways of looking at duration can be powerful points of comparison
among multiple explanatory variables. In intellectual property, these explanatory
variables may include extrinsic attributes of the legal right, such as the number of
times a patent is cited by subsequent patents6 or attributes of the owner, such as
the number of trademarks in the owner’s portfolio.7 They may include intrinsic

6 See, e.g., Bronwyn H. Hall, Adam B. Jaffe & Manuel Trajtenberg, The NBER Patent Citation Data
File: Lessons, Insights and Methodological Tools (NBER Working Paper No. 8498, October 2001), www.
nber.org/papers/w8498.
7 See, e.g., Carolina Castaldi, To Trademark or Not to Trademark: The Case of the Creative and Cultural
Industries, 47 Res. Pol’y 606 (2018).
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attributes such as the number of claims in the patent8 or the number of industry
categories across which a trademark is registered.9 Or they may include institutional attributes such as the number of co-pending applications in an examination
queue or disputes on a court’s docket.10 Whatever the relevant variables, their relationship to survival time can be estimated using survival models.

C. Estimation Models
Survival models fall into three categories: non-parametric, semi-parametric, and
parametric. The basic difference among them is the degree to which they make assumptions about the mathematical shape of the survival distribution to be studied.
A non-parametric model, such as the Kaplan-Meier model, assumes nothing about
the form of the survival function. Non-parametric analysis involves plotting the
relevant survival or hazard functions for different values of the explanatory variables to determine the potential relationship. No structure is imposed on the relationship, but it may be difficult to quantify the relationship between explanatory
variables and survival.
In contrast, a parametric model assumes that survival times are distributed in a particular way, such as exponentially or lognormally. Parametric models also specify the
way in which explanatory variables enter into the functional form of survival time.11
A semi-parametric model is a hybrid of the other two. It does not assume any
specific shape for the survival distribution, often due to limitations in the data itself, but may make other assumptions. For example, the Cox proportional-hazards
model is a popular semi-parametric method that assumes that explanatory variables affect the hazard rate multiplicatively so that the hazard rate is proportional
to the level of the variable.12

D. Censoring
The most common data limitation in survival analysis is censoring. Censoring occurs when the starting time or the ending time is unobserved (or both), so that
8 See, e.g., Adam B. Jaffe, Manuel Trajtenberg & Michael S. Fogarty, Knowledge Spillovers and Patent
Citations: Evidence from a Survey of Inventors, 90 Am. Econ. Rev. 215 (2000); Mark A. Lemley & Bhaven
N. Sampat, Examiner Characteristics and the Patent Grant Rate, 94 Rev. Econ. & Stat. 817 (2012).
9 See, e.g., Meindert Flikkema et al., Trademark Scope and Similarity as Predictors of the Trademark-
Innovation Linkage, Conference Paper, 2017 Annual Conference of EPIP (April–July 2017).
10 See, e.g., UKIPO & USPTO, Patent Backlogs, Inventories and Pendency: An International
Framework (2013).
11 Estimation is performed via maximum likelihood.
12 See generally David R. Cox, Regression Models and Life-Tables, 34 J. Roy. Statist. Soc. Ser. B. 187
(1972).
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the survival time for a subject is only partially observed. A subject whose starting
time is unobserved is left-censored, and one whose ending time is unobserved is
right-censored.
For example, our hypothetical set of twenty trademark oppositions filed in the
TTAB were observed during the two-year period of 2012–2013. In that set, Case
1 began on January 18 and ended on 18 April 2012, for a survival time of some
ninety-one days. If Case 1 had already been pending as of January 1, its precise survival time would be unknown—due to left-censoring—but it would be no smaller
than 108 days. Right-censoring would occur for a case that was still pending in the
TTAB when the observation period closed.
An important benefit of survival analysis is the way in which it accounts for
censoring. Both left-censored and right-censored observations provide some information to the researcher (namely, minimum durations for those observations).
Further, they provide some benefits over dichotomous models, such as probit
or logit.
An example helps to illustrate this. Suppose one is interested in which explanatory variables are correlated with whether a patent is litigated. The patent becomes
at risk of litigation when it is granted. By comparing litigated to non-litigated patents, one may be able to identify some characteristics associated with litigation by
using a probit regression. That approach assumes, however, that non-litigated patents remain non-litigated for their lifetimes. A different approach is to assume that
every patent, if it remained in force forever, would be litigated eventually.
A survival time analysis would ask which characteristics cause litigation to
occur sooner. This treats non-litigation as patents that are right-censored due to
expiration or due to limitations in the observation window.13 Thus, survival time
methods take into account the information provided by censored observations.14
The Cox proportional-hazards model, mentioned above, is popular in large part
because it is useful in evaluating right-censored data, which is the more common
type of censoring.

IV. Interpreting Results
To make the foregoing discussion more concrete, we now review three studies that
apply survival analysis to different types of intellectual property rights, different
institutional contexts, and different analytical methods.15
13 For example, a patent with an expected survival time of 100 years before litigation will be not be
observed to be litigated in expectation, but the information contained in the censored observations is
exploited by the researcher in survival time modelling.
14 Censored observations are explicitly included in the likelihood functions.
15 The discussions that follow are excerpted and summarized from the respective paper cited at the
outset of each subpart. Repeated pin-cites are omitted.
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A. Rocket Dockets in Patent Litigation
The first is an analysis of how quickly different US judicial districts dispose of
patent infringement cases, some quickly enough to be designated ‘patent rocket
dockets’.16 The study uses data from patent infringement lawsuits to estimate and
compare the duration of cases across districts. The survival function for each judicial district was estimated from patent cases filed in that district between 1985 and
2010. Figure 33.4 shows survival functions for three judicial districts that patent
lawyers anecdotally recognize as being patent rocket dockets: the Eastern District
of Texas, the Western District of Wisconsin, and the Eastern District of Virginia.
Even a non-parametric comparison of these curves—one that assumes nothing
about their underlying mathematical structure—is revealing. The survival functions
of the Eastern District of Virginia and the Western District of Wisconsin dropped
more steeply and followed each other closely. That of the Eastern District of Texas has
a markedly less steep decline (indicating a slower hazard rate). These differences were
quantifiable over the entire survival time window, giving a more complete comparison
of relative adjudication speeds than traditional measures such as mean case pendency.
Taking a parametric approach, the study assumed that the duration of cases follows an exponential distribution. As a result, the hazard rate is constant over time.
Of these three judicial districts, the Eastern District of Wisconsin had the highest
overall hazard rate, followed closely by the Eastern District of Virginia. Meanwhile,
the Eastern District of Texas had a significantly lower hazard rate. The hazard rates
for all federal districts were calculated and compared.
Notably, the study did not employ an actual regression of survival time as a function of explanatory covariates. The study examined the issue of judicial capacity
by rank-ordering judicial districts according to the volume of patent cases filed in
each during the 1985–2010 period—and then comparing hazard ratios among districts of comparable case filing volume. However, this approach should be understood as controlling for filing volume only in loose terms; case filing volume was
not treated as a formal covariate.
Still, this simplified use of survival analysis was itself enough to affirm, in quantitative terms, the anecdotal impression of the practising patent litigation bar about
the three leading patent rocket dockets in the US. By the same measure, the study
also identified two potential emerging rocket dockets, one in the Middle District of
Florida and the other in the Western District of Washington. These findings are set
forth in Figure 33.5.
This largely descriptive use of survival analysis invites additional investigation
into what factors exert causal influence on the hazard rate of disposition across judicial districts, including attributes of the patents in suit, of the litigants, and of the
16 Saurabh Vishnubhakat, Reconceiving the Patent Rocket Docket, 11 J. Marshall Rev. Intell. Prop.
L. 58 (2011).
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Figure 33.4 Survival Distributions of Patent Cases in the Eastern District of Texas,
Western District of Wisconsin, and Eastern District of Virginia (1985–2010)

courts themselves. As the next study reveals, survival regression on these kinds of
covariates does require ever more careful attention to the institutional context and
details associated with the population that is being studied.

B. Patent Examination Backlogs across Jurisdictions
The second study is a detailed survival analysis that compares patent examination
across the United Kingdom (UK) and the US.17 The two systems differ in important
respects, and these differences affect how the survival analysis of patent application
pendency should be interpreted. Meanwhile, they also have important features in
common. Indeed, these points of similarity are the starting point of the study, the
overarching purpose of which was to establish a common international framework
for studying pendency in patent examination.
In both the UK and US systems, the examination process is divisible into
three broad stages. The first begins with the filing of a patent application and
17 UKIPO & USPTO, Patent Backlogs, Inventories and Pendency: An International
Framework (2013).
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aId. at 81.

concludes when the application is ready for review by a patent examiner
(docketing). The set of applications that lie in this stage are defined in the study
as Stock 1. The second stage begins with docketing and concludes with the first
substantive action by the examiner on the merits of the application. The set of
applications that lie in this stage are defined as Stock 2. Finally, the third stage
extends from the examiner’s first substantive action through the final disposition of the application. The set of applications that lie in this stage are defined as
Stock 3. Figure 33.6 summarizes how the UK and US patent examination processes define Stocks 1, 2, and 3.
This parsing of applications into stocks has two important initial implications.
One is that a given application moves sequentially from one stock to the next, influenced by a variety of factors on which survival analysis can shed light. The other
is that the movement of applications from one stage to another affects the overall
size of each stock at any given time, and this is also influenced by a variety of factors
that are suitable for survival analysis.
The UK Intellectual Property Office is initially an opt-in examination system,
meaning that filing an application and paying the application fee puts the application only into Stock 1. The applicant must further request the application to be
reviewed. One way is to pay the search fee, at which point the application enters
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Stock 2 and the examiner performs a prior art search in the field(s) of invention
pertaining to the patent application at issue. To proceed further after reviewing
the search report, the applicant must then pay the examination fee to move the
examiner to conduct the first substantive review of the invention. Alternatively, the
applicant may pay a combined search and examination fee, at which point the application enters Stock 2 and impels the examiner to perform a prior art search and
do a first review on the merits.
By contrast, the USPTO is initially an opt-out system. The applicant pays the application, search, and examination fees all at once—at the time of filing—and the
application moves from Stock 1 to Stock 2 according to administrative processing,
and without any intervening action by the applicant. As a result, it is generally only
if the applicant wishes affirmatively to abandon the application that the sequence
between filing and the first merits review can be interrupted.
In the UKIPO, the initial opt-in period is six months, within which the applicant
must request examination and pay the associated fee, or else the application is held
abandoned. Likewise, the overall examination period must be concluded within
four-and-a-half years, notwithstanding any extensions, or else the application is
held abandoned. In the USPTO, meanwhile, examination can proceed as long as
the applicant requests, and pays for, continued examination and conclusively ends
only when the patent issues or the applicant abandons the application expressly or
by failing to respond to the patent office.
One of the conclusions of the study was that traditional ways of measuring
patent pendency suffer significantly from censoring. The most common method
for measuring pendency is ‘exit pendency’. This method calculates the pendency for the cohort of applications exit the system (through issuance or abandonment) at the same calendar time, irrespective of the entry date. However,
this method suffers from censoring, because it ignores pending applications.
Moreover, it ignores institutional changes that may affect different filing cohorts
differently.
Exit pendency answers a particular question: conditional on disposal, how
long did applications take to process? However, researchers may be interested in
a different question: for a newly filed application, what is the expected pendency?
Alternatively, one might estimate the ‘entry pendency’ of applications, based on
cohorts of applications that were filed on the same calendar date. However, because
of censoring, this measure cannot be meaningful until years later, when most of the
applications have reached disposal. Because of the long lag period, these statistics
may not be applicable to incoming cohorts of applications.
For these reasons, survival analysis well-suited to evaluating patent application pendency. The researchers relied on non-parametric and parametric models.
For examining certain institutional features that impact pendency, they utilized
a parametric model, using examination capacity (number of examiners) and the
workload (the current stock of pending applications) as explanatory variables for

Figure 33.6 A Simplified Comparison of the UK and US Patent Processa
aId. at 16.
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estimating the duration of pendency. By assuming a specific mathematical relationship between the survival distribution and selected explanatory variables, it
is possible to estimate an ‘expected pendency’ based on the current capacity and
workload of the patent office.
Analysis of the UK data revealed two main findings. One is that so-called CSE
applications, those for which applicants pay a combined search and examination
fee, move through the process about twice as quickly as traditional applications
for which the requests for search and examination come one after the other, with
more obligations on the applicant to intercede and continue. This effect is visualized in Figure 33.7. Moreover, doubling the share of CSE applications in the system
corresponds to an expected application pendency that is 12 per cent shorter for an
incoming application.
The other main finding is that the size of certain application stocks markedly
affects pendency. As the volume of applications in Stock 1 increases, so does the
time that an incoming application is projected to take until it is granted. The same
holds true for Stock 2. Both of these stocks represent an increased workload for the
examiners. Moreover, the time that applications in Stock 2 spend outside the patent
office while applicants respond to examiners’ requests is especially correlated with
higher pendency. Doubling the share of Stock 2 corresponds to doubling expected
pendency.
The parametric analysis allowed the researchers to include a number of explanatory variables to determine which factors are associated with higher or lower expected pendency. The regression results are shown in Figure 33.8. The UK model
included current workload, i.e. newly arriving applications and Stock 1–Stock 3
disaggregated into whether the application is at the office (inside) or in the hands
of the applicant (outside); examiner capacity; the complexity of the patent application; and whether the applicant requested a CSE.
Interpreting survival time regressions is somewhat different from interpreting
standard ordinary least squares. Here, the regression coefficients are exponentiated and can be interpreted as time ratios. For instance, a time ratio of 0.7 means
that a one-unit change in the explanatory variable is associated with an expected
duration that is 70 per cent of the baseline (i.e. a 30 per cent decrease in pendency).
Similarly, a time ratio of 1.4 would indicate a pendency that is 40 per cent higher
than the baseline. A time ratio of 1.0 means that the explanatory variable displays
no discernable correlation with pendency. For example, an application that claims
priority to a parent application from the US (denoted ‘Parent, con-div-cip’ in
Figure 33.9) has a time ratio of 0.822, corresponding to a pendency that is 82.2 per
cent as long as—or 17.8 per cent faster than—that of applications that do not have
a US parent.18
18 The abbreviation ‘con-div-cip’ refers to continuation, divisional, or continuation-in-part applications, each of which has some parent application from which it claims priority.
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Figure 33.7 Survival Analysis of CSE and Regular UK Patent Applications,
2000–2011a
aId. at 81.

Figure 33.8 Survival Regression Results (UKIPO)a
aId. at 110.
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Figure 33.9 Survival Regression Results (USPTO)a
aId. at 107.

For explanatory variables that are logged, an alternative figure is derived from
the unexponentiated coefficients, which can be interpreted as elasticities. For example, doubling the number of incoming applications would raise pendency by 8
per cent, doubling the number of examiners would reduce pendency by 7 per cent,
and so on. The UK results show that increased workload increases expected pendency, and increased examiner capacity decreases pendency.
Analysis of the US data tells a consistent story, but with some additional complexity. For the US analysis, pendency to first-action is analysed separately. Then,
post-first-action pendency is estimated separately for issued patents and abandonments.19 For first-action pendency, workload is generally associated with longer
durations, and greater examination capacity is associated with shorter durations
(as would be expected).20
19 Formally, this type of analysis is called a competing risk model. See Box-Steffensmeier & Jones,
supra note 5 for more information.
20 The exception to this is Stock S3a, which represents applications which are in the first phases of
active examination: they have received a first action, but have not yet filed a request for continued examination. This stock is correlated with the examination capacity because it can only grow when new applications are being actively examined.
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The effect of workload and examination capacity on post-first-action pendency
reveals the benefits of using competing risks. Rather than think of the grant rate or
allowance rate as a simple probability, survival time analysis with competing risks
has a richer interpretation. One can think of an application as having independent
hazards of issuing or abandoning. The independent probability of each outcome
is increasing over time. But, whichever outcome occurs first is the outcome that
is observed. If the application is allowed before it is abandoned, then we observe
a patent grant. If it is abandoned before it is (would have been) allowed, then we
observe an abandonment. A factor that speeds up patenting and slows down abandonment will have the effect of increasing the relative probability of patenting.
Figure 33.9 shows a number of explanatory variables that affect pendency, but
we focus here primarily on workload and examination capacity. The results show
that workload (especially Stock 1 and Stock 2) tends to increase the duration of
patenting and decrease the duration of abandonments. That is, increased workload
means that it will take longer for an applicant to receive a patent, if the applicant
does not abandon. It also means that applicants are more likely to abandon earlier.
This discouragement effect is also at work in the impact of observed first-action
pendency on post-first-action pendency (row 1). A long first-action pendency is
associated with longer duration for patenting and shorter duration for abandonments, making abandonments more likely overall for those applications. Examiner
capacity, on the other hand, shortens first-action pendency, and shortens the
pendency of patents without having a significant effect on the pendency of
abandonments.
In sum, over the 2000–2008 period, average total pendency rose from 2.25 to
3.3 years. The authors show that first-action pendency explained 86 per cent of
the change; the significant growth in requests for continued examination, the remaining 14 per cent.
The UK and US studies include a series of calibrated recommendations. In the
UK, if the goal were to reduce pendency, it would be sensible to reduce the share
both of applications that are in Stock 2 and inside the office and of those that are
in Stock 3 and outside the office. These are among the covariates that most affect
expected total grant pendency. The study recommends greater examiner capacity
and more robust deadline enforcement as potential modes for reform.
In the US, the greater complexity of the empirical findings reflects an institutional process with more moving parts, and the recommendations are correspondingly nuanced. A simple approach for reducing pendency might be to target
requests for continued examination (RCEs). Indeed, the USPTO did raise RCE fees
soon after the study. As the study notes, however, the costs from delay affect different sets of applicants in different ways, and some applicants may even benefit
strategically from certain kinds of delay.
Meanwhile, continued examination is itself a chance to carry out important
functions in examination, including the ability to clarify the scope of patent claims,
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sufficiently educate the examiner about the invention in order to reach a mutually satisfactory outcome, etc. These sorts of benefits must be properly balanced
against a desire to reduce pendency through limitations on continued examination
or other covariates.
In sum, the key lesson of the joint UK–US study on patent examination backlogs
is to illustrate how survival analysis, when conducted with proper attention to procedural and other institutional details, can offer quite specific findings from which
to understand a complex intellectual property system and to formulate policy.

C. Trademark Renewal and Strategic Value
Until now, our institutional examples have come from litigation in the courts and
examination in the intellectual property office, and both have focused on patents.
In our third and final study, we turn to trademarks and the transactions that bridge
the gap between receiving a legal right and enforcing it. The study explores the decision of trademark owners to renew their rights by paying a maintenance fee and
by certifying that they are still using the mark in commerce.21
As with litigation and examination, studying pendency in maintenance and renewal requires attention to institutional and technical details. Three details are of
particular importance to this study. One is the foundational requirement of use in
commerce in order to be eligible for trademark registration and renewal. Another
is the classification of trademarks into a detailed taxonomy, differentiating among
certification marks, collective membership marks, and marks for goods and services. Another detail is the availability of linkage between one registration and an
earlier registration of the same mark, allowing the analysis of entire trademark
families.
As to the first detail, trademark protection in the US requires that the mark in
question actually be used in commerce, not merely reserved as a legal right for
indefinite option value.22 However, recognizing that legal security is often a necessary precondition to investing in commercial use of a trademark, US law permits application based on a bona fide intent to use. Still, a statement of actual use
must be filed generally within six months after the registration has been issued,
or within any extension that may be granted. Beyond this showing of initial use,
renewal at the relevant milestones must also certify that the mark continues to be
used in commerce. As a result, renewal will occur (and the registration will remain
in force) so long as the mark remains in use and the continued value of the mark

21 Alan C. Marco & Amanda F. Myers, The Strategic Value of Trademarks: Evidence from Maintenance
Data (Working Paper, June 2015) (on file with authors).
22 To wit, there must be ‘bona fide use of a mark in the ordinary course of trade’. See Trademark Law
Revision Act of 1988 (TLRA), Public Law 100-667, 102 Stat. 3935.
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exceeds the cost of renewal. When either of these conditions fails, the mark will expire and, for survival analysis purposes, the registration will drop out of the system.
As to the second, marks may be grouped into high-level categories corresponding to certification marks, collective marks, and marks that designate
goods or services. This last category is further subdivided according to the
International Classification of Goods and Services established by the Nice
Agreement (‘Nice Classification’).23 Certification marks allow sellers other than
the mark’s owner to identify their products with certain geographic areas or
certain criteria set forth by the certifier. Collective marks allow individuals or
firms to indicate their membership in an association or group. A traditional
mark on goods and services, meanwhile, must refer with specificity to the Nice
classes with which the registrant uses the mark in commerce. As a result, these
categories and Nice classes provide a natural way to compare the duration of
trademark registrations.
As to the third, a given registration may be linked by the owner to earlier registrations of the same mark. A registration for a mark on goods or services identifies
a set of Nice classes that correspond to the types of goods or services for which
the mark is used in commerce. This set of Nice classes is fixed at registration and
cannot be changed. If the brand grows to designate new goods or services, the
owner must seek a new registration and identify the relevant Nice classes. For ease
of examination, applicants can—and regularly do—identify their own prior registrations that are related to the application in question. The existence of such linkages can reveal much about whether a mark is part of a larger brand and about the
brand’s value over time.
A final institutional factor to consider is the schedule of trademark renewal
fees. To keep a registration active, the owner must pay a fee and certify continued use in commerce in the 6th year after the registration issues, and again
at certain milestones. Until 16 November 1989, the renewal milestones were the
sixth year, the twentieth year, and every twenty years thereafter. The study dubs
this the T20 regime. After 16 November 1989, the milestones became the sixth
year, the tenth year, and every ten years thereafter. The study dubs the current
regime T10. Any registrations that issued in the T20 regime retain their twenty-
year term for one renewal cycle, after which they, too, are subject to ten-year
renewals.
Indeed, this basic comparison reveals an important preliminary finding of
the study: registrations follow a ‘die or thrive’ pattern characterized by a high
risk of expiration at the sixth year maintenance period for both the T10 and
T20 regimes. The non-parametric Kaplan-Meier curves depict this trend in
Figure 33.10.

23

Named after the city in France, pronounced /niːs/, or NEESS.
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Figure 33.10 Survival of Class-Level US Trademark Registrations by Renewal Term
Regimea
aId. at 34.

A second notable finding is that registrations based on actual use survive at
higher rates than those based on intent-to-use and higher still than those based on
priority to a foreign trademark registration. Because marks that are in use at the
time of registration reflect greater brand maturity and higher levels of association
already established in the minds of consumers, it stands to reason that they experience greater longevity than marks registered on an intent to use, which are being
introduced into the market for the first time and reflect relatively low maturity or
association. Meanwhile, registrations based on foreign priority need to establish
actual use only by the sixth-year deadline. As a result, these marks are subject to the
most permissive filter and thus admit of the lowest maturity or association. Figure
33.11 summarizes these trends.
A third important finding is that certification and collective marks generally
have greater rates of survival than marks for goods or services at the six-, ten-
, and twenty-year mark. Given the distinct stepwise nature of survival curves in
trademark renewal, the study reports non-parametric survival rates at the renewal
deadlines by the proportion of registrations that remain in force after each deadline. Figure 33.12 summarizes these trends.
Figure 33.13 shows the survival of service-related marks based on the Nice classification. Again, certification and collective membership marks have the highest
survival by a wide margin. After that, building and construction, transportation
and storage, and treatment of materials have the highest survival rates.
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Figure 33.14 shows the survival of goods-related marks based on the Nice classification for the T10 cohorts. Again, certification goods are the most likely to survive. After that firearms, machinery, and rubber goods have the highest longevity.
Clothing, light beverages, toys, and sporting goods have the lowest survivability.
Finally, as regards the relationship between trademark families and survival,
the study finds significant and progressively larger differences among founder
marks, descendant marks, and singletons that are unconnected to any other marks.
Founder marks are those that do not claim priority to any other but to which other
marks do claim priority. In other words, these marks originate families of future
marks. Among descendant marks, which do claim priority to a senior mark, there
are two subtypes. One is the intermediate descendant, which has descendants of its
own; the other is the ultimate descendant, which as yet has no further descendants.
Last are singletons, which neither claim priority to any senior mark nor serve as a
senior mark to any other.
Of these subgroups, founder marks generally have the highest rates of survival at the 6th-year and subsequent renewal milestones. However, intermediate
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Classificationa
aId. at 33.

descendants also have rates of survival that comparably as high as founders.
Indeed, they are either only slightly lower than founders in the T10 regime or even
somewhat higher in the T20 regime. From this, the study suggests that longevity
in a registration may come not from being among the first marks in a brand portfolio but from ‘being sufficiently valuable to extend use to additional goods and
services or with different design elements’.24 Ultimate descendants have relatively
lower rates of survival at each renewal milestone, but even these generally outlive
singletons. This suggests that marks within a brand portfolio offer greater value
than do singletons. As a result, it also suggests that there is a higher likelihood that
continued value will outweigh renewal cost for marks within a brand portfolio as
compared with singletons. Figure 33.15 summarizes these trends.
Beyond these non-parametric comparisons lies an obvious next step, parametric survival regression, and the study notes that causal analysis of this sort is
an intended part of ongoing research into trademark maintenance and renewal.
The dimensions of trademark registration already discussed represent significant

24

Id. at 21.
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explanatory variables for use in survival regression: the type of mark; the legal basis
of the mark at the time it was registered (vis-à-vis actual use, intent to use, or foreign priority); the Nice taxonomy of the mark; and familial relationships, if any, of
the mark to other marks whether senior or junior or both. The study also identifies further explanatory variables, and reports the results of an initial regression to
evaluate individual renewal outcomes.25
The implications of this trademark renewal study lie in both industrial organization and in legal policy. The high initial risk of expiration, whether by non-use or
by insufficient value to justify the necessary fees, is consistent with high turnover
in competitive markets. Moreover, the increasing stability of survival rates beyond
the initial renewal milestones reflects the benefits that accrue from survivorship
and incumbency in a market over time.
From a policy standpoint, registrations that expire in large shares early on—and
the marks that lie unused but encumbered in the meantime—represent a problem
of deadwood to which trademark policy-makers have given increasing attention

25

Id. at 28.
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in recent years. Further research, including survival regression to quantify what
factors influence renewal and to what extent, would shed valuable light on how
these marks may be cleared out more quickly, whether through higher fees, more
frequent renewal milestones, or other policy actions. Those insights, in turn, would
have to be weighed against the private and social costs associated with greater obstacles to trademark ownership and brand development.

V. Conclusion
The focus of this chapter has been to introduce the basic concepts of survival
analysis and to show its value to the study of intellectual property in a variety of
contexts. Using three examples from the literature, we have explored how careful
attention to institutional and other systemic details can sharpen the value of survival analysis as well as how to interpret the results of such analysis. It is our hope
that the reader’s growing familiarity with survival methods will be a spur to further study, including mathematically rigorous guides for designing and carrying
out their own analyses.
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Intellectual Property Law and
Sociolegal Studies
William T. Gallagher and Debora J. Halbert

I. Introduction
The emergence of intellectual property (IP) as an important facet of the modern
information age has catapulted this previously specialized field of primarily legal
doctrinal analysis into an object of study across many academic disciplines—as
this book demonstrates. Intellectual property, including copyright, patent, trademark, and trade secret issues and policies, affect an increasingly wide swathe of
everyday social and cultural life. In response to these developments, contemporary
IP legal scholarship is increasingly moving in exciting and important directions to
examine and understand IP from a variety of perspectives that are only now beginning to be fully explored.
In this chapter, we offer guidance on conducting IP research from the perspective of the field of sociolegal studies. At the outset, we note that the contours of
what constitutes ‘sociolegal’ is itself contested and in flux. But we identify the main
contours of this field, grounded in mixed methods and mixed disciplinary perspectives largely drawn from the social sciences. We also identify and advocate for
a particular perspective within this field: ‘law and society’ approaches. We argue
that this perspective contains rich examples of topics and methods that can be
fruitfully explored by scholars interested in the still nascent interdisciplinary study
of IP law. This chapter highlights one such method that we have found useful in our
own research on IP in the law and society tradition: qualitative, semi-structured
interview methods for data collection and analysis.

II. Sociolegal Methods: A ‘Law and Society’ Perspective
When we discuss a sociolegal approach to the study of IP, we are distinguishing
this type of scholarship methodologically from traditional legal analysis and
legal scholarship, which focuses primarily on legal doctrine as reflected in formal
sources of law such as statutes and published court decisions. Of course, we do
not suggest that legal doctrinal research is unimportant—surely for obvious
William T. Gallagher and Debora J. Halbert, Intellectual Property Law and Sociolegal Studies In: Handbook on Intellectual
Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © William T. Gallagher and
Debora J. Halbert 2021. DOI: 10.1093/oso/9780198826743.003.0035
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reasons it is. We simply stress the need to also examine how law operates in and as
part of society and culture, which is the unique contribution that sociolegal and
‘law and society’ studies provide. There are numerous works dedicated to articulating the methodological approach to sociolegal research and its importance for
understanding law.1
Sociolegal approaches to law are varied but share some commonalities. Most
importantly, a sociolegal approach rejects the primacy of studying the ‘law in the
books’, the traditional doctrinal perspective still dominant in most law schools.
For obvious reasons, law students and lawyers need to understand the law in the
books—the statutes and published court decisions that are a mainstay of legal
education and law practice. But a sociolegal perspective focuses instead on
understanding the law ‘in action’—as it actually operates in society and is experienced in social and cultural context. Thus, a sociolegal approach to law entails
primarily empirical research utilizing a variety of methods drawn mostly from
the social sciences, including sociology, anthropology, political science, history,
and psychology, but also drawn from more humanistic disciplines such as cultural studies.2
Our own work and thinking about IP law is strongly influenced by one pioneering and influential strand of sociolegal research: ‘law and society’ studies.3
There is a significant body of scholarship in the law and society tradition that empirically explores law, legal processes (such as the disputing process both in and
outside of the formal legal system), actors (such as lawyers, judges, juries), institutions (such as courts, regulatory and administrative agencies), and legal culture (including non-professionals’ everyday understandings and experiences of
law) in social, cultural, and historical context.4 Law and society studies also employ a mix of sophisticated empirical methods, both quantitative and qualitative,
that are largely derived from the social sciences. This mix includes surveys, interviews, ethnography, archival research, and social science experiments. The law
1 See generally Elizabeth Mertz, The Role of Social Science in Law (2008); Reza Banakar,
Theory and Method in Socio-Legal Research (2005); Austin Sarat, Everyday Practices
and Trouble Cases (1998); Bryant Garth, Justice and Power in Sociolegal Studies (1998);
Christine Harrington, Interpretive Sociolegal Research, 15 L. Soc. Inquiry 135 (1990); Hans Zeisel,
Methodological Problems and Techniques in Sociolegal Research, 2 Law & Soc’y Rev. 504 (1968); Austin
Sarat & Susan Silbey, The Pull of the Policy Audience, 10 L. & Pol’y 97–166 (1988).
2 There are good examples of creative interdisciplinary approaches to the study of IP that do not
expressly draw on sociolegal or law and society perspectives or methods. See, e.g., Intellectual
Property for the 21st Century (B. Courtney Doagoo et al. eds., 2014). We view this work as complementary to and to a degree overlapping with the approaches to the study of IP law that we discuss in
this chapter.
3 Scholarship that explains the contours and history of law and society approaches to law include: Kitty Calavita, Invitation to Law and Society: An Introduction to the Study of
Real Law (2d ed. 2016); Simon Halliday, Conducting Law and Society Research: Reflections
on Methods and Practices (2009); Lawrence M. Friedman, The Law and Society Movement, 38
Stan. L. Rev. 763 (1986).
4 See e.g., The Blackwell Companion to Law and Society (Austin Sarat ed., 2004); The
Handbook of Law and Society (Austin Sarat & Patricia Ewick eds., 2015).
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and society tradition is decidedly aimed at exploring law from the ‘bottom-up’,
as it is actually experienced and understood in everyday life. This broadly empirical and bottom-up approach has much to offer scholars of IP law even if, to-date,
scholars working in the law and society tradition have only just begun analysing
and theorizing IP from this perspective.5 Thus, in this chapter and in some of our
other work, we advocate for more scholarship on IP law from a law and society
perspective.6

III. Qualitative Interview Methods in Intellectual Property
In a short chapter it is not possible to examine all of the sociolegal and law and
society methods for studying IP law (and some such methods overlap with other
chapters in this book). Instead, we choose to explicate in more detail one method
that both chapter authors have used: qualitative interviews. As we explain below,
we believe there is no a priori ‘best’ empirical method to study IP. Indeed, we are
critical of empirical scholars who uncritically believe that certain methods, mostly
quantitative empirical methods, are categorically more robust than qualitative
methods. But no single empirical method is necessarily better than another. All
such methods must deal with issues of validity and reliability based upon the particular facts of the research being conducted. In the same vein, what is the best
method or methods for any sociolegal empirical research depends on several
factors, including the nature of the research question posed and the goals of the
research (e.g. hypothesis generation, hypothesis testing, or description of unexplored terrain). There are also practical considerations to take into account, such as
limits on time, research funding, and access to potential data. A desired approach
for much sociolegal research on IP should be to consider using multiple empirical
methods in order to dig deeper into a research question or to cross-check data and
findings. Yet, we also realize that such a multiple methods approach is not always
possible in any particular research project, even if we raise it as an ideal for doing
this type of research.7
5 For an early and influential study of IP in the law and society tradition, see Rosemary J. Coombe,
The Cultural Life of Intellectual Properties: Authorship, Appropriation and the Law
(1998); see also Rosemary J. Coombe, Commodity Culture, Private Censorship, Branded Environments,
and Global Trade Politics: Intellectual Property as a Topic of Law and Society Research, in The Blackwell
Companion to Law and Society (Austin Sarat ed., 2004). See also Peter Drahos and John Braithwaite,
Information Feudalism: Who Owns the Knowledge Economy? (2002).
6 See, e.g., William T. Gallagher, Introduction: What Is a ‘Law and Society’ Perspective on Intellectual
Property?, in The International Library of Essays in Law and Society: Intellectual Property
(William T. Gallagher ed., 2007).
7 Some good references for qualitative empirical methods in general and interview data in particular include: A. Strauss & J.M. Corbin, Basics of Qualitative research (1990); Nigel King &
Christine Herrocks, Interviews in Qualitative Research (2010); Lee Epstein & Andrew D.
Martin, An Introduction to Empirical Legal Research (2014).
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A. Why We Use Interview Methods
Any research project entails making choices—starting from the initial decision to
raise a research question that is amenable to empirical study. We have chosen to use
interviews as the basis for some of our empirical work primarily because the data
we sought to obtain was not otherwise available, such as attitudes, beliefs, understandings, and practices of the interview subjects. In our experience, interview
methods can be a very effective tool when the researcher is trying to examine legal
consciousness—how individuals understand IP and conceive of their potential
rights, or individual experiences in asserting or resisting IP rights (IPR). We think,
in many respects, interviews can provide a deep and rich source of data to help describe a research landscape, generate hypotheses, and also test hypotheses about a
research topic. We also consider semi-structured interviews as an important tool
to probe ‘How’ and ‘why’ types of research questions. But, in short, we use interview methods in some of our research because it never fails to teach us a lot about
topics we are very curious about in the field of IP—whether we are interviewing
lawyers, creators, inventors, or other actors involved in IP.
Some researchers use ‘structured’ interviews, which generally require the interviewer to ask a series of previously scripted questions in the same order for all interviewees. This method is akin to conducting an oral survey. An alternative that we
have used is the ‘semi-structured’ interview, which typically involves the use of a
structured set of topics and questions, but also allows the interviewer to ask follow-
up questions in light of responses to probe particular responses, or to ask for clarifying examples that help explain some answers and provide richer, more nuanced,
and more complete responses.8 This method allows the researcher more flexibility
in conducting the interview. It also, at times, helps turn research interviews into a
more conversational tone, which can create a rapport that facilitates or even encourages more complete and truthful answers. In a semi-structured interview, the
goal is not necessarily to have each interview cover all topics and questions. Rather,
this method allows the researcher to tailor each interview to the specific responses
of each respondent. Some questions will typically be asked of all respondents but
based on the answers and experiences of each respondent, the lines of questioning
and depth of investigation of some topics will vary from interview to interview.
As in all empirical research, qualitative, semi-structured interviews require sensitivity to issues of social scientific issues of validity and reliability to ensure as best as
possible that the questions and responses are capturing what the researcher thinks
they capture.9
8 See generally Robert S. Weiss, Learning From Strangers: The Art and Method
of Qualitative Interview Studies (1994); Tom Wengraf, Qualitative Research
Interviewing: Biographic Narrative and Semi-Structured Methods (2001).
9 See, e.g., Jerome Kirk & Marc L. Miller, Reliability and Validity in Qualitative Research
(1986).
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B. Examples of Interview Research in Intellectual Property
An excellent example of research on IP based on qualitative interviews is Jessica
Silbey’s study of creative workers and creativity.10 In her book, Silbey interviews a
range of artists and other creators who produce copyrighted work along with lawyers working in the field. Silbey convincingly demonstrates that, contrary to the
dominant paradigm in IP law, artists and creative professionals have a complex
and nuanced understanding of copyright law that guides and informs their practices and expectations. While copyright law and policy often assume that the law
is essential for encouraging creativity, Silbey’s interviews and the narratives they
develop demonstrate that the relationship between copyright law and creativity is
much more nuanced and multidirectional than typically assumed within the legal
paradigm. Understanding copyright and creativity from the perspective of the creators themselves highlights that their concerns are much different than those who
work within a legal paradigm exclusively. It also offers a far richer understanding
of the complex motivations behind creative work than has typically been assumed.
Another good example of interview-based research is Halbert’s study of anarchist book publishers. This is a group of creators that one might assume would
oppose copyright law—they are anarchists after all! Yet as Halbert carefully demonstrates, these publishers consider copyright law to be important to their professional lives, as in almost every case, the publishers register the copyrights to
works published through their presses.11 These publishers understand the potential contradiction in their approach to copyright, but justify using formal copyright
law by situating their small presses within the larger political economy of large corporate publishing. As Halbert’s study shows, the anarchist authors and publishers
perceive copyright law as a necessary tool to keep their works from being copied
and misappropriated by larger publishers. At the same time, they are cognizant of
the conflict between their values as anarchists and the use of copyright as a method
of protecting a property right.
A third example is Gallagher’s research on how IP owners and their lawyers enforce trademarks and copyrights in everyday legal practice.12 This is an important
research topic precisely because, although the vast majority of trademark and copyright enforcement occurs outside of court, there is virtually no data on this arena
of IP activity. The vast majority of IP disputes are asserted, resisted, and resolved in
the ‘shadow of the law’ outside of the formal legal system. Thus, Gallagher chose to
10 Jessica Silbey, The Eureka Myth: Creators, Innovators, and Everyday Intellectual
Property (2014); Jessica M. Silbey, Mythical Beginnings of Intellectual Property, 15 Geo. Mason L. Rev.
319–79 (2008).
11 Debora Halbert, Creativity without Copyright: Anarchist Publishers and Their Approaches to
Copyright Protection, in Creativity, Law and Entrepreneurship (Shubha Ghosh & Paul Robin
Malloy eds., 2011).
12 William Gallagher, Trademark and Copyright Enforcement in the Shadow of IP Law, 28 Santa
Clara Computer & High Tech. L.J. 453 (2012).
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use qualitative interview-based research in order to generate data to map, theorize,
and critique what happens in the IP enforcement process. His study shows IP lawyers and their clients strategize to enforce their rights, including enforcing at times
objectively weak rights and thereby potentially over-expanding the scope of IP to
the detriment of free speech and fair competition.
One last example of interview-based sociolegal research that also creatively combines other empirical research methods, such as extensive analysis of patent office
prosecution file history documents, is Parthasarathy’s historical and comparative
study of how the US and European Patent Offices deal with controversial categories
of patent applications.13 Parthasarathy’s work is a comparative analysis of the politics
of the US and European patent systems, especially focused on their approaches to
life-science patents, such as those covering human genes, embryonic stem cells, and
plants. Although her work is based on multiple empirical methods, Parthasarathy’s
study is grounded too in extensive interview data that allows her to explore in a deep
and nuanced way how and why the two patent systems she studied diverge so dramatically in their approaches to life-science patents. She convincingly demonstrates
the different political, social, and cultural forces that influence these two patent systems and shape their divergent approaches to this area of law.
As each of these examples show, the use of qualitative interviews can be a
powerful tool to gather data that otherwise do not exist or are not easily obtained.
Asking the actors involved, whether artists, writers, lawyers, or policy professionals
what they do and why can reveal a deep understanding of practices, motivations,
justifications, and everyday legal consciousness. Such sociolegal research can help
us better understand and theorize the legal landscape in IP law, as well as inform
policy-making in ways that reflect how IP law and processes actually operate and
are understood in everyday practice.14

IV. How to Do Qualitative Interviews: Stages in the
Research Process
A. Protecting the Human Subjects of Research
The process of such research begins with securing the permission to study human
subjects. In the United States and many other countries, an Institutional Review

13 Shobitha Parthasarathy, Patent Politics: Life Forms, Markets, and the Public
Interest in the United States and Europe (2017).
14 Our examples of sociolegal research on IP that use interview-based methods are intended to be
suggestive rather than comprehensive. There are other such good studies. See, e.g., Peter Drahos, The
Global Governance of Knowledge: Patent Offices and Their Clients (2010).
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Board (IRB) oversees research involving human subjects and must approve any research design. The primary goal of the IRB process is to assure that human subjects
are not harmed in the course of a study. These protocols emerged in the wake of
public outcry over what many believe were unethical experimental designs where
participants were either manipulated or deceived within the experiment construct.
The most infamous of these include the Tuskegee syphilis studies where experimenters used black male subjects who were told nothing about their condition or
why they had been chosen for the study so that they could study the effects of untreated syphilis.15 The more recently publicized case of how the Hela gene was developed from the tissue of Henrietta Lacks without her consent also demonstrates
how medical research has used manipulative tactics to secure access to human
tissue and why the need for institutional review is important.16
However, there is some reason to believe that the expansion of IRB control over
all aspects of the natural and social sciences and into new areas of research is problematic. IRB approval of social science research using a mixed-methods approach
has led to tension and frustration.17 The process can be overly bureaucratic and can
delay research as a committee reviews the application, even if the review request
is for a research project with no potential harm for its subjects. Furthermore, it
is a process that was established with concrete and quantitative methods in mind
and thus is difficult to apply easily to a mixed-methods and qualitative approach
where the specific questions that may be asked are not available for review by the
IRB. That being said, all social science research currently needs IRB approval and
so any research design that includes interacting with human subjects will necessitate becoming familiarized with University protocols and submitting the necessary
paperwork.
One practical issue that should be dealt with in gaining IRB approval is explaining whether and how interviewee identities will be protected, including
omitting names and identifying information as much as warranted in particular
research and specifying who will have access to the interview data collected. When
conducting interviews, it is important to acquire consent from everyone interviewed either in writing or verbally. Subjects should know how their responses will
be used and the intended outcome of the research being conducted prior to giving
consent.

15 Did Infamous Tuskegee Study Cause Lasting Mistrust of Doctors Among Blacks?, N.Y. Times, https://
www.nytimes.com/2016/06/18/upshot/long-term-mistrust-f rom-tuskegee-experiment-a-study-
seems-to-overstate-the-case.html (last visited 19 April 2018).
16 Rebecca Skloot, The Immortal Life of Henrietta Lacks (2011).
17 Dale Carpenter, Institutional Review Boards, Regulatory Incentives, and Some Modest Proposals for
Reform, 101 Nw. U. L. Rev. 687 (2006).
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B. Formulating Research Questions
In addition to securing approval for the project, identifying interesting and important research questions is perhaps the most important step in the research
process. In empirical studies of all kinds, this step should guide how and why any
particular methodological approach is selected as appropriate for the study. As we
discussed above, Halbert and Gallagher chose to use qualitative interviews precisely because they wanted to get a deep understanding of their interviewees’ attitudes, understandings, beliefs, and practices about IP.18 Halbert sought to explore
whether, how, and why anarchist book authors and publishers used the formal legal
system to protect their copyrighted publications. Gallagher sought to examine how
IPR were claimed and enforced against potential infringers outside of the formal
legal system and also whether trademark and copyright owners might be able to
enforce even objectively weak legal rights, potentially leading to over-enforcement
to the detriment of free speech and fair competition. For these types of questions
about how IP operates in society, we believe semi-structured interviews were an
ideal research method.

C. Identifying Interviewees/Sampling Issues
Once the research questions have been formed, the next step is to identify the population of individuals to be interviewed—who can provide the information sought,
whether it involves experiences, attitudes, beliefs, practices, or other data? Halbert,
for instance, identified anarchist authors and publishers as her study population.
Gallagher chose to study trademark and copyright lawyers who advised clients
whether and how best to enforce IPR against potential infringers.19 Because it
is not possible (or even desirable) to interview all people in a study population,
the researcher needs to select a method for identifying a sample—a subset of the
study population that can be feasibly interviewed. A typical method for qualitative
interviews is a so-called ‘snowball’ sampling method that starts with the research
identifying one or more individuals to be interviewed who are in the desired study
population, then asking them to identify others they know who also fit those criteria (e.g. are anarchist authors or IP enforcement lawyers).20 Lastly, how many
people to interview? In our experience and drawing on the methodological literature, we think a study with at least thirty to fifty interviewees can be sufficiently
robust to ensure a good mix of responses. Often, after several dozen interviews, the

18

Halbert, supra note 11; Gallagher, supra note 12.
Id.
20 See Rowland Atkinson & John Flint, Snowball Sampling, in 3 The Sage Encyclopedia of Social
Science Research Methods 1043–44 (Michael S. Lewis-Beck et al. eds., 2004).
19
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researcher realizes that additional interviews are not providing much new information, which may indicate that there is no need to continue interviewing more
people.21

D. The Interview Process
The references cited in this short chapter provide a good guide for how to conduct qualitative, semi-structured interviews and what to expect from the interview
process. In general, we believe that the most effective interviews flow like an interesting conversation with a curious listener. The researcher should ask questions
that are generally short and easy to understand, then follow-up with additional
questions as desired to elicit full information. It is also often quite helpful to ask for
clarification for terms and phrases and even conclusions that would benefit from
additional explication. When the interviewer is curious and wants to know more,
respondents can open up and be willing to explain in more detail, which makes for
better interviews. We favour interviews that last at least sixty to ninety minutes to
provide sufficient time and opportunity to explore the research questions and get
full explanations and examples from interviewees, but that is not always possible.
We also much prefer having each interview recorded for later transcription and
analysis, and in our experience, most interviewees are fine with this as long as there
are safeguards to protect their identity as requested. Taping is much more effective
than taking written notes during an interview for the obvious reason that it is difficult to ask good questions, listen carefully to responses, and also take copious notes
simultaneously. We do take notes during recorded interviews, but those notes
tend to be shorter and mostly highlight important themes, quotes, or categories
of information so that we recall them and are aware of their potential importance
during later transcript analysis. Our practice is to also offer interviewees an opportunity to review any research for publication that quotes them or otherwise might
identify them, even if very few respondents have ever asked to avail themselves of
that in our research.

E. Analysing Interview Data
It is hard to generalize about what all is involved in analysing the data gained from
interviews. There are a number of systematic approaches to analysis that the large
social scientific methodology literature explores.22 Nevertheless, in our research
21

See generally Weiss, supra note 8.
Weiss, supra note 8 has a strong chapter on data analysis, for example. He cites other classic work
in the field, such as Anselm Strauss’, Qualitative Analysis for Social Scientists (1987), which sets
forth the notion of ‘grounded theory’ in qualitative research.
22
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we use various methods to analyse our interview data, including coding the data to
identify categories, themes, and recurring or representative responses.23 Since we
typically record our interviews, we also generate written transcripts that form the
basis for our analysis (along with any contemporaneous or subsequent notes we
are able to take during or after interviews). We also note that there are several good
software programs that can aid the coding process with transcripts.24

F. Telling the Story from Interview-Based Research
Once the interview data has been collected and assessed, telling the story that
emerges from the data is the final and most important step. The interview process
will have lent itself to identifying emerging themes as well as possible unique or innovative points. Both the common themes and innovative insights are what make
for compelling narrative for the final research paper.
For example, in Silbey’s work briefly discussed above, she was able to identify
common themes from her interview data and then structure her book chapters
around those themes and weave the stories of her interview subjects into these
themes throughout the book. In Halbert’s study of anarchist book publishers, in
addition to common themes that emerged, each interview subject brought their
particular insights that made for a far richer and complex narrative than had only
one subject been interviewed. Gallagher’s study of trademark and copyright lawyers also identified a cluster of common themes and topics that allowed him to
probe more deeply individual interview subjects and to also obtain concrete examples and explanations for why interviewees answered as they did.
The narrative data from your interviews helps build a story about IP that may
differ from the claims made in other types of legal scholarship. These stories can
be situated within the larger literature on IP and can be used to test existing hypotheses or arguments. Such interviews may also chart new research territory not
already existing within the scholarship. Either way, telling the story derived from
your interviews is an important contribution to be made.
The goal of this type of scholarship is to communicate the complexity of the subject matter while remaining true to the insights communicated by your interview
subjects. Depending upon your process and the wishes of your interview subjects,
these stories may be attributed directly to them or more generally within specific
attribution. Either way, what can emerge is a story of how IP intersects with the
everyday lives of the people impacted by it.

23 For a discussion of coding and analysis of interview data, see Carl F. Auerbach & Louise B.
Silverstein, Qualitative Data: An Introduction to Coding and Analysis (2005).
24 See Ann Lewins & Christina Silver, Using Software in Qualitative Research: A Step-by-
Step Guide (2007).
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IV. Conclusion
Sociolegal studies, including law and society approaches, examine law, legal processes, actors, institutions, and legal consciousness as part of society and culture and in historical context. Although these scholarly traditions have a strong
pedigree in many fields of law, the study of IP law from these perspectives is still
relatively under-
examined and under-
theorized. Yet knowledge gained from
the ‘bottom-up’, as IP law is actually understood and experienced by individuals
in everyday life, can be a powerfully insightful perspective for developing both a
deeper understanding of law’s potential and influences, as well as for informing
public policy. The field of IP law is thus ripe for a wide variety of interesting and important research from a sociolegal perspective. Intellectual property studies have
been moving for some time beyond traditional doctrinal, law, and economics-
based research questions and methods. The sociolegal perspective we discuss in
this chapter raises a broad set of research questions about how IP operates, and
it offers rich opportunities to study legal actors, institutions, processes, cultures,
and understandings. In this chapter, we have explored how and why qualitative
empirical interview research can be one very effective method for exploring these
increasingly interdisciplinary explorations of IP.
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The Psychology of Intellectual Property
Gregory N. Mandel

I. Introduction
The success of intellectual property (IP) law depends significantly on the law’s
ability to influence human behaviour. Most intellectual property systems are built
on the premise that providing potential creators with certain rights will cause
them to make decisions to create, commercialize, and distribute more works of
greater creativity than they would otherwise. In addition to driving creative activity, human behaviour is also a critical component of intellectual property rights
compliance, a topic currently at the centre of certain international relations and
trade disputes. The ease of copying enabled by modern technology, combined with
the high costs of enforcement, makes widespread voluntary compliance necessary for intellectual property systems to operate as desired in significant regards.
Intellectual property law’s effect on human behaviour is thus central to both creator and user influences. For these reasons, human behaviour and psychology play
a tremendous role in how intellectual property systems function in the real world.
The psychology of intellectual property rights can be viewed as sitting at an inflection point between an upstream series of cognitive and motivational determinants and
the downstream behavioural activities that intellectual property law seeks to promote.
A variety of input factors, including social, cultural, economic, genetic, and legal influences, frame individual understanding around intellectual property rights. This psychological understanding of intellectual property rights, in turn, drives behavioural
activity concerning individual decisions to engage in creative endeavours, invest resources in innovation, and to observe (or not) the intellectual property rights of others.
Understanding the contours, influences, and effects of this psychological intellectual property framework will deepen our understanding of how intellectual property rights operate and enable us to better design intellectual property
law to achieve desired outcomes. Despite the central importance of human cognition and behaviour to the operation of intellectual property systems, our understanding of the psychology of intellectual property law and rights has only recently
begun to be explored.1 Just as the study of law and economics revolutionized our
1 Some research exploring this field includes: Gregory N. Mandel et al., Debunking Intellectual
Property Myths: Cross-Cultural Experiments on Perceptions of Property, 2020 B.Y.U. L. Rev. 219; Maggie

Gregory N. Mandel, The Psychology of Intellectual Property In: Handbook on Intellectual Property Research.
Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Gregory N. Mandel 2021.
DOI: 10.1093/oso/9780198826743.003.0036
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understanding of the law and how it operates, delving into the study of law and
psychology deepens our understanding of legal systems and how they influence
real world behaviour. The psychology of intellectual property provides an area rich
with opportunities for further exploration, and in particular an area where human
subjects research on the design and implementation of intellectual property systems can be of great value.
This chapter discusses the role that psychology plays in intellectual property systems and examines various research and methodologies that are being applied in
order to better understand the psychology of intellectual property. The examples
include both laboratory and field experimental designs, and both qualitative and
quantitative research methodologies. The chapter is organized into three broad
areas where human psychology plays an outsized role in intellectual property systems: heuristics and biases in intellectual property law, whether and how intellectual property laws motivate creativity, and popular understanding of intellectual
property law.2

II. Heuristics and Biases
A variety of psychological research investigates ways in which human decision-
making is ‘boundedly rational’. People routinely rely on heuristics in order to reduce complex problems to simpler judgments. These heuristics are often very
useful–it would be hard to get through a day if one had to analyse from the beginning every decision or opportunity. Rather than engaging in a considered analysis
of all available information every time one is faced with an option, people instead
often rely on a variety of mental short-cuts. These short-cuts, however, can lead to
significant and systematic errors. Psychological research on heuristics and biases
Wittlin et al., What Causes Polarization on IP Policy?, 52 U. C. Davis L. Rev. 1193 (2018); Anne A. Fast
et al., Intuitive Intellectual Property Law: A Nationally-Representative Test of the Plagiarism Fallacy, 12
PLoS ONE e0184315 (2017); Anne A. Fast et al., Experimental Investigations on the Basis for Intellectual
Property Rights, 40 L. & Hum. Behav. 458 (2016); Gregory N. Mandel et al., Intellectual Property Law’s
Plagiarism Fallacy, 2015 B.Y.U. L. Rev. 915 (2016) [hereinafter Mandel et al., Intellectual Property Law’s
Plagiarism Fallacy]; Stephan Bechtold et al., Innovation Heuristics: Experiments on Sequential Creativity
in Intellectual Property, 91 Ind. L. Rev. 1251 (2016); Jessica M. Silbey, The Eureka Myth: Creators,
Innovators, and Everyday Intellectual Property (2015); Christopher Buccafusco et al.,
Experimental Tests of Intellectual Property Laws’ Creativity Thresholds, 92 Tex. L. Rev. 1921 (2014);
Christopher Buccafusco & Christopher Jon Sprigman, The Creativity Effect, 78 U. Chi. L. Rev. 31 (2011);
Gregory N. Mandel, Patently Non-Obvious II: Experimental Study on the Hindsight Bias Issue before
the Supreme Court in KSR v. Teleflex, 9 Yale J. L. & Tech. 1 (2007) [hereinafter Mandel, Patently Non
Obvious II]; Gregory N. Mandel, Patently Non-Obvious: Empirical Demonstration That the Hindsight
Bias Renders Patent Decisions Irrational, 67 Ohio St. L.J. 1391 (2006) [hereinafter Mandel, Patently
Non-Obvious].
2 Portions of this chapter are drawn from Gregory N. Mandel, Intellectual Property: Does the Law
Influence Creativity?, in The Cambridge Handbook of Creativity Across Domains (J. Kaufman,
V. Glaveanu & J. Baer eds., 2017).
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reveals that because humans are not perfect rational actors they will not make fully
rational decisions. This research has significant implications for intellectual property law. For example, experimental studies indicate that individuals cannot accurately evaluate whether inventions meet the requisite patent standard due to the
hindsight bias and that people tend to irrationally overvalue the quality of their
own creations due to endowment and creativity effects.

A. The Hindsight Bias in Patent Law
In order to obtain a patent, an inventor must demonstrate that their invention
was non-obvious, or equivalently depending on the jurisdiction, demonstrate an
inventive step. This non-obviousness threshold for patentability requires a historical judgment: whether the invention would have been obvious at the time in
the past when the patent application on the invention was filed. To reach a proper
non-obviousness conclusion, the decision-maker must step backwards in time
and make a judgment about the level of creativity demonstrated by the invention at a moment just before the patent was filed, when the invention was publicly
unknown.
Because the non-obviousness validity standard requires a decision-maker
to make an ex ante judgment (whether the invention was obvious at the time
of filing) after having received ex post information (the invention), hindsight
bias is expected to impact the analysis. I have conducted a series of experiments
testing this hypothesis.3 Participant mock jurors were provided with hypothetical fact scenarios concerning an invention, either involving a new fishing lure
or a new sports instruction product. The scenarios included background information about the field of art of the invention, a variety of prior art reference
information, a description of the problem that a person cast in the role of the
inventor was working on, and a questionnaire. The scenarios were selected for
inventions that would be easy for mock jurors to comprehend, based on the
facts of actual issued patents that were challenged on non-obviousness validity
grounds in litigation.
I used a between-subjects experimental design to assess the impact of the
hindsight effect without biasing individual responses. The foresight (control)
condition included all of the lead-up information and ended with the scenario
character trying to solve the identified problem. The hindsight condition was
identical to the foresight condition except that it had one additional sentence at its
end which stated that the character had come up with a solution, and stated what
the solution was.

3

Mandel, Patently Non Obvious II, supra note 1; Mandel, Patently Non-Obvious, supra note 1.
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Participants rated inventions as non-obvious significantly more frequently in
foresight than in hindsight in both the fishing lure scenario and the sports product
scenario. For the fishing lure scenario, 23 per cent of participants in the foresight
condition thought that a solution to the problem was obvious, while 59 per cent of
those in the hindsight condition thought that a solution was obvious. Results were
similar for the sports product scenario: 24 per cent of participants in the foresight
condition thought that a solution to the problem was obvious, while 76 per cent
of participants in the hindsight condition thought that a solution was obvious at
a time before the invention was achieved. The results demonstrated a significant
hindsight bias effect in non-obviousness decisions. Providing information about
what the invention was and that it was achieved had a significant effect on mock
jurors’ judgments about the inventions’ obviousness.
The judiciary in various jurisdictions have developed a number of different
approaches in an effort to combat the hindsight bias in patent law. These include
specialized jury instructions in jurisdictions that use juries and various doctrinal
approaches concerning how to analyse non-obviousness decisions. I conducted
follow-up studies to analyse whether any of these attempted debiasing practices are
effective at mitigating the hindsight bias in non-obviousness decisions. Neither the
instructions nor the various doctrine tested were found to have a statistically significant effect on reducing the hindsight effect.4
The studies indicate a significant limitation on people’s ability to judge creativity
in hindsight. Once an individual knows a solution to a problem, that individual
tends to evaluate the solution as more obvious than they would have prior to the
solution knowledge. These results raise a significant challenge for patent law. More
broadly, the results raise concerns regarding judgments about creativity in any
context once an evaluator knows what the creative output is.
There are myriad opportunities for follow-up research on the effects of the hindsight bias in intellectual property law. Possibilities include examining the hindsight
bias under different jurisdictions’ procedural and substantive laws, and testing the
hindsight bias in areas of patent law beyond non-obviousness, such as claim construction and enablement. Beyond the hindsight bias, research also could further
explore our ability to measure creativity. Creativity researchers generally do not
recognize any thresholds in creativity. In part because of the perceived challenge
of measuring creativity, copyright systems around the World have minimalist creativity thresholds for protection. Patent systems, however, require decision-makers
to evaluate creativity and determine whether it satisfies the non-obviousness or
inventive step thresholds. Understanding how decision-makers cognitively make
such threshold distinctions could have significant implications for intellectual
property law.

4

Mandel, Patently Non Obvious II, supra note 1.
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B. The Creativity Effect
The endowment effect is one of most studied and widely known effects identified in
behavioural economics.5 The endowment effect refers to the fact that people value
property much more highly if they own the property than if someone else owns the
property. This effect has been demonstrated in a wide variety of contexts and for
many types of property.
For intellectual property, there appears to be an additional ‘creativity effect’.
Christopher Buccafusco and Christopher Sprigman ran a series of experiments
which demonstrate that individuals value a creative work more when they are the
one who created it.6
In one experiment, painters were invited to enter a painting into a contest for a
$100 prize. Painters were then queried about selling their rights to the prize, prior
to knowing whether they would win. The amount that the painters required to part
with their opportunity to win the prize was much greater than for individuals who
were placed in the role of simply owning the same paintings, which in turn was
much greater than the amount individuals placed in the role of buyers were willing
to offer for the opportunity to win the prize. Creators valued their works more
highly than non-creator owners and potential buyers.
In follow-up questions, the researchers explored which psychological mechanisms might be causing the creativity effect. The creators appeared to have wildly
overoptimistic perceptions of their probability of winning the prize. In contests
involving ten paintings, where each creator would average a ten per cent chance of
winning the contest, creators’ mean estimate of their chance of winning was fifty-
three per cent. Creators’ ratings of emotional attachment to their works and the
amount of time that they reported putting into their works, on the other hand,
did not correlate with their valuations. Similarly, creators did not report any significantly greater likelihood of regret than owners or buyers. Thus, the creativity
effect appears to derive from creators perceiving their works to be substantially
more valuable relative to other works than is economically rational, an effect that
does not appear to relate to the amount of effort that went into the work or the degree of emotional attachment to the work. The authors hypothesize that this effect
could arise from an attachment that the creator feels to their creative work, from
an overconfidence in judging the merit of the work, or from some combination of
these two or other factors. As the authors point out, the creativity effect could mean
that otherwise efficient licensing and sale of intellectual property rights may not
take place.
5 For seminal articles on the endowment effect, see Daniel Kahneman et al., Anomalies: The
Endowment Effect, Loss Aversion, and Status Quo Bias, 5 J. Econ. Perspective 193 (1991); Daniel
Kahneman et al., Experimental Tests of the Endowment Effect and the Coase Theorem, 98 J. Pol. Econ.
1325 (1990).
6 Buccafusco & Sprigman, supra note 1.
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These hindsight bias and creativity effect studies represent just two of the ways
in which psychological heuristics and biases impact the operation of intellectual
property systems. Other influences, such as the representativeness heuristic, the
affect heuristic, and the biased assimilation of new data, as well as others, undoubtedly play significant roles in people’s decisions around the creation, use, and enforcement of intellectual property rights. For example, the representativeness
heuristic may affect who decision-makers tend to think of as creators or innovators
and consequently influence their decisions about whether to award or enforce intellectual property rights. The affect heuristic could have a similar kind of effect in
relation to decision-makers’ reactions to the work product in question, as opposed
to the inventiveness or creativity that went into the work. Further research into the
role that heuristics and biases play in creativity and evaluating creativity can help to
better understand and to potentially improve intellectual property systems.

III. Motivating Creativity
Many people view the central goal of intellectual property law as incentivizing
the creation, commercialization, and distribution of creative works. As such, it is
imperative to understand how the law might have such an impact. Psychology of
creativity research indicates that intrinsically motivated work (doing something
for its own sake) often produces more creative output than extrinsically motivated work (work motivated by an external goal). Though these effects are context-
dependent, the results raise a potential challenge for intellectual property law
because the law’s ability to promote creative effort and creativity may be limited,
or even detrimental, to the extent that intellectual property law turns an artist’s or
inventor’s internally motivated activity into one conducted primarily for a copyright or patent prize.
Trying to study the effect of intellectual property law on creative endeavours
and efforts is a critical component of intellectual property systems, but presents
numerous hurdles. Studies of creativity conducted in real-world contexts contain
myriad exogenous variables, making it very hard, if not impossible in many cases,
to pin any particular effects on intellectual property rights. Conversely, however,
controlled experiments are never able to capture all the factors and influences that
go into real-world innovation efforts. Nevertheless, several researchers have tried
to investigate how intellectual property law may, or may not, influence creativity.
Jessica Silbey has examined how intellectual property law interacts with creativity through qualitative field research involving real-world creators and others
involved in the creative process.7 Silbey conducted a series of in-depth interviews

7

Silbey, supra note 1.
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with more than fifty people involved in various parts of the creative process in a
wide range of arts and sciences. She found that intellectual property rights tend
to play a relatively minor role in interviewees’ self-identified reasons for why
they create and innovate. Rather, many creators spoke to motivation inspired by
reputational goals, the challenges of creativity and innovation, collaboration, and
audience appreciation.
Other researchers have tried to study the interaction between intellectual property rights and creativity through laboratory experiments. Andrew Torrance and
Bill Tomlinson developed a computer-simulated patenting game in an attempt
to examine the relationship between patent protection and creativity.8 The game
provided a networked multi-user environment in which participants could piece
together conceptual elements into imaginary ‘inventions’ that were valued based
on a preset database. Their experiment thus involved a search task, rather than
what is commonly understood to be creativity, but still may be relevant to some
forms of innovation and is an example of a potentially useful research method.
The participants could license, assign, buy, infringe, or enforce patents on their inventions in the simulation, analogous to real-world intellectual property rights.
The researchers found that there was not a significant difference in the number of
unique inventions achieved (as defined within the context of the study) between
the pure patent and the hybrid or commons environment, but that participants in
the pure commons system achieved more ‘inventions’ than participants in the hybrid system.
Torrance and Tomlinson used the same model to test the effect of different infringement remedy rules on participants’ behaviour.9 They designed conditions
that varied based on whether an owner could obtain both monetary payment and
an injunction for infringement, only one of these options, or neither. This study
found that rates of innovation were lowest in the model that simulated the availability of both damages and injunctions (which is similar to current intellectual
property law), and greatest in the model where no remedy for infringement was
available.
Another set of researchers have explored how intellectual property law may influence creativity in a very different way. Christopher Buccafusco, Zachary Burns,
Jeanne Fromer, and Christopher Sprigman designed an experiment to try to test
whether the disparate creativity thresholds for copyright versus patent protection might have differing effects on creative efforts.10 In copyright systems around
the World, the creativity threshold for protection is minimal. The United States

8 Andrew W. Torrance & Bill Tomlinson, Patents and the Regress of the Useful Arts, 10 Colum. Sci. &
Tech. L. Rev. 130 (2009).
9 Andrew W. Torrance & Bill Tomlinson, Property Rules, Liability Rules, and Patents: One
Experimental View of the Cathedral, 14 Yale J. L. & Tech. 138 (2011).
10 Buccafusco et al., supra note 1.
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(US) Supreme Court, for example, stated in Feist Publications v. Rural Telephone
Service (1991) that the requisite threshold of creativity for copyright protection ‘is
extremely low; even a slight amount will suffice’. Except for rare jurisdictions with
patent registration systems, patent protection requires a much higher creativity
threshold for protection—as described above, an inventor must achieve an inventive step, a non-obvious innovation.
These researchers designed a series of experiments in which participants were invited to complete a variety of creative tasks in exchange for an opportunity to win a
$500 prize. The authors varied how the prize would be awarded in an effort to simulate
the different creativity thresholds of intellectual property systems. In the ‘no incentive’ condition, subjects were told that although their performance would be scored,
the creativity of their performance would not affect their chance to win a prize. In a
‘copyright’ condition, subjects were told that for each creativity point they received,
they would receive one lottery ticket for the prize, so a higher score would increase
the odds of winning a prize. Finally, in ‘patent’ conditions subjects were told that only
subjects whose performance exceeded a certain relative threshold, such as being in
the top 25 per cent of performances, would receive one lottery ticket for each point
they received. Thus, in the patent condition, higher scores would increase one’s odds
of winning a prize, but only if the score was sufficiently high to place the participant
above the threshold.
The results of the experiments were mixed. For a computational creativity task requiring convergent thinking, the authors found that participants in the patent conditions performed significantly better than participants in the other conditions, and
that there was no difference in performance between subjects in the copyright and no
incentive conditions. Based on participants’ answers to a series of questions, it appears
that the subjects in the copyright condition were less motivated and paid less attention to the task than subjects in the patent condition. A separate verbal creativity task
that required divergent thinking produced roughly similar results. For an experiment
involving creativity analysis of a spatial figure, on the other hand, there were no significant differences across the conditions.
The results of these studies suggest that a nontrivial creativity threshold for intellectual property protection may motivate work of greater creativity, but the effects could
vary depending on the type of creativity or task involved. The results do not support
concerns about the extrinsic motivation of intellectual property rights dampening
creativity. In these studies, the heightened threshold of the patent condition did not
appear to result in any lesser creativity, such as by crowding out subjects’ intrinsic motivation. That being said, all subjects were taking part in an experiment, so none were
truly intrinsically motivated to begin with. As noted above, it is very difficult to design
laboratory psychology of intellectual property experiments that simulate real world
conditions.
In a related vein, Stefan Bechtold, Christopher Buccafusco, and Christopher
Sprigman explored how creators decide whether to borrow from existing
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information or to innovate around it.11 Most real world innovation is sequential: People build upon the inventions and achievements of those who came before them. As Sir Isaac Newton stated, ‘If I have seen further it is by standing on
the shoulders of Giants.’ In the context of intellectual property law, this means
that creators seeking to build upon prior work have to decide in some circumstances whether to pay intellectual property owners to license prior patented subject matter or the creators must find a way to design around existing patents. In
these experiments, using a computational creativity task, participants were shown
a prior player’s solution to a task. Participants were told that their payout for developing their own solution would be modified based on how much they borrowed
from the prior solution. The results were somewhat perplexing: About two-thirds
of the subjects chose to innovate on their own rather than to borrow from the prior
solution, but this ratio was almost entirely unaffected by the bonus the subjects
received for innovating, even to the point where subjects could not have received
a higher payment from innovating instead of borrowing. The authors hypothesize
that there may be a fundamental personality difference between ‘pioneers’ and
‘tweakers’, and that these personality preferences had a greater effect on subjects’
decisions about whether to borrow or innovate than did the potential payouts.
Consistent with this reasoning, the results may speak to preferences related to the
intrinsic motivation of a challenge, as opposed to being extrinsically motivated
solely by the highest expected payout.
How intellectual property law motivates creative activity is perhaps the most
critical question in the psychology of intellectual property law, yet studying such
effects is extremely difficult. The experiments described above represent early steps
in this field, an area ripe for further research.

IV. The Psychology of Property Rights
A final manner where the psychology of intellectual property law plays a significant role in intellectual property rights is through efforts to gain a better understanding of how the public views and interacts with intellectual property systems.
If intellectual property laws are designed to influence human behaviour, through
incentives for creators and by creating restrictions for users, then the law cannot
succeed unless it actually influences the actions of actors within the system. The
psychology of property is a field that studies human attitudes towards property
rights, and this provides an avenue for beginning to explore attitudes held concerning intellectual property rights.

11

Bechtold et al., supra note 1.
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As discussed above, most intellectual property law experts and policy-makers
believe that intellectual property laws are designed to incentivize the creation,
commercialization, and distribution of creative works. Others argue that the intellectual property system is meant to recognize the natural rights of creators in
the creations of their mind, or that the law is designed to serve expressive ends.
In a series of survey experiments, Kristina Olson, Annie Fast, and I have explored
the perception of the goals of intellectual property law systems among American
adults.
We conducted our research using a series of varied vignettes, each depicting
a character using (copying) another person’s intellectual property. We asked our
survey respondents their opinion about whether intellectual property law should
or should not permit copying in the particular instance. We ran our survey first
with a convenience sample on Amazon’s Mechanical Turk (MTurk), and later using
a nationally representative sample provided through an independent participant
recruitment company.12
Our results reveal that the most common perception of intellectual property law
among the American public is that intellectual property law is designed to prevent
plagiarism, not to promote incentives or to serve natural rights or expressive ends.
This ‘plagiarism fallacy’ is contrary to any understanding of intellectual property law that had been identified or proposed previously. Our results were consistent across a wide variety of media tested, including creativity and innovation
involving writing, music, painting, medicine, electronics, and software. In a later
set of studies, we found that providing further information about the goals, history,
and effects of the intellectual property system did not tend to change people’s views
about the basis for intellectual property law—respondents still perceived that it
was designed to prevent plagiarism.13
Consistent with this perception of the purpose of intellectual property law, we
also found that the majority of subjects believed that copying of creative material
without the creator’s permission should be allowed so long as the copier provides
proper attribution to the original creator. These results generally did not differ between contexts involving inventive creativity that would be the subject of patent
protection and artistic creativity that would be protected by copyright law. In the
public’s mind, the ethical wrong in intellectual property infringement involves
taking credit for another person’s work, not in a failure to reward the creator with
intellectual property rights.
This public misunderstanding concerning the legal purpose and rules of intellectual property law likely helps to explain pervasive illegal infringing activity on
the internet, routine dismissal of copyright warnings, and other infringing consumer behaviour. Prior to these studies, the received wisdom was that the public
12
13

Fast et al., supra note 1; Mandel et al., Intellectual Property Law’s Plagiarism Fallacy, supra note 1.
Fast et al., supra note 1.
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tends to be ethically dismissive or indifferent towards intellectual property rights.
This research indicates instead that experts may have failed to comprehend what
the public’s conception of intellectual property law actually is. That is, people are
not ethically dismissive of intellectual property rights, but rather view intellectual
property as protecting different characteristics than previously realized.
The studies identified several additional findings concerning how individuals
tend to view creativity and intellectual property rights. For example, the majority
of respondents perceived that intellectual property rights were too broad and too
strong. In addition, knowledge of intellectual property law did not affect opinions
about what the law should be. Finally, there were significant demographic and cultural divides concerning preferences for the strength of intellectual property rights,
particularly concerning individuals’ gender, age, political identity, and income. On
the latter finding, women, older individuals, conservatives, and wealthier individuals tended to prefer stronger intellectual property protection.
In sum, while legal and policy experts commonly view the purpose of intellectual property systems from one perspective, the public views it from another.14 This
means that intellectual property law may not have its desired effects in influencing
creators and users’ behaviour, or in rewarding people for their intellectual accomplishments. These findings have significant implications for intellectual property
policy as the disconnect between public perception and actual intellectual property rights can undermine the legitimacy and effectiveness of the law.
Most recently, Kristina Olson, Anne Fast, and I have explored cross-cultural
differences in attitudes towards intellectual property rights between Americans
and Chinese.15 Using a similar vignette study design to that described above, we
tested popular opinions in a series of scenarios involving patent-protected property, copyright-protected property, personal tangible property, and real property.
The results demonstrate a number of differences in the psychology of intellectual
property (and property rights in general) across cultures.
The survey experiments provided varied results concerning whether Americans
tend to prefer stronger property rights than Chinese. On the one hand, there was
no statistically significant difference in American and Chinese responses to general
questions on whether it was important to comply with real property rights, personal
property rights, or intellectual property rights. On the other hand, when queried
about specific scenarios involving infringing or taking property, Americans demonstrated preferences for stronger property rights than the Chinese. We hypothesize that this variation may result from differences in the issues that people from
each culture default to conceptually when asked about property rights without
context. When queried in the abstract about support for property rights, there is
14 On expert views of intellectual property law, I have conducted separate survey research with a different group of researchers that supports these statements. Wittlin et al., supra note 1.
15 Mandel et al., Debunking Intellectual Property Myths, supra note 1.
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substantial consistency across the cultures. When subjects are asked about specific
scenarios, however, their responses are more nuanced and indicate significant cultural variation.
We also found that Chinese participants tended to view property rights significantly more consistently than did Americans. Regardless of the type of property
being tested, the entity (public or private) taking the property, and the use to which
the property was being put, the Chinese responses on the permissibility of taking
property were relatively uniform. The American responses, contrastingly, varied
greatly depending on these contextual factors. Intriguingly, the American variation was largely inconsistent with actual intellectual property law.
A final surprise in the cross-cultural studies on attitudes towards property
rights is that Americans were most protective of personal property rights, and the
Chinese largely shared this preference. That is, American respondents preferred
stronger protection for personal property than they did for patent rights, copyright
rights, or rights in land. Chinese respondents demonstrated similar preferences,
except that their responses for personal property and copyright rights were not
statistically distinguishable.
Overall, studies on the psychology of intellectual property rights indicate that
popular understanding of intellectual property, at least in the US and China, diverges significantly from the manner in which intellectual property systems are
designed. This gap in understanding likely helps to explain some public reactions
about intellectual property rights, and speaks to the great challenge of designing
intellectual property systems that are perceived as legitimate and function as desired. More research is warranted to deepen this understanding and to expand it
across countries and cultures.

V. Conclusion
Intellectual property law is commonly perceived to be designed to influence
human behaviour, the behaviour of creators, distributors, and users of creations of
the human mind. Because the goal of influencing human behaviour is fundamentally a psychological objective, the psychology of intellectual property plays a central role in the success or failure of intellectual property systems. Human behaviour
and cognition has long been systematically studied by psychology researchers. This
base of knowledge provides a rich background, and myriad examples of research
methodologies that can be employed, from which to build a greater understanding
of the psychology of intellectual property rights.
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Intellectual Property and Behavioural
Studies: Methodological Perspectives
Elfriede Penz and Eva Hofmann*

I. Introduction
The dealing with intellectual property (IP) is widely researched in behavioural
studies, more specifically, IP infringement is a topic that is central to legislators,
the industry, consumer protection organizations, and other relevant stakeholders
facilitating their IP related activities. For instance, understanding consumer behaviour regarding IP infringement, but also their respect of IP and the industry’s
actions countering IP infringement or maintenance of IP, is on one hand giving legislators a handle on how to counter IP infringement and on the other hand, giving
legislators a way to uphold artistic freedom.
This form of behavioural studies is manifold, but all retrieve empirical data on
how stakeholders handle IP and IP related issues (such as infringement). Roughly,
we distinguish quantitative from qualitative studies. While quantitative studies
comprise methods such as questionnaires and experiments, qualitative methods
use, for example group discussions and in-depth interviews. Thereby, specifically,
the advancement of qualitative techniques increasingly promises new means of
understanding and interpretation.1 Qualitative research involves the use of unstructured exploratory techniques and is based on statistically small samples in
order to understand a problem further. According to Maxwell,2 qualitative studies
are especially useful for five research purposes:
(a) Understanding the meaning of events, activities undertaken by observants,
situations and actions people are involved in;

* This chapter is based on research funded by the FP7-
SSH—
Specific Programme ‘Co-
operation’: Socio-economic Sciences and Humanities (Project ID: 217514; for more information see
https://cordis.europa.eu/project/rcn/87789_en.html).
1 C. Samuel Craig & Susan P. Douglas, Conducting International Marketing Research in the Twenty-
First Century, 18 Int’l Marketing Rev. (2001).
2 Joseph A. Maxwell, Designing a Qualitative Study, in Handbook of Applied Social Research
Methods (Leonard Bickman & Debra J. Rog eds., 1997).
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Figure 36.1 Qualitative Multi-Method Approach

(b) Understanding the particular context within which the participants act, and
the influence this context has on their actions;
(c) Identifying unanticipated phenomena and influences, and generating new,
‘grounded’ theories about the latter3;
(d) Understanding the processes by which events and actions take place and
(e) Developing causal explanations.
IP issues in general are manifold depending on the angle from which they are
discussed. Some research focuses on the consumer side while other areas of research concentrate on industry aspects. This chapter selects the comprehensive
perspective of the entire business and institutional environment in an international context, focusing on the social-cultural, legal, economic, political and
technological framework4 in different countries, which determines business
activities.
The subsequent sections of this chapter describe the framework (Section II), the
method and the results of qualitative IP research (Section III), and ends with a conclusion (Section IV). Intellectual property development, IP related activities, and
IP stakeholders are investigated on a social-cultural, legal, economic, political, and
technological level.
Methodologically, we present a rigorous set of procedures for qualitative research. We propose to engage in triangulation (data, researcher, methods) by
applying a qualitative multi-method approach (i.e. interviews, website analysis; Figure 36.1), facilitated by the software-package NVivo, a Computer
Assisted/Aided Qualitative Data AnalysiS (CAQDAS). Our research approach
includes across-time and present-time-aspects combined in a multi-country
comparison.

3 Anselm L. Strauss & Juliet M. Corbin, Basics of Qualitative Research: Grounded Theory
Procedures and Techniques (1998).
4 Isobel Doole & Robin Lowe, International Marketing Strategy: Analysis, Development
and Implementation (5th ed. 2008).
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II. The Framework of Intellectual Property Research
An overview of previous research on IP on these different levels targeting different
stakeholders will be discussed in the following.
Behavioural studies consider the impact of IP on the socio-cultural level as it
corresponds to its societal representation and associated attitudes. The main stakeholders are citizens in general, and consumers of IP specifically. Research is conducted on societal representation and associated attitudes to examine the attitudes
of consumers towards counterfeits and pirated digital goods, as well as the characteristics of those who purchase counterfeits and/or are involved in internet piracy.
The behavioural studies on a sociocultural level suggest that consumers favour
original products over counterfeits, but that this preference depends on perceived
risk, integrity, personal gratification, subjective norms, and past behaviour, with
perceived risk having the greatest influence.5 The more risky consumers perceive
counterfeits to be, the more negative their attitudes towards them are.6
On the legal level, IP issues relate to national, supranational, and international
legislation, judicature, and enforcement. Thus, activities on the legal level consist
of the drafting of laws and all activities of the judiciary and enforcement bodies
such as police and customs (e.g. large-scale raids against counterfeiters and their
distributors and prosecutions). The key stakeholders are the legislature, judiciary, and executives of different nations, supranational, and international bodies.
Behavioural studies so far have focused on the comparison of different legal systems regarding IP, and from a business view, have examined the legal models applied to managing IP.7
On the economic level, there are two perspectives on IP—macro and micro.
The macro perspective consists of the negative and positive consequences of IP
infringement for the economy and general national factors that foster or hinder
infringement. Regarding research, several industry reports provide evidence that
IP infringement is harming business.8 Also, some academic research shows that
revenue losses cannot only be ascribed to infringement, at least for the music industry.9 The micro perspective incorporates activities that are undertaken by businesses to accommodate to changing IP environments. On the economic level,
they incorporate business actions to pursue and prevent infringement of IP. Thus,
5 Celso Augusto de Matos et al., Consumer Attitudes Toward Counterfeits: A Review and Extension,
24 J. Consumer Marketing (2007).
6 Barbara Stöttinger et al., Analysis of Anti-Counterfeiting Tactics to Diffuse Consumer Demand, in
Handbook of Research on Counterfeiting and Illicit Trade (2017).
7 Robert L. Ostergard Jr, The Measurement of Intellectual Property Rights Protection, 31 J. Int’l Bus.
Stud. (2000).
8 Fifth Annual BSA and IDC Global Software: Piracy Study, Business Software Alliance
1–16 (2008), https://www.bsa.org/files/reports/2007_global_piracy_study.pdf; IFPI Digital Music
Report 2008, Revolution. Innovation. Responsibility 1–28 (2008).
9 Martin Peitz & Patrick Waelbroeck, The Effect of Internet Piracy on Music Sales: Cross-
Section
Evidence, Rev. Econ. Res. on Copyright Issues (2004).
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stakeholders on the economic level are mainly national and international businesses, but also governmental bodies that regulate the economy, and therefore, also
have to deal with consequences of IP infringement. Behavioural studies on business activities regarding sales strategies of IP focus most often on pricing.10 It was
found that the legitimate price of a good determines piracy; the higher the price of
a good, the greater likelihood of IP infringement.11
IP issues on the political level so far relate to the attitudes of governments, political parties, and socially influential activist groups towards IP practices in a nation,
or on a supranational or global level. Stakeholders are political parties, business
associations, and activist groups. According to research by Santos and Ribiero,
there is a demand that international brand owners co-operate and lobby governmental bodies to ensure more effective enforcement of IP.12 It has been shown that
lobbying positively affects efforts to monitor the market,13 and thus has an effect on
the scope of counterfeiting and piracy.
Finally, on a technological level, IP relates to the invention of different recording
devices that prevent counterfeit recording media being played, such as digital
rights management systems.

III. Methods for Qualitative Intellectual Property Research
IP research as a behavioural study, specifically as a qualitative study, can investigate
the different perceptions of IP by observing stakeholders. Thus, activities and events
are identified which may have contributed to changes in levels of counterfeiting
and piracy, and key areas of best practice are highlighted. Historical–comparative
analysis is used to investigate these issues. Hence, we observe, describe, and explain
the construction of meanings of IP through interpretive conceptions of the past by
investigating what actors believe to be the actual history of IP issues.14 This method
reveals processes over long time periods and across societies, and helps to compare
social systems to ascertain differences and similarities.15 The interpretation of past
10 Sudip Bhattacharjee et al., Consumer Search and Retailer Strategies in the Presence of Online Music
Sharing, 23 J. Mgmt. Info. Systems (2006); Arun Sundararajan, Managing Digital Piracy: Pricing and
Protection, 15 Info. Systems Res. (2004).
11 Theo Papadopoulos, Pricing and Pirate Product Market Formation, 13 J. Product & Brand
Mgmt. (2004).
12 J. Freitas Santos & J. Cadima Ribeiro, International Counterfeiting in the European Union: A Host
Country Approach, 16 J. Euro-Marketing (2006).
13 Dyuti S. Banerjee, Lobbying and Commercial Software Piracy, 22 Eur. J. Pol. Econ. (2006).
14 Olof Brunninge, Using History in Organizations: How Managers Make Purposeful Reference to
History in Strategy Processes, 22 J. Organizational Change Mgmt. (2009); Dana Landau & Israel
Drori, Narratives as Sensemaking Accounts: The Case of an R&D Laboratory, 21 J. Organizational
Change Mgmt. (2008).
15 James Mahoney, Comparative-Historical Methodology, 30 Ann. Rev. Soc. (2004); W. Lawrence
Neuman, Social Research Methods: Qualitative and Quantitative Approaches (6th
ed. 2006).
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developments reveals the interaction of past, present, and future events. For example, a past problem may indicate political action in the present and stimulate visions for the future, or present events may change future expectations and through
this change interpretation of the past.16
Based on state of the art of behavioural studies, the following research context consists of data, researcher, and methodological triangulation.17 A data
corpus was constructed from two different sources: expert interviews with representatives of stakeholder organizations and the content of the organizations’
websites,18 and analysed these using interpretative analysis and flexible pattern
matching. Data and researcher interrelation, and the rich data corpus derived,
requires systematic analysis19 to derive theory from expert interviews and website content.
Expert interviews are often used as a data source for IP research in behavioural studies. The interviewees in such interviews are characterized as persons who occupy a senior or middle management position, hold responsibility
and power in the area, are experienced in the respective industry, and possess
a broad network of relationships. Due to interviewees’ characteristics, expert
interviews allow a more comprehensive and more in-depth view of the issue
than non-expert interviews would. Successful expert interviews are based on
access to expert interviewees, a balance of power between interviewee and
interviewer, openness of the interviewee, and finally, feedback to interviewees
and their organization.20
Website analysis is used less frequently in IP research of behavioural studies. For
a website analysis, the webpages of relevant stakeholders are investigated. These
stakeholders are selected like the interviewees, they are chosen based on their relevance to IP. Websites are expected to present the view of the relevant stakeholder
on IP as in the interview, and based on the technique of triangulation, the website might back up findings from interviews but also contradict it. For that reason,
triangulation is valuable because it depicts consistent issues as well as divergent
aspects.
Scientific findings suggest that historical-
comparative analysis allows an
understanding of organizations’ perspectives on IP and allows interpretive conceptions of history, i.e. what actors believe the actual history of IP development
to be.21 It can also reveal processes over long time periods and across societies.
16

Brunninge, supra note 14; Landau & Drori, supra note 14.
Uwe Flick et al., Qualitative Forschung: Ein Handbuch (3d ed. 2004).
18 Martin W. Bauer & Bas Aarts, Corpus Construction: A Principle for Qualitative Data Collection,
in Qualitative Researching with Text, Image and Sound (Martin W. Bauer & George Gaskell
eds., 2000).
19 Mark Easterby-Smith et al., Management Research: An Introduction (5th ed. 2003).
20 Catherine Welch et al., Corporate Elites as Informants in Qualitative International Business
Research, 11 Int’l Bus. Rev. (2002).
21 Brunninge, supra note 14; Landau & Drori, supra note 14.
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Historical-comparative analysis also incorporates social factors to explain how
changes or developments have occurred and helps to compare social systems to
ascertain differences and similarities.22
Scientific research on IP is varied and comes from different academic fields.
The introduction provided an overview of the differentiation of different stakeholders with a social-cultural, legal, economic, political, and technological
perspective. On a social-cultural level, individual consumer behaviour23 and
societal concepts24 are important. From a legal perspective, legislation and
its enforcement are key aspects.25 Economic research examines IP issues on
a macro and micro level to identify the consequences of counterfeiting and
piracy for the economy,26 as well as business models for digital goods.27
Research on the political aspects of counterfeiting and piracy focuses on the
activity of lobbying.28 At the technological level, protective measures such as
secure packaging29 and protection of digital goods30 have been researched.
Popular scientific literature consisted of industry and governmental reports31
and statistics.32 Reports and statistics show that IP infringement is a global
issue, particularly in Asian countries (e.g. China, Vietnam, and Thailand), but
they also reveal that there are differences in the scope of counterfeiting and
piracy within Europe. Consumers in Western European countries tend to use
less counterfeited and pirated products than those in Eastern European countries. Besides the scope of the phenomenon, legal issues regarding legislation
and agreements on different levels (worldwide, European, national) are discussed, as well as the risks that arise for consumers when using counterfeited
or pirated goods.

22

Mahoney, supra note 15; Neuman, supra note 15.
Elfriede Penz & Barbara Stöttinger, The Demand For Counterfeits: An Extended Tpb Approach with
Empirical Evidence from Seven Countries, in 36 Advances in Consumer Research 610–11 (Ann Mc
Gill & Sharon Shavitt eds., 2009).
24 Kallol Bagchi et al., Global Software Piracy: Can Economic Factors Alone Explain the Trend?, 49
Communications of the ACM (2006).
25 Ostergard, supra note 7.
26 Trevor Moores, An Analysis of the Impact of Economic Wealth and National Culture on the
Rise and Fall of Software Piracy Rates, 81 J. Bus. Ethics (2008); Christopher Robertson et al., Trade
Liberalization, Corruption, and Software Piracy, 78 J. Bus. Ethics (2008).
27 Michael Rappa, Business Models on the Web, Digital Enterprise (last visited 21 February 2020),
http://digitalenterprise.org/models/models.html.
28 Santo & Ribeiro, supra note 12.
29 Jürgen Munzel, Marketing Innovation—
Pharmaceutical Packaging: Technology and Design
Requirements Are on the Rise, 7 J. Med. Marketing (2007).
30 Christian S. Collberg & Clark Thomborson, Watermarking, Tamper-
proofing, and
Obfuscation: Tools for Software Protection, 28 IEEE Transactions on Software Engineering (2002).
31 Fifth Annual BSA and IDC Global Software: Piracy Study, Business Software
Alliance, supra note 8.
32 European Commission, Intellectual Property Rights: Facts and Figures (last visited 21 February
2020), https://ec.europa.eu/taxation_customs/business/customs-controls/counterfeit-piracy-other-
ipr-violations/ipr-infringements-facts-figures_en.
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Based on the above prerequisites, exemplary research questions can be asked:
1. Which activities regarding IP were applied in the past by different stakeholders and across European countries?
2. What is the present status of IP infringement, IP law, and IP activities from
the point of view of the different stakeholders and across European countries?
3. For stakeholders, what are the future activities with which a positive future
regarding IP in general could be achieved in European countries and a negative future could be averted?
Answering these research questions, a specific sample, appropriate instruments for
data collection, procedure, and data analysis are needed. These are described in the
following, with a focus on the procedure and the technicalities of the data analysis.

A. Sample for Expert Interviews and Website Analysis
For the expert interviews and the websites in the exemplary study, a comprehensive
search for organizations to identify organizational representatives as potential interviewees retrieved 679 international, European, and national European non-market
organizations dealing with IP. International and European organizations were
selected to account for differences in views on IP over different regions. It was expected that representatives of these organizations could easily refer to geographical
differences given the areas in which they worked. The nationally operating organizations were selected based primarily on reports on the magnitude of counterfeiting
and piracy, and secondly, on the research teams’ language abilities (Croatian, Danish,
English, French, German, Italian, Norwegian, Russian, Slovenian, Swedish). The reports generally revealed that the magnitude of counterfeiting and piracy33 differs significantly between two blocks of European countries. In Western European countries
(e.g. the United Kingdom (UK), Germany), the magnitude is relatively low compared
to Eastern European countries (e.g. Russia, Slovenia), where the economic and political systems changed from communism to free market economy. Therefore, potential national organizations were selected from transitional economies (e.g. Croatia,
Russia, Ukraine, Slovenia) and free market economies (e.g. Austria, Denmark,
France, Germany, Italy, Norway, Sweden, Switzerland, and the UK). After several repetitive discussions among the research team on which organizations to select for
interviews, for example to focus on leisure goods (fashion, music, etc.), we came up
with a final list of sixty-five institutions.34
33 Fifth Annual BSA and IDC Global Software: Piracy Study, Business Software
Alliance, supra note 8.
34 These include twenty-eight business associations, three film industry associations, four music industry associations, thirteen governmental bodies, seven consumer protection organizations, and ten
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Overall, interviewers selected and spoke to fifty-five persons from forty-six
organizations. The sample consisted of eighteen females and thirty-seven males
of an average age of forty-two years. The youngest interviewee was twenty-three
years and the eldest sixty-seven years old. On average they had spent six years in
the organization, the shortest time in the organization was two months and the
longest was nineteen years. Regarding the age of the organization, the oldest was
founded in 1852 and the youngest in 2008. The remaining thirteen organizations
were founded between the years 2000 and 2008. Nine organizations dated back
from the 1990s, four from the 1980s, three from the 1970s, and five from earlier.
The organizations were also very different in the number of employees and volunteers working with them on IP issues. On average there were about twelve persons
involved, with some organizations employing one person and others employing up
to 6,500 persons working on IP. This range is determined by the organizations’ activities and core business.

B. Instruments for Data Collection
1. Expert Interviews
An interview agenda was developed by the research team to gather the organizations’ position on IP based on past research and research questions. The following
aspects were covered:
(1)
(2)
(3)
(4)
(5)

Formation of the organization and reason to engage in the IP issue.
Definition of IP related phenomena.
History of IP and IP development.
Organization’s activities on IP.
Future scenarios on IP.

While Part 1 provided statistical data to describe organizations, Part 2 on definitions provided the opportunity to ensure that the interviewer and interviewee
were acting on the same assumptions when talking about IP issues. Part 3 addressed the historical-comparative analysis, and the history of IP issues in general
in the organization was the central topic. Past activities and the legal, economic
and societal framework that determined dedication to IP in the past, as well as
previous levels of counterfeiting and piracy, were assessed to evaluate their impact
organizations lobbying for more lenient IPR; fourteen international, twelve European, two Austrian,
seven British, two Croatian, one Danish, one French, two German, eight Italian, one Norwegian, five
Russian, two Slovenian, four Swedish, three Swiss, and two Ukrainian organizations. Overall, about
10 per cent of previously identified organizations remained; the selection criteria were iteratively applied by the researcher team; they are the number of IP-related activities, country representation and
nonmarket actors. Some industries were excluded (toys, food, pharmaceuticals).
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on current and future activities, as well as the current scope of counterfeiting and
piracy. Part 4 focused on the specific activities of the organization, such as successful and ineffective IP regimes, in order to identify examples of best practice.
Part 5 examined potential scenarios for dealing with IP in the future. The questions
were formulated to identify activities of best practice for reducing levels of counterfeiting and piracy.

2. Website Analysis
A detailed agenda was designed to gather the most relevant information for the
study and to assure consistency across different researchers undertaking the data
collection. This agenda was based on the interview agenda for the expert interviews to enable a comparison of answers in the interview and information on the
organizations’ websites according to the social sciences applied evaluation criteria
and indicators of quality for internet resources.35
The first questions covered information on the websites in general and assessed
quality for internet resources. The next set of questions specifically addressed pages
of the websites that dealt with IP issues. These specific questions assessed were the
following:
(1) Which topics do the IP parts of the websites address (anti-counterfeiting,
anti-piracy, more lenient IPR, other)?
(2) What information on IP and related phenomena are addressed (e.g. counterfeiting, piracy, user-generated content)?
(3) What is the definition of IP?
(4) What is the mission or key message of the organization?
(5) What are the IP related activities of the organization?
(6) What information on IP related issues, for example advantages/disadvantages is described?
(7) What future activities and scenarios are addressed?
(8) Is there any other content related to IP?
Questions (6) and (7) above particularly served to answer the central research
questions regarding the identification of activities and events which may have contributed to changes in levels of counterfeiting and piracy, the development of an
overview of European initiatives in the area, and finally identifying key areas of
best practice. Questions (1)–(5) served to describe the rationale of the organization and to compare it with the answers in the expert interviews. The final question
(8), addressed all IP issues that had not been addressed so far, and thus ensured
that the data collection did not miss any information on IP.
35 Gene L. Wilkinson et al., Evaluation Criteria and Indicators of Quality for Internet Resources, 37
Educ. Tech. (1997).
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C. Procedure
Undertaking a major project investigating perspectives on IP in a European context required good planning and thoughtful data collection based on triangulation36 and following standards in qualitative research;37 i.e. in our case, expert
interviews and website content. For each source of data (expert interviews and
website content), all units needed to be identified, a sample of the most important
units of investigation isolated, and the actual procedure of data collection defined. This entails a sophisticated and time-consuming approach by reiterating action based on evaluation of each research step by an international research team
based in five different European countries (Austria, Italy, Slovenia, Sweden, and
the UK) and a variety of fields (business management, jurisprudence, psychology,
sociology, literary studies). The members of the research team contributed their
professional knowledge, their cultural perspective, and language skills (English,
German, Italian, Russian, Slovenian, Swedish), beginning with the design of the
research process through to the actual data collection in order to gather as many
perspectives on voices of IP as possible (researcher triangulation). In the following
section, the procedure of conducting in-depth expert interviews is described, followed by an explanation of the website analysis.

1. Expert Interviews
Based on the list of potential organizations (see ‘III.A Sample for expert interviews
and website analysis’) to be interviewed and the interview agenda (see section ‘B.
Instruments for data collection’), an interview procedure was specified.
The interview agenda was translated for non-English interviews from English
into Croatian, German, Italian, Russian, Slovenian, and Swedish. If the interviewees raised an issue ahead of the agenda, the interviewer followed the flow and
discussed the issues as they arose. On average the interviews lasted 70 minutes,
with the shortest being 30 minutes, and the longest 120 minutes. After the interviews, the interviewers recorded their impression of the interview in memos in
which they noted the atmosphere of the interview, special incidents, interesting
topics, problems, etc.
The interviews produced forty-seven audio recordings in seven different languages (one Croatian, nineteen English, seven German, eight Italian, five Russian,
three Slovenian, and four Swedish) and were transcribed. All interviewers checked
the transcriptions of the audio recordings and completed notes and commentaries
36

Flick, supra note 17.
Norman K. Denzin & Yvonna S. Lincoln, Handbook of Qualitative Research (1994);
Thomas W. Lee, Using Qualitative Methods in Organizational Research (Larry Williams ed.,
1999); Yvonna S. Lincoln & Egon G. Guba, Naturalistic Inquiry (1984); Rudolf R. Sinkovics et al.,
Enhancing the Trustworthiness of Qualitative Research in International Business, 48 Mgmt. Int’l Rev.
(2008).
37
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on national expressions, customs, and other issues which might not be understood
by other involved researchers. The twenty-eight non-English interview transcripts
were translated from Croatian, German, Italian, Russian, Slovenian, and Swedish
into English.

2. Website Analysis
Content was gathered from the websites of the organizations from which representatives were interviewed. Based on triangulation, this additional data was supposed
to support or contradict, respectively, findings from the interviews. The review of
websites showed that all websites included pages providing information on IP issues.
Nearly all the websites dedicated at least one, but mostly several, pages to IP issues.
The review comprised websites from twenty-one organizations that operated
internationally, in Europe and the UK, as well as twenty-four organizations that
operated on a national level in Austria, Croatia, Italy, Russia, Slovenia, Sweden, and
Ukraine. The websites of the nationally operating organizations needed to be partially translated. Of all websites, twenty-one websites were in English due to the region where they operated, and twenty-four websites were mainly presented in the
regional languages (e.g. Croatian, German, Italian, Russian, Slovenian, Swedish,
and Ukrainian). The relevant sections of non-English pages (n=24 websites) were
translated into English by the researchers who reviewed the websites. Thus, at the
end of the process, the collected data from the website review comprised English
texts from forty-five websites.38

D. Data Analysis
For data analysis, four multilingual (English, French, German, Italian, Slovenian,
Croatian) researchers in two countries applied the following approaches to qualitative data analyses. Based on standards for the research of qualitative data,39 they
followed the approach of (1) organizing the material (expert interview transcripts,
qualitative and quantitative website content analysis, secondary data); (2) coding
it; (3) searching it; and (4) interpreting it by generating models. To start with, researchers familiarized themselves with the gathered material, reflected on the
material, conceptualized bases of the material, catalogued emerging concepts, re-
coded the material, linked the key variables to theory, and finally, re-evaluated the
generated model. This helps in achieving confirmability, i.e. a certain level of objectivity. In the following, each stage of the approach will be described in more detail. Figure 36.2 depicts the accomplished research steps.
38 The data could not be collected for organization O49 as the website was not accessible at the time of
data collection.
39 Lee, supra note 37; Sinkovics et al., supra note 37.
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(1) Organizing the material

(2) Coding

(3) Searching

(4) Modeling and Interpreting

Figure 36.2 Stages in the Inductive Research Process

Flexible pattern matching can be used for identifying patterns that emerge from the
reviewed literature.40 It allows inductive open coding and theory pattern matching
from a substantive topic that is still theoretically undeveloped. Pattern matching
‘Involves an attempt to link a predicted pattern that is derived from theory with an observed pattern’.41 Accordingly, data were coded in several phases using CAQDAS such
as NVivo and following interpretive analysis and flexible pattern matching. NVivo
supports interacting with and organizing data, plus it enables structured, creative, and
informed discussion among involved researchers with different backgrounds.
Organizing (1) the data meant that researchers imported all English transcripts,
the respective memos on the interviews, and the data of the website content analysis
into NVivo,42 where they were allocated to different groups based on geographical
and task-related specifications (e.g. European, consumer protection organization).
For the coding (2), used were codes derived from both a-priori categorization, i.e.
codes developed prior to data collection based on theory, in our case these codes
40 Noemi Sinkovics, Pattern Matching in Qualitative Analysis, in The SAGE Handbook of
Qualitative Business and Management Research Methods: Methods and Challenges
(Catherine Cassell et al. eds., 2017).
41 Id.
42 Lyn Richards, Handling Qualitative Data: A Practical Guide (2d ed. 2009).
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corresponded with major questions in the interview agenda (forty-five codes), and
a-posteriori categorization, i.e. codes developed from the collected material. Coding is
probably the most crucial step in the analytical process. The coding process is an on-
going interpretation and examination of textual data from different perspectives. The
system of codes was established in an open, axial, and selective coding process.43 Open
coding, in which researchers freely apply codes to the material to identify categories
and new concepts, and axial coding, in which related categories and subcategories are
identified, were applied mainly in the beginning and the middle of the coding process
during familiarization. Selective coding, which involves the integration of categories to
build a theory or model, was utilized primarily at the end of the process during reflection. Open coding assisted familiarization to the extent that researchers had to focus
intensively on stated concepts and theories related to IP. After coding each expert interview transcript, the researchers wrote down their personal perceptions of the interview
and their ideas while coding that might lead to hypotheses, theories, and concepts.
The node system is a function of the stage of the research process and evolves
over time.44 Thus, decisions about the size of the node system require researchers to
find a balance between breadth and depth. Text is analysed following, for instance,
open, axial, and selective coding processes, as suggested in the literature.45 Open
coding is usually used for the discovery of categories and the identification of new
concepts. In this stage of the categorization process, each researcher freely adds
categories which are usually discussed in the team. Axial coding applies categories
and concepts to empirical data. Here, categories are related to their subcategories
and intersections of related categories are identified. The objective of axial coding
is to add depth to categories. Selective coding is the process where categories are
integrated and refined in order to derive at a big picture or even a theory where
concepts can be established, and statements used to explain the phenomenon of
interest. The overall goal in coding is to derive a desirable level of abstraction as
suggested by Lee46 or Strauss and Corbin.47
In the searching stage (3), researchers reflected on the material asking themselves
questions, such as: Does the content of the expert interview transcripts match the
website content analysis? Do organizations differ in their view of IP? What are the
differences based on the kind of organization, the area where the organization operates, etc.? Reflection on the material and the memos enabled the development of
concepts describing and explaining voices of IP of non-market actors, thus selective
coding was the main task in the reflection phase; codes were examined for how
they supported the generated hypotheses, theories, and concepts.
43 Barney G. Glaser & Anselm Strauss, The Discovery of Grounded Theory: Strategies of
Qualitative Research (1967).
44 Helen Marshall, What Do We Do When We Code Data?, 2 Qualitative Res. J. (2002).
45 Matthew B. Miles & A. Michael Huberman, Qualitative Data Analysis: An Expanded
Sourcebook (1994).
46 Lee, supra note 37.
47 Strauss & Corbin, supra note 2.
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Reflection enabled conceptualization; the generation of concepts important for
interpreting the content of the material. In our case, these concepts were historical
events, present activities, and future scenarios and their economic, legal, political,
social, and technological aspects differing in terms of regions and actors involved.
Eventually, these concepts were interconnected.
In a next step, the discovered concepts were catalogued. Numbers of related
statements and the allocation to a specific organization could be retrieved as well
as sub-and super-categories of codes were given. This catalog allowed an overview
of developed concepts. Having identified the relevant concepts, the researchers
started to re-code the collected data. They went over the texts again and applied the
codes relevant for the concepts in cases where they were not previously applied and
simultaneously once again checked whether the developed concepts could hold
out against the collected data. In this phase, only a few codes were generated and
restructured; in the end, the coding system consisted of 529 codes that excellently
circumscribed the developed concepts. Also undertaken were strategic searches
within the material for the verification of specific concepts.
Having identified and verified the main concepts, these concepts were linked
to the theoretical background and secondary data of the study in order to verify
and differentiate. Established, for the most part, was whether the theoretical background and secondary data matched empirical evidence from expert interviews
and website content analysis.
Finally, in the phase modelling and interpretation (4), the comparison of theory
and evidence led to a re-evaluation of the evidence. Based on differentiation, material was assessed again to determine if this differentiation actually emerged or if it
stemmed from researchers’ over-estimations. The existence of over-estimations led
to a correction of concepts and final concepts.
For interpretation of narratives and discourses, the derived data are first described, i.e. a discursive interpretation is provided. Next, meanings of statements,
actions, and expressions are sought (i.e. imaginative interpretation). Subsequently,
patterns and structures of the different actions and relationships are interpreted,
i.e. allowing social practices to evolve.48
Models can help in visualizing and conceptualizing results and ideas about the
data, using existing sources, nodes, attributes, and memos. For instance, this helps
in the generation of nodes and facilitates the visual construction of a node system,
and it assists in the development of a hierarchical scheme which could be used in
the subsequent coding process. Modelling is also an instrument for conceptualizing ideas that arise during the coding and search processes.

48 Hans De Geer et al., Interpreting the International Firm: Going Beyond Interviews, in Handbook
of Qualitative Research Methods for International Business (R. Marschan-Piekkari & C.
Welch eds., 2004).
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E. Results
Results of the analysis show that most interviewees observed the presence of counterfeiting and piracy as the result of changes in IP development, and mentioned both
the magnitude of counterfeiting and piracy, as well as their consequences (general
IP development). With organizational IP development statements on organizations’
past and current activities regarding IP were analysed. Activities were categorized
by the issues they addressed, and are distinguished between sociocultural, legal,
economic, political, and technological aspects. For expected best and worst future
scenarios, the analysis focused on interviewees’ expectations and future projects of
the organization in the next five and twenty-five years. This reflects short-, medium-
, and long-term perspectives. While best future scenarios relate to the changes in IP
issues interviewees would wish for, worst future scenarios contain their concerns for
the future. Analysis of the future scenarios distinguished between changes in general facts, different developments across geographical areas, changes for the organization, and activities to accomplish their best future scenario or to avoid their worst
future scenario. Table 36.1 illustrates some exemplary quotes.
Table 36.1 Examples from Expert Interviews with regard to past IP development,
Present Activities, and Future Scenarios
Exemplary quotes

Interviewee

Level

It goes back to Western Gothic law or something as O50
Legal
old as that, age-old Swedish or Scandinavian laws. national organization
Past IP development
lobbying for more
lenient IPR
But through education and other methods it may
be possible to make an effort to get through to the
perception of music consumers, so it can be seen
that, as [I30A] said, it is somebody’s property and
not public goods.
Present activities

O30
national music
association

Sociocultural

And from that point of view I hope that in 5 years' O23
time from now the patent system will return to
European
its real roots, namely to boost innovation and for
governmental body
there to be less, some here call it abuse, I would say
use as a pure marketing instrument.
Future scenarios

Economic

[ . . . ] we have investigators doing DVD issues,
O42
investigators trying to catch the gangs that camcording international film
films in the cinemas. There are various technologies
association
to catch these people up. People have been arrested
camcording films in the cinemas. The main sources of
pirated films on the internet are the camcords. With
the technology you can make pretty good cam cords.
Present activities

Technological
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IV. Conclusion
In summary, qualitative data analysis is an excellent approach to look at IP in general from a behavioural studies perspective. We use triangulation with expert
interviews and website analysis to assess the different aspects of IP from a sociocultural, legal, economic, political, and technological perspective. Thereby the
material (interview text, website text) is prepared specifically to support the subsequent analysis, which follows four steps: (1) organizing the material; (2) coding;
(3) searching; and (4) modelling and interpreting. This procedure assures profound findings differentiating between a sociocultural, legal, economic, political,
and technological perspective.
For example, the three research questions in the above section are answered
as followed: (1) There are several activities regarding IP that have been applied
by different stakeholders across European countries. For example, we find that
industry initiated campaigns to communicate with the public. Thereby, these
campaigns seemed the most frequently used activity in Eastern European organizations, whilst these were less frequently mentioned by Western European organizations. For Western European organizations contacts with the media seemed
central. (2) The present status of IP from the point of view of the different stakeholders across European countries, for instance, has a strong legal aspect where
interviews focused on regulation such as the EU Copyright Directive or the TRIPS
Agreement. There are no specific differences between organizations and regions.
(3) The future activities with which a positive future regarding IP could be achieved
in Europe and a negative future could be averted are manifold. Declining rates or
the disappearance of counterfeiting, piracy, and file sharing (industry), as well as free
access to content in the digital world and effective compensation models for content
creators (consumer protection, lobbying for more lenient IPR) are supposed to assure a bright future. Cross-national collaboration for enforcement and harmonizing
legislation was seen as particularly important by governmental bodies.
Overall, these findings allow for recommendations not only for legislators but
also for industry and organizations lobbying for more lenient IPR leading to a
bright future for IP.
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Intellectual Property and Ethnography:
A Qualitative Research Approach
Jessica Silbey

I. Introduction
Research defending and explaining intellectual property (IP) is often largely infused with theoretical economic approaches built around particular assumptions
about human motivation and the benefits of creative and innovative work. An economic analysis of IP law tends to assume wealth-maximization as a goal and deliberate, strategic behaviour on the part of individuals and firms toward that end. It
also assumes as optimal the aggregation of more stuff or money and that consumer
preferences (as opposed to regulatory levers) combined with an open market will
generate diverse inventions and creative works and their ideal distribution. An
economic analysis of IP law thus tends to rely on both theoretical and quantitative empirical models. It does not identify, account for, or explain diversity among
human or firm motivations or the range of benefits of innovation and creativity to
society. By assuming aggregation is optimal and defaulting to consumer preferences to drive variation in output, economic models and quantitative analysis of
IP law cannot account for other substantive values operating in the background of
creative or innovative work.
Qualitative research methods make possible the study of variation in human
motivation and behaviour as well as the diverse benefits of invention and creativity.
Ethnographic research approaches can vary widely.1 But, generally, a systematic
ethnographic research agenda proceeds from the perspective of the people and
communities being studied through observation and interviews in their particular
situations. The aim is to understand and explain the significance of their behaviours and belief systems (e.g. Clifford Geertz’s ‘thick description’), which forms a
local or particularized knowledge of the people and the group, by interpreting their
expressions and activities.2
1 Ethnography is a method of social science that studies behaviours and practices of particular groups
of people that form communities and cultures. It is a research method that focuses on knowing and
understanding these communities through their social relations through observation and embedded
investigative practices. Although ethnographic research is usually qualitative in nature (meaning it is
not based in numerical data), there can be quantitative aspects to it.
2 Clifford Geertz, The Interpretation of Cultures 3–32 (1973).

Jessica Silbey, Intellectual Property and Ethnography: A Qualitative Research Approach In: Handbook on Intellectual
Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Jessica Silbey 2021.
DOI: 10.1093/oso/9780198826743.003.0038
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Thus, one might choose to engage a qualitative empirical method for several
reasons. First, there is a growing body of quantitative empirical work in intellectual property scholarship providing data on the collection and assertion of intellectual property but very few qualitative studies of the experiences of creators
and innovators, be they individuals or organizations. Second, qualitative research
complements and enriches (and can be especially useful when combined with)
quantitative research. When the purpose of an empirical study is exploratory,
hypothesis-generating qualitative methods are useful to:
[D]evelop insights about the underlying form and dynamics of the phenomenon
under study. Unlike quantitative research in which researchers seek to generate
precise estimates based on a sample that can be generalized with estimated degrees of error to a larger population, qualitative researchers seek ‘analytic generalizations’ that attach meaning, rather than measurement, to the phenomena
observed.3

Qualitative research identifies the situated knowledge (i.e. actors’ experiences and
interpretations) about a particular object or field by identifying variations in and
analysis of situations, events, and objects through data that is ‘densely textured,
locally grounded, meaningful to the subjects themselves’.4 Generating categories
for further exploration and developing explanations for those categories from
within the narrative structures that interviewees provide is a hallmark of qualitative research.
Third, narratives and categories are explanatory and justificatory tools in law and
culture. Qualitative fieldwork (and systematic analyses of the data) collects actors’
accounts of their lived experiences, displaying how interviewees build and make
sense of their professional lives, offering explanations of how they work and why.
If in IP studies, we are interested in understanding or more precisely defining the
human motivations, incentives, and other mechanisms that intellectual property
doctrine asserts is present in creative and innovative fields, interviews and field observations provide direct evidence from the individuals who actually do the work.
Law is a social system made largely of language and behaviour. As such, deeply
relevant to understanding what law is and how it works is the study of language and
behaviour from the perspective of those enacting and responding to it. Short of actually living with and shadowing the creative and innovative people and communities (an anthropological ethnography5), accounts from a cross-section of diverse
actors provide the most reliable evidence concerning purposes and interpretations

3 Pamela Stone, Opting Out?: Why Women Really Quit Careers and Head Home 243, 248
(2007).
4 Jack Katz, Ethnography’s Warrants, 25 Soc. Methods & Res. 391, 392 (1997).
5 See, e.g., Geertz, supra note 2, at 414–53.
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of IP for its producers. Given the choice between abstract theories based on hypothesized models of economics or organizational behaviour and the experience
of individuals in those organizations who make (or fail to make) a living from their
creative or innovative work, lessons from experience are preferable.

II. Comparing Qualitative with Quantitative Research
Ethnographic work is time-consuming because it requires travel and multiple, sustained interactions with the people and communities being studied.
Quantitative empirical work can often be done from a desktop computer with
access to large databases (court dockets, administrative filings), data collecting,
and statistical tools. Ethnographic data is linguistic and based on accounts of
observations, requiring interpretation by the researcher, which is often laid bare
as part of the methodological explanation. Quantitative empirical work tends
to produce results explained in numerical values, mediated by algorithmic
models, producing the illusion of certainty and objectivity. Qualitative research
thus appears messier, more ambiguous, and subject to human bias. Numbers are
an attractive substitute for the messiness of culture and qualitative judgments
about it.6 Numbers appear to offer a common language but they obfuscate historical and geographical variations and erase the local, the personal, and the
particular, which are nonetheless always embedded in evaluation and analysis.
We should worry when engaging in quantitative research that the objective and
transcendent qualities numbers reflect are laden with normative and political
values hidden from view. Qualitative empirical research by contrast begins with
the assumption of the local and the particular and is concerned with accuracy
in those observable and recorded details. It assumes and documents the existence of variations and aims to draw more general, testable hypotheses from them
across groups. The validity of those explanations and generalizations depends on
a range of established methods.7
Typical quantitative empirical IP research counts relatively simple and abstract
measures of something (e.g. patents filed, copyright lawsuits, trademark rejections
by IP offices). From these counts, the quantitative method can describe the field in
terms of those numbers and hypothesize about the field and the behaviour of those
acting within it. At its best, quantitative analysis eliminates or asserts simple causal
theories that may be weakly (or strongly) supported by an observed correlation.8
6 Theodore M. Porter, Trust in Numbers: The Pursuit of Objectivity in Science and
Public Life 37 (1995).
7 Joseph Maxwell, Understanding and Validity in Qualitative Research, 62 Harv. Educ. Rev. 279
(1992) (describing descriptive validity, interpretive validity, theoretical validity, generalizability, and
evaluative validity).
8 Arthur Stinchcombe, The Logic of Social Research 2–3 (2005).
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One may start, for example, with the assertion that a presumed cause (e.g. enlarged
patentable subject matter) is at least correlated with a presumed effect (e.g. lots of
costly litigation). The quantitative data may then be analysed to either eliminate
this assertion (e.g. no correlation exists over the time of that enlargement) or eliminate other possible explanations (e.g. litigation is not booming generally). ‘Each
time one eliminates one or more other theories of that correlation, one increases
the likelihood of that simple causal theory.’9 But, a quantitative study must choose
its abstract measures, like those mentioned above (e.g. patents, copyright lawsuits).
In other words, a researcher must imagine before collecting and counting the items
or events the relevant categories or their variations in a particular situation or a
respondents’ experience. Then, those items or events become variables to collect
(e.g. through surveys or other data sets) and analyse quantitatively through various
methods.
Despite being a simplification of how quantitative analysis proceeds, this brief
explanation underscores the assumptions and accuracy issues underlying quantitative research.10 First, the relevance of conclusions drawn from quantitative
research depends on the relevance and accuracy of the underlying categories of
measurement.11 The relevance problem compounds when the conclusions are
input for other quantitative analyses. Second, the underlying categories of measurement may themselves be cultural constructs imported from the researcher
rather than from the events or communities studied. For example, by measuring
invention in terms of the number of patents filed, the research reifies invention as
a patent, discounting the possibility that a patent is one embodiment of the many
possible objects and mechanisms that we might call inventions. If the thing to be
accounted for is inventive things and behaviour, measuring only patents will necessarily overstate the significance of patents in the answer to the question. When
isolating data for a quantitative study, the categories of analysis matter a tremendous amount. Qualitative research begins by asking about and testing the relevant
categories to study before asking about their significance in and through a larger
data set.

9

Id.
For example, if survey respondents do not interpret the question the way the researcher intended,
the communicative capacity of the answers is limited. This was identified in the 2008 Berkeley Patent
Survey as some cause for concern. Stuart Graham et al., High Technology Entrepreneurs and the Patent
System: Results of the 2008 Berkeley Patent Survey, 24 Berkeley Tech. L.J. 125, 1284 n. 88 (2009). We
usually assume that large N studies will erase the particular mis-readings or variant interpretations.
And as the authors of the Berkeley Survey indicate, some follow up interviews helped allay substantial
concern. In general, quantitative research has as its baseline the ‘transformation of different qualities
into a common metric’ put together for the purpose of saying something about them as a whole. Doing
so relies throughout on assumptions and distinctions that are often tacit.Wendy Nelson Espeland &
Mitchell Stevens, Commensuration as a Social Process, 24 Ann. Rev. Soc. 312 , 314 (1998).
11 See Stinchcombe, supra note 8, at 3. See also Graham et al., supra note 10, at 1297–98 (describing
some uncertainty about whether the survey response ‘prevent copying’ was a socially desirable response
or an actual belief).
10
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Here is another example from on-going research.12 One might hypothesize that
professional photographers struggle more to earn a living today than twenty years
ago. The ease of digital piracy, the lack of meaningful copyright enforcement on
the internet, and the abundance of low-cost images available for easy licensing on
stock sites may all contribute to the devaluation of photography as an expert skill.
Moreover, these technologically driven trends may at least contribute to a perception on the part of photographers that their work has been devalued—a perception
that would, on its own, affect creative practices. In order to test the hypothesis that
photographers are struggling—to confirm, refute, complicate, or reform this statement as an accurate description of the professional photography field—one must
first more concretely define some key terms within the hypothesis. ‘Piracy’, ‘copyright enforcement’, ‘devaluation’, and ‘expert skill’, to take a few examples, are not
meaningful unless understood within the context of the socio-economic culture
and semiotic systems in which they are deployed. Surveying on these categories—
for example: How often are your works unlawfully copied? Does enforcing copyright help recuperate your investment?—would not explain the kinds of copying
photographers care to prevent and why, or what copyright or enforcement means
in practice for them today in the digital age as compared to before the internet
and digital cameras. To understand the relationship between professional photographers and copyright (one kind of anti-copying protection), one would have to
better define ‘piracy’ (or ‘unlawful copying’) and ‘copyright’ in terms of the understandings of the experiences and practices of the photographers, their relationships, their business agents, and the institutions with which they interact.13
How does one develop better definitions and understandings of critical
categories to be investigated empirically for their causal and correlative relationships in law and society? One may begin with interviews with relevant people
working and engaging in the fields to be studied.

III. Qualitative Interview Method
Key stages of interviewing are (1) selection, (2) interviewing, and (3) data analysis
of the interviews. Non-representative stratified sampling is a common way to identify interviewees.14

12 Jessica Silbey, Eva Subotnick & Peter DiCola, Existential Copyright and Professional Photography,
95 U. Notre Dame L. Rev. 263 (2019). See also Jessica Silbey, Justifying Copyright in the Age of Digital
Reproduction: The Case of Photographers, 9 UC Irvine L. Rev. 405 (2019).
13 For a non-IP example of how qualitative inquiry identifies diverse relevant variables, see Jessica
Silbey, Patent Variation: Discerning Diversity Among Patent Functions, 45 Loy. Chi. L.J. 441, 450–51
(2013) (giving an example of studying how professors work in universities).
14 Jan E. Trost, Statistically Nonrepresentative Stratified Sampling: A Sampling Technique for
Qualitative Studies, 9 Qualitative Soc. 54 (1986).
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Table 37.1
Creator or Innovator

Business Agent or Lawyer

Independent
Contractor

Employee

©

Patent

©

<25 >25
yrs yrs

<25 >25 <25 >25 <25 >25 <25 >25 <25 >25 <25 >25 <25 >25
yrs yrs yrs yrs yrs yrs yrs yrs yrs yrs yrs yrs yrs yrs

Patent

Independent
Contractor

Employee

©

©

Patent

Patent

A. Selection
First, the researcher identifies significant variables hypothesized or understood to
be related to each other and relevant to the subject of study (e.g. types of workers
or firms, types of intellectual property, geographic areas or time, etc.). Then, the
variables are nested to relate to one another in the maximum number of permutations. For example, in the study that was the basis of the book The Eureka
Myth: Creators, Innovators and Everyday Intellectual Property, in which I explored
the theory that IP incentivizes the production and dissemination of creative
and innovative work,15 I based my stratification on four significant variables—
occupation (creator/innovator or intellectual property professional), intellectual property regime relevant to work product (copyright or patent), whether the
interviewee is an independent contractor or an employee, and duration of career.
From those four variables, sixteen possible variations of interview subjects were
generated, as depicted in Table 37.1. Interviewees were as evenly divided as possible among these categories to maximize the opportunity for variation and thus
defend the generation of theories of more generalizable similarities across diverse
categories where they exist.
Although this type of qualitative research does not aim for inferential generalizability the way an analysis of a large number randomized sample would, the key
to analytic generalizability for qualitative research derives from the extent of the
diversity in the sample from which data is collected. The sample should include all
possible variations that might exist along critical dimensions relevant to the subject being studied within the sample. In this way the sample, while not random,
saturates the variation and is in that sense qualitatively but not proportionately representative. It is often helpful to include in the analysis of the data a list of the interviewees with short biographies, keeping the information anonymized if required
15 Jessica Silbey, The Eureka Myth: Creators, Innovators and Everyday Intellectual
Property 294 (2015).

592

Jessica Silbey

for Institutional Research Board (IRB) approval. Interviewees are often easily locatable through letter campaigns and recommendations, i.e. snowball sampling,
until all cells in the bottom tier of the variation matrix contain respondents.
In qualitative fieldwork studies, there is no easy way to determine how many interviews are needed for the set.16 Some social scientists recommend between twenty
and fifty depending on the dimensions of the phenomena, including for example the
logical variation in the subject of study.17 The Eureka Myth was based on a set of fifty
interviews. By approximately the thirtieth interview, I had reached what is called ‘saturation’, after which I began to hear the same themes repeatedly.18 However, it is advisable to continue to conduct interviews to achieve robust stratification of creative
and innovative professionals across the variables beyond the saturation point.

B. Interviewing Technique
Interviews begin with a scripted protocol, often approved in advance by the IRB.
Interviews should be time-bound for uniformity and pace, but also to give the
interviewee an expectation of length (e.g. ninety minutes) while allowing an extension of time if approved. Following a protocol designed to elicit both in-depth
and open-ended conversation leads to semi-structured interviews. Interviewers
should employ followup questions with queries and comments depending on the
interviewee’s particular answers to test statements’ accuracy, reliability, and semantic meaning. Improvised questions are often asked when appropriate within
the unfolding conversation, all of which should be recorded for later transcription. Face-to-face interviews are best for maximal richness of human interaction.
When interviewees are guaranteed anonymity, this may better ensure they speak
truthfully about personal issues or employers or competitors without worry
of reputational injury or retaliation. But anonymity may prevent publication
of the transcripts in full for other researchers to consult, which is preferable for
verifiability and open research purposes.
The content of the interview protocol should be designed to ask about the relevant
experiences and activities that are the subject of study from the perspective of the
interviewee. There are many ways to design an interview protocol depending on the
questions to be studied and the subjects interviewed. The Eureka Myth contains an
example of questions for a semi-standardized interview,19 but there are other forms of
interviews—the expert interview, the problem-centred interview, the ethnographic
16 Mario Luis Small, How Many Cases Do I Need?: On Science and the Logic of Case Selection in Field-
Based Research, 10 Ethnography 5 (2009).
17 Anthony Onwuegbuzie & Nancy Leech, The Role of Sampling in Qualitative Research, 9 Acad.
Exchange Q. 280 (2005).
18 Small, supra note 16, at 25–27.
19 Silbey, supra note 15, at 291–92.
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interview, and the focused interview—all of which may be relevant depending on
the problem or field being studied.20 In a study investigating everyday knowledge
and experience of some field (e.g. intellectual property acquisition and assertion),
the interviews should attend to both explicit and implicit understandings and behaviours, requiring questions that are less direct (not ‘what do you think of X’) and
more descriptive (instead ‘have you ever done X and if so how and why’). Questions
tend to be open and descriptive (‘describe a recent success at work and what made it
a success’), hypothesis-driven (providing an example of an IP dispute and asking for
their understanding and explanation of how it should result), and confrontational
(pointing to inconsistencies in answers or evaluating answers against alternatives).
Because an interview ideally discovers respondents’ understandings and interpretations without directing them or broadcasting particular conceptions of the field explained by the researcher, interviewers do not directly ask about the subject being
studied or the hypotheses being tested until the end of the interview.

C. Data Analysis
Analysis of the interview transcripts proceeded at the level of language (word
choice, narrative structure, and content) and conceptual themes (drawn from
reading across the transcripts and from the relevant literature, e.g. on creativity, invention, and intellectual property). Analysis of the interviews may isolate and analyse the various linguistic and narrative components that form a particular moral
ordering (or ‘point’) and often reflect or maintain a particular institutional or social structure.21 The analysis of conceptual themes in the interviews also develop
from relevant scholarship.
Interviews are analysed in various steps. First, transcripts are read and summarized in a meta-level synopsis. These condensations often include notes made
during the interview, a description of particularly interesting accounts related
by or quotations from the interviewee, and a list of overarching themes from the
interview. During this initial process, code words (for later use in semantic analytic
software) develop deductively from preliminary findings and inductively from the
emergent language, repetitions, narrative structure, and conceptual themes contained in the interviews. Then, the transcripts are read again and coded using semantic analytic software.22 This software enables users to manually attach codes

20

Uwe Flick, An Introduction to Qualitative Research 149–71 (4th ed. 2009) (‘Interviews’).
Paul Ricoeur, Time and Narrative: Volume 3 (1985); Hayden White, The Content of the
Form: Narrative Discourse and Historical Representation 1–25 (1987).
22 I use Atlas.ti. Many other researchers use Stata because in addition to content analysis, it also provides opportunity for statistical analysis. There are many other semantic analytic software programs
available especially with the rise of digital humanities. See Digital Humanities in Practice (Claire
Warwick, Melissa Terras & Julianne Nyhan eds., 2012).
21
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(the themes, concepts, and words) to particular parts of the transcripts and to
connect parts of transcripts to each other generating a network of concepts and
relationships from the data. When coding like this, working in teams is particularly useful for intercoder reliability of the codes, concepts, and the connections
drawn. By its very nature, working with qualitative data is an interpretive process.
Nonetheless, strong consensus about the data can be achieved by regularly sharing
coding (and memo development) on and about a common text within teams and
thus collectively developing common parameters for interpretation. This produces
highly consistent and reliable coding based on a mutual understanding of the concepts and developing themes within the data.
Most semantic analytic software allows users to search and sort the data by
code or any other category the user establishes or is naturally in the data set
(e.g. word, phrase, category of respondent). It also allows users to connect transcripts or other documents (or parts of them) to each other within the database
adding depth and relations to the dataset for yet further analysis. Users can initiate queries to find all the instances in the transcripts when an attached code
exists (e.g. [PATENT] or of a particular combination of codes, e.g. [(PATENT
and INFRINGEMENT and SOFTWARE]), either within a subset of transcripts
or across them all. The resulting output can be analysed independently, saved
in the system, further narrowed (or broadened), and compared to other query
results.
As a database of discourse about the field of study, interviews provide empirical
evidence of the culturally circulating schema, memes, interpretations, and understandings of that field or set of experiences. Treating each interview as a text exposes its structural features as a story of law-in-action and of particular features
of society and culture. As an inductive, qualitative analysis of the data, one goal is
usually to arrive at a systematic understanding of localized knowledge about the
field. Another goal may be to provide a ‘thick description’ of particular aspects of
the field from the perspective of the actors within it. Interview transcripts reveal
understandings and interpretations enacted by the interviewees through their accounts, as well as connections and disconnects between popular understanding
(self-conscious awareness) and behaviour (that is self-reported but can be independently verified). From here, researchers may generate hypotheses about how
these understandings and explanations are particular to the field, distribute across
larger populations, or explain other related phenomena. The different forms of
validity—descriptive, interpretive, theoretical, and generalizable—depend on the
structure of the study and the nature of the claims. All but the last are common
for qualitative research (although hypotheses about generalizability are fruitful avenues for this kind of work).23

23

Maxwell, supra note 7, at 279–301
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IV. Conclusion
Qualitative research aims to accomplish something quite different than quantitative research. Qualitative research tries to identify the situated knowledge of actors’
experiences and interpretations about a particular object or field. 24 Surveys tend to
be simplifications of complex phenomena (e.g. litigation, patents, corporate structure) for the purposes of rough estimations about relationships. By contrast, qualitative research is the identification of variations in and analysis of situations, events,
and objects in order to generate further hypothesis to direct research that can lead
to generalizability and better understanding of causal relationships. Where surveys mask specificity, heterogeneity, and interrelatedness by making isolated and
singular what may be multiple, qualitative analysis based on semi-structured interviews or ethnographic fieldwork displays social realities as they are lived, experienced, understood, and familiar to the people studied.25 This kind of interviewing
and observation is designed to identify variations that might not have been anticipated in the design of a survey or to contextualize those that are identified but are
isolated from others.
Importantly, qualitative and quantitative methods can work very well together.
Qualitative work may best identify grounded variation in the social experiences of
the actors and then quantitative methods (be they surveys or experiments) can test
the typologies or models with big-N studies to determine the distribution of the
variations over a particular population. Combining methods in this way is ideal for
iterating the knowledge produced and the situations studied.26
The qualitative method is particularly useful for intellectual property law and
policy that cares about discerning how creative and innovative work proceeds and
the circumstances that enable or frustrate that work within the terms and understandings of the people doing it, their perspectives, and their activities. If intellectual
property law is going to continue to care about ‘incentives’ and ‘motives’ as a feature of how law and regulation work, understanding desires and perceptions of
those people creating and innovating, or those facilitating creation and innovation,
is paramount. Moreover, assuming there exist multiple subtleties to creative and
innovative work, qualitative analysis can succeed where quantitative research may
otherwise fail to unearth those subtleties for further investigation. Once qualitative work identifies both the large and small-scale mechanisms and techniques
by which creative and inventive work is accomplished, quantitative analysis can
then helpfully point to possible associations between the mechanisms using causal

24 Matthew Miles, A. Michael Huberman & Johnny Saldaña, Qualitative Data Analysis: A
Methods Sourcebook 10 (2014).
25 Flick, supra note 20, at 155–61. See also James P. Spradley, The Ethnographic Interview
(1979).
26 Flick, supra note 20, at 40.
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analysis mentioned above, and it can better generalize about mechanisms and
techniques with regarding to specific populations.
To study law is to not only study the statutes and the court cases. Law is also
a product of and is actively constructed by the people who invoke or reject it in
their everyday working life.27 Empirical research that studies cases and the application of statutes may distort the role of law by overemphasizing the individual as
an autonomous agent within legal processes and the formal dispute as the way to
understand how law works on everyday people. Focusing on cases and randomized large data sets can mythologize the individual and the object that is counted as
discrete and isolated, whereas qualitative research often shines a light on processes
and mechanisms by identifying and describing emerging and established relationships and by expressing their saliency in terms of sociocultural expression that may
be hard to find by other methods.28 Otherwise put, qualitative work better explores
cultural processes (circulating signs and systems of signs) through which people
make sense of their lives, which includes law but not as an isolated force. Variations
and conflicts concerning the meaning and use of symbols and resources (including
legal ones, such as copyright or patents) constitute a richer understanding of intellectual property as a dimension of culture at large.29 As such, narrative and
observational data—semiotic resources which are themselves mechanisms of
culture—may be as good or better predictors of action (including legal action) than
natural setting big data analyses or survey responses offered on standard questions
that depend on preset tropes. Of course, we cannot have robust knowledge without
both.30

27 Examples of studies include Robert Ellickson, Order without Law: How Neighbors
Settle Disputes (1991); Austin Sarat & William L.F. Felstiner, Divorce Lawyers and their
Clients: Power and Meaning in the Legal Process (1995); Patricia Ewick & Susan Silbey, The
Common Place of Law: Stories from Everyday Life (1998).
28 Katz, supra note 4, at 368 (1997).
29 Constance Perin, Shouldering Risks: The Culture of Control in the Nuclear Power
Industry xii (2005) (defining culture as ‘an intricate system of claims about how to understand the
world and act on it’).
30 Moreover, both quantitative and qualitative work demand historical analysis for fuller and sophisticated understanding of trends and future predictions.
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I. Introduction
With the rapid shift in the last couple of decades from an industry-based tangible
market to an information-based intangible market, companies have realized the
importance and necessity of amending their strategy of asset management, with a
specific focus on intellectual properties. The widely reported data from the United
States (US) in 2016, suggested that intellectual property (IP) intensive industries
were responsible for around 38.2 per cent of the national GDP of the year 2014,
which was an increase from 34.8 per cent in 2010;1 data published in 2019 by the
United Kingdom (UK) suggests that in the last decade, the annual growth for
all non-financial assets2 have been at a rate of 4.8 per cent, and amongst that the
growth rate of intellectual property (IP) products has been at 4.4 per cent;3 and
the report of European Union (EU) published in 2019 suggests that 45 per cent
of the GDP of the EU is attributable to IPR-intensive industries, which have also
provided for 38.9 per cent of employment, either directly or indirectly.4 The data
coming from all other regions of the globe also suggests similar findings, wherein
it is reported that the reliance of business on the intangible IP is increasing with the
changing dynamics of the economy.
The beginning of this shift is attributable to the expanding scope of the term
‘asset’ with the passage of time, which changed from primarily tangible to primarily intangible in the course of the last thirty to forty years.5 The benefits
1 Joint Report by ESA and USPTO, Intellectual Property and the US Economy: Industries in Focus, US
Commerce Department (26 September 2016).
2 Non-financial assets include dwellings, building and structures, machinery equipment and weapon
systems, cultivated biological resources, IP products, inventories, land and contracts, leases and licenses.
See generally UK National Balance Sheet Estimates, Office for National Statistics (2019), https://
www.ons.gov.uk/economy/nationalaccounts/uksectoraccounts/bulletins/nationalbalancesheet/2019
(last visited 22 April 2020).
3 Id.
4 IPR-
Intensive Industries and Economic Performance in the European Union, European Union
Intellectual Property Office (September 2019), https://www.boip.int/uploads/inline/WEB_IPR_
intensive_Report_2019.pdf (last visited 22 April 2020).
5 See generally John P. Ogier, Intellectual Property, Finance and Economic Development, WIPO
Magazine (February 2016), https://www.wipo.int/wipo_magazine/en/2016/01/article_0002.html
(last visited 22 April 2020). ‘Up to the 1980s, tangible assets accounted for 80 per cent of company value;
the rest was made up by intangibles, including IP. Thirty years later, the reverse is true with 80 per cent of
company value made up of intangibles.’

Dilip Sharma and Abhijeet Kumar, Methods for Intellectual Property Valuation In: Handbook on Intellectual Property
Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press. © Dilip Sharma and Abhijeet Kumar
2021. DOI: 10.1093/oso/9780198826743.003.0039
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reaped by companies by adopting this inclusive approach is multifaced, viz appreciation of value of IP assets with time as against depreciation of the value of
tangible assets; it is convenient for businesses to pledge the IP assets for raising
capital, without hampering business, as opposed to the pledging of tangible
assets, and it also ensures the lender with regard to repayment, as businesses
cannot operate without essential intangible assets; and usage as additional security which is related to the borrowing company, i.e. juristic personality itself, rather than individual operating on its behalf. The understanding of the
aforesaid benefits leads the discussion to the core topic of this chapter, i.e.
illustrating under what scenarios the IP assets could become valuable for the
holder and what are the means to ascertain the most appropriate value of the
IP asset.

II. Intellectual Property Valuation—Needs and Triggers
The answer to the questions ‘why to carry out the valuation of IP assets’ and ‘when
to carry out valuation of IP assets’ lies with the understanding of the instances or
events, commonly known as triggers, which arise the need for getting IP assets
valuated.
These triggers may vary depending upon the nature of the event, viz. commercial transactions (including sale, merger and acquisition, joint venture, licensing,
etc.), banking (including borrowing, insurance, bankruptcy, etc.), events related to
individuals (including divorce, partition, will, etc.), court proceedings (including
claim of damages, loss of profit, etc.), and governmental requirements (including
asset worth declaration, direct and indirect taxations, etc.).
It is on the occurrence of—or probability of occurrence, as the case may be—any
of the aforesaid events, that the necessity to determine the value of the IP assets
gets triggered, on behest of all the parties involved, so that it can be ascertained
that the right value of the property in question, is being given and received. The
IP assets while being conveniently transactional, also bring the risk of them being
either over or undervalued, because of its inherent nature of operating in the state
of intangibleness. Thus, the triggers, as discussed above, do not only respond to
the question of ‘when’ but also respond to the query on ‘why’ there is a need for
valuation.
All the intangible assets in a company, or with any individual, may not be
related to IP, in these instances the occurrence of any of the aforesaid events
also triggers the need to carry out valuation of other intangible or tangible assets thereof. However, for the purpose of this chapter, we will be restricting our
scope to intellectual properties only and will be discussing different methods
of valuation, traditional and modern, which may be adopted in a particular
scenario.
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III. Traditional Methods of Valuation
A. Cost Method
The cost method is a well-known but least used method for the valuation of IP
assets.6 This method values the intellectual properties based on the cost of development of an identical or similar asset at a given point of time. This method is generally used as an alternative approach to arrive at the minimum base cost in such
cases where IP assets are no longer generating income.
The cost method is used to valuate an IP asset by aggregating the expenditures
incurred (raw material, labour, etc.) and opportunity cost after considering different kinds of obsolescence factors such as physical (e.g. landline phones to mobile phones), technical (e.g. CD and DVD Drives to HDD to SSD to cloud storage),
economical (e.g. dot matrix printers to LaserJet printers), and functional (e.g.
floppy disk, camera roll) obsolescence.7
There are two variants under this approach for determining the value of an
asset using the cost method: the ‘reproduction cost method’ and the ‘replacement cost method’.8 The reproduction cost method (also known as historical
cost approach or historical cost trending) includes the cost of creating a replica
of the subject IP asset at current prices, using the same or similar raw materials, quality, and standards; whereas under the replacement cost method, it determines the value of an asset on the basis of cost of creation of an equivalent
asset with similar or better utility or functionality.9 The historical cost trending
evaluates the cost of creation of IP asset in past. The cost for the purpose of
valuation will always be calculated on the basis of price on the date of valuation
rather than the historical cost. The cost incurred in recreating or replacing an IP
asset can vary from the actual cost incurred in past due to various factors such
as better technologies, variable cost of raw material, etc. Under the replacement
cost method, the cost incurred will be determined after considering obsolescence factors. Hence:

Replacement cost = Reproduction cost - Obsolescence factorss

6 World International Property Organization (WIPO), Module 11: IP Valuation, WIPO
International, https://www.wipo.int/export/sites/www/sme/en/documents/pdf/ip_panorama_11_
learning_points.pdf (last visited 22 April 2020).
7 Ronald L. Brown, Valuing Professional Practices & Licenses 17–18 (4th ed. 2013).
8 APEC Intellectual Property Experts Group, Intellectual Property (IP) Valuation
Manual: A Preliminary Guide 17 (2018).
9 Mark L. Zyla, Fair Value Measurement: Practical Guidance and Implementation 163
(2020).

600

Dilip Sharma and Abhijeet Kumar

Example 1
Black & white televisions are functionally obsolete and are no more in demand
in the era of smart coloured LED televisions. In such a situation, when there is no
active market and income flow, the cost method is the most suitable approach for
the valuation of IP assets. In such a situation, the valuator accumulates what was
spent historically and accordingly estimates how much will be spent to replace that
particular asset. Considering the same example, if for some industrial purpose, the
same old Black & White technology can be used, then in such a situation, the reproduction cost method will come in handy for the procurer of such technology.
The cost method is most suitable when the subject IP asset can be easily reproduced or replaced with an equivalent or better asset of similar nature. But since the
cost method provides a minimum base value for the IP asset so it is the least used
approach under the IP regime. While, this method is generally used when the IP
asset is no more generating income and hence, other approaches are not suitable
for the purpose of valuation. However, the cost method also provides a minimum
threshold value, which is considered as the lowest value of the IP, for calculating its
worth or income-generating capability (through licensing, assignment, etc.), at the
time of negotiation for any transaction related thereof.
The cost method also has some issues or disadvantages attached to it such as
it does not consider the cost of failure and risk associated with the IP asset. The
approach is also criticized for completely ignoring the marketability or non-
marketability of assets, future cash flow, and the remaining tenure of protection.

B. Market Method
Market method is considered as the most practical and logical approach for the
valuation of an IP asset where a comparable asset is available in a similar active
market.10 It determines the value by comparing both the assets in similar transactions under similar circumstances. This method for the purpose of valuation
takes into consideration various factors such as time, nature of asset, remaining
tenure of protection, purpose, geographical territory, profitability, exclusivity, etc.
For example, HDD and SSD are two comparable assets present in the same active
market. So, here the market approach can be utilized for the purpose of valuation.
Similarly, Cadbury and Nestle are two famous trademarked companies engaged in
the manufacturing of chocolates so, their IP assets of a similar nature can be valued
using market approach in an active market.
The valuation under market method involves a multistep process. The first step for
valuation under market method is to identify a comparable asset in an active market.
10 Martin Brassell & Jackie Maguire, Hidden Value: A Study of the UK IP Valuation
Market 14 (2017).
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After identifying the comparable asset, the second task is to obtain accurate data on
an arm’s length transaction.11 Then, identify the various factors which are to be considered for the purpose of valuation and accordingly compare the value of both the
assets based on per unit or geographical territory, etc. Thereafter, make adjustments
based on quantifiable changes and accordingly analyse the available data. Based on
this analysis, the market approach will provide the final value of the subject IP asset.
The biggest challenge for using this approach is to identify a comparable asset because every IP asset is unique in itself as novelty or originality are very important factors
for the purpose of IPR protection. To overcome these challenges, similar IP assets, or its
nearest substitute from the same market, is considered for the purpose of valuation.
Another important challenge for using this approach is non-availability of accurate data. Under the market approach, the accuracy of data is very important for
correct valuation of IP assets as inaccurate and old data often yield inaccurate results.12 Most IP transactions are carried out confidentially with disclosure of related
information to the public.13 In such a scenario, obtaining accurate data for the purpose of valuation is really a tough job. Data on which valuation relies are not readily
available in the market and hence procuring the same requires sufficient expertise..
The reliable data for the purpose of valuation can be obtained through surveys, official filings (e.g. for taxation etc), and proprietary databases on royalty, etc. This
method also does not take into account various hidden or strategic factors such as
negotiation, influence, etc. used to arrive at a particular value. As these factors cannot
be calculated numerically, the valuation of the asset so obtained may not be accurate.

C. Income Method
Often regarded as the most widely used method to determine the value of an IP
asset, the income method relies on the historical data of income earned using the
asset, along with the prevailing competitive environment and trends in the industry to calculate the future income which possibly can be generated, in order to
determine the present value of the asset in question.
The popularity of this method can directly be attributed to the fact that it is the
most scientific in its calculations. The economic income is determined using the
following parameters:
(1) Proposed earnings or savings done by the use of IP asset for remaining
useful life.
11 ‘Arm’s length transaction’ refers to the transactions involving two parties acting independently
possessing equal bargaining power. See generally WIPO, IP Panorama, Module 11: IP Valuation.
12 Brassell & Maguire, supra note 10, at 50.
13 Kelvin King, 7 The Value of Intellectual Property, Intangible Assets and Goodwill
245 (2002).
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(2) Adjusting the earnings or savings against the investments made for the development of the IP asset.
(3) Discounting the probable income to the value in the present day using a discounted rate.14
Considering that there are multiple measures that come into play at different times,
therefore while the method is quite scientific, it becomes a task to actualize the
data for appropriate findings. For example, the remaining useful period, which refers to the period of monopolistic commercial usage rights, is calculated from the
time when valuation is being done and the rate arrived at is discounted against the
future risks, such as inflation, liquidity, actual interest, premium against probable
risk, etc.

1. Discounted Cash Flow Method
This method is adopted by the companies in order to derive the present value of
its assets based on probable future cash flows, appropriated against the required
capital for discounting. The basis of the formula is that it relies on the fact that with
time, the value of the asset will change.
Example 2
An iPhone XI Pro will have higher value in 2020 than in 2023, because technology
would have advanced with newer models in the market and support for the present
model might not be available, all of which will affect its future value.
Example 3
Shares of a year-old start-up at initial public offering will have lower value in 2020
than in 2023 (presuming that the business was successful), because the brand
value, profit from business, and net worth has increased, all of which will affect its
future value.
For calculating the same it relies on the formula:

NPV =

ECF
(1 + R)t

NPV –Net Present Value
ECF –Estimated Cash Flow
R –Rate of Discounting
t –nth number of Year

14 Harald Wirtz, Valuation of Intellectual Property: A Review of Approaches and
Methods 40–48 (2012).
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While ECF is an expected presumption that may be earned from the asset, the discount rate is specific to the company. It depends upon the mode through which the
company obtains or manages its funds.15
Therefore, if an investor expects a return on equity instrument at 12 per cent,
then that may be the discount rate used for valuation of such instrument; or if a financial institution charges an interest of 4 per cent on loan, then that may be used
for determining the discount rate used for valuation of such mortgaged asset.
In case of unavailability of the rate of discounting at the hands of the firm conducting valuation, the most convenient and equilibrium model available is the Capital
Asset Pricing Model (CAPM), which takes into account the market trend for determining the rate of discounting. The formula relied upon by the CAPM represents:

R = R f + β[R m − R f ]
R –Required rate (to be used for discounting)
Rf –Rate in a risk-free market
Rm –Expected rate of return
β –Beta Factor

The Beta Factor in the above example belongs to the condition of the market and
measures the risk accordingly. For a risk-free market, β is Zero (0), while it is One
(1) in a market with standard risks. If the value of β > 1, then the risk involved is
more than that prevailing in the market, and if the value of β < 1, then the risk involved is lesser than that prevailing in the market.
Example 4
A soft drink brand, Ole owned by Ole Inc., is willing to license its trademark in
a foreign jurisdiction to Moto LLP for expanding its business. Ole Inc. has been
using the mark for several years now and is regarded as a globally well-known
mark, and the brand value has been increasing at a rate of 11 per cent annually,
which has been provided to Moto LLP as a matter of public record of accounts. Ole
Inc. has demanded an upfront premium of 100 million USD, for the license term
of three years. Moto LLP is expecting to earn a profit from licensing, of 20 million,
40 million, and 60 million in the next three years.

Query
Help Moto in negotiation by suggesting them with Net Present Value (NPV) of the
brand based on the expected cash flow and difference in profit as per NPV and premium demanded.
15 Amy Gallo, A Refresher on Net Present Value, Harv. Bus. Rev. (19 November 2014), https://hbr.
org/2014/11/a-refresher-on-net-present-value (last visited on 22 April 2020).
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Solution
As the return on brand value of Ole is 11 per cent, therefore the same could be used
for the rate of discounting.

NPV =

ECF
(1 + R)t

20
40
60
+
+
1
2
(1 + 0.11) (1 + 0.11) (1 + 0.11)3
NPV = 18.01 + 32.46 + 43.87

NPV =

NPV = 94.34
Profit for Moto LLP
			
			

= ECF – NPV
= 120 – 94.34
= 25.66 (in million USD)

However, it is seen that the demand of Ole is more than the NPV calculated and
hence, the expected promise has been decreased by 5.66 million for Moto.
Example 5
A new processing chip has been invented (and patented) by Mr Rabbit which extends the boundaries of functionality for mobile phones. Oogle, one of the largest
tech company eyes on the invention for maximizing its profit. On approaching, Mr
Rabbit made an offer to sell the invention for 50 million. In order to have a favourable negotiation, Oogle realizes that it will require to determine the value of the
asset in the market at present time, based on the following information:
(1) Oogle expects a return of 50 million, 40 million, 30 million, because of the
usage of the chip in the next three years from the asset.
(2) Rate in the risk-free market is 8 per cent.
(3) Oogle expects a rate of return at 14 per cent.
(4) Market has standard risk.
(5) Demand from Mr Rabbit is 50 million.

Query
Calculate the NPV of the new processing chip and suggest if the deal is beneficial
for Oogle or not.
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Solution
As Mr Rabbit, being an individual developer, doesn’t have a discounting rate available, therefore that has to be determined using the CAPM formula:

R = R f + β[Rm − R f ]
R = 8 + 1[14 − 8]
R = 14
Having the value of rate of discounting (R = 14 per cent or 0.14) in hand, along
with the estimated cash flow that the asset is expected to generate for the next three
years, the present value is calculated, using the formula provided by the discounted
cash flow (DCF) method.

NPV =

NPV =

ECF
(1 + R)t

50
40
30
+
+
1
2
(1 + 0.14) (1 + 0.14) (1 + 0.14)3
NPV = 43.85 + 30.77 + 20.27
NPV = 94.89

So, the NPV of the inventions is 94.89 million USD, and total expected earning
out of the same for Oogle is expected to be 120 million USD in the next three years,
as per the factual information provided at point (1).
Expected profit = ECF – NPV
= 120 – 94.89
= 25.11 (in million USD)
Therefore, upon this exercise, now Oogle knows that if Mr Rabbit demanded
a value equivalent to the NPV calculated, still Oogle would have made a profit
of 25 million in the next three years. However, as Mr Rabbit has demanded only
50 million (which is 44.89 million less than the calculated NPV, therefore the expected profit for Oogle out of this deal would be 70 million, during the course of
the next three years.
While the above example is illustrative of the fact that why Income Method is
most widely used for the purpose of valuation, it has to be noted that the outcome
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so reached is not assured, but only expected, and depend highly upon the factors
which are taken into account for calculating the value.

2. Advantages and Limitations of Income Method
The income approach is desired as one of the best available method of valuation
for several reasons, such as its independence from reliance on any related market
for similar transaction; ability to forecast the probable revenue generation, or cost
saving, by the subject IP; provisions for discounting the risks systematically, while
calculating present value; and, its flexibility of utilizing the market portfolio for determining the probable interplay between investment and expected return.
It is not all good with this method as well, and it has its own limitations. The
primary hurdle faced by valuers using this method is that the information required for carrying out the calculations is not readily available, and the valuer
has to rely upon the declarations made from the party involved. Another issue
generally pointed out by the IP holder, while using this method to determine
the value of their asset, is that application of the method, requires the holder
to allocate cash flow subjectively. It is also often stated that the whole process
of valuation using this method mostly relies on the valuer’s wisdom of making
assumptions for appropriate conversion of theoretical formula into practical application thereof.
However, with the passage of time, certain new methods have been created
through case law or through the adoption of financial methods made for tangible
assets for valuating intangible assets.

IV. Modern Methods of Valuation
A. Monte Carlo Method
The limitations of the Income Approach is that it provides for a single NPV, which
is adjusted mostly by adopting the DCF method, with respect to the assessed risks.
While the approach does not fit the need when an early-stage technology is required
to be valued, however, this method visualizes the NPV based on the best, worst, or
most likely outcome in the form of a frequency chart which is easy to understand.
The underlying problem is the presence of multiple probable scenarios, such as
rejection of application for protection, part protection of claims, impossible industrial application, undue hindrance caused by regulatory authorities, etc. The
occurrence of any of these scenarios changes the parameters by which NPV was
calculated and hence creates a demand for a variable NPV.
The solution to this issue is offered by the Monte Carlo Method. The application of this method provides the valuer with simulations to run for different
possible scenarios in order to determine the possible NPV or to provide a range
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of NPV.16 It grants the valuer with the liberty to calculate a single value for the
assumptions or to make use of probability-based distribution to create a range of
values, using different variables such as upper-lower limit, calculating a standard
deviation or mean, etc.17
Upon identification of all the variables, the valuer applies the formula, mostly
through software which performs multiple calculations, wherein a specific value is
allocated to each variable depending upon the probability of outcome and range,
and unique NPV for each scenario is calculated using the DCF method.

B. Royalty Rate Method
The Royalty Rate Method is used to valuate an IP asset in case of licensing where
the royalty rates are negotiated between the licensor and licensee for the use of an
IP asset. Royalty under IPR regime is considered as a profit-sharing mechanism for
the use of IP asset. It is also referred to as the fees paid to the owner for the use of
IP assets. The value of an asset can be determined based on the amount of royalty
received from it.18 Higher amount of royalty signifies a higher value of an asset. The
most important factors for ensuring high royalty rates are high profit margins, big
market size, and maximum market share of IP assets. However, it is inversely proportional to capital expenditure incurred to commercialize the subject IP asset.19
The biggest challenge for using this approach is how to arrive at a reasonable royalty rate? The analysis is generally based on the incremental profits derived from
the future commercialization of IP assets. Sometimes, it is also based on the established royalty rates as per the industry specific standards if there is any, utilizing the
rule of thumb approach.

1. Rule of Thumb Approach
This classical 25 per cent rule of thumb was propounded by Robert Goldscheider.20
His approach is based on the assumption that in non-litigious circumstances, parties normally negotiate with each other to arrive at a suitable royalty rate which
approximately range between a quarter to one-third of gross profits irrespective of
the nature of IP or industry. Many people consider this method as vague whereas
others use it to analyse and evaluate the results obtained from other methods.
16

See generally Peter Jackel, Monte Carlo Methods in Finance (2002).
It depends upon the valuer to adopt an existing distribution model (viz. uniform, exponential, triangular, normal, etc.) or to create a custom distribution model.
18 A. Damodaran, IP and Finance: Accounting and Valuation of IP Assets and IP Based Financing,
WIPO INTERNATIONAL, https://www.wipo.int/edocs/mdocs/sme/en/wipo_smes_bwn_13/wipo_
smes_bwn_13_13_damodaran.pdf (last visited 22 April 2020).
19 Akshat Pande, Valuation of Intellectual Property Assets (2010).
20 Robert Goldscheider, The Classic 25% Rule and the Art of Intellectual Property Licensing, 6 Duke
L. & Tech. 1 (2011).
17
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While the Federal Circuit Court squarely rejected the ‘rule of thumb’ approach in
the case of Uniloc USA, Inc. v. Microsoft Corp.21 for being fundamentally flawed for
determining royalty rate, however, this method is often used as a starting point for
analysing the reasonable royalty.

2. Hypothetical Negotiation Method
This method is generally used by courts in cases of infringement to derive the
reasonable royalty rate for the unauthorized use of IP an asset based on a hypothetical scenario. This approach is based on the hypothetical negotiation between
two frictional parties (infringer and proprietor of the IP asset) assuming that both
the parties are willingly entering into a licensing transaction under given circumstances. The negotiation is done considering the time and situation immediately
before the occurrence of the first infringement. In the case of Georgia Pacific Corp.
v. US Plywood Champion Papers Inc.,22 the court laid down fifteen factors for determining royalty in an infringement case. Most of these factors can also be used in
determining the royalty rate in other circumstances such as licensing, assignment,
etc. A few of the most relevant factors laid down in this case are as follows:
(1)
(2)
(3)
(4)
(5)
(6)

Nature of the invention.
Expected derived profits from the use of IP asset by infringer.
Loss caused to the proprietor of IP asset.
Royalty rates in other licensing agreements of the subject asset.
Time and duration of infringement.
Remaining tenure of protection.

Under the hypothetical negotiation method, the total benefits will be divided
among the proprietor of the IP asset and the hypothetical licensee to arrive at the
royalty rate considering the scenario where they would have actually entered into
the licensing agreement before the occurrence of infringement.

C. Loss of Profit Calculation Method
This is another famous approach used by courts to evaluate the quantum of damages granted to the proprietor in case of infringement. This approach was developed
on the principle that it is not fair to award the same royalty in case of infringement
which would have been negotiated between parties under the hypothetical negotiation method. According to courts, the damages in case of infringement should

21
22

Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292 (Fed. Cir. 2011).
Georgia-Pacific Corp. v. United States Plywood, 446 F.2d 295 (2d Cir. 1971).
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ideally be higher than the royalty rate so this method was evolved to evaluate the
appropriate damages in case of infringement.23
This approach is based on ‘but for’ analysis where monopoly profits are calculated in a hypothetical market in absence of any competition or infringement.24
To calculate the loss of profits in any market, the courts consider three important
factors which include: elasticity of demand in relevant market; profitability; and
market share. This approach also factors in the market share of participating
entities while identifying the share of the infringer and proprietor to calculate the
monopoly profits. At last, the loss of profit will be calculated by deducting the current profits from the monopoly profits. Loss of profit method is widely appreciated
for granting incremental damages in case of infringement.

D. Decision Tree Analysis Method
The decision tree analysis (DTA) method is used to valuate an IP asset at different
stages in its life such as from its creation to registration to commercialization to
expiry or infringement to dispute resolution. This method is generally considered
as an improvement or extension of the income method. The issue with the DCF
method is that it lacks flexibility in decision making as it considers the same risk
factor throughout the life of an asset.25 The risk associated with an IP asset keeps on
changing with time at different stages during its tenure. In the DTA method, discount rates are relatively low as risk is dealt at various stages, rather than by heavy
discounting at once.26 For example, the risk factor post registration will be lesser
than at the time of filing of application for registration due to chances of rejection,
or opposition, etc. Hence, it is not fair to apply the same risk rate at every stage.
The DTA method considers the risk involved in every stage for valuation and
decision-making. This method provides a highly effective step by step structure
by analysing the outcome at every stage. This helps the proprietor in taking appropriate decisions for commercialization and exploitation at different stages during
the life of an IP asset.
The DTA method is based on an underlying DCF analysis of each branch.27
This method works on the assumption that every decision has a significant effect
on the future value of an IP asset. The analysis starts with a graphical representation of the decisions or alternative outcomes that can affect the overall value of an

23 William J. Murphy et al., Patent Valuation: Improving Decision Making Through
Analysis 279 (2012).
24 Pande, supra note 19.
25 Id.
26 John F. Magee, Decision Trees for Decision Making, Harvard Business Review (July 1964),
https://hbr.org/1964/07/decision-trees-for-decision-making (last visited 22 April 2020).
27 D. Bosworth, The Management of Intellectual Property 276 (2006).
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Product X
(Patent)

Acceptance
of
Application
80%
Rejection
20%

Successful
Examination/
Opposition
55%
Rejection
45%

Successful
Registration
70%
Registration
Rejection
30%

Infringment
60%
Uninfringed
40%

Litigation
80%
Settlement
20%

Figure 38.1 Decision Tree Model for Product X Representing Probability Percentage
at Various Stages

asset. It showcases the development over a period of time with expected outcome
by selecting discount rates appropriate to the risk associated at various stages in a
property’s life.
The above diagram showcases an example of a patent X with its complete decision tree model. The model provides for all possible outcomes, along with risk
probability at different stages. After drawing this decision tree model, the next step
is to analyse the tree to find out when the subject IP is most worth for the proprietor at different stages in different scenarios. In Figure 38.1 (above), the probability
of each outcome is represented by percentage. The total percentage at every stage
must be equivalent to 100. Based on the assigned percentage, the value of the IP
can be calculated at each stage using the DCF method and accordingly decisions
can be made in the best interest of the proprietor. Considering the various options
and risks involved in the life of an IP asset, this approach is presently considered as
the best approach for the valuation of an IP asset. This method can also be used to
analyse the contingent claims based on the probability of occurrence of favourable
events, at any given point of time.

E. Contingent Claim Analysis
While the original valuation method is utilized by the financial market for
evaluating the probability of default by a firm by evaluating the prevailing price in
the market for its debt and equity, an offshoot of this theory has been discussed to
be applicable for the valuation of IP assets.
Two primary issues which a purchaser of such IP assets considers are:
(1) Considering the unpredictability with regard to unhindered enjoyment of
the asset, how much could be the variation in the future value of the asset?
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(2) On occurrence of certain circumstances affecting the value of the asset, what
would be the minimum return on investment required from the asset? 28
Absolute monetization of an IP asset is contingent on several happenings. Prior to
registration, an IP asset faces procedural and administrative contingencies, such as
amendments, modifications, pre-grant oppositions, etc. Similarly, if such IP assets
are already registered then there are contingencies like infringement, left over protection period, technology becoming obsolete, etc. These contingencies may lead
to partial or complete non-usage of the subject IP asset, and therefore depending
upon the stage when the transaction is happening, such contingencies are required
to be factored in while valuation.
One may get this confused with the DCF method, however, the difference lies
in the fact that the DCF method does not grant liberty to the valuer to drop such
contingencies (or events) which are not going to happen because of the passing
of their respective stage. For example, for an IP which is already registered, risk
of failure of registration will still be factored in the DCF method; however, in the
Contingent Claim Analysis method all risks prior to registration will cease to affect
the value. However, the formula to conduct the valuation using this method remains the same as explained in DCF.

V. Conclusion
The most important aspect of valuation of IP is that the nature of assets and risks
involved, along with the aim with which the party is conducting valuation, determines which method of valuation will be adopted. It, however, is also considered
that because a lot of assumptions, based on the wisdom/experience/knowledge of
the valuer goes into determining the worth of asset, therefore it is advised that the
valuer should always consider valuation using more than one method for determining the best value.
The answer to the question that which methods are most suitable for valuation
of a particular type of IP asset, primarily depends upon its uniqueness, availability
of related information, purpose of valuation (if it is for sale, purchase, or licensing
and is being done on behest of the granting or procuring party) and last but not the
least, on the intelligence and good sense of the valuer.
However, the challenges for valuation of IP assets are as novel as the assets themselves. Meaning as the technology progresses, so does the complications for the
28 See generally 39 I. Karatzas & S.E. Shreve, Contingent Claim Valuation in a Complete
Market (1998).
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valuer, as it leads to overlap of domain of IP under which the asset is being protected, or being considered for the same. An example to understand the same
could be protecting the smell of a cologne, which while in some jurisdiction being
provided protection as a trademark while in other is required to be represented in
its chemical composition for protection, which may or may not have any protection, leading to be kept as a trade secret. It is the complexities developed in such
scenarios which require the experience and wisdom of the valuer to play a decisive
role in providing the asset with the optimum value.

PART IV
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The Interface Between Intellectual Property
and Sustainable Development
Ahmed Abdel-Latif * and Pedro Roffe**

I. Introduction
Notwithstanding the rich history of international law’s impact on intellectual
property (IP) since the late nineteenth century, development issues are a part of
a controversial chapter in that narrative. With decolonization in the 1960s, newly
independent countries joined forces in the United Nations (UN) raising questions
for the first time on the compatibility of existing international IP treaties (the Paris
Convention for the Protection of Industrial Property and the Berne Convention
for the Protection of Literary and Artistic Works) with differences in levels of development. International discussions began in the 1970s to review these treaties
in a quest to stimulate the transfer of technology and knowledge to developing
countries, though ultimately many of these initiatives did not achieve tangible outcomes.1 Intellectual property and development issues re-emerged in the 1990s with
the adoption of the Agreement on Trade-Related Aspects to Intellectual Property
Rights (TRIPS Agreement)2, the ensuing debate on patents and public health resulting in the Doha Declaration on TRIPS and Public Health (2001),3 and with the
WIPO Development Agenda (2007).4 The role of IP and its impact on social and
economic development was at the heart of these debates.
* his chapter is co-authored in a personal capacity. The views expressed are those of the author and
do not necessarily reflect the views of any institution with which he is affiliated.
** The co-
authors played a leading intellectual role in the design and implementation of the
International Centre for Trade and Sustainable Development (ICTSD) Programme on IP and
Sustainable Development. In this chapter, they draw substantially on the work undertaken from 2001
to 2018.
1 See Padmashree Sampath & Pedro Roffe, Unpacking the International Technology Transfer
Debate: Fifty Years and Beyond, Programme on Innovation, Technology and Intellectual
Property, ICTSD (2012), https://ssrn.com/abstract=2268529.
2 See UNCTAD–ICTSD, Resource Book on TRIPS and Development (2005); Agreement
on Trade-Related Aspects of Intellectual Property Rights, 15 April 1994, Marrakesh Agreement
Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994) [hereinafter TRIPS Agreement].
3 World Trade Organization, Declaration on the TRIPS Agreement and Public Health of 14
November 2001, WT/MIN(01)/DEC/2 (2001).
4 See Intellectual Property and Sustainable Development: Development Agendas in a
Changing World (Ricardo Meléndez-Ortiz & Pedro Roffe eds., 2012). In 2007, WIPO Member States

Ahmed Abdel-Latif and Pedro Roffe, The Interface Between Intellectual Property and Sustainable Development In: Handbook
on Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press.
© Ahmed Abdel-Latif and Pedro Roffe 2021. DOI: 10.1093/oso/9780198826743.003.0040

616

Ahmed Abdel-Latif and Pedro Roffe

Concurrently, another movement emerged in the 1970s bringing environmental
concerns to the forefront of public attention. Sustainable development gained international recognition as a global priority in the 1990s. New international regimes
on climate change, biodiversity, and food security were established, and tensions
arose between these regimes and global trade and IP rules.5 In 2015, the UN 2030
Agenda for Sustainable Development was adopted and with it seventeen Sustainable
Development Goals (SDGs).6 The way in which intellectual property rights (IPRs)
contribute to the implementation of the SDGs remains a subject of debate.
This chapter aims to provide an overview of how the interface between IP and
sustainable development has evolved and the current challenges it faces. It is important to note that sustainable development encompasses a broad range of economic, social, and environmental issues and it is thus challenging to address
them all. Within the broad framework of sustainable development, the chapter
focuses on a select number of issues. Bearing this in mind, the chapter begins by
introducing the concept of sustainable development, it examines how IP has been
dealt with in key sustainable development fora followed by how sustainable development has been dealt with in international IP settings. The chapter also points
out some efforts and initiatives seeking to better understand this interface and to
bridge the gap between the realms of sustainable development and IP. A central
feature of the chapter is the consideration of the challenges and opportunities for
the IP system within the sustainable development paradigm and how appropriate
policies might stimulate the positive contributions or attenuate the undesirable
aspects that IPRs can have, in some instances, on such development. The chapter
then concludes with suggestions on areas for future legal research.

II. Sustainable Development and Intellectual Property Rights
In the last decades of the past century, sustainable development emerged as a central concern in the global agenda. The Brundtland report from 1987, Our Common
Future, gave the most widely accepted definition of sustainable development: ‘development that meets the needs of the present without compromising the ability of
future generations to meet their own needs’.7
adopted, at the General Assembly, 45 recommendations (out of the 111 original proposed) presented by
the Provisional Committee on Proposals Related to a WIPO Development Agenda, https://www.wipo.
int/export/sites/www/ip-development/en/agenda/recommendations.pdf.
5 See Henning Grosse Ruse-Khan, The Protection of Intellectual Property in
International Law (2016).
6 UN Sustainable Development Summit, Our World: The 2030 Agenda for Sustainable Development,
UN Doc. A/RES/70/1 (25 September 2015) [hereinafter SDGs].
7 Gro Brundtland, Report of the World Commission on Environment and
Development: Our Common Future (1987).
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The United Nations Conference on Environment and Development (UNCED),
also known as Earth Summit, held in Rio de Janeiro, Brazil, in June 1992, was a
key milestone in the recognition of sustainable development as it translated it
into a series of key declarations, such as Agenda 218 and the Rio Declaration on
Environment and Development,9 as well as several landmark international treaties
including the Convention on Biological Diversity (CBD)10 and the United Nations
Framework Convention on Climate Change (UNFCCC).11 The role of IPRs in the
transfer of environmentally sound technologies proved controversial in the negotiations of these outcomes and in their subsequent implementation.
Today, the 2030 Agenda for Sustainable Development adopted by the UN in
2015 provides a comprehensive framework for the international community to
advance sustainable development through seventeen SDGs. Yet, IP is in general
largely absent from this framework which addresses a wide range of issues in almost every area of human activity.12 However, this absence is not a coincidence. IP
institutions and norms have long struggled to recognize the relevance of sustainable development and to give it concrete and operational significance. Competing
visions about the relationship between the legal framework which promotes creativity and innovation and broader societal norms and policy priorities have been
at play at the national and international levels. The following two sections seek to
chart these competing visions and how they have manifested themselves at the
international level.

III. Intellectual Property Rights in Sustainable
Development Fora
The issue of IPRs has come up recurrently in international discussions on sustainable development in relation to their role in the transfer of green technologies. In
1992, promoting the transfer of environmentally sound technologies (ESTs) to
developing countries was a central concern at the Earth Summit. Chapter 34 of

8

UN Conference on Environment and Development. Agenda 21 Rio de Janerio, Brazil (June 1992).
UN Conference on Environment and Development, Rio Declaration on Environment and
Development, UN Doc. A/CONF.151/26/Rev.1 (Vol. I), annex I (12 August 1992).
10 Convention on Biological Diversity, 5 June 1992, https://treaties.un.org/doc/Treaties/1992/06/
19920605%2008-44%20PM/Ch_XXVII_08p.pdf [hereinafter CBD].
11 UN Framework Convention on Climate Change, 9 May 1992, S. Treaty Doc. No. 102-38, 1771
U.N.T.S. 107.
12 There is one single reference to the TRIPS Agreement in SDGs 3.b: ‘Support the research and
development of vaccines and medicines for the communicable and non-communicable diseases that
primarily affect developing countries, provide access to affordable essential medicines and vaccines,
in accordance with the Doha Declaration on the TRIPS Agreement and Public Health, which affirms
the right of developing countries to use to the full the provisions in the Agreement on Trade-Related
Aspects of Intellectual Property Rights regarding flexibilities to protect public health, and, in particular,
provide access to medicines for all.’ TRIPS Agreement, supra note 2.
9
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Agenda 21 was entirely devoted to the transfer of ESTs and included several provisions on IPRs. These provisions emphasize the need to promote developing countries’ access to technologies that are not covered by patents, or are in the public
domain, as well as access to technologies covered by patents through measures
such as compulsory licensing, i.e. the authorization granted by a government allowing a third party to produce the patented product or process without the consent of the patent owner.
The CBD also addressed the issue of IPRs. Article 16(5) of the CBD states that:
Contracting Parties, recognizing that patents and other intellectual property
rights may have an influence on the implementation of this Convention, shall
cooperate in this regard subject to national legislation and international law in
order to ensure that such rights are supportive of and do not run counter to its
objectives.13

Overall, the references to IPRs in Agenda 21 and in the CBD proved controversial,
and were one of the reasons, why the United States (US) did not ultimately ratify
the CBD..
Over time, the consideration of IPRs as a possible barrier to technology transfer
became even more objectionable to many industrialized countries. The outcome
document of the Rio+20 Conference (2012) only ‘recalls’ the provisions on technology transfer, finance, access to information, and IPRs as agreed ten years earlier
in the Johannesburg Plan of Implementation (2002). The TRIPS Agreement is only
mentioned in the context of access to medicines, but not in relation to the transfer
of green technologies.
In the climate change context, polarized discussion on the role of IPRs in the
transfer of climate change technologies have remained inconclusive,14 despite
agreement at the UNFCCC to create a Technology Mechanism (TM) to enhance
the diffusion of climate change technologies for mitigation and adaptation in
201015 IPRs are absent from the Paris Agreement (2015).16 The reason for such
13 CBD, supra note 10. See also art. 16(2) (stating: ‘In the case of technology subject to patents and
other intellectual property rights, such access and transfer shall be provided on terms which recognize
and are consistent with the adequate and effective protection of intellectual property rights. The application of this paragraph shall be consistent with paragraphs 3, 4 and 5 below.’).
14 Ahmed Abdel-Latif et al., Overcoming the Impasse on Intellectual Property and Climate Change
at UNFCCC: A Way Forward, ICTSD (2011), https://papers.ssrn.com/sol3/papers.cfm?abstract_
id=2121453.
15 See Padmashree Gehl Sampath, John Mugabe & John Barton, Realizing the Potential of the
UNFCCC Technology Mechanism: Perspectives on the Way Forward, ICTSD Programme on
Innovation, Technology and Intellectual Property, ICTSD (2012), https://www.files.ethz.ch/
isn/144458/realizing-the-potential-of-the-unfccc-technology-mechanism.pdf.
16 See Heleen de Coninck & Ambuj Sagar, Technology in the 2015 Paris Climate Agreement and beyond, in Innovation and IP, ICTSD Programme on Innovation, Technology and Intellectual
Property, ICTSD (2015), https://www.tralac.org/images/docs/9128/technology-in-the-2015-
paris-climate-agreement-and-beyond-ictsd-ctober-2015.pdf. See also Matthew Rimmer, The Paris
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a stalemate stems from widely diverging views on the role of IPRs in the development and diffusion of climate technologies. A number of developing countries
have advanced that IPRs can be a barrier to the large-scale diffusion of these technologies and affordable access. On their part, many industrialized countries view
IPRs as an essential incentive for innovation, without which no transfer or diffusion can take place.
As mentioned, IP is also largely absent from the 2030 Agenda for Sustainable
Development which provides a comprehensive framework for the international
community to advance sustainable development.

IV. Sustainable Development in Intellectual Property
Agreements and Fora
Similar to IPR’s presence in international discussions on sustainable development,
sustainable development has also been a topic in international agreements and fora
such as the World Trade Organization (WTO) and the World Intellectual Property
Organization (WIPO), the two key pillars of the international IP system. In recent
years, IP provisions in bilateral and regional free-trade agreements have also become a central part of global IP governance. Sustainable development has been
featured quite extensively in deliberations in these fora and settings which all have
different mandates, and thus approach it from different angles.

A. The Word Trade Organization (WTO)
The WTO is the global trade organization chiefly focused on promoting trade
between nations. The negotiations of the Uruguay Round which led to the establishment of the WTO in 1994, took place during the same time during which sustainable development emerged as a concept in the international arena and achieved
recognition at the Earth Summit. As a result, the Preamble of the Agreement
establishing the WTO makes specific reference to sustainable development as it
mentions that States should allow for the ‘optimal use of the world’s resources in
accordance with the objective of sustainable development’.17 The Doha Ministerial
Declaration of 2001 strongly reaffirms the commitment to the objective of sustainable development, as stated in the Preamble to the 1994 Marrakesh Agreement: ‘We

Agreement: Intellectual Property, Technology Transfer, and Climate Change, in Intellectual Property
and Clean Energy: The Paris Agreement and Climate Justice 33 (Matthew Rimmer ed., 2018).
17 WTO Agreement: Marrakesh Agreement Establishing the World Trade Organization, 15 April
1994, 1867 U.N.T.S. 154, 33 I.L.M. 1144 (1994).
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are convinced that the aims of upholding and safeguarding an open and non-
discriminatory multilateral trading system and acting for the protection of the
environment and the promotion of sustainable development can and must be mutually supportive’.18
Extensive discussions on sustainable development related issues such as public
health, biodiversity, and climate change have taken place at the Council for Trade-
Related Aspects of IP Rights (TRIPS Council) since its establishment. A consensus
was reached on IP and public health with the adoption of the Doha Declaration on
the TRIPS Agreement and Public Health (2001).19 However, discussions in other
areas have remained inconclusive.
This is the case of biodiversity-related issues which were raised at the TRIPS
Council since the late 1990s against a backdrop of international concern regarding
several well-known cases of ‘biopiracy’. Discussions first took place in the context
of the mandated review of art. 27.3(b) of the TRIPS Agreement which deals with
patentability or non-patentability of plant and animal inventions, and the protection of plant varieties. Paragraph 19 of the 2001 Doha Declaration then broadened
them as the TRIPS Council was requested to look at the relationship between the
TRIPS Agreement and the CBD, the protection of traditional knowledge (TK), and
folklore. To address concerns regarding the misappropriation of genetic resources
(GRs) and TK, a number of developing countries, including Brazil and India, submitted several successive proposals for an amendment to the TRIPS Agreement
requiring patent applicants to disclose the country of origin of GRs and associated TK used in the inventions , as evidence of ‘prior informed consent’ and of ‘fair
and equitable’ benefit-sharing (terms used in the CBD). African countries have put
forward more comprehensive proposals for the adoption of instruments for the
protection of TK, GRs, and traditional cultural expressions (TCEs). A number of
developed countries have opposed such proposals on the basis that they consider
them inconsistent with the TRIPS Agreement. These countries have also argued
that the WTO was not the right forum to address these issues which should be
examined at WIPO in the context of the Intergovernmental Committee on IP and
Genetic Resources, Traditional Knowledge and Folklore (IGC) established in 2000.
More recently, India circulated a work programme on the relationship between the
TRIPS Agreement and the CBD at the eleventh session of the WTO Ministerial
Conference held in Buenos Aires in December 2017. It aimed to steer discussions
towards reaching a legally binding outcome, but it was not adopted.20

18 World Trade Organization, Ministerial Declaration of 14 November 2001, WT/MIN(01)/DEC/1,
41 I.L.M 746 (2002).
19 World Trade Organization, Declaration on the TRIPS Agreement and Public Health of 14
November 2001, WT/MIN(01)/DEC/2 (2001).
20 Work programme on the relationship between TRIPS and the Convention on Biological Diversity
(CBD), WT/MIN(17)/57, WTO, https://www.wto.org/english/thewto_e/minist_e/mc11_e/documents_e.htm.
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Climate change has also been discussed at the TRIPS Council. In March 2013,
Ecuador made a Communication to the Council requesting it to reaffirm ‘the existing flexibilities in the TRIPS Agreement so that Members use them in connection with Environmentally Sound Technologies (ESTs), for example through a
declaration addressing flexibilities in the TRIPS Agreement, climate change and
access to ESTs’.21 This proposal draws on the model of the 2001 Doha Declaration
on the TRIPS Agreement and Public Health.22 Other proposals made by Ecuador
include: a review of art. 31 of the TRIPS Agreement on compulsory licensing to
determine which of its provisions may excessively restrict access to and dissemination of ESTs, and an evaluation of art. 33 to establish a special reduction in the
term of protection for a patent—generally established for a minimum of twenty
years—in order to facilitate free access to specific patented ESTs for adaptation
and/or mitigation of the effects of climate change because of urgent need in the
public interest. Many industrialized countries opposed such proposals as they view
IPRs as an essential incentive for innovation. They also pointed to the lack of sufficient evidence that IPRs were a barrier to the transfer of climate change technologies. Ecuador has, in recent years, abandoned this proposal in light of the lack of
support including from other developing countries.
From this short overview, it emerges that, with the important exception of public
health, proposals aiming at advancing other sustainable development dimensions
in the context of the TRIPS Council have not made much progress.

B. The World IP Organization (WIPO)
Contrary to the WTO, the reference to sustainable development and to development more broadly does not feature in the original mandate of the World IP
Organization (WIPO) as per the 1967 Convention that established the new organization which became a specialized UN agency a few years later in 1974. According
to the 1967 Convention, WIPO’s mandate is to focus on ‘promot[ing] the protection of IP throughout the world’. WIPO has traditionally focused more narrowly on
administering and encouraging new international IP treaties and registration systems. As development considerations became more prominent on the international
agenda, developing countries undertook several initiatives to address this. In 2004,
they launched the WIPO Development Agenda initiative with this purpose. The
21 Contribution of Intellectual Property to Facilitating the Transfer of Environmentally Rational
Technology—
Communication from Ecuador, IP/C/W/585, https://docs.wto.org/dol2fe/Pages/FE_
Search/FE_S_S009-DP.aspx?language=E&CatalogueIdList=115118&CurrentCatalogueIdIndex=0&F
ullTextSearch=.
22 See Frederick Abbott, Innovation and Technology Transfer to Address Climate Change: Lessons from
the Global Debate on Intellectual Property and Public Health, ICTSD Programme on Intellectual
Property Rights and Sustainable Development, ICTSD (2009), https://www.files.ethz.ch/isn/
104368/2009_06_innovation_and_technology_transfer.pdf.
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initiative had a long maturation period and difficulties in overcoming resistance
from some governments and traditional IP actors which did not consider development as part of the intrinsic mandate of WIPO. The forerunners of the initiative cited sources such as the United Nations Millennium Development Goals and,
among others, the Johannesburg Declaration on Sustainable Development and the
Plan of Implementation agreed at the World Summit on Sustainable Development
(2020).23 They argued, inter alia, that:
Technological innovation, science and creative activity in general are rightly recognized as important sources of material progress and welfare. However, despite
the important scientific and technological advances and promises of the 20th and
early 21st centuries, in many areas a significant ‘knowledge gap’ as well as a ‘digital
divide’ continue to separate the wealthy nations from the poor.24

In 2007, after a protracted process, forty-five recommendations were adopted
to integrate the development dimension in WIPO’s mandate and activities.
Recommendation 22 provides that ‘WIPO’s norm-setting activities should be
supportive of the development goals agreed within the United Nations system, including those contained in the Millennium Declaration’.25 Although sustainable
development is not mentioned as such in this recommendation, it is alluded to indirectly as it is part of the development goals of the United Nations.
Since the adoption of the SDGs in 2015, there have been extensive discussions
at WIPO’s Committee on Development and IP (CDIP), which monitors the implementation of the WIPO Development Agenda recommendations, about the contribution of IP to the implementation of the SDGs and the role of WIPO in this
context. In these discussions, there have been differences of views among countries on the more restricted or broader competence of WIPO in its contributions
and initiatives around the SDGs. A number of developing countries have expressed
support for a broader WIPO approach regarding the role of IP in the implementation of the SDGs. According to Brazil, for instance, all SDGs, ‘from 1 to 17, are
related to IP, in view of its dissemination and widespread use in contemporary
society’.26
The WIPO Secretariat has emphasized its commitment to the implementation
of the SDGs with special emphasis on those goals that it considers more closely
23 2020 World Development Summit (29 January 2020), https://iwa-network.org/events/world-
sustainable-development-summit-wsds-2020/.
24 Proposal from Argentina and Brazil relating to the establishment of a development agenda for
WIPO, WO/GA/31/11 (2004), https://www.wipo.int/meetings/en/doc_details.jsp?doc_id=31737
25 WIPO General Assembly, The 45 Adopted Recommendations Under the WIPO Development
Agenda (2007), https://www.wipo.int/export/sites/www/ip-development/en/agenda/recommendations.pdf.
26 Brazil, Compilation of Member States inputs on SDGs to WIPO’s work, CDIP/18/4, https://www.
wipo.int/meetings/en/details.jsp?meeting_id=40504.
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related to WIPO’s mandate. The Director General of WIPO, in a recent 2020
Secretariat report, underlined such commitment:
Although no direct reference is made to IP (IP) in the SDGs and its associated targets, WIPO is fully engaged in the implementation of the Agenda 2030, within its
mandate. WIPO continues to support the achievement of the SDGs in many ways
and, in particular, by promoting a balanced and effective IP system that encourages innovation and creativity and supports the flow of knowledge and technical
expertise within and among countries.27

The Secretariat highlights in particular the contribution of the Agency to the implementation of SDG 9 (Build resilient infrastructure, promote inclusive and sustainable industrialization, and foster innovation). According to a 2019 report by
the Director General,28 ‘WIPO’s work enables innovation for the economic, social,
and cultural development of all countries. As such, innovation is key to achieving
the SDGs’.29
The 2020 report submitted to the CDIP provides further detail on the various
activities of the Organization in support of the SDGs.30 This report contains an
exhaustive list of WIPOs programs and activities and their role or potential role
in the implementation of the SDGs. An important number of these activities relates to technical assistance, particularly capacity building in the context of the implementation of WIPO treaties. In addition to SDG 9, SDG 17 (partnerships) and
SDGs 4 (education) and 5 (gender equality) are often mentioned in the various
programs and activities. It is no surprise that SDGs 9 and 17 feature most prominently in these reports. WIPO has also been characterized as an institution that has
engaged actively in partnerships with public and private agents.31
There have been critical views of the way ‘WIPO narrowly interprets its role
in achieving the SDGs primarily in terms of its contributions to SDG 9 and specifically the goal of fostering innovation’.32 Such views point out that this narrow
27 WIPO, WIPO’s contribution to the implementation of the Sustainable Development Goals (SDGs)1
and its associated targets, CDIP/25/6 (2020), https://www.wipo.int/edocs/mdocs/mdocs/en/cdip_25/
cdip_25_6.pdf.
28 WIPO, Innovation Driving Human Progress: WIPO and the Sustainable Development Goals (2019),
https://www.wipo.int/edocs/pubdocs/en/wipo_pub_1061.pdf.
29 ‘It is not only central to SDG 9, but also has a direct impact on SDG 2, SDG 3, SDG 6, SDG 7, SDG
8, SDG 11 and SDG 13. As a policy setting, innovation can assist in achieving SDG 1, SDG 8, SDG 14
and SDG 15. And certain SDGs are relevant to the settings of an innovation policy framework, notably
SDG 5, SDG 8, SDG 10 and SDG 12.’ See World Intellectual Property Organization, WIPO
and the Sustainable Development Goals: Innovation Driving Human Progress (2019).
30 See supra note 27.
31 See The Cambridge Handbook of Public-Private Partnerships, Intellectual Property
Governance, and Sustainable Development (Margaret Chon, Pedro Roffe & Ahmed Abdel-Latif
eds., 2018).
32 See Sara Bannerman, The World Intellectual Property Organization and the Sustainable
Development Agenda, 122 Futures (September 2020) 102586 https://www.sciencedirect.com/science/
article/pii/S0016328720300768?dgcid=author#!
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approach doesn’t sufficiently consider that IP protection can have benefits but also
costs for sustainable development: while IPRs can promote innovation by producing new agricultural, health, and environmental technologies and knowledge,
the ‘IP system as currently constituted may sometimes work counterproductively
to achievement of development, by locking up agricultural innovation, inflating
drug prices, stalling follow-on innovation, rewarding the invention and sale
of polluting technologies, reducing biodiversity, and preventing technology
transfer’.33
Another major area of WIPO’s work which is relevant to sustainable development relates to its work on TK and GRs. Following disagreements among countries on the need to undertake negotiations on these issues at the Patent Law Treaty
(PLT) Diplomatic Conference in 2000, the WIPO IGC was established as a forum
to discuss the IP issues that arise in the context of access to GRs and benefit-sharing
as well as the protection of TK and folklore.
The complex discussions and subsequent negotiations have often needed to
overcome difficulties with respect to the relationship between the work of the IGC
and other processes within WIPO (such as the WIPO Development Agenda and
the Standing Committee on Patents) and with respect to other multilateral processes (e.g. WTO, CBD and its Nagoya Protocol, the United Nations Declaration
on the Rights of Indigenous Peoples, and the United Nations Food and Agriculture
Organization’s (FAO) International Treaty on Plant Genetic Resources for Food
and Agriculture). One important obstacle between demandeurs (mostly developing countries) and the rest of the WIPO constituency has been the gap with
respect to a mere deliberative process and a normative exercise. This was overcome in recent years and the existing mandate of the IGC (2020/2021) is to pursue
discussions with “the objective of finalizing an international legal instrument(s),
without prejudging the nature of outcome(s), relating to IP which will ensure
the balanced and effective protection of GRs, TK and traditional cultural expressions.34 An important added complexity among negotiators relates to the scope of
protection of TK and TCEs in an international instrument and the rights which
would be attached to such protection. In addition, the proposal to include an obligation for patent applicants to disclosure the country of origin of GRs and associated TK used in the inventions, as evidence of ‘prior informed consent’, has been a
major obstacle to reach a common understanding among Member States. A mandatory obligation of this type has been resisted in some quarters as an attempt
to add new patent requirements to those already globally agreed in international

33

Id.
Assemblies of the Member States of WIPO, 59th Series of Meetings, WIPO IGC Mandate 2020/
2021 (30 September–
9 October 2019), https://www.wipo.int/export/sites/www/tk/en/igc/pdf/igc_
mandate_2020-2021.pdf.
34
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agreements (e.g. the TRIPS Agreement).35 Until now, negotiations at the IGC remain unsettled.

IV. Free Trade Agreements, IP, and Sustainable Development
Free Trade Agreements (FTAs) have been an influential factor in adding new layers
of complexities to the IP ecosystem, namely by establishing provisions considered
to go beyond the multilateral commitments particularly those in the TRIPS
Agreement in areas such as health, education, and dissemination of knowledge.36
In this respect, new standards concerning patent protection and data exclusivity
and the enforcement of copyright have been exposed to criticisms for reducing the
flexibilities expressed in the multilateral treaties.37
With respect to sustainable development as such, FTAs pay a formal recognition to the concept, not particularly linked to the chapter dealing with IP. This is
the case, for example, in one of the latest agreements: The Comprehensive and
Progressive Agreement for Trans-Pacific Partnership (CPTPP).38 The CPTPP refers to sustainable development, respectively, in the Preamble39 and the chapter
on development. The Agreement was signed in 2017 by Australia, Brunei, Canada
Chile, Japan, Malaysia, Mexico, New Zealand, Peru, Singapore, and Vietnam.
Chapter 23 of the CPTPP on Development, emphasizes:
The Parties may enhance broad-based economic growth through policies that
take advantage of trade and investment opportunities created by this Agreement
in order to contribute to, among other things, sustainable development and the
reduction of poverty.40

In a number of FTAs, some elements relevant to the IP and sustainable development interface have been introduced. For instance, references to biodiversity and
disclosure requirements have been integrated.
35 See generally Protecting Traditional Knowledge: The WIPO Intergovernmental
Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and
Folklore (Daniel Robinson, Ahmed Abdel-Latif & Pedro Roffe eds., 2017).
36 See UNCTAD-ICTSD, supra note 2.
37 See Current Alliances in International Intellectual Property Lawmaking: The
Emergence and Impact of Mega-Regionals, CEIPI-ICTSD (Pedro Roffe & Xavier Seuba eds.,
2017), http://w ww.ceipi.edu/fileadmin/upload/DUN/CEIPI/Documents/Publications_CEIPI___
ICTSD/CEIPI-ICTSD_no_4.pdf.
38 See Comprehensive and Progressive Agreement for Trans-
Pacific Partnership, Government of
Canada, https://www.international.gc.ca/trade-commerce/trade-agreements-accords-commerciaux/
agr-acc/cptpp-ptpgp/index.aspx?lang=eng [hereinafter CPTPP].
39 Id. Preamble (‘The Parties to this Agreement, resolving to: Promote high levels of environmental protection, including through effective enforcement of environmental laws, and further the aims of sustainable
development, including through mutually supportive trade and environmental policies and practices.’).
40 CPTPP, supra note 38.
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A. Free Trade Agreements and the Treatment of
IP Matters Related to Genetic Resources and
Traditional Knowledge
It is interesting to observe how FTAs have dealt with issues related to GRs and TK,
particularly with the subject of disclosure requirement which remains an outstanding and debatable issue at the multilateral level.41 Not all FTAs entered into
between major trading partners (US, European Union (EU), European Free Trade
Agreement (EFTA)) and developing countries—particularly those that appear as
demandeurs in the WIPO IGC process—follow the same pattern.

B. Free Trade Agreements Negotiated by the United States
The US has negotiated FTAs with a number of developing countries and in most
of those agreements, GRs and TK issues have not featured prominently. However,
in the negotiations with Colombia, Panama, and particularly with Peru, the treatment of GRs and TK became an important subject in the negotiations from the
perspective of the Latin American countries involved. Peru has been a traditional
demandeur on these issues at the multilateral level both in WTO and WIPO.
Genetic resources and TK issues were not finally incorporated in the IP chapters negotiated by the US with these three Latin American countries but were the
subject of side letters where recognition was given to the importance of the subject area.
With the relationship between IP and GRs and TK, the US in its FTAs prevails
in its unswerving position that this is a matter related to patent quality examination and the resort among others to databases or digital libraries containing TK
associated with genetic resources. The latest expression of this position, endorsed
by eleven other countries, is the recently negotiated plurilateral TPP agreement
that the US was an original member before withdrawing from the treaty. Ideally
for the US, the best way to deal with access to GRs and equitable sharing of benefits is through contracts that ‘reflect mutually agreed terms between users and
providers’,42 as reflected in the side letters, signed respectively with Colombia
and Peru.
The joint understanding with Colombia and Peru expressed in the side letters recognized ‘the importance of TK and biodiversity, as well as the potential contribution of TK and biodiversity to cultural, economic, and social
41 See Pedro Roffe, Preferential Trade Agreements and the Protection of Genetic Resources and
Associated Traditional Knowledge, in Protecting Traditional Knowledge: The WIPO
Intergovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore 303 (Daniel Robinson et al. eds., 2017).
42 Id. at 305.
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development’.43 It was underlined in this context—even if the US is not a Party
to the CBD and without mentioning the UN Convention—the importance of
the following two points: (1) informed consent from the appropriate authority
prior to accessing genetic resources under the control of such authority, and
(2) equitably sharing of the benefits arising from the use of GRs and traditional
knowledge.
In line with the US traditional view, the understanding adds that promoting patent quality examination would ensure that the conditions of patentability are satisfied. At the same time, it stresses that ‘access to genetic resources or traditional
knowledge, as well as the equitable sharing of benefits that may result from use of
those resources or that knowledge, can be adequately addressed through contracts
that reflect mutually agreed terms between users and providers’.44
Notably, the different approach followed in the case of the US–Panama FTA
where a side letter is also attached to the Agreement brings an interesting element
to research. The side letter recognizes the importance of TK and folklore and to
that effect, the Parties ‘will seek to work together in consulting on issues and positions in the World IP Organization Intergovernmental Committee on Intellectual
Property and Genetic Resources, Traditional Knowledge, and Folklore in addressing matters related to traditional knowledge and folklore’.45

C. Free Trade Agreements Negotiated by the European Union
The EU46 has been aligning its policies towards third countries with respect to
trade agreements and their relationship with IP. In earlier agreements negotiated
contemporaneously with the TRIPS Agreement, the main objective was to demand
trading partners to act in ‘conformity with the highest international standards’, IP
standards, and adherence to a number of international treaties administered by
WIPO. In most recent years, following the new EU strategy towards third countries, a more aggressive agenda on IP enforcement has prevailed, that in many
respects, resembles the US agenda. In the case of GRs and TK, however, a more
sympathetic approach to the concerns of trading partners from developing countries appears to some extent to emerge.
43

Roffe, supra note 41.
See, e.g., Understanding Regarding Biodiversity and Traditional Knowledge (12 April 2006), https://
tcc.export.gov/static/PeruTPA_biodiverTKunderstandin.pdf.
45 Letter from The Hon. Susan C. Schwab, US Trade Rep., Washington, D.C., to The Hon., Alejandro
Ferrer, Minister of Com. and Industry, Republic of Panama (28 June 2007), https://tcc.export.gov/
Trade_Agreements/All_Trade_Agreements/panamatpa/Letter%20on%20Traditional%20Knowledge.
pdf.
46 See Henning Grosse Ruse-Khan, Sustainable Development In International Intellectual Property
Law: New Approaches From EU Economic Partnership Agreements?, ICTSD Programme on IPRs and
Sustainable Development, ICTSD (2010), https://www.files.ethz.ch/isn/139126/henning_sd_ip_
epa.pdf.
44
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For example, the CARIFORUM–EU FTA, which was the first one of many new
generations of trade agreements negotiated by the EU with third countries, acknowledges the need to take into account national approaches of the trading partners with respect to the defensive protection of traditional knowledge.
The CARIFORUM Agreement begins by stating in art. 150 that ‘subject to their
domestic legislation’ signatory Parties ‘respect, preserve and maintain knowledge,
innovations, and practices of indigenous and local communities embodying traditional lifestyles relevant for the conservation and sustainable use of biological diversity and promote their wider application with the involvement and approval of
the holders of such knowledge, innovations and practices and encourage the equitable sharing of the benefits arising from the utilization of such knowledge, innovations and practices’.47
In this context, the Agreement recognizes the importance of adopting
measures—subject to national legislation—to preserve such TK and that patent
provisions in the Agreement and the CBD shall be implemented in a mutually supportive way.
In a more categorical way, CARIFORUM acknowledges that Parties may demand in patent applications using biological material ‘as a necessary aspect of the
invention’, the disclosure or identification of the sources of the biological material
used in the invention and described in the patent application.
With respect to the evolution of international norms in this area, the parties agree
to work towards the ‘development of internationally agreed sui generis models
for the legal protection of traditional knowledge’ and to regularly exchange views
and co-operation in the framework of WIPO’s Intergovernmental Committee on
Genetic Resources, Traditional Knowledge and Folklore. Similar co-operation
should prevail in the case of WTO ‘on the issues related to the relationship between
the TRIPS Agreement and the Convention on Biological Diversity, the protection
of traditional knowledge and folklore’.48
As in CARIFORUM, subsequent FTAs negotiated with Peru, Colombia, and
more recently with Ecuador, provide the link with the CBD on fair and equitable
benefit sharing in relation to IPRs arising from the use of GRs and associated traditional knowledge. They also recognize, for the sake of transparency, the usefulness
of the disclosure requirement of the origin or source of GRs and associated TK
in patent applications. More explicit than in the case of CARIFORUM, the latest
agreements provide that with respect to the effects of non-disclosure, this should
be subject to domestic law.
The EU also signed in 2012 a trade agreement with Central American countries, that contrary to the previous ones, dealt with GRs and TK in the introductory
47 Economic Partnership Agreement between the CARIFORUM States and the European
Community 30/10/2008 (L 289).
48 Id.
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provisions of the IP chapter (nature and scope of obligations). In a brief statement,
the EU reiterated the recognition of the States sovereign right over natural resources and access to their GRs in accordance with the CBD . To this end, nothing
should prevent Parties from ‘adopting or maintaining measures to promote the
conservation of biological diversity, the sustainable utilization of its components
and the fair and equitable participation in the benefits arising from the utilization
of genetic resources’.49

D. Free Trade Agreements Negotiated by the European Free
Trade Association (EFTA)
The EFTA50 has concluded close to thirty free trade agreements with a range of
countries including a good number of developing countries. These agreements include provisions dealing with IP but only in most recent agreements negotiated
after 2010 can one detect provisions dealing directly with GRs and TK. EFTA has,
in general, followed the approach taken by the EU in their recent trade agreements,
as discussed above. For example, in the cases of the FTAs with Colombia and with
Peru, it has taken a similar approach as the EU.
In recent years (2013–2015), EFTA negotiated a Preferential Trade Agreement
(PTA) with Central American States (Costa Rica, Guatemala, and Panama).51
The agreement, following an older model, includes provisions on IP in an Annex
(XIX).52 It reaffirms the sovereign rights over natural resources and recognizes
the rights and obligations under ‘the Convention on Biological Diversity with respect to access to genetic resources and to the fair and equitable sharing of benefits
arising out of the utilization of these genetic resources’.53
The conditions of access and benefit-sharing are subject to the principles and
legal framework of ‘the relevant domestic legislation, international provisions
and instruments’.54 The Parties acknowledge the importance and value of knowledge, innovations, and practices of indigenous and local communities, and their
past, present, and future contributions to the conservation and sustainable use of
biological and genetic resources. The FTA is not, however, specific on measures
that could be adopted to protect biodiversity but reiterates the commitment, in
49 Agreement Establishing an Association Between the European Union and its Member States, on
the one hand and Central America on the Other, 2012 O.J. (L 346).
50 The European Free Trade Association (EFTA) is the intergovernmental organisation of Iceland,
Liechtenstein, Norway, and Switzerland.
51 Free Trade Agreement Between the EFTA States and The Central American States (24 June 2013),
https://w ww.efta.int/media/documents/legal-texts/f ree-t rade-relations/central-america/EFTA-
Central-America-free-trade-agreement.pdf.
52 Id. at Annex XIX Referred to in art. 6.1 ‘Intellectual Property Rights’.
53 Id. at art. 9.
54 Id.
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accordance with domestic law, ‘to respect, preserve and maintain knowledge, innovations and practices of indigenous and local communities’.55

E. The Comprehensive and Progressive Agreement
for Trans-Pacific Partnership
At a plurilateral level, the CPTPP suggests some aspirational orientations to the
Parties to ‘endeavour to co-operate through their respective agencies responsible
for intellectual property, or other relevant institutions, to enhance the understanding of issues connected with traditional knowledge associated with genetic
resources, and genetic resources’.56 In a less ambiguous way, it emphasizes, in line
with the US position as reflected in the side letters signed with Latin American
countries, the need to improve the quality of patent examination by taking into
consideration the determination of prior art of relevant publicly available documented information related to TK associated with genetic resources. Emphasis is
placed on ‘documented information’. Related to improving the quality of patent
examination, the CPTPP prescribes at art. 18.16:
i. an opportunity for third parties to cite, in writing, to the competent examining authority prior art disclosures that may have a bearing on patentability,
including prior art disclosures related to traditional knowledge associated
with genetic resources;
ii. if applicable and appropriate, the use of databases or digital libraries containing traditional knowledge associated with genetic resources; and
iii. co-operation in the training of patent examiners in the examination of patent applications related to traditional knowledge associated with genetic
resources.57

V. Initiatives and Contributions to Bridge Gaps
Between IP and Sustainable Development
Beyond the stalemate at the multilateral level, there has been a range of initiatives
seeking to bridge the gap between IP and sustainable development which have emanated from different actors (including countries, civil society, and IP institutions).
While, these initiatives vary considerably in their objectives, form, and nature, they
55

Id.
Comprehensive and Progressive Agreement for Trans-Pacific Partnership, Austl.-Brunei-Can.-
Chile-Japan-Malay.-Mex.-N.Z.-Peru-Sing.-Viet. 30 December 2018, https://www.dfat.gov.au/sites/
default/files/tpp-11-treaty-text.pdf.
57 Id.
56
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reflect to the least a recognition of the need to address sustainable development
concerns in the IP system, in a similar vein as some of the biodiversity-related provisions we have seen in the IP chapters of free trade agreements. Some indicative
examples are highlighted in this section.

A. Switzerland
Some countries have sought to achieve greater coherence and synergies between
IP and sustainable development in national policy-making and international negotiations. Switzerland is an interesting example of such an approach. In 2009,
the Swiss Federal Institute of Intellectual Property (IPI) established a Sustainable
Development Unit in recognition of the expanding involvement in international
environmental discussions at CBD, WIPO, FAO, and WTO on issues such as biodiversity, TK, food security, and climate change.
The Unit was created to ensure that the principles of sustainable development
are incorporated into appropriate, effective IP protection, which is the goal of the
IPI at national and international level. Such protection ‘should not only ensure economic viability but, even more, include the two other goals of sustainable development to an equal extent: environmental responsibility and social solidarity’. It was
the first time that a national IP office had sustainable development featured in such
a way in its institutional structure. It is also worthwhile noting that the Swiss positions at the international level evolved on some of these issues. Initially, opposed
to the introduction of a biodiversity-related disclosure requirement in patent applications, Switzerland changed its position in 2003 by proposing the introduction of such requirement at WIPO in the context of the regulations of the Patent
Co-operation Treaty (PCT)58 so domestic laws may ask inventors to disclose the
‘source’ of GRs and TK when they apply for patents.

B. The International Centre for Trade and Sustainable
Development (ICTSD)
The International Centre for Trade and Sustainable Development (ICTSD) is
an example of a non-governmental actor which has had an important impact in
advancing the IP and sustainable development debate at the international level.
The ICTSD was established in the aftermath of the Earth Summit in 1995 with

58 See Georges Bauer, Cyrill M. Berger & Martin Girsberger, Disclosure Requirements: Switzerland’s
Perspective, in Protecting Traditional Knowledge: The WIPO Intergovernmental
Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and
Folklore 244 (Daniel Robinson et al. eds., 2017).
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the goal of advancing sustainable development through trade-related policy-
making. From the very beginning, it included in its work program the role of IP
in relation to sustainable development. The work carried out by the ICTSD in
partnership with several institutions, namely the United Nations Conference on
Trade and Development (UNCTAD), particularly from 2001 to 2018, identified
both cross-cutting issues and social and economic issues where IP was particularly relevant. Among the former, salient subject areas of its work was fostering
balanced IP regimes to promote innovation and creativity in developing countries; the role of new technologies (biotech and ICT) and transfer of technology
in general. Among the social and economic issues, the work carried out focused
on health, food, agriculture and biodiversity; TK and folklore; and access to
knowledge, educational, technical, and scientific information as well as climate
change, as discussed below.
The ICTSD was one of the first institutions to flesh out the linkages between IP
and sustainable development. It was a facilitator and knowledge hub working towards operationalizing sustainable development in global negotiations on innovation and IPRs while also empowering developing countries to design innovation
and IP policies supportive of their development objectives. The outcome of this
work, including dialogues and a long list of policy-oriented studies and reports,
mentioned throughout this chapter, constitutes a good example of efforts to advance sustainable development in the IP system.
The work was carried out principally through dialogues mainly in Geneva. The
most significant and lasting contribution that guided its work on IP and sustainable development, however, was the publication of a series of books, discussion papers, and studies, ranging from general topics59 to specific ones such as the transfer
of technology60, health, nutrition, GRs and TK and more broadly the impact of
the TRIPS Agreement on developing countries.61 The ICTSD’s salient contribution in this area was the interdisciplinary and evidence-based approach to IPRs
rather than the traditional one of considering IP only from a narrow legal perspective. This pioneering approach found echo later in initiatives such as the WIPO
Development Agenda and its implementation process. It was also reflected in some
59 ICTSD-UNCTAD, Intellectual Property Rights: Implications for Development, Intellectual
Property Rights and Sustainable Development (2003), https://unctad.org/en/
PublicationsLibrary/Ictsd2003d1_en.pdf.
60 Keith E. Maskus, Encouraging International Technology Transfer, in UNCTAD-ICTSD Project
on IPRs and Sustainable Development, UNCTAD-
ICTSD (2004), https://unctad.org/en/
PublicationsLibrary/ictsd2004ipd7_en.pdf; John Barton, New Trends in Technology Transfer,
Implications for National and International Policy, ICTSD (2007); Keith E. Maskus & Ruth
L. Okediji, Intellectual Property Rights and International Technology Transfer to Address Climate
Change: Risks, Opportunities and Policy Options, ICTSD Programme on IPRs and Sustainable
Development, ICTSD (2007), http://re.indiaenvironmentportal.org.in/files/ipr%20technology%20
transfer.pdf.
61 See UNCTAD-ICTSD, supra note 2.
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concrete measures taken by the WIPO Secretariat such as the creation in 2009, for
the first time, of an economic division headed by a Chief Economist to broaden the
scopes of the Organization’s work beyond the traditional legal focus as well as the
establishment of a Global Challenges Division around the same time to address
issues such as climate change, biodiversity, and food security. A number of ICTSD
publications are referred to across this chapter.
An important example of the type of work carried out by the ICTSD relates to
the debate on IP and climate change. In 2007, ICTSD published one of the first
studies to examine the available empirical evidence on whether IPRs were a barrier to the diffusion of clean energy technologies to developing countries. The
study by John Barton, Intellectual Property and Access to Clean Energy Technologies
in Developing Countries, is widely referenced.62 Building on the initial findings of
this study, ICTSD then partnered with the European Patent Office (EPO) and the
United Nations Environment Programme (UNEP) in a ground-breaking collaboration to carry out a large-scale mapping of IPRs in climate mitigation technologies.63 It was the first time that the EPO concluded a co-operation agreement with
an NGO on this occasion. The final report, Patents and Clean Energy: Bridging the
Gap Between Evidence and Policy, proved an important input into the UNFCCC
process on technology transfer by presenting evidence that could better inform
discussions on IPRs and climate change.64 This project resulted in the development of the Y02 classification scheme by the EPO covering climate-change mitigation technologies and the Y04S scheme for smart grids,65 followed by other
platforms such as INSPIRE of the International Renewable Energy Agency
(IRENA) which provides up-to-date information on standards and patents in
renewable energy (also developed in collaboration the EPO).66 These classifications schemes aim to facilitate access to patent information for these technologies,
particularly for non-patent experts. Drawing on lessons of the health and IP discussions, important contributions were also made regarding that experience in

62 See John Barton, Intellectual Property and Access to Clean Energy Technologies in Developing
Countries, ICTSD (2007).
63 See Konstantinos Karachalios, Ahmed Abdel Latif & Benjamin Simmons, UNEP-EPO-ICTSD
Patents and Clean Energy, in Green Innovation and IPRs Management (Andree Kirchner & Iris
Kirchner-Freis eds., 2013).
64 UNEP, EPO & ICTSD, Patents and Clean Energy: Bridging the Gap Between Evidence and Policy
(2010), https://unep.ch/etb/events/UNEP%20EPO%20ICTSD%20Event%2030%20Sept%202010%20
Brussels/Brochure_EN_ganz.pdf. For more critical views about the study, see Matthew Rimmer,
Intellectual Property and Climate Change: Inventing Clean Technologies 179–85 (2011).
65 See Stefano Angelucci, F. Javier Hurtado-
Albir & Alessia Volpe, Supporting Global Initiatives
on Climate Change: The EPO’s ‘Y02–Y04S’ tagging scheme, 54 World Patent Information S85–92
(Supplement, September 2018).
66 Platform on Patent Data and Technical Standards Information For Renewable Energy,
International Standards and Patents in Renewable Energy (INSPIRE), http://inspire.irena.
org/Pages/home.aspx.
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relation to deliberations on climate change and how comparable these two sectors
could be.67

C. Intellectual Property Institutions
Intellectual property institutions have also sought to address some sustainable
development issues, particularly the pressing need to accelerate the diffusion of
green technologies, through a number of practical solutions, measures, and tools.
An example is the fast-tracking of green patent applications which were adopted
by several patent offices. ICTSD undertook the first empirical assessment of these
schemes and their impact on innovation and dissemination of green technologies.68
Another example is WIPO Green which was launched by WIPO in 2013 with
the objective ‘to support global efforts to address climate change by connecting
providers and seekers of environmentally friendly technologies’.69 WIPO Green
consists primarily of a freely accessible online database and a network. The database offers a broad listing of green technology products, services, and IP assets, and
also allows individuals and companies to list green technology needs. Information
available on its website mentions that WIPO Green has more than 1,500 registered
users, 3,800 listed technologies, needs and experts, more than 100 partners, and
that more than 700 connections were made via its databases, events, and projects.
However, it has been also pointed out that ‘the extent to which such matchmaking
activities and connections translate into real transactions contributing to technology diffusion requires further examination and deepening’.70
All the above-mentioned initiatives and measures, including the EPO’s Y02 classification scheme, are signals of international and regional IP institutions trying to
be more responsive to demands for a greater diffusion of green technologies that
have emerged in sustainable development and climate changes discussions. At the
same time, it is clear that such initiatives and tools generally operate within the
established logic, rules, and modus operandi of the IP system and do not resolve
the broader issues raised in the policy debate on IP and sustainable development,
including the possibility that, in some cases, IPRs might hinder the achievement of
sustainable development objectives.
67

See Abbott, supra note 22.
Antoine Dechezleprêtre, Fast-tracking Green Patent Applications: An Empirical Analysis, ICTSD
Programme on Innovation, Technology and Intellectual Property, ICTSD (2013), https://
www.files.ethz.ch/isn/161230/fast-tracking-green-patent-applications-an-empirical-analysis.pdf.
69 See WIPO GREEN—The Marketplace for Sustainable Technology, WIPO-GREEN https://www3.
wipo.int/wipogreen/en/.
70 For more in-depth analysis overview of WIPO Green see Ahmed Abdel-Latif, The Rise of Public-
Private Partnerships in Green Technologies and Intellectual Property Rights, in The Cambridge
Handbook on Public-
Private Partnership, Intellectual Property Governance, and
Sustainable Development 223 (Margaret Chon et al. eds., 2018).
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VI. Sustainable Development Issues for Future
Legal Research
The above overview of the interface between IP and sustainable development
shows that there are several issues which call for further legal research and examination, bearing in mind that such legal matters cannot be approached in isolation
from the broader policy discussions on IP and sustainable development
First, the relationship, at the international level, between the legal regimes governing IP and those governing sustainable development in relation to issues such
as biodiversity and climate change, has remained unsettled. The standard diplomatic wording that is used to describe the relationship between these regimes is
that they should be ‘mutual supportive’. However, what does ‘mutual supportiveness’ exactly entail in practice remains subject to different legal interpretations and
views.71 In the case of biodiversity, it means, for some, that global IP rules should
be made consistent with CBD obligations, including by introducing changes to
these rules such as the disclosure of origin/source requirement in patent applications. For others, it means, to the contrary, that global biodiversity rules should be
respectful of IPRs and that any problems should be solved in the context of contracts, access and benefit-sharing regimes, and domestic legislation.
This debate is not static, and its dynamics evolve. While there is a stalemate on
these issues at the multilateral level, we have seen, for instance, that IP chapters in
FTAs concluded by the EU with CARIFORUM and some Latin American countries include references to the disclosure of origin/source of biological materials
in patent applications. International developments on these matters are also influenced by domestic developments and jurisprudence. There is still a need for a
better understanding of these complex dynamics and researchers can make an important contribution by helping to address these tensions between legal regimes.72
At the same time, it should be noted that the problems arising at the interface between the IP and sustainable development regimes are not unique to it. For a long
time, IP was a self-contained area of international law that had limited interaction
with other regimes in areas such as human rights, competition, investment, etc.
However, the globalization and unprecedented expansion of IP rules have brought
them to interact more closely with other regimes resulting in multiple tensions.73
Second, beyond the systemic issues facing the relationship between legal regimes, there are several areas of sustainable development where the role of IPRs
continues to raise questions and to be debated. A few are highlighted here.
71 There have been efforts to better understand this term. See Laurence Boisson de Chazournes
& Makane Mbengue, A ‘Footnote as a Principle’: Mutual Supportiveness and Its Relevance in an Era
of Fragmentation, in Coexistence, Cooperation and Solidarity: Liber Amicorum Rüdiger
Wolfrum 1615–38 (Holger P. Hestermeyer et al. eds., 2011).
72 See Grosse Ruse-Khan, supra note 5 (showing an important effort in this direction).
73 Id.
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For instance, the formulation of norms in the context of the IP system on biodiversity and the protection of TK continues to be elusive, as reflected in the fact
that the deliberations of the WTO TRIPS Council and of the WIPO IGC have
remained inconclusive after more than twenty years. For some developed countries, TK can be effectively protected using existing IPRs (such as trademarks, geographical indications, etc.) and tools such as databases, and community protocols,
without the need to bring any changes to the existing IP rules. For many developing countries, the unique nature of TK existing in communities or Indigenous
peoples requires the establishment of a new sui generis protection regime within
the IP system that caters to its specific characteristics. However, when discussing
the nature of such regime, as it has been the case for several years at the WIPO IGC,
many disagreements persist on the type of economic exclusive rights that should
be attached to such protection, and the relationship with the public domain to
mention a few salient issues. These are complex issues and there are still pending
legal questions that require further examination regarding the way such new rules
would be implemented and how they would interact with existing IP rules.74 In
the meantime, the misappropriation of TK and GRs, which gave rise to all these
discussions and processes, remains an issue of concern for many countries,(the
patenting of the Ethiopian teff grain being a recent example),75 and this despite efforts by legal systems and patent offices to address them including, through greater
use of TK databases to assist patent examiners in carrying out prior art searches.
Beyond biodiversity, there are other examples where sustainable development
issues are raising interesting legal IP questions. This is the case, for instance, of
recycling and repairing goods to promote a circular company as well as more sustainable consumption and production patterns (SDG 12). A right-to-repair movement has emerged in recent years, championing citizens right to repair their own
gadgetry. Fair Repair bills legislation is being considered in several States in the
US. Arguments have been made that IP law should accommodate such consumers’
rights to repair their products. On the other hand, opponents of the right-to-repair,
specifically original equipment manufacturers (OEMs), argue that their IP could
be infringed. This is an ongoing and inconclusive debate that also raises interesting
questions in terms of IP law and how it responds to sustainability concerns, and the
growing momentum around them.76
In the green technologies space, some private sector companies have sought to
approach IPRs and innovation in an unconventional manner through innovative
licensing schemes and open-source initiatives to accelerate technology diffusion.
One example is the Eco-Patent Commons, an online collection of environmentally
74

See Robinson, Abdel-Latif & Roffe, supra note 35.
Jan P. Wilhelm, Ethiopian Teff: The Fight Against Biopiracy, DW (21 January 2020), https://www.
dw.com/en/ethiopian-teff-the-fight-against-biopiracy/a-52085081.
76 See Leah C. Grinvald & Ofer Tur-
Sinai, Intellectual Property Law and the Right to Repair, 88
Fordham L. Rev. 63 (2019).
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beneficial patents pledged by the member companies for free use by anyone. Since
its launch in 2008, about 100 patents have been pledged by 11 companies: Bosch,
Dow, Fuji-Xerox, HP, IBM, Nokia, Pitney Bowes, Ricoh, Sony, Taisei, and Xerox.
Another example, the Greenxchange platform, launched in 2010 by Nike along
with nine other organizations, is a web-based marketplace where companies can
collaborate and share IP using Creative Commons’ licensing approach with the
aim to foster new sustainability business models and innovation. However, the uptake of both initiatives appears to be limited.77 A more recent example comes from
Tesla, the well-known electric vehicle manufacturer. In 2014, Tesla’s founder, Elon
Musk announced that ‘Tesla will not initiate patent lawsuits against anyone who,
in good faith, wants to use our technology’ indicating that the company will apply
an open-source philosophy to its patents.78 This announcement and its practical
effects have been much debated. However, it is interesting to note that it came from
an innovative company that is at the forefront of green technologies in electric mobility and it illustrates how some entrepreneurs are spearheading creative initiatives which are challenging more orthodox approaches to IP management. There
are other examples of such initiatives in green innovation which also raise interesting questions in terms of IP law.79
Finally, another important area of sustainable development where questions remain on the impact of IPRs relates to agriculture and food security. On one hand,
there are views which argue that the use of trademarks and geographical indications (GIs) can help rural communities increase revenues and livelihoods and thus
contribute to agricultural development. The example of Ethiopia’s use of trademarks to protect its heritage coffee is pointed out as well as numerous experiences
with the development of geographical indications traditionally in Europe but increasingly in many developing countries.80 At the same time, there are other views
pointing to more limited benefits and to risks in terms of biodiversity erosion (for
instance, the intensive farming of the agave plant in Mexico for the production of
the tequila, a Mexican geographical indication, have resulted in biodiversity erosion).81 Beyond trademarks and GIs, the impact of the patenting of plant varieties
and seeds as well as the sui generis protection of plant varieties through a UPOV
(1991)-style regimes on sustainable agriculture remains much debated. While
some argue that they have increased agricultural productivity and helped increase
77

See Abdel-Latif, supra note 70, at 223.
Elon Musk, All Our Patent Are Belong to You, Tesla (12 June 2014), https://www.tesla.com/blog/
all-our-patent-are-belong-you.
79 See, e.g., Green Innovation and IPRs Management (Andree Kirchner & Iris Kirchner-Freis
eds., 2013).
80 See Geographical Indications at the Crossroads of Trade, Development, and Culture
(Irene Calboli & Wee Loon Ng-Loy eds., 2017).
81 Mentioned in Dev S. Gangjee, Spanish Champagne: An Unfair Competition Approach to GI protection, in Intellectual Property at the Edge, The Contested Contours of IP 105–29 (Rochelle
Cooper Dreyfuss & Jane C. Ginsburg eds., 2014).
78

638

Ahmed Abdel-Latif and Pedro Roffe

food production to the benefit of consumers, others point to increased monopolies
and the negative impacts on small farmers, which are the backbone of food production systems in many developing countries.
This is still an ongoing debate. From the perspective of legal research, it is important to note, for instance, that GIs are anchored in legal regimes that were developed mainly in Europe over many centuries. Transplanting such regimes in
developing countries and adapting them to their conditions is no easy task. How
to do this is also an area that deserves further attention. Finally, while there has
been much analysis on flexibilities in IPRs and in the TRIPS Agreement for public
health, there has been relatively less analysis on flexibilities for agriculture and
food security, a subject that requires deeper examination particularly at a time
when some FTAs may entail for developing countries to forego such flexibilities
and adopt IP regimes that are more stringent than those required to support national agricultural development.82

VII. Conclusion
Over the past thirty years, sustainable development has imposed itself as a key
priority in the global agenda, and IP regimes have come to interact with it more
closely. This has resulted in the emergence of a whole new range of policy and legal
issues that the IP system is still grappling with such as the protection of GRs and
TK, the means to accelerate the diffusion of green technologies, the right to repair, and the uses of IPRs in agriculture. While there have been extensive multilateral discussions on some of these issues, they have not, in general, resulted in
changes to existing international IP rules or the creation of new ones to accommodate some of these concerns (with the notable exception of public health and access to medicines which is of significant importance in the context of the response
to the COVID-19 crisis). FTAs have provided a venue for demandeur countries
to advance some of these concerns to a limited extent, and they are ultimately no
substitute for legally binding universally agreed solutions. Some IP institutions
have increasingly acknowledged sustainable development in their discourse and
have tried to address it through practical tools and measures, but these essentially
operate within the tenets of the existing IP system. With the ever growing awareness and push to preserve the planet’s biodiversity and to tackle climate change,
the importance of sustainable development will continue to increase as a policy
priority. Although IPRs are largely absent from the SDGs framework, the drive to
implement the United Nations 2030 Agenda for Sustainable Development can still
82 See Carlos Correa, TRIPS-Related Patent Flexibilities and Food Security: Options for Developing
Countries, QUNO-ICTSD (2012), https://quno.org/sites/default/files/resources/ENGLISH_TRIPS-
Related%20Patent%20Flexibilities%20and%20Food%20Security_CORREA.pdf.
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provide a space for a broader debate on the relevance of IPRs in this process. For
such debate to be fruitful , it needs to be inclusive of a diversity of views and stakeholders to address the role of IPRs in sustainable development both in terms of
promoting innovation, providing access to the fruits of such innovation, and addressing challenges that can arise in the access context. Such an inclusive dialogue
could help foster a broader approach to IP in the sustainable development context. Legal scholarship can make an important contribution by seeking to provide
greater clarity and solutions to some of the pending and unresolved legal issues at
this interface. In the meantime, creative approaches and initiatives in the IP and
sustainable development space are more likely to come from creative businesses
and social entrepreneurs who are not glued to more traditional and narrow conceptions of IP.

40

A ‘Human Development’ Approach
to Intellectual Property Law
J. Janewa Osei-Tutu

I. Introduction
This chapter addresses the relationship between theories related to human development, as defined by the United Nations to include economic, cultural, and social factors such as health and education, and intellectual property (IP) research.
IP rights, while not typically viewed as tools for human development, are ubiquitous and impactful. Although the average person is not likely to be particularly
cognizant of IP when she relies on trademarks in her purchasing decisions, enjoys
copyrighted works, or uses patented products, these IP rights have implications
for daily life. For instance, IP rights affect many of our daily activities, such as our
ability to access and share digital content, as well as our ability to have confidence
in the authenticity of cultural or medicinal products.1
The main forms of IP protection are patents, trademarks, and copyrights.
Patents protect innovations that are new, useful, and non-obvious for a period
of twenty years from the date the patent application is filed.2 This time-limited
period of exclusivity provides an incentive for the innovator and allows the patent holder to recover costs that were invested in researching and developing the
product. Trademarks are commercial indicators of source that allow consumers to
distinguish products in the marketplace and to expect certain qualities from their
favourite brands. These marks can last indefinitely, provided they continue to be
used as source identifiers.3 Copyright laws protect independently created literary
and artistic works, such as films, music, and books. In general, the term of protection is for the life of the creator plus a minimum of fifty years.4
1 Irene Calboli, Geographical Indications between Trade, Development, Culture, and
Marketing: Framing a Fair(er) System of Protection in the Global Economy?, in Geographical
Indications at the Crossroad of Trade, Development and Culture: Focus on Asia-Pacific
(Irene Calboli & Wee Loon Ng-Loy eds., 2017).
2 TRIPS: Agreement on Trade-
Related Aspects of Intellectual Property Rights, 15 April 1994,
Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33
I.L.M. 1197 (1994) [hereinafter TRIPS Agreement], arts. 27, 28, 33.
3 Id. arts. 15–19.
4 Berne Convention for the Protection of Literary and Artistic Works, arts. 2, 3, 5, 7, 9 September
1886, as revised at Paris 24 July 1971 and amended in 1979, S. Treaty Doc. No. 99-27 (1986).
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There are social and cultural impacts to IP rights, which, while they may be acknowledged, tend to be overshadowed by economic considerations. This is partly
due to the way the IP narrative has been framed. Methods for assessing IP’s contribution to society tend to relegate these important social effects of IP policy to the
periphery. A human development model departs from traditional approaches to IP
because it encompasses societal factors, such as health and education. Drawing on
the development literature, some IP commentators and scholars have underscored
the need to evaluate IP law and policy in light of its broader impact on society.5 As
this chapter will discuss, a human development approach to IP incorporates concepts from scholars, such as Amartya Sen and Martha Nussbaum, who propose a
capabilities approach to development to expand the analysis of IP beyond its utilitarian economic focus.
Internationally, a human development approach aligns with the stated objectives of the World Trade Organization (WTO),6 the World Intellectual Property
Organization (WIPO) Development Agenda,7 and it is supported by the United
Nations (UN) Sustainable Development Goals.8 These institutions have all recognized the significance of development to international IP. The 2007 WIPO
Development Agenda made several recommendations relating to IP and development, including the need to consider broader societal concerns.9 It established a
Committee on Development and IP to implement the recommendations and to
discuss IP-related development issues.10 In the 2001 Declaration on the TRIPS
Agreement and Public Health, WTO Member States clarified that IP rights should
not interfere with public health.11 In addition, the UN Sustainable Development
Goals implicate IP to the extent that one of the development goals is to ‘promote
sustainable industrialization and foster innovation.’ 12
A human development approach to IP aligns quite well with the idea that IP laws
should contribute to society. For example, the United States (US) ‘Progress Clause’
empowers Congress to enact patent and copyright laws to ‘promote the progress

5 See generally Susan Isiko Strba, International Copyright Law and Access to Education
in Developing Countries: Exploring Multilateral Legal and Quasi-Legal Solutions (2012).
6 Marrakesh Agreement Establishing the World Trade Organization, Annex 1A, The
Legal Texts: The Results of the Uruguay Round of Multilateral Trade Negotiations 17
(1999), 1867 U.N.T.S. 187, 33 I.L.M. 1153 (1994) pmbl.
7 Proposal by Argentina and Brazil for a Development Agenda for WIPO, WA/GA/31/11
(4 October 2004). See Development Agenda, https://www.wipo.int/ip-development/en/agenda/background.html
8 See Sustainable Development Goals, UN Development Programme, http://www.undp.org/content/undp/en/home/sdgoverview/post-2015-development-agenda.html [hereinafter ‘UN SDGs’].
9 Development Agenda for WIPO, World Intellectual Property Organization, http://www.
wipo.int/ip-development/en/agenda/.
10 Id.
11 Declaration on TRIPS Agreement and Public Health, 14 November 2001, WT/MIN(01)/DEC/2 ¶ 4.
12 Goal 9: Build Resilient Infrastructure, Promote Sustainable Industrialization, and Foster
Innovation, U.N. Sustainable Development Goals, http://www.un.org/sustainabledevelopment/
infrastructure-industrialization/ (last visited 10 July 2018).
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of Science and the Useful Arts’.13 Other constitutional provisions that mention IP,
such as the Kenyan Constitution, do not expressly mention progress or development. However, under the Kenyan Constitution, the government ‘shall promote
and protect’ the IP rights of the Kenyan people, as well as IP arising from indigenous knowledge and of ‘the communities’.14 This language reflects the intention
that the IP laws of Kenya should benefit the Kenyan people as individuals and as
communities. As is implicit from both the US and Kenyan constitutional examples,
human progress is a core goal of IP laws.

II. What is ‘Human Development?’
Before elaborating on the relationship between human development and IP, it is
necessary to define the term ‘human development’.
There is no universal agreement on the precise scope and meaning of the term
‘human development’. The traditional method for assessing national development
was predominantly an economic model, which was criticized as inadequate.15 The
metric used to assess human welfare, as a component of national development,
was predominantly based on financial well-being, or national income per capita.16
Recognizing that measuring welfare in terms of economic wealth was insufficient,
commentators explored various ways to assess human development. Amartya Sen
and Martha Nussbaum proposed an approach to human well-being that focuses on
human capabilities and expanding freedoms. This ‘capabilities’ approach emphasizes what people can do rather than what they have.17 Related to this is the ‘basic
needs’ approach. Drawing on the works of Sen and other scholars, Paul Streeten
advocated a basic needs approach to development that focuses on the end goal of
well-being rather than on the means. The aim of the basic needs approach is to
‘provide opportunities for the full physical, mental, and social development of the
individual’.18 It is distinct from the economic approach that assesses progress based
on income and earnings.19
This shift to focus on capabilities instead of income is reflected in modern concepts of human development and in the UN Human Development Index (HDI).
The HDI adopts a definition of human development that accounts for economic
growth, as well as cultural and social factors, such as health and education.20 The
13

US Const., art. I, § 8, cl. 8.
Constitution of Kenya 2010, ss. 40.5, 69.1(c), as amended.
15 Elizabeth A Stanton, The Human Development Index: A History, Political Economy Research
Institute 11 (February 2017).
16 Id. at 4.
17 Id. at 9.
18 Paul Streeten, Basic Needs: Premises and Promises, 1 J. Pol’y Modeling 136–46 (1979).
19 Id. at 137.
20 Human Development Reports: Human Development Index, UN Development Programme,
http://hdr.undp.org/en/content/human-development-index-hdi; Stanton, supra note 15, at 14.
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UN is an international body with 193 Member States.21 Since the overwhelming
majority of states in the world are UN members, the UN approach to human development can, despite its detractors, be described as widely accepted.22 Further, the
human development methodology adopted by the UN has been in place for more
than two decades.23 For the purposes of this IP human development framework,
human development is used in the way that is defined by the UN.

III. What is the Relationship Between Intellectual Property
and Human Development?
When IP rights were incorporated into WTO trade agreements, it emphasized the
perception of IP rights as predominately economic products. The 1994 Agreement
on Trade-Related Aspects of Intellectual Property (TRIPS Agreement) was the
first international IP agreement to harmonize minimum standards of protection
for IP rights for all WTO Member States. Since the TRIPS Agreement, IP rights
have been regarded as important trade-related economic assets, and increasingly,
IP rights have been treated as investments under bilateral investment treaties.24
Developing counties, in particular, have expressed concern about how minimum standards of IP protection under the WTO TRIPS Agreement affect societies with differing levels of socio-economic development. The standards of IP
protection in the TRIPS Agreement were driven by companies based in the industrialized world, and they appear to be more suited to industrialized economies
than to developing countries.25 High levels of IP protection were not intended to
benefit developing countries. The delayed implementation periods in the TRIPS
Agreement for developing and least developed country members is an acknowledgement of this reality.26 Prior to TRIPS, early IP agreements, such as the Berne
Convention for the Protection of Literary and Artistic Works also contained exceptions for developing countries.27
When it comes to IP, this special concern for developing and least developed
countries does not mean that human development is irrelevant for industrialized
21

UN Member States, United Nations, http://www.un.org/en/member-states/index.html.
See T.N. Srinivasan, Human Development: A New Paradigm or Reinvention of the Wheel?, 84 Am.
Econ. Rev. 238–43 (1994) (criticizing the notion of human development).
23 See Human Development Reports: Human Development Index (2015), UN Development
Programme, http://hdr.undp.org/en/content/human-development-index-hdi [hereinafter HDI].
24 Cynthia M. Ho, Sovereignty Under Siege: Corporate Challenges to Domestic Intellectual Property
Decisions, 30 Berkeley Tech. L.J. 213, 219 (2015).
25 Llewellyn Gibbons, Do as I Say (Not as I Did): Putative Intellectual Property Lessons for Emerging
Economies from the Not so Long Past of the Developed Nations 1, 2–4 (2 October 2010), https://ssrn.com/
abstract=1686385 or http://dx.doi.org/10.2139/ssrn.1686385.
26 TRIPS Agreement, supra note 2, art. 66.
27 See Berne Convention, supra note 4, Appendix: Special Provisions Regarding Developing
Countries.
22
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societies. Human development is pertinent to all nations, but those that are classified as least developed have a greater need to ensure that their IP policies promote
human development. Many of the countries that are classified as least developed by
the UN are located on the African continent. The African Union Science Technology
and Innovation Strategy for Africa, for instance, underscores the importance of
achieving sustainable socio-economic growth, reducing poverty, achieving food
security, promoting public health, and protecting the environment.28
However, human development is not exclusively a developing country concern. For instance, the most recent WTO dispute relating to IP and human development involved a challenge to legislation in Australia, which is an industrialized
country.29 The case involved a conflict between Australian public policy designed
to protect human health, which is a measure of human development, and the interests of cigarette manufacturers in using their trademarks.
Development scholars and commentators recognized that focusing on financial well-being was too narrow a measure of national development.30 Similarly, IP
scholars have acknowledged the relationship between IP and human development,
and have critiqued a limited economic focus in the analysis of IP law.31 The measured effects of IP laws and policies on human development, growth, and innovation
in particular sectors and nations is a complex question that goes beyond the scope
of this chapter. It is, however, an empirical question that is worthy of further study.

IV. Limitations to IP Rights as Economic Tools
IP rights, such as patents, copyrights, and trademarks, are frequently explained and
analysed through an economic utilitarian framework.32 This utilitarian framework
explains IP rights as creating incentives to produce innovative goods and creative
works by rewarding creators with a time-limited period of exclusivity. In exchange
for patent or copyright protection, the innovator or creator receives the exclusive
right to prevent others from making their patented invention or copying their artistic work without their permission.33 This enables holders of IP rights to recover
28 Science, Technology and Innovation strategy for Africa 2024, African Union 1, 6 (27 December
2014), https://au.int/en/documents/20141227.
29 Australia—Certain Measures Concerning Trademarks, Geographical Indications and Other Plain
Packaging Requirements Applicable to Tobacco Products and Packaging—Report of the Panels, WT/
DS435/R/WTDS441/R WT DS458/R WT/DS467/R (28 June 2018).
30 Stanton, supra note 15, at 11.
31 See generally Tsen Wong, Intellectual Property through the Lens of Human Development, in
Intellectual Property and Human Development: Current Trends and Future Scenarios
1–55 (Graham Dutfield & Tsen Wong eds., 2011).
32 Mark Lemley, Property, Intellectual Property and Freeriding, 83 Tex. L. Rev. 1031 (2005).
33 Another framework for IP, though less widely accepted, is the natural rights framework for IP. It
focuses on the entitlement of the creator rather than on the benefit to the society. According to the natural rights model, patents and copyrights are considered the ‘just dessert’ for the creator or innovator.
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the cost of their investments and to generate revenue from their innovations and
creations.34
Frequently, discussions about the value of IP rights to society focus on jobs
created by IP-related industries, and global trade and exports as they relate to IP
rights.35 The assessment of IP’s contribution to society is typically based on financial metrics and indicators of innovation that are quantitative rather than qualitative. For instance, national patent and trademark offices track how many patents
and trademarks are issued in a given year in a particular country.36 The World
Intellectual Property Organization (WIPO) publishes global patenting and trademarking trends to measure the use of the IP system.37 Presumably, more IP means
more innovation, which is understood to be a positive thing.
However, like financial metrics, the number of patents granted in a given year
provides limited information about whether IP rights are effective in promoting
progress. The number of patents and trademarks granted is of limited value for
assessing the success of the global IP system. A large number of patent and trademark filings indicate that individuals are obtaining patents and trademarks, which
may or may not be indicative of progress. IP rights that do not enrich the human
condition are, arguably, not promoting progress, but rather hindering it.38
The number of patent and trademark filings provides no information, for example, about whether this use of the IP system is promoting progress by improving
the life of the average person or increasing the choices that people enjoy. Patent
and trademark filings reveal little about the impact IP is having on global human
development and progress, or about how IP is affecting people’s lives. For instance,
the literature on non-practising entities, also known as patent trolls, provides an
example of the use of IP rights in a manner that hinders progress.39 Certainly, it
is helpful to document the use of the IP system and to collect data about the economic impact of IP industries. Yet, IP rights can have a positive or negative effect
on broader societal concerns. A human development approach to IP incorporates
those other aspects.
34 See, e.g., World Intellectual Prop. Org. Statistics Database [WIPO], WIPO Indicators, at 6,
WIPO Publication No. 941E (2015), www.wipo.int/edocs/pubdocs/en/wipo_pub_941_2015.pdf
[hereinafter WIPO Indicators]; see also Jeremy De Beer et al., Innovation and Intellectual
Property: Collaborative Dynamics in Africa 43, 72 (2014).
35 See US Econ. & Stats. Admin., Intellectual Property and the US Economy: 2016 Update 1, 11, https://
www.uspto.gov/sites/default/files/documents/IPandtheUSEconomySept2016.pdf.
36 Id. at 12–13.
37 Intellectual Property Statistics, World Intellectual Property Organization, http://www.
wipo.int/ipstats/en/.
38 Id. See Patent Trolls, Electronic Frontier Foundation, https://www.eff.org/issues/resources-
patent-troll-victims (‘A patent troll uses patents as legal weapons, instead of actually creating any new
products or coming up with new ideas. Instead, trolls are in the business of litigation (or even just
threatening litigation).’).
39 See James E. Bessen, et al., The Private and Social Costs of Patent Trolls 26, 34 (Boston Univ. School
of Law, Law and Economics Research Paper No. 11-45, 2012), https://papers.ssrn.com/sol3/papers.
cfm?abstract_id=1930272.
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Although the economic utilitarian framework for IP is currently the dominant
model, it is not the only lens, or necessarily the best framework, for assessing the
value of IP rights to society. IP rights are an important source of revenue for IP
owners. It is also understood that IP rights produce some societal benefit. One way
to view the role of the IP system is as a tool for generating financial rewards and
technological advances. Still, as will be discussed below, a utilitarian framework for
IP could identify human development as the primary desired outcome.

V. An Alternative: Human Development-Centred IP
The economic utilitarian approach to IP, discussed above, while the dominant
model, is not necessarily the best model for human progress. For instance, various
authors have advocated a capabilities approach to IP.40 Some scholars have emphasized the importance of human rights approaches, which are also pertinent to
human development,41 and others have connected law and economics arguments
with human flourishing.42
In a similar vein, happiness proponents have suggested a return to ‘genuine
utilitarianism’ in IP law that ‘foster[s]happiness as a whole rather than just via a
single proxy, namely material wealth or economic growth’.43 Some American legal
scholars have suggested that the primary goal of IP should be to maximize social welfare, understood as subjective well-being or happiness.44 This subjective
measure—happiness—is also related to human development. Interestingly, research on happiness and income concludes that, after a certain income level, increased financial wealth does not increase happiness.45 This happiness research
supports arguments to move away from a primarily economic approach that focuses on financial rewards and incentives.
40 See Margaret Chon, Intellectual Property ‘from Below’: Copyright and Capability for
Education, 40 U.C. Davis L. Rev. 803 (2007); Madhavi Sunder, From Goods to a Good
Life: Intellectual Property and Global Justice 1–22 (2012); Intellectual Property and
Human Development: Current Trends and Future Scenarios (Graham Dutfield & Tsen Wong
eds., 2011).
41 See generally Peter K. Yu, Reconceptualizing Intellectual Property Interests in a Human Rights
Framework, 40 U.C. Davis L. Rev. 1039 (2007); Audrey R. Chapman, A Human Rights Perspective
on Intellectual Property, Scientific Progress, and Access to the Benefits of Science, Panel Discussion on
Intellectual Property and Human Rights (9 November 1998); Laurence R. Helfer, Human Rights and
Intellectual Property: Conflict or Coexistence?, 5 Minn. Intell. Prop. Rev. 47 (2003); Molly Beutz Land,
Intellectual Property Rights and the Right to Participate in Cultural Life 1, Inst for Info. Law & Policy
(White Paper Series 08/09 No. 2, 2009).
42 Brett M. Frischmann, Capabilities, Spillovers and Intellectual Progress: Toward a Human Flourishing
Theory for Intellectual Property, 14 Review of Economic Research on Copyright 30 (2017).
43 Estelle Derclaye, What Can Intellectual Property Law Learn from Happiness Research?, in Methods
and Perspectives in Intellectual Property 177, 195 (Graeme B. Dinwoodie ed., 2013).
44 Christopher Buccafusco & Jonathan Masur, Intellectual Property Law and the Promotion of Welfare
1 (University of Chicago Public Law & Legal Theory Paper Series, No. 607, 2017).
45 Derclaye, supra note 43, at 184.
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These alternate frameworks do not seek to displace economic factors, but rather to treat wealth generation as one of the measures, rather than as the primary
measure that is used to assess the societal value and contribution of IP rights.
Unlike the economic utilitarian approach to IP, the human development approach
emphasizes the social and cultural effects, while also acknowledging the economic
effects of IP rights for individuals and societies. This lens can render the analysis
of IP law more sensitive to the various non-economic ways that IP rights impact
society.46
A human development approach is more inclusive than the dominant utilitarian
approach because it frames the progress that IP promotes as including economic
progress, but it does not prioritize economic progress. The human development
model emphasizes the role of IP in promoting human progress by improving the
human condition. To assess whether IP rights are effective and appropriate is,
therefore, to evaluate its effect on human development.47
It is often said that innovation leads to economic development.48 As Fink and
Maskus note in their World Bank study:
[I]ntellectual property policy can play an important role in efforts to foster development and reduce poverty. The World Bank has had a keen interest in better
understanding this role, both to inform public opinion and to equip governments in developing countries with knowledge about the implications of policy
reforms.49

Development can—and should—mean more than increases in financial wealth or
improved economic indicators. Indeed, IP may promote economic development
by helping to reduce poverty, but it may also promote other forms of social development through the contributions that creators and innovators make to society.
With regard to framing, one might ask whether the positive effects of IP rights,
and more specifically, trade-related IP rights, are merely incidental by-products of
IP protection. Is this expected reduction in poverty based on theoretical assumptions of trickle-down effects, which anticipate that if companies become more
profitable, increases in wealth will flow to even the poorest members of society,
thereby benefitting all members of society?50 Or is human development, including
46 See J. Janewa Osei-Tutu, Human Development as a Core Objective of Global Intellectual Property,
105 Ky L.J. 1 (2016).
47 This can be achieved by treating human development as an objective of utilitarian IP law, or as
a guiding value for assessing IP from a natural rights perspective. For a fuller discussion see J. Janewa
Osei-Tutu, Human Development as an Intellectual Property Metric, 90 St. John’s L. Rev 711 (2017).
48 Nathan Rosenberg, Innovation and Economic Growth (2004).
49 Karsten Fink & Keith E. Maskus, Chapter 1: Why We Study Intellectual Property Rights and What
We Have Learned, in Intellectual Property and Development 1, 2 (2005).
50 Norman Hicks & Paul Streeten, Indicators of Development: The Search for a Basic Needs Yardstick, 7
World Dev. 567, 567 (1979).
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poverty reduction, a core aspect of what modern trade-related IP law and policy
should seek to attain? The standard treatment of IP and development would seem
to be suggestive of the former, but this human development-centred approach suggests the latter.
Importantly, economic development is only one aspect of human well-being.
Economic progress can have positive effects in multiple spheres of life, but the
model of development that is based primarily on economic factors is limited in its
ability to account for the various aspects of human flourishing. A human development approach acknowledges that IP rights can have a role in poverty reduction,
as well as a role in promoting human flourishing. Some of this work can be done
by resorting to exceptions to IP protection.51 But, as the next section will discuss,
these exceptions are only a starting point because they relegate non-IP concerns to
a position of secondary importance.

VI. The Difference Between Human Development and
‘Exceptions and Flexibilities’
This human development model is related to, but distinct from, the exceptions
and flexibilities framing that is used in much of the international IP literature.
Using the language of exceptions and flexibilities, several authors have insisted on
maintaining policy space under TRIPS for social priorities, such as public health,
within international IP law.52 These exceptions and limitations to IP protection,
contained within the TRIPS Agreement, are often referred to in the literature as
‘TRIPS flexibilities’.53
The WIPO materials regarding development, for example, tend to centre on the
‘flexibilities’ available under existing international IP agreements.54 These include,
among others, arts. 7 and 8 of the TRIPS Agreement, which speak to the need to a

51 World Trade Organization: Overview, World Trade Org., https://www.wto.org/english/thewto_
e/whatis_e/wto_dg_stat_e.htm (‘The WTO’s founding and guiding principles remain the pursuit of
open borders, the guarantee of most-favoured-nation principle and non-discriminatory treatment by
and among members, and a commitment to transparency in the conduct of its activities. The opening
of national markets to international trade, with justifiable exceptions or with adequate flexibilities, will
encourage and contribute to sustainable development, raise people’s welfare, reduce poverty, and foster
peace and stability. At the same time, such market opening must be accompanied by sound domestic
and international policies that contribute to economic growth and development according to each
member’s needs and aspirations.’).
52 See Frederick Abbott, The Doha Declaration on the TRIPS Agreement and Public Health: Lighting a
Dark Corner at the WTO, 5 J. Int’l Econ. Law 469 (2002).
53 See Meaning of Flexibilities, WIPO, http://www.wipo.int/ip-development/en/agenda/flexibilities/
meaning_of_flexibilities.html.
54 Id. See, e.g., Proposal for WIPO Development Agenda, Annex, 4–5 (discussing the need to ensure
that each country’s IP laws are tailored to its level of development and to ensure that developing countries are able to us the flexibilities under existing agreements to promote public policy objectives).
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balance of rights and obligations, as well as the possibility of limiting IP rights to
protect public health.55 In addition to general exceptions for the various IP rights,
the TRIPS Agreement, art. 31(b) provides for compulsory licensing of a patented
product in cases of ‘extreme urgency’ or ‘national emergency’, such as HIV/AIDS.56
Further, the WTO Declaration on the TRIPS Agreement and Public Health clarifies that IP should not interfere with public health objectives.57 But, the analysis of
competing interests starts with the need to protect IP rights as required under the
WTO rules. Deviations from the required WTO standards for IP protection must
be justified.
The emphasis on flexibilities has helped to shift the discussion about trade-
related IP rights from one about the economic value of IP to one that contemplates
the broader role of IP in society. It does so by highlighting the importance of health
and access, for example. Nonetheless, private IP owners operate from a position of
advantage when there is a conflict between protecting IP rights for business purposes and human development objectives. As long as measures designed to promote human development are required to be justified as an exception to the rule
that IP rights must be protected, human development goals will remain in a relatively weak position vis-a-vis IP rights. This is because nations will have to defend
policies designed to promote human development objectives, including health and
education, as justifiable in light of their overarching obligation to protect IP. The
obligation to protect IP takes priority, with other considerations, such as human
development, having secondary importance.
In the WIPO Development Agenda proposal, for instance, the discussion on
intellectual property development observes that the ‘IP protection is a policy instrument . . . which may, in actual practice, produce benefits as well as costs, which
may vary in accordance with a country’s level of development.58 Action is therefore
needed to ensure, in all countries, that the costs do not outweigh the benefits of IP
protection’.59 This includes ensuring, as stated in the WTO Doha Declaration on
TRIPS and Public Health, that IP rights do not interfere with public health. It is
clear from these statements that IP rights could, in some instances, impede public
health or other public goals that promote human development. Giving greater
weight to human development in the international IP system, one could argue that

55

TRIPS, supra note 2, arts. 7, 8.
Id. art. 31(b) states: ‘[S]uch use may only be permitted if, prior to such use, the proposed user
has made efforts to obtain authorization from the right holder on reasonable commercial terms and
conditions and that such efforts have not been successful within a reasonable period of time. This requirement may be waived by a Member in the case of a national emergency or other circumstances of
extreme urgency or in cases of public non-commercial use.’
57 Doha Declaration the TRIPS Agreement and Public Health, supra note 11.
58 Proposal by Argentina and Brazil for the Establishment of a Development Agenda for WIPO, WO/
GA/31/11 Annex, 1 (2004) [hereinafter Proposal for WIPO Development Agenda].
59 Id.
56
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human development, which is progress, should be recognized as one of the goals
and benefits of IP laws.
Human development has gained traction in IP discussions as a result of various
scholarly contributions. Nonetheless, WTO Member States and nations that
have IP protected as an investment under bilateral investment treaties still have
to justify human development objectives, like health and education, in light of
the need to protect IP rights. This presumption in favour of IP rights creates a
burden for countries when they take measures to promote human development.
Framing human development as a core objective of IP law can shift this burden
and underscore the significance of human development objectives in the analysis
of IP rights.60
Using this framework, human development concerns are not sheltered through
exceptions and limitations but instead are viewed as integral to the IP endeavour.
Rather than evaluating the success of IP policy based on quantitative measures,
such as the number of patents granted or the amount of revenue generated by IP
industries, IP laws and policies can be evaluated in light of their ability to promote human development. If IP rights are a means to an end, that end cannot be to
simply produce more IP rights.
Importantly, a human development approach does not presume that IP rights
are inherently incompatible with human development. Instead, it regards human
development as one of the objectives of IP and uses human development as a way to
gauge IP’s social utility. From a human development perspective, it may be necessary to increase IP protection or to even create new IP rights in certain instances.
Rather than looking at the quantity of global IP registrations, a human development approach seeks to evaluate how IP laws improve the human condition.

VII. The Potential of a Human Development-Centred
Intellectual Property Approach
Although IP rights may not be the most significant factor in promoting human
development, they can—as the access to medicines debate has shown—have some
impact. Aside from medicines and health, there are several possible areas of exploration where one could apply a human development lens to an IP analysis. This
section will discuss three examples: gender, technology, and corporations. For each
of the examples discussed below, there may be a counterexample. The aim of this
short chapter is not to provide a comprehensive analysis of human development-
centred IP, but to describe the framework, and suggest some possible applications
or areas for further research and exploration.

60

See Osei-Tutu, supra note 47, at 7.
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1. Gender
A human development framework for IP could contemplate the ways that IP rights
might help promote gender equality. The relationship between gender and IP is has
been explored in legal scholarship.61 However, there could be further research and
analysis on gender and IP from a human development perspective. Multiple UN
Sustainable Development Goals (‘SDGs’), for example, are pertinent to this topic.
These include SDGs on eliminating poverty, attaining gender equality, creating
economic growth, and promoting innovation.62
Women, in developing and industrialized countries, are often small business
owners. In some African countries, such as Ghana, many female entrepreneurs sell
their products at the market or by the roadside. But they are not typically knowledgeable about how they can use IP rights to their advantage. Consumers have
certain expectations when they buy products from companies like Apple or from
Payless shoes because these companies have developed their brands. If the African
‘market women’ could use trademarks, for example, to effectively distinguish their
goods or services from those of other enterprises, they could efficiently communicate information about their businesses to prospective purchasers, thereby developing their brand. From a human development perspective, trademarks, used
strategically, could facilitate the ability of these women to build their clientele expand and their businesses. Female entrepreneurs contribute to the economy and
create jobs. In addition, if all other factors are held constant, it is reasonable to expect that a society with a greater number of financially independent women will be
a society with fewer gender disparities.

2. Technological Innovation
One could also apply a human development lens to IP to consider whether IP promotes human development by facilitating technological innovation. The relationship between human development and innovation is quite apparent in the area of
medical research and development because health-related innovations can improve the quality of people’s lives, or even extend their lives. But, technologies that
allow people to have books and other materials narrated to them, technologies that
facilitate independent creation and distribution of creative works, technologies
that facilitate cross-border communication through video-chats, and technologies that make it easier for people to send money to their relatives overseas could
all be seen as technologies that promote human development. Such technological
61 See Ann Bartow, Fair Use and the Fairer Sex: Gender, Feminism and Copyright Law, 14 Am. U. J.
Gender, Social Pol’y & L. 551 (2006).
62 See UN SDGs, supra note 8, at 1, 5, 8, 9.
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innovations contribute to human flourishing in various ways. These could be
measured by objective factors, such as income measures, as well as subjective factors, such as improved psychological well-being when families are able to keep in
touch while living at a distance. Arguably, any IP—whether patents, trademarks,
copyrights, or other forms of IP that facilitate the creation and distribution of such
technologies—could be seen as IP that promotes human development.

3. Corporate Social Responsibility
Finally, a human development approach can be used to analyse IP owed by corporations. When discussing IP rights and human development, it is important to
acknowledge that corporations, although they are not creators, own significant
amounts of IP. Corporations enjoy certain rights and may even protect their IP
interests under a human rights law in Europe, for example.63 However, the corporation is not a human person, so the corporation does not flourish, nor is human
development a concept that supports corporate economic interests.
IP ownership may be good for corporate profits, but the question is whether
these corporate-owned IP rights are advancing human progress and development.
For instance, IP protection may be critical to revenue generation in particular
industries and lead to job creation, which helps to improve lives. In addition, IP
rights may, for example, positively impact corporate profits. However, one might
push further to ask what corporate profits mean for the ordinary citizen.
For instance, if a pharmaceutical company experiences an increase in profits by
maintaining high drug prices on patented medicines, then the IP rights would impede access to medicines for those most in need. In this context, the increase in
profitability may appear to be an indicator of success because the patent protection
enables the company to enjoy a financial reward, thereby incentivizing further innovation. However, when looked at through a human development lens, the IP
right is only partially effective. To the extent that the patent right incentivizes the
company to engage in research and development of medicines that improve human
health, or to the extent that the trademark and branding encourage the company
to maintain its standards, one could say that the IP rights are helping to promote
human development. On the other hand, if the IP right enables the company to
engage in activity that limits human progress by pricing the medicine in ways that
render the medicine largely inaccessible to people who need it, this would be inimical to human development.

63 See Laurence R. Helfer, Toward a Human Rights Framework for Intellectual Property, 40 U.C. Davis
L. Rev. 971, 1015 (2007).
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VIII. Conclusion
The concept of human development is not a perfect one. However, it improves
upon the existing utilitarian economic approach, which treats IP primarily as a
commercial tool for revenue generation. This human development approach does
not render private financial rewards and incentives irrelevant. It posits that IP law
should further human development, which includes factors that are measured by
the UN HDI, such as improvement in the areas of health, education, and wealth.
This human development framing can also include subjective measures of human
flourishing, such as happiness.64 Increases in objective factors, such as health and
education, may also lead to increases in subjective well-being.65 If there are improvements in the objective metrics used by the HDI, there should, in theory, also
be improvements in subjective well-being.66
A human development lens regards IP as a tool for promoting progress by
improving the human condition. It recognizes human development as an objective
of IP law rather than an incidental by-product of the trade-based IP system. It can
bolster the argument that nations should retain policy space to tailor their IP laws
to achieve their particular human development objectives. This approach does
not imply that there is a need for reduced IP protections, but rather seeks a more
human-oriented, analysis of the contribution that IP rights make to society.

64 Derclaye, supra note 43, at 186 (describing results of happiness research, ‘well-being is achieved
when human needs are fulfilled’).
65 Paul Anand, Happiness, Well-being and Human Development: The Case for Subjective Measures,
UNDP Human Development Report Background Paper 1, 19 (2016).
66 John Hall & John F. Helliwell, Happiness and Human Development, UNDP Human
Development Report Office, Occasional Paper 1, 11 (2014), http://hdr.undp.org/en/content/
happiness-and-human-development.
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Intellectual Property Rights and
Well-Being: A Methodological Approach
Tim Taylor and Estelle Derclaye*

I. Introduction
In recent years, the long-standing dominance of economic growth as the central
policy goal of governments has increasingly been challenged. Old assumptions that
economic measures such as gross domestic product (GDP) can be regarded as reliable proxies for national well-being are now widely rejected not only by academics,
but also by many politicians and policy-makers in a wide range of countries.
Another old assumption, that well-being is not something that can be measured
and therefore cannot be targeted directly, was abandoned years ago; there is now
a burgeoning literature on the measurement of well-being, and programmes to
measure it are well-established in many countries. Both governments and international bodies, such as the European Union (EU), have recognized a need to put
well-being at the heart of policy-making—in many cases explicitly as a corrective
to an excessive emphasis on economic growth.1
This shift away from a narrow focus on the economy and towards well-being as
an explicit goal for public policy also has relevance for law. The field of intellectual
property (IP) law, however, has been slow to react to this development. The justification of intellectual property rights (IPR), though rooted in utilitarianism—
which regards happiness (a near-synonym for well-being) as the appropriate basis
for legal and social decisions—continues to be dominated by rigidly economic
interpretations of utility. The authors have developed an approach to IPR which
replaces economic justifications with ones based directly on well-being, with consequences for patents and copyright in particular. The well-being approach is still
in its infancy and thus offers many opportunities for scholars who share the view
that well-being is an important and informative lens through which to examine the
case for IPR.

*

I am grateful to my co-author for his work on this chapter.
Ian Bache & Louise Reardon, The Politics and Policy of Wellbeing: Understanding the
Rise and Significance of a New Agenda (2016).
1
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II. Background
The justification of IPR relies on two different types of argument. Deontological justifications of IPR are based upon personality rights and natural rights, also known as
labour theory. There are also consequentialist justifications: specifically, the utilitarian
rationale, also known as incentive theory, based on Bentham’s axiom that the measure
of right and wrong (and therefore the appropriate basis for legal and social decisions)
is ‘the greatest happiness of the greatest number’2 and the application of economic
theory derived from this principle.
The prevalence of deontological and consequentialist justifications has varied to
some extent over time, between jurisdictions, and between different categories of IPR.
Historically, civil law countries began by adopting deontological justifications, and
common law countries consequentialist ones. However, though deontological considerations still play some role, the utilitarian rationale is now dominant, both in the
United States (US) and in Europe, in international agreements such as the Agreement
of Trade-Related Aspects to Intellectual Property Rights (TRIPS Agreement), and
across the full range of IPR: patents, plant variety rights, copyright, designs, and
trademarks.3
For patents, copyright, and related rights, incentive theory holds that it is desirable
in utilitarian terms for inventions and creations to be produced. However, because
they are easily copied, inventors and creators cannot be adequately recompensed for
the effort involved in producing them, so there is insufficient incentive for people to
create and innovate. To remedy this problem, some protection must be granted to authors and inventors, enabling them to recoup their investment by ensuring that they
are the only ones allowed to sell their creations and inventions on the market for some
time.4 This justification also holds indirectly for trademarks, which ensure that the
trademark owner, and not an imitating competitor, reaps the financial rewards associated with their product or service.5
Underlying the incentive theory is the idea of economic and technological progress. In the West, it is taken for granted that progress is desirable: it is ‘conceived as
the general law of history and the future of humanity’.6 Advocates of the incentive
theory see innovation as something that must be fostered because it is an essential

2

Jeremy Bentham, A Fragment on Government (1776).
Estelle Derclaye, Eudemonic Intellectual Property: Patents and Related Rights as Engines of
Happiness, Peace, and Sustainability, 14 Vand. J. Ent. & Tech. L. 495 (2012) [hereinafter Derclaye,
Eudemonic Intellectual Property].
4 Estelle Derclaye & Tim Taylor, Happy IP: Replacing the Law and Economics Justification for
Intellectual Property Rights with a Well-being Approach, 37 Eur. Intell. Prop. Rev. 197 (2015) [hereinafter Derclaye & Taylor, Happy IP].
5 Derclaye, Eudemonic Intellectual Property, supra note 3.
6 John Bagnell Bury, The Idea of Progress: An Inquiry into Its Origin and Growth 21–22
(1928).
3
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component of economic growth and prosperity.7 The idea of progress, and the assumption that it is a good thing, plays a particularly important role in the justification of patents and related rights, but less so in the case of copyright and not at all in
the case of trademarks.8
Interpretation of the utilitarian rationale for IPR has been dominated by the Law
and Economics (L&E) movement,9 which began in the US in the 1960s with the
work of R.H. Coase10 and was subsequently developed by R.A. Posner11 and others,
gradually spreading in most Western countries. L&E now pervades virtually all
areas of law, including IP law. There are several strands of the L&E movement, but
the dominant strand in the field of IPR is the Chicago School, which holds that IP
law has to do with the maximization of aggregate wealth and the promotion of allocative efficiency.12 It assumes fully rational individuals motivated solely by wealth
maximization. In this model ‘a person’s value and moral worth exist in, and only
in, the degree to which that person is willing and able to pay’.13 The Chicago School
thus equates utility with economic wealth. Other L&E branches are more nuanced
than the Chicago School, but wealth maximization is the dominant criterion in all
L&E movements.14

III. The Rationale for a Well-Being Approach to
Intellectual Property Rights
Proponents of the well-being approach to IPR argue that both the idea of progress
and the L&E interpretation of utility in terms of economic wealth are deeply flawed.
Though the idea of progress is often taken for granted and rarely challenged, it
rests on several assumptions: (1) human beings are able to acquire knowledge,
(2) the accumulation of knowledge is limitless and thus eternal and irreversible,
(3) human beings are able to apply this knowledge practically and thus develop
technologically, (4) human beings have limitless and ever-growing material desires that need to be satisfied, (5) these material wants are a good thing, (6) technological progress will satisfy these desires, and (7) humanity will accordingly be in

7 Robert P. Benko, Protecting Intellectual Property Rights: Issues & Controversies 15
(1987).
8 Derclaye, Eudemonic Intellectual Property, supra note 3.
9 Derclaye & Taylor, Happy IP, supra note 4.
10 Ronald H. Coase, The Problem of Social Cost, 2 J. L. & Econ. 1 (1960).
11 Richard A. Posner, Economic Analysis of Law (1972).
12 Horacio M. Spector, An Outline of a Theory Justifying Intellectual and Industrial Property Rights, 8
E.I.P.R. 270 (1989); Gerald B. Wetlaufer, Systems of Belief in Modern American Law, 49 Am. U. L. Rev. 1
(1999).
13 Wetlaufer, supra note 12.
14 Niva Elkin-Koren & Eli Salzberger, The Law and Economics of Intellectual Property
in the Digital Age 28 (2012).
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a better position, materially.15 All of these assumptions, except perhaps (1) and
(3) are open to question.16
Furthermore, the identification of utility with wealth inherent in the L&E approach is suspect for a number of reasons.17 It assumes that consumers are entirely
rational and self-interested, both assumptions which are open to challenge: empirical studies have shown that people are poor judges of what is good for them and
that beyond a certain point, maximizing wealth does not make people happy.18 It
disregards the diminishing marginal utility of wealth and incorrectly takes consumer preferences to be fixed and never influenced by external factors.19 The
Chicago School takes the current distribution of wealth as given, so that if it is unjust, this does not matter to the analysis, but there is evidence that a more equal
distribution increases welfare.20 Though L&E presents itself as scientific and objective, it has an ideological basis which, together with its flawed assumptions,
makes it unfit for normative legal analysis.21
More widely, the assumption that utility boils down to preferences for goods
and services, identified through people’s willingness to pay, and that economic indicators such as GDP can therefore be regarded as proxies for national well-being,
has been called into question across a range of disciplines beyond law, and in the
political arena, in the light of empirical research that suggests divergence between
economic measures and other indicators of well-being.22 Many economists now
acknowledge the inadequacy of wealth as a proxy for well-being.23 Nations and
international bodies such as the EU have recognized the need to go beyond GDP
and established programmes to measure well-being.24
Against this background, the authors reject the L&E interpretation of utility and
have proposed an approach to the justification of IPR based directly upon well-
being rather than using wealth or economic measures, such as GDP, as proxies.25
We do not reject the utilitarian rationale for IPR: we acknowledge that utilitarian
15

Christopher Lasch, The True and Only Heaven: Progress and Its Critics (1991).
Derclaye, Eudemonic Intellectual Property, supra note 3.
17 Derclaye & Taylor, Happy IP, supra note 4.
18 Derek Bok, The Politics of Happiness: What Government Can Learn from the New
Research on Well-Being (2010).
19 Elkin-Koren & Salzberger, supra note 14 at 31–32; see also, supra note 7.
20 C. Edwin Baker, The Ideology of the Economic Analysis of Law, 5 Phil. & Pub. Aff. 3, 47 (1975).
21 Id. at 3, 47; Elkin-Koren & Salzberger, supra note 14.
22 Estelle Derclaye, What Can Intellectual Property Law Learn from Happiness Research?, in Methods
and Perspectives in Intellectual Property, 184–85 (Graeme B. Dinwoodie ed., 2013) [hereinafter
Derclaye, IP and Happiness Research]; Richard Easterlin, Does Economic Growth Improve the Human
Lot? Some Empirical Evidence, in Nations and Households in Economic Growth: Essays in
Honor of Moses Abramovitz (Paul A. David & Melvin W. Reder eds., 1974).
23 See, e.g., Richard Layard, Happiness: Lessons from a New Science (2005).
24 Ian Bache, Measuring Quality of Life for Public Policy: An Idea Whose Time Has Come? Agenda-
setting Dynamics in the European Union, 20 J. Eur. Pub. Pol’y 21 (2013).
25 Estelle Derclaye & Tim Taylor, Happy IP: Aligning Intellectual Property Rights with Well-being,
1 Intell. Prop. Q. 1 (2015) [hereinafter Derclaye & Taylor, Aligning IP with Well-being]; Derclaye &
Taylor, Happy IP, supra note 4.
16

658

Tim Taylor and Estelle Derclaye

considerations are relevant to the justification of IPR, though we maintain that
other considerations—such as deontological ones, or principles of morality or
social justice—may also be relevant. However, we believe that utility should be
construed directly in terms of human well-being, rather than using economic
proxies.26

IV. Applying the Well-Being Approach in Practice
Applying a well-being approach to IPR requires engagement with scholarship in
other disciplines (e.g. philosophy, psychology, economics) and in particular with
empirical research on well-being. Until relatively recently, it was not thought
possible to measure well-being. However, researchers have since realized that it
is measurable, like any other social phenomenon such as GDP or employment.27
There is now an extensive body of literature measuring well-being, or specific
aspects of it, using a variety of methodologies. Much of the research makes use
of surveys in which people are asked questions related to their well-being. They
may be asked to report how happy they are, or how satisfied they are with their
lives, or with specific areas (‘domains’) of their lives. In some cases, they may be
asked to report how they feel at a particular time (‘experience sampling’). Other
(‘eudaimonic’) measures ask people to report on things such as the extent to which
they experience purpose and meaning in their lives.28 Such surveys are carried out
not only by academic researchers, but increasingly by national governments and
international organizations seeking information on well-being to inform policy,
and by independent analytical bodies such as Gallup, whose World Poll is used
by governments, researchers, and private sector companies. In addition to survey-
based research, there is also a wealth of objective data available from a variety of
sources that is relevant to well-being: for example, data on various aspects of physical and mental health.
In applying the well-being approach, it is also important to be aware of different
strands of thought on well-being. In particular, there are a number of rival theories
that make competing claims about what well-being consists in. Broadly speaking,
these can be divided into three main categories (though there are many variations
within each): hedonist or mental state theories, which typically define well-being
in terms of pleasure and the absence of pain; theories which define it in terms of
the satisfaction of desires or preferences; and ‘objective-list’ theories, which set
out a heterogeneous list of goods that are held to be important for well-being.
26 Derclaye, IP and Happiness Research, supra note 22, at 183–84; Derclaye & Taylor, Happy IP, supra
note 4, at 203–04.
27 Layard, supra note 23, at 257.
28 For further detail, see Tim Taylor, Adaptation and the Measurement of Well-being, 8 Ethics & Soc.
Welfare 249 (2014); Derclaye, IP and Happiness Research, supra note 22, at 183–84.
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Those seeking to apply the well-being approach to the justification of IPR—like
researchers and policy-makers applying well-being in other fields—thus face the
challenge of deciding which, if any, of the rival theories to adopt. This is more than
a purely abstract issue because the competing theories have different implications for how well-being should be measured. For example, measures which invite
people to report their level of happiness are consistent with a hedonist account of
well-being, whereas objective measures of various conditions of life such as health
and educational attainment are more consistent with an objective-list account. All
measures of well-being have their weaknesses, and proponents of one theory of
well-being may be sceptical about the validity of measures that are more closely associated with a different account.
There are, we suggest, three possible responses to this challenge. One option is
to pick one of the more widely held and well-established theories of well-being and
apply it consistently (at the expense of the others). This strategy has the advantages
of consistency and simplicity, though it may invite challenges from those who reject the preferred theory, and may mean eschewing the outputs of certain types of
well-being research that are not consistent with it. Another is to avoid engaging
with the theoretical disputes and instead make use of available well-being research,
unfiltered for any theoretical preference. This approach can be seen as pragmatic
and has the advantage of allowing use of the full range of well-being research. On
the other hand, it might be seen as somewhat ad hoc—essentially ignoring the theoretical issues rather than addressing them.
We have suggested a third response to the challenge, which is to look for areas of
common ground between the main rival theories in order to develop an approach
that is essentially theory-neutral.29 Our approach begins with the observation that
there are three different ways in which something may be related to well-being and
therefore potentially relevant to the measurement of well-being in the context of
public policy and law. It may be constitutive of well-being, it may tend to produce
or promote well-being, or it may act as an indicator of well-being. We call something which stands in one or other of these relationships to well-being a marker of
well-being. Markers of well-being, notwithstanding the different relationships in
which they stand with respect to well-being itself, are all potentially relevant to its
measurement. Data concerning a marker of well-being will facilitate the making of
judgments about well-being itself.30
The various rival theories differ in what they regard as constitutive of well-being.
However, we argue that there is a much better prospect of common ground between
them regarding the markers of well-being. This is because what is constitutive of

29 Tim Taylor, The Markers of Wellbeing: A Basis for a Theory-neutral Approach, 5 Int’l J. Well-
Being 75–90 (2015) [hereinafter Taylor, The Markers of Wellbeing]; Derclaye & Taylor, Happy IP, supra
note 4; Derclaye & Taylor, Aligning IP with Well-being, supra note 25.
30 Derclaye & Taylor, Happy IP, supra note 4, at 205.
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well-being according to one theory may be regarded as productive or indicative
of well-being according to another. For example, proponents of an objective-list
approach often see health as one of the components of well-being.31 Proponents
of a hedonist account of well-being would deny this—on their view, well-being is
constituted only by happiness. Nevertheless, a hedonist about well-being would be
likely to acknowledge that good health is, in general, something that tends to promote happiness—all else being equal, healthy people are likely to be happier than
unhealthy people—and is therefore a marker of well-being. Thus, despite their disagreement, proponents of these two rival theories should both acknowledge health
as a marker of well-being.32
Our proposed theory-neutral approach sought to identify markers of well-being
that would be likely to be acknowledged by all of the mainstream theories of well-
being (those which are well-established and widely held), by considering the implications of the different theories and also by examining empirical research on
correlations between different measures of well-being. We identified nine markers
which we believe are consistent with a wide range of mainstream theories of well-
being and with widely held folk assumptions about well-being, and thus would be
able to secure broad acceptance as a basis for the measurement of well-being in the
context of public policy and law. These are: happiness, health, life-satisfaction, success in realizing central life goals/values, supportive personal relationships, leisure,
adequate income/resources, and rewarding employment.33 We do not claim that
this list is definitive—there are other possible candidates (such as autonomy) for
which a case could be made.
The theory-neutral approach described above was proposed as a response to the
challenge posed by the existence of several competing theories of well-being, and
as an alternative to either picking a side in the theoretical dispute (which is unlikely
to be resolved any time soon) or ignoring it altogether. Since, as we argue, a range
of different markers of well-being, both subjective ones such as happiness and objective ones such as health, are compatible with the main theories of well-being, the
approach would be consistent with a broadly based approach to the measurement
of well-being, encompassing a range of different subjective and objective measures.
It can be seen as providing a principled rationale for a measurement strategy of this
kind.34
Irrespective of whether the theory-neutral approach or some alternative (e.g.
based on a particular theory of well-being) is preferred, researchers seeking to
reformulate the utilitarian rationale for IPR in terms of well-being rather than
economic proxies need to engage with the findings of well-being research and
31

See, e.g., Martha Nussbaum, Women and Human Development (2000).
Derclaye & Taylor, Happy IP, supra note 4, at 205.
33 Taylor, The Markers of Wellbeing, supra note 29; Derclaye & Taylor, Aligning IP with Well-being,
supra note 25.
34 Taylor, The Markers of Wellbeing, supra note 29.
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measurement, and consider what implications those findings might have for IPR.
There are two ways in which well-being might be relevant to policy on IPR. It can
be a point in favour of IPR where encouraging invention or creation in a particular
field could be expected to increase general well-being in some way. But it could also
be a constraint: if a creation or invention is likely to decrease well-being, that might
be a point against it.35 Indeed, we suggest in section VI below that harms—negative
impacts on well-being—might carry more weight than benefits. Impacts on well-
being can be considered from the point of view of inventors and creators, that of
users, and also that of third parties.

V. Some Implications for Intellectual Property
Rights: Markers of Well-Being
We argue that it cannot be taken for granted that technological advances enhance
well-being, and that those which do should take priority over those which do not.
The key question is how to establish the likely impact on well-being of a creation
or invention. Sometimes this may be apparent from its predictable effects. In other
cases, evidence from unbiased, statistically significant surveys or trials may be
useful. If a work or invention is likely to have a negative impact on well-being, perhaps it should not be patentable or copyrightable at all. The legal framework may
have to add a condition for works and inventions, namely that they have no negative impact on well-being—patent applications would be rejected and copyright
works would not be protected if there were good enough reasons for believing that
the invention/work would have a negative impact on well-being. This would be a
change to the current technology neutrality of IP laws.36
Our work has identified some more specific implications of the well-being approach for the justification of IPR, based on the theory-neutral approach and the
markers of well-being identified above.

A. Happiness and Life-Satisfaction
These markers of well-being would be difficult to target directly through IPR,
since they depend on other things, including the other markers. In a wider
policy context, however, they should be useful in testing whether government
interventions—and in particular, changes to the IPR policy framework—have
35

Derclaye & Taylor, Aligning IP with Well-being, supra note 25, at 6.
Estelle Derclaye, The Internet, Facebook, Smart Phones and Intellectual Property Rights: A Happy
Combination?, in The Internet and Intellectual Property: The Nexus with Human and
Economic Development (Susy Frankel and Daniel Gervais eds., 2016) [hereinafter Derclaye, A
Happy Combination?]; Derclaye & Taylor, Aligning IP with Well-being, supra note 25.
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achieved their goal. Empirical research on Subjective Well-being (SWB—which
includes happiness and life-satisfaction) has already produced many insights into
how certain IPR-protected technologies can affect these markers of well-being
both positively and negatively. For example, the effects on SWB (and other aspects
of well-being) of the internet, Facebook, and smartphones have been studied in
some depth and have identified both positive and negative effects, but an overall
preponderance of the latter.37 Such results suggest the assumption that IPR are always beneficial is open to question, and that there may very well be a need to regulate these (and perhaps other) technologies beyond the immorality/public policy
clauses of IP laws.38

B. Health
IPR foster inventions that improve health as they give the incentive to inventors
to invent pharmaceutical compounds and medical devices to help treat ailments.
In some countries (such as Australia) methods of treatment are also patentable.
However, according to the L&E perspective, only drugs, medical devices (and
treatments) for which people are able to pay will be incentivized. Only a fraction will be healthier as a result, so the overall well-being of the population will
not be maximized. From a well-being perspective, it may be that IPR are not the
best method to foster overall well-being. If few people can pay for a medicine,
treatment, or device, IPR will not incentivize its invention. In that case, the state
should intervene by way of prizes or publicly funded research to promote overall
well-being: the inventor’s reward is financed by the state and the invention is available at the cost of production (which is generally low), thus promoting the well-
being of users. A second possibility is a system where the state finances the cost
of medicines, devices, and drugs ex post by setting a low-cost price and paying
the remainder of the price charged by the patentee. This may mean, however, that
companies will only invest in drugs which generate the most profit—(e.g. for diseases affecting a large number of people) and may neglect other important diseases. A third possibility is a mixed system, with some state-funded and some
private R&D. If the state (or some other body, such as a philanthropic foundation)

37 See, e.g., Chiungjung Huang, Internet Use and Psychological Well-
Being: A Meta-Analysis,
13 Cyberpsychol. Behav. Soc. Netw. 241 (2010); Ethan Kross et al., Facebook Use Predicts
Declines in Subjective Well-Being in Young Adults, 8 PLoS ONE 1 (2013); Mohammad Salehan &
Arash Negahban, Social Networking on Smartphones: When Mobile Phones Become Addictive, 29
Computers in Hum. Behav. 2632 (2013); Derclaye, A Happy Combination?, supra note 36 (providing a summary).
38 Derclaye, A Happy Combination?, supra note 36. See also, infra, Section V.D ‘Supportive Personal
Relationships’.
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funds what private companies do not invest in, the system is adequate from a well-
being perspective.39

C. Success in Realizing Central Life Goals and Values
IP laws benefit the well-being of those for whom creating or inventing is a central
life goal, by enabling them to be rewarded for, and perhaps make a living from,
what they create or invent. Thus, IPR seem likely to promote this marker of well-
being, at least for creators and inventors. However, it should be noted that some
deontological concerns may arise in this context—in particular about discrimination, for example on the basis of gender or sexual orientation, whether in IP laws
themselves or as part of custom and practice.40

D. Supportive Personal Relationships
Information and communication technologies (ICT) such as the internet, social media, e-mail, and other forms of telecommunications—including videotelephony applications such as Skype, Meets, WebEx, and Zoom—
enable
colleagues, friends, and family to keep in touch when separated. Such technologies seem to have well-being benefits through helping sustain relationships in
circumstances where face-to-face contact is not possible, for example when ‘lockdown’ measures were implemented in many countries during the 2020 Covid-
19 pandemic. ICT can also facilitate communication and travel for those whose
disabilities would otherwise make this difficult or impossible. Improvements in
transportation systems could facilitate physical contact between loved ones who
are separated (for example, driverless cars would make this easier for those who
cannot drive).41
Thus, by providing an incentive for innovation, IPR do seem, at least in principle, to promote this marker of well-being, though as with health, this depends on
whether the market will provide the relevant technologies. However, there are important caveats on this assessment. In normal circumstances, supportive personal
relationships generally involve physical contact. Again, this has been acutely seen
during the Covid-19 ‘natural experiment’ pandemic with people living on their
own missing physical contact. To the extent that new technologies tend to replace,

39
40
41

Derclaye & Taylor, Aligning IP with Well-being, supra note 25, at 9–10.
Id. at 7.
Id. at 10–11
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rather than complement, physical contact, they may not promote this marker of
well-being. Recent research suggests that heavy or passive use of ICT decreases
happiness.42 Moreover, updating does not necessarily mean improving. Due to
planned obsolescence, people may find themselves having to replace products
such as mobile phones with later models, at considerable financial (and environmental) cost and without necessarily gaining any improvement in well-being from
doing so.43

E. Personal Development
Personal development includes the development of intellectual skills and acquiring
of knowledge, and the development of mental and physical abilities. In modern societies, personal development is fostered, inter alia, through education. Copyright
and patent laws incentivize inventors and creators to make educational works and
inventions, including toys, that can be used at home or in the classroom. On the
other hand, copyright laws generally have educational and research exceptions and
patent laws often allow use for research, experimental, and/or private purposes.
These exceptions promote this marker of well-being, through fostering education.
We argue, therefore, that such exceptions should be safeguarded and that international conventions such as the TRIPS Agreement should make them imperative, or at the very least, overridable only under very specific justified conditions.
Though a balance needs to be struck between the well-being of inventors/creators
and that of users, only in exceptional cases should the right holder prevent use for
criticism, educational, or research purposes.44

F. Leisure
IPR can benefit leisure, insofar as they incentivize people to create inventions and
works that provide opportunities for leisure activities. Copyright or patents are not
a hindrance to the enjoyment of these works and products, which can be bought,
rented, or borrowed. To the extent that leisure includes active participation as well
as consumption, IPR may pose problems. For instance, if a user wants to make a
new work out of a work whose copyright is still in force, in most cases this will infringe copyright. In order to allow active leisure activities, private copying should
arguably be allowed. As these activities remain private, there is no harm to the
42 See, e.g., Ethan Kross et al., Facebook Use Predicts Declines in Subjective Well-Being in Young Adults,
8 Plos One 1 (2013).
43 On planned obsolescence, see Rob Lawlor, Delaying Obsolescence, 21 Sci. & Engineering ethics
401 (2015).
44 Derclaye & Taylor, Aligning IP with Well-being, supra note 25, at 8, 11.
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right holder especially if remuneration is paid. The three-step test is therefore
respected.45

G. Adequate Income/Resources
IPR enable inventors and creators to recoup their investments. Some patent laws
also have specific provisions to reward employees when the invention has been
particularly beneficial to the employer (e.g. §§ 40–42 of the UK Patents Act 1977).
Some copyright laws require publishers to pay additional sums to authors if the
payment contractually agreed upon is ‘conspicuously disproportionate to the proceeds and benefits derived from the exploitation of the work’ (e.g. arts. 11, 32, and
32a of the German Copyright Act, art. L.131-4 of the French Intellectual Property
Code, and more recently arts. 18–23 of the EU Directive on Copyright and Related
Rights in the Digital Single Market46) but others, such as that of the UK, do not.
Whether laws should include such ‘appropriate reward’ clauses is arguably a deontological (fairness) issue; nevertheless, these provisions certainly add to the
well-being of authors.47
From the point of view of users, it may be that some works and inventions are
too expensive. If the price can be said to be excessive or the IPR holder refuses access to their work or invention, mechanisms may exist to curb the abuse: art. 8(2) of
the TRIPS Agreement has a provision to this effect. With respect to this marker of
well-being (and also Success in realizing central life goals/values, since users may
be follow-on creators and inventors themselves, as well as consumers) the term of
protection of copyright may be an issue. The well-being of users is decreased if they
cannot use a work. It is clear that the well-being of authors is not an issue after their
death, nor can they be incentivized to create any more. So, if anything, the term of
protection should be the duration of the author’s life at most.48

H. Rewarding Employment
IPRs do more than simply provide income to creators and inventors. They allow
them to exercise the profession they want to embrace. In this respect, IPRs generally enable their well-being.49 Users who need to use protected subject-matter
45

Id. at 11–12.
Directive (EU) 2019/790 of the European Parliament and of the Council of 17 April 2019 on copyright and related rights in the Digital Single Market and amending Directives 96/9/EC and 2001/29/EC,
2019 O.J. (L 130) 92–125, to be implemented in the EU Member States by 7 June 2021.
47 Derclaye & Taylor, Aligning IP with Well-being, supra note 25, at 8–9, 12–13.
48 Id. at 12–13.
49 Paul Dolan & Robert Metcalfe, The Relationship between Innovation and Subjective Wellbeing, Res.
Pol’y 41 (2012).
46

666

Tim Taylor and Estelle Derclaye

in their profession can generally ask for a licence, and if it is refused or the price is
excessive, competition law is the usual recourse.50
The well-being approach to IPR is still in its infancy, and the proposals discussed
above are only a snapshot of some of the ways in which a change from justifying
IPR in purely economic terms to evaluating their positive and negative impact directly in terms of human well-being might ultimately influence law and policy on
IP. There is ample scope for further scholarship—taking advantage of the extensive
body of empirical research on well-being—on the well-being impact of IPR in a
wide range of areas, and for debate on how the IPR legal framework should be developed to take those impacts into account.

VI. Potential Wider Applicability
As discussed above, the well-being approach to IPR was developed in the context
of the utilitarian justification of IPR, as an alternative to the dominant L&E approach that interprets utility in purely economic terms. Though the well-being approach acknowledges that utilitarian considerations are relevant to the justification
of IPR, it makes no claim that these are the only relevant considerations. Though
the approach supports the promotion of utility (defined in terms of well-being), it
does not endorse the maximization of utility, as implied by classical utilitarianism.
Promoting a value is consistent with also promoting another, so it is possible to
promote multiple values at the same time, though ways would need to be found to
resolve any conflicts that arise. Maximizing a value, however, gives it a dominant
role: other values can be promoted, if at all, only insofar as they do not conflict
with it.51
As to what other considerations might be relevant to the justification of IPR,
mention has already been made above of the deontological considerations
associated with personality rights and natural rights which have historically
played an important role in the IPR legal framework and to some extent continue to do so. However, these are not the only non-utilitarian considerations
that have a reasonable claim to be taken into account in IPR policy and law.
As other chapters of this book argue, a case can be made that considerations
of social justice and morality also have a role to play.52 We see a potential for
synergies between the well-being approach and at least some aspects of social
justice and morality.

50
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A. The Well-Being Approach and Social Justice
A key consideration in social justice is fairness: the distribution of benefits should
not be grossly unequal. By these lights, a system that gives enormous benefit to a
small number of people but little or none to others would be seen as unfair. John
Rawls has argued that inequalities are just ‘if and only if they work as part of a
scheme which improves the expectations of the least advantaged members of society’.53 If fairness in distribution is regarded as important, this has a significant
bearing on the justification of IPR. Social justice implies that it matters not only
whether inventions and creations create benefits for society, but where those benefits fall. Suppose, for example, that an invention were to offer the prospect of significant benefit to a small section of society who are already well-off but no benefit
and some harm to other, more disadvantaged groups. In strictly utilitarian terms,
the benefits might outweigh the harms. However, since the invention would harm
disadvantaged groups and exacerbate inequalities within society, a set of criteria
for IPR which included social justice would be likely to deliver a different verdict
on the desirability of such an invention from a utilitarian criterion alone.
As a ‘bottom-up’ approach which takes the well-being of the individual as its
starting point (as opposed to a ‘top-down’ measure such as GDP) the well-being
approach to IPR is capable of identifying and responding to different impacts on
the well-being of different groups. Thus, it would be possible to take into account
considerations of social justice when applying the well-being approach to the justification (or rejection) of particular inventions/creations, types of inventions/creations, or to the design of IP legislation. Account could be taken not only of the
benefits these inventions or creations would be likely to produce, but where they
could be expected to fall. By looking at the differential impact of creations and inventions upon the well-being of different groups within society, the well-being approach can help to inform the application of criteria based on principles of social
justice.54
It should be noted that well-being as such is not always the currency by which
social justice is judged. Political liberalism holds that society should confine itself
to giving people the means to pursue their own well-being, rather than attempting
to improve their well-being directly.55 Nevertheless, Rawls and others have proposed lists of goods (described as ‘primary goods’ by Rawls). which bear a resemblance to those put forward by objective-list theorists as components of well-being.
Rawls’ primary goods can be seen as productive of well-being and overlap with the
markers of well-being listed above.

53
54
55

John Rawls, A Theory of Justice (Rev. ed.) 65 (1999).
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B. Well-Being and Harm
Morality encompasses a wide range of codes and principles, often rooted in different philosophical and religious traditions and not always consistent with each
other. These are likely to vary in the extent to which they are relevant to IPR.
However, there is a particular group of moral intuitions that have received surprisingly little attention in the IP literature, but which we believe also have a good
case to be taken into account in the evaluation of IPR. These have in common the
thought that there is something bad about causing harm, and that the need to avoid
doing so has a stronger claim on us than any positive obligation to create benefit.56
Classical utilitarianism, which has exerted so much influence on the field of IP,
regards harm (i.e. a reduction in someone’s well-being or utility) as a bad thing,
just as it regards benefit as a good thing. However, it draws no qualitative distinction between the two. What matters is the net balance of harms and benefits, so
harms caused can be offset by benefits and—importantly—harms caused to one
person can be offset by benefits to another. However, most people tend to feel that
there is something wrong in knowingly causing harm to someone, and in causing
or allowing harm to one person in order to give benefits to another. This widespread moral intuition is reflected or respected, explicitly or implicitly, in a variety
of different moral theories. There are versions even of utilitarianism itself which
posit a greater obligation to prevent harm than to create benefit.57 However, a focus
on harm is perhaps most closely associated with deontological theories which reject utilitarianism altogether. So-called ‘agent-centred’ deontological views posit
various duties or obligations that agents are held to be subject to. Different theories
invoke different duties, but in most deontological systems those duties predominantly take the form of prohibitions against harming others, typically those who are
considered ‘innocent’. Trade-offs between harms and benefits to different people
are also likely to be rejected by social contract theories which claim that moral
norms derive their normative force from the idea of contract or mutual agreement.58 Outcomes would need to be justifiable to each individual, which would not
support trading harms to one person against benefits to another.59
To the extent that the notion of harm has featured in the debate about IPR,
hitherto it has generally been in connection with the interests of creators and
inventors—for example, concerning harm caused to the interests of copyright
56

Derclaye & Taylor, The Well-being Approach to IP, supra note 51.
Gustaf Arrhenius & Krister Bykvist, Future Generations and Interpersonal Comparisons: Moral
Aspects of Energy Use, Uppsala Prints & Preprints in Phil. 21 (1995); Mario Bunge, 8 Treatise on
Basic Philosophy–Ethics: The Good and The Right (1989).
58 Ann Cudd & Serena Eftekhari, Contractarianism, in The Stanford Encyclopedia of
Philosophy (Edward N. Zalta ed., Summer 2018), https://plato.stanford.edu/archives/sum2018/
entries/contractarianism/.
59 Robert Sugden, Maximizing Social Welfare: Is it the Government’s Business?, in The Good
Polity: Normative Analysis of the State (Alan Hamlin & Phillip Pettit eds., 1989).
57
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owners by the unauthorized distribution of their work.60 However, we suggest that,
in the context of a broader movement to bring moral principles to bear on the justification of IPR, potential criteria relating to harm that might be caused to users
and/or third parties are worthy of consideration.
The notion of harm and its opposite, benefit, are closely related to that of
well-being. Broadly speaking, a benefit to a person can be defined as something
which increases the well-being of that person. Correspondingly, a harm to a certain person can be defined as something which diminishes the well-being of that
person. As a ‘bottom-up’ approach, the well-being approach to IPR allows harms
and benefits to particular individuals or groups to be identified. Thus, for example,
if some particular technology were found, or predicted, to have a negative impact
on the well-being of certain individuals or groups of individuals, they might trigger
deontological prohibitions on causing harm.
Utilitarian considerations continue to have an important role to play in the justification of IPR—particularly when utility is assessed in terms of well-being rather
than via economic proxies. However, there are good arguments for the introduction of criteria reflecting principles of social justice and prioritizing the prevention
or minimizing of harm. The well-being approach to IPR, and the theory-neutral
approach to the measurement of well-being, though developed in the context of
the utilitarian justification of IPR, would also be compatible with criteria based
upon such principles.

VII. Conclusion
Traditional justifications of IPR—
in particular, of patents and copyright—
dominated as they are by narrow economic interpretations of utility that are increasingly rejected in other fields, are ripe for revision. To some extent, the human
rights discourse embraced particularly in the EU and in the case law of the Court
of Justice of the EU already goes some way to reducing the L&E influence, but
more needs to be done. The assumption that IPR can have only positive effects, in
virtue of their role in incentivizing creation and innovation and thus economic activity, is no longer tenable. Well-being, a value whose importance for policy is now
widely acknowledged by governments, offers an alternative lens through which to
examine the case for IPR. The well-being approach to IPR is still in its infancy, and
there is ample scope for further research beyond the areas described above. The existence of an extensive body of empirical literature on well-being and of continuing
national measurement programmes ensures that there is no shortage of evidence
to inform research in this area. This approach faces its own challenges, of course, in
60 See, e.g., Christina Bohannan, Copyright Harm, Foreseeability, and Fair Use, 85 Wash. L. Rev. 969
(2007).
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particular the existence of rival theories of well-being, though the theory-neutral
approach discussed above, which identifies areas of common ground between the
competing theories on the ‘markers’ of well-being offers a potential solution.
The well-being approach opens up the possibility of a more humane and plausible interpretation of the utilitarian justification of IPR than the L&E approach
which currently dominates. It also has potential synergies with other ‘lenses’ including social justice and morality. Inventions and creations may indeed deliver
well-being benefits which justify IPR in order to provide incentives for inventors
and creators. However, as the examples discussed above suggest, in some cases
they may cause harms, or IPR themselves may not have a beneficial impact upon
well-being. The well-being approach thus argues for a more cautious and nuanced
evaluation of IPR than currently prevails.
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Researching Social Justice Aspects
of Intellectual Property
Lateef Mtima and Steven D. Jamar

I. Introduction
Examining intellectual property (IP) through a social justice lens can provide
scholars, policy-makers, and practitioners with fresh insights into both IP and into
social and economic injustice.1 Those insights can reveal paths to advancing inclusion and empowerment of marginalized groups and people thereby advancing
the cause of social justice.2 While our focus in the vast field of social justice is primarily on inclusion, access, and empowerment with respect to both creating and
exploiting IP, social justice includes much more.3 For example, recognition of and
realization of basic liberty and equality, as well as basic economic, social, and cultural rights are core objectives of social justice.4
1 See, e.g., Anjali Vats & Deidre A. Keller, Critical Race IP, 36 Cardozo Arts & Ent. L.J. 735 (2018);
Lateef Mtima, From Swords to Ploughshares: Towards a Unified Theory of Intellectual Property Social
Justice, in Intellectual Property, Entrepreneurship and Social Justice: From Swords to
Ploughshares 265–79 (Lateef Mtima ed., 2015); K.J. Greene, Copyright, Culture & Black Music: A
Legacy of Unequal Protection, 21 Hastings Comm. & Ent. L.J. 339 (1998).
2 See, e.g., Margaret Chon, Intellectual Property and the Development Divide, 27 Cardozo L. Rev.
2821 (2006); Lateef Mtima & Steven D. Jamar, Fulfilling the Copyright Social Justice Promise: Digitizing
Textual Information, 55 N.Y.L. Sch. L. Rev. 77–108 (2010).
3 See, e.g., Lateef Mtima, Copyright Social Utility and Social Justice Interdependence: A Paradigm for
Intellectual Property Empowerment and Digital Entrepreneurship, 112 W. Va. L. Rev. 97 (2009); Steven
D. Jamar, Crafting Copyright Law to Encourage and Protect User-Generated Content in the Internet Social
Networking Context, 19 Widener L.J. 843 (2010).
4 See generally Amartya Sen, Development as Freedom (1999); Charles H. Houston, An
Interdisciplinary Study of Civil Rights Leadership (James L. Conyers Jr ed., 2012); John
Rawls, A Theory of Justice (1971); Justin Hughes & Robert P. Merges, Copyright and Distributive
Justice, 92 N.D. L. Rev. 513, 518 (2016) (‘Rawls’s great life project was to figure out moral principles for
structuring a fair and just society . . . Rawls’s system of thought begins with a Kantian focus on the rights
of each individual, but then integrates this with an emphasis on the fair distribution of resources. This
confluence of Kantian individualism and collective concerns, together with a highly analytical way of
thinking, marks Rawls’s major contribution to the theory of social justice’.). For analyses of the impact
of IP social injustice on broader social justice obligations and concerns see, e.g., Madhavi Sunder,
From Goods to a Good Life: Intellectual Property and Global Justice (2012); Hannibal
Travis, Copyright Class Struggle, 17 (2018); Johanna Gibson, Creating Selves: Intellectual
Property and Narration of Culture 1–9 (2006); Intellectual Property Law: and Social
Justice Perspectives x–xi (Anne Flanagan & Maria Lilla Montagnani eds., 2010) (‘[I]ntellectual
property in the form of literature, science, knowledge and its fair dissemination and access to knowledge has a broader role to play in the development of all individuals as well as the fabric of society and
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People investigating IP social justice do so across the full range of perspectives
ranging from exploring underlying theory5 to implementing practical solutions on
the ground.6 Fruitful insights from international human rights law,7 critical legal
studies,8 and other theoretical perspectives9 continue to be made as a wider circle
of academics and others employ social justice to improve IP regimes. This chapter
presents ideas and methods for conducting research towards tackling IP social
justice issues in national, international, and transnational contexts.
The essential features of this approach are:
1. Knowledge of the role of IP protection as a social ordering mechanism in
the political economy, including the law and processes of IP at the relevant
level, i.e. international, transnational, municipal, augmented by facility with
the prevailing principles which shape social justice and with the concomitant
stratagems to achieve it throughout the contemporary global community.
2. Recognition of inequalities and inequities in the distribution of the benefits
of, access to, and empowerment through IP with respect to a defined group as
paradigmatic of the intersection of IP law and social justice.

democracy.’); Bill Ivey, Arts, Inc.: How Greed and Neglect Have Destroyed our Cultural
Rights (2008); Daniel J. Gervais, Intellectual Property and Human Rights: Learning to Live Together,
in Intellectual Property and Human Rights 14 (Paul Torremans ed., 2008); Tuneen E. Chisolm,
Whose Song Is That? Searching for Equity and Inspiration for Music Vocalists under the Copyright Act, 19
Yale J. L. & Tech. 274, 305–20 (2017); Steven D. Jamar, The International Human Right to Health, 22 S.
U. L. Rev. 1–68 (1994) (2006); Authors Guild, Inc. v. HathiTrust, 755 F.3d 87 (2d Cir. 2014) (holding that
digitization of books to increase accessibility for the blind is a fair use purpose consistent with the overarching social objectives of copyright law).
5 See, e.g., Mary W.S. Wong, Toward and Alternative Normative Framework for Copyright: From
Private Property to Human Rights, 26 Cardozo Arts & Ent. L.J. 775 (2009); Steven D. Jamar, Copyright
and the Public Interest from the Perspective of Brown v. Board of Education, 48 How. L. J. 629–57 (2005).
6 See, e.g., Stephen R. Munzer, Corrective Justice and Intellectual Property Rights in Traditional
Knowledge, in New Frontiers in the Philosophy of Intellectual Property (Annabelle Lever ed.,
2012); Llewellyn Joseph Gibbons, Do as I Say and (Not as I Did): Putative Intellectual Property Lessons
for Emerging Economies from the Not So Long Past of the Developed Nations, 64 SMU L. Rev. 923 (2011);
Mtima & Jamar, supra note 2, at 77–108; Jamar, supra note 3, at 843–72.
7 See generally Paul L.C. Torremans, Intellectual Property and Human Rights (3d ed.
2015); Steven D. Jamar, The Human Right of Access to Legal Information: Using Technology to Advance
Transparency and the Rule of Law, 2 Global Jurist 1, 1–14 (2001); Laurence R. Helfer, Human Rights
and Intellectual Property: Conflict or Coexistence?, 5 Minn. J. L. Sci. & Tech. 47 (2003).
8 See, e.g., Damien Miller, Knowing Your Rights: Implications of the Critical Legal Studies Critique of
Rights for Indigenous Australians, 5 Austl. J. Hum. Rts 48 (1999); John Tehranian, Towards a Critical IP
Theory: Copyright, Consecration, and Control, 2012 BYU L. Rev. 1233 (2012); Victoria Smith Ekstrand,
Andrew Famiglietti & Cynthia Nicole, The Intensification of Copyright: Critical Legal Activism in the Age
of Digital Copyright, 53 IDEA 291 (2013); Carys Craig, Critical Copyright Law & the Politics of ‘IP’, in
Research Handbook on Critical Legal Theory (Emilios Christodoulidis, Ruth Dukes, & Marco
Goldoni, eds., 2019).
9 See, e.g., Annabelle Lever, Introduction, in New Frontiers in the Philosophy of Intellectual
Property (Annabelle Lever ed., 2012); Eli Dourado & Alex Tabarrok, Public Choice Perspectives on
Intellectual Property, 163 Pub. Choice 129 (2015); Bryan Cwik, Labor as the Basis for Intellectual Property
Rights, 17 Ethical Theory and Moral Prac. 681 (2014) (Special Issue: BSET-conference 2013).
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3. Examination of the doctrine and procedures of the applicable IP regimes
to ferret out systemic and doctrinal weaknesses adversely affecting certain
groups and thereby impeding IP law social utility/social justice obligations.
4. Development and implementation of solutions based upon the ‘discovered’
and/or expressly codified IP social justice law. Sometimes the role of the academic may be limited to merely highlighting the problem. Sometimes one
can do more in the role of scholar/activist and thereby effect change through
advocacy, lobbying, education, or direct involvement, such as community organizing at the grassroots level.
While there is nothing radical or novel about these steps per se, the recognition
and articulation of their relevance to implementing IP social justice theory serves
as a useful organizing tool.

II. Intellectual Property Social Justice Research Toolkit
Effective research of ‘IP social justice’ begins with the requisite understanding of
the integral concepts of ‘IP’ and ‘social justice’. Consequently, the first tool needed
by a social justice advocate in the IP space is an understanding of and familiarity
with generally accepted legal terminology employed in IP law discourse and of the
specific types of IP protection such as patent, copyright, trade secret, trademark,
and publicity rights.10
Concomitantly, the second tool needed by a social justice advocate in the IP
space is a working definition of social justice as an approach to and a basis for IP
law and administration. The researcher must also be familiar with the principal
mechanisms through which social deficiencies are identified and redressed.11
‘Social justice’ is a protean term with many different attributes that vary with and
depend upon context and one’s aims. Social justice broadly considered includes the
aspirational ideal of substantive equality as well as the requirement of procedural
equality.12 Social justice includes at least some aspects of individual liberty, for example autonomy, as well as some communitarian liberty values such as religious
association, pursuit of legitimate group interests, and civic virtues such as voting.
Social justice includes not only access to, but also inclusion in, the social, cultural,
and economic life of the country including full participation in and ability to affect
10 World Intellectual Property Organization (WIPO), What Is Intellectual Property?
(2004) (‘Intellectual Property—intellectual property refers to creations of the mind: inventions; literary
and artistic works; and symbols, names and images used in commerce.’).
11 See, e.g., David Miller, Principles of Social Justice, 1 (1999); Michael Lawrence, The Effects
of Human Rights Norms on Sovereignty: The Native American Context, 20 Mich. St. U. Coll. L. Int’l
L. Rev. 57 (2011).
12 See, e.g., Carla D. Pratt, Way to Represent: The Role of Black Lawyers in Contemporary American
Democracy, 77 Fordham L. Rev. 1409 (2009).
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the direction of civil society in all its manifestations. Social justice thus rests upon
the core values of equality, liberty, and advancing the general welfare. Below we develop what we consider the most salient aspects of social justice for evaluating and
reforming IP regimes, i.e. access, inclusion, and empowerment.
The third tool in the toolkit is an understanding of IP in the national, international, and transnational planes. For the purposes of this article, national, international, and transnational IP collectively refers to national IP law together with
public and private international law norms as established in IP treaties and trade
treaties.13 Understanding certain underlying basic international norms such as national treatment that determine the parameters of international and transnational
IP law is also necessary for conducting transnational and international IP social
justice research effectively. Sometimes research in the international and transnational arena will inexorably draw one into considering municipal law–indeed,
sometimes a unilateral change in IP law and administration in one country can
have important international and transnational impacts. Such municipal aspects
should not be artificially excluded from an international focus. Similarly, transnational concerns, particularly with respect to private ordering such as licensing
and other transfers of IP, cannot be ignored because the law and processes
mediating international IP transactions are not necessarily neutral with respect to
inclusion, access, and empowerment across national boundaries.
Outfitted with a basic command of the integral concepts of IP law and social
justice, the researcher is now in a position to consider how the defining characteristics and social objectives of the IP legal regime can intersect with and overlap with
the goals and benefits appurtenant to the recognition of a society’s fundamental
obligation to preserve and protect social justice principles.14 In other words, how
pursuing social justice furthers the goals of IP law or how redressing a social injustice arising in connection with IP protection is in fact consistent with the overarching purpose of the IP law. From this vantage point, the researcher is able to
recognize (1) IP legal tenets which mandate or support a social justice perspective
of IP protection; (2) social justice deficiencies which undermine the purpose and
efficacy of IP protection; (3) socially agnostic IP mechanisms or policies which indirectly create, perpetuate, or exacerbate social justice deficiencies extrinsic to the
IP ecosystem; and (4) theories which promote a social justice-oriented implementation of the IP system.15
13 See, e.g., Agreement on Trade-
Related Aspects of Intellectual Property Rights, 15 April 1994,
Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33
I.L.M. 1197 (1994) [hereinafter TRIPS Agreement]; Enforcement Directive of 2004: Council Directive
2004/48/EC of the European Parliament for the of the Council of 29 April 2004 on the enforcement of
intellectual property rights, 2004 O.J. (L 157) [hereinafter Enforcement Directive].
14 In this way the researcher refines her investigation to social justice deficiencies which arise within
the social utility sphere of IP protection.
15 Anupam Chander & Madhavi Sunder, Foreword: Is Nozick Kicking Rawls’s Ass? Intellectual
Property and Social Justice, 40 U.C. Davis L. Rev 563; Research Handbook on Human Rights and
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For example in the United States, the purpose of the IP law is to promote the
progress of the arts and sciences.16 The researcher seeking to identify or construct
bases for IP social justice consistent with this mandate should evaluate prevailing
notions of social justice for relevance to and impact upon this overarching social
utility objective which underlies American IP law. In the transnational context,
technological, legal, economic, social, and cultural impediments to IP social justice
that cross national borders, and international economic and social development
related to IP can be determinative.17 In sum, the researcher is now in possession of
research tools that will enable her to move beyond those sources which expressly
reference IP social justice and will be able to identify a broader range of legal authority and precedent that can advance IP social justice.18

III. Constructing an Analytical Intellectual Property Social
Justice Research Methodology
With an appreciation for the structural relationship between IP law social objectives and fundamental social justice principles in hand, the IP social justice researcher will typically direct her specific research toward the fulfilment of either
or both of the following research agenda: (1) identifying sources of IP social justice
legal authority that can be used by her or others to apply to causes on the ground; or
(2) addressing a specific IP social justice issue or challenge (or developing such an
issue for scholarly evaluation or policy assessment).
As discussed above, effective research in connection with the first research
agenda requires the application of an understanding of the intersections between
IP law and social justice tenets toward the identification and confirmation of social
justice obligations and mandates in IP legal decisions, statutory and treaty provisions, and scholarship.19 In addition to contributing to the developing body of
Intellectual Property (Christophe Geiger ed., 2015); Intellectual Property Law: Economic
and Social Justice Perspectives (Anne Flanagan & Maria Lillà Montagnani eds., 2010).
16

U.S. Const. art. I, § 8.
See Intellectual Property Rights, Development, and Catch-Up: An International
Comparative Study (Hiroyuki Odagiri et al. eds., 2010); Duncan Matthews, Intellectual
Property, Human Rights and Development: The Role of NGOs and Social Movements
(2011).
18 Given the relatively recent introduction of the IP social justice lexicon, the researcher dependent
upon such express categorization is likely to locate only the small albeit quickly expanding body of
scholarship, case law, and legal provisions expressly directed toward to the law’s social justice obligations. As noted infra, however, the social justice obligations inherent to IP protection, and issues and
disputes relevant to these obligations, predate the contemporary work of IP legal scholars and policy
activists which have identified their existence and commensurately shifted and expanded the interpretation and application of IP law and policy. Consequently, important bases for IP social justice legal
theory can be ‘uncovered’ in many earlier IP legal decisions.
19 Effective research relevant to the second research agenda will help the researcher in redressing or
identifying specific IP social justice issues and problems. Obviously the researcher will find much of the
17
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contemporary scholarship, case law, and legal provisions and policies expressly directed toward to the IP law’s social justice obligations, the IP social justice researcher
can make valuable contributions by tackling the following sorts of questions:
1. What other authority or supports exist for recognizing IP social justice mandates and for promoting and achieving these objectives?
2. Where can such authority be found and how can it be interpreted and applied
to specific problems of injustice?
3. How can such authority be utilized as living doctrine properly amenable to
the kind of organic evolution that keeps law relevant to and consistent with
contemporary values and challenges?
In short, how does one ‘uncover’ IP social justice law?
Although the idea that social justice obligations are inherent in IP law is of fairly
recent vintage,20 the challenge of balancing IP protection against competing societal interests and of implementing rules where interests in IP protection and societal interests are more complementary than adverse is not new. Efforts to delineate
the scope of IP protection with respect to its impact upon various aspects of the
general public interest can be found a wide variety of IP legal and policy decisions
which predate the introduction of IP social justice theory as a separate field of IP
legal scholarship, policy, and social activism.21 An example of reconciling competing interests would be the doctrine of fair use in US law or fair dealing in other
systems under which some uses of copyrighted works are deemed non-infringing
even if no permission is sought or obtained. An example of complementary interests would be the way in which providing some protection for expression of ideas
serves to encourage the creation and dissemination of those ideas which serves
material located in connection with the first research agenda useful in addressing these questions. At
the same time, however, new social justice challenges continuously arise in the global information society, many of which may not be directly addressed by prior general IP social justice legal authority and
discourse. We discuss how the researcher can approach new and specific IP social justice problems in
the next Section.
20 The earliest law review symposia which expressly examine the social justice obligations of intellectual property law appear to be Symposium, Intellectual Property and Social Justice, 48 How. L.J. 571
(2005) and Symposium, Intellectual Property and Social Justice, 40 U.C. Davis L. Rev. 559 (2006).
21 The key distinction, however, is that these efforts were typically grounded in theories which advocated for the infusion of extrinsic legal doctrine into IP law, such as human rights theory, toward its
adaptation to serving various social needs. See Mtima, supra note 1, at 266 (‘Intellectual property social
justice occupies a unique space in the IP social reform discourse. Whereas the predominating reformist
rhetoric confronts the challenge as one of importing pertinent social values into the IP regime, intellectual property social justice eschews any implicit conceptualization of intellectual property protection as
inherently devoid of non-economic/socially benign objectives . . . Intellectual property social justice regards the values of equitable access, inclusion and empowerment as essential and indeed intrinsic to the
enterprise. From this perspective, intellectual property social justice confronts “IP law and economics”
extremes as promoting and perpetuating socially wasteful inefficiencies in the contemporary intellectual property protection apparatus.’).
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interests in free speech and the creation and dissemination of ideas that advance
social, economic, and cultural development.
Similarly, support for IP social-justice-oriented implementation of IP protection can also be found in some predecessor scholarly theories concerned with the
impact of IP law on the ecumenical public interest, broadly considered. Limitations
on patent terms and terms of copyright can be thought of this way. Similarly,
though a more recent development than the initial balances implemented two and
three centuries ago, the twentieth century saw the creation of economic, social, and
cultural development discourse and policy with scholarly legal theories addressing
the role of IP in such development. Ultimately, these ideas found acceptance in the
construction of public international law and treaties.22
Accordingly, in formulating a comprehensive and efficacious IP social justice
legal research methodology, IP social justice legal precedent and prevailing authorities should be organized in to three areas of inquiry: (1) Research that mines IP
legal precedent for social justice values; (2) Research into predecessor IP and development/public interest legal scholarship; and (3) Research focused on leading
scholarship and judicial decisions which explore and apply express IP social justice
perspectives and principles.

A. Mining Precedent for Intellectual Property Social Justice
Legal Principles
In constructing a research agenda to identify sources of IP social justice legal precedent, one must become familiar with the various IP legal doctrines and principles intended to ensure that IP protection performs properly in the balance of
the total political economy. Unlike today where IP social justice considerations
and objectives are often expressly articulated in legal opinions,23 scholarship,24 and
even in treaties and statutes,25 older support for IP social justice objectives rarely
employs the contemporary IP social justice lexicon.26 Regardless of the specific

22 See Intellectual Property Rights, Development, and Catch-Up: an International Comparative Study,
supra note 17.
23 The Authors Guild v. Google, Inc., 770 F. Supp. 2d 666, 679 (S.D.N.Y. 2011)
24 See, e.g., Giovanni Battista Ramello, Access to vs. Exclusion from Knowledge: Intellectual Property,
Efficiency and Social Justice, in Intellectual Property and Theories of Justice 73–93 (Axel
Gosseries & Alain Marciano eds., 2008).
25 Topics of the European Union: Human Rights and Democracy, https://europa.eu/
european-union/topics/human-rights_en (last visited 10 February 2020); Oskar J. Gstrein, Privacy
as a Human Right in the European Union and the Global Internet (2017).
26 See, e.g., Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 558 (1985) (‘The economic
philosophy behind the clause empowering Congress to grant patents and copyrights is the conviction that encouragement of individual effort by personal gain is the best way to advance public welfare
through the talents of authors and inventors in “Science and useful Arts” ’) (quoting Mazer v. Stein, 347
U.S. 201, 209 (1954)).
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verbiage employed, both older and recent case decisions can provide compelling
evidence of a venerable tradition of addressing IP-related social issues through interpretation and application of IP legal doctrine.
For example, in the United States, cases which involve the impact of IP protection upon consumer rights and public education are likely to include analyses and
dispositions relevant toward acknowledgement of the law’s social justice obligations generally.27 Similarly, judicially developed doctrines which balance IP protection against the public access to the ‘public domain of ideas’ can also inform as
to the social justice obligations of the IP law.28
Moreover, social justice considerations and obligations arise in connection with
specific forms of IP protection. In copyright law cases in which courts are required
to balance First Amendment rights29 or consumer First Sale rights30, against copyright protection, or evaluation of users’ rights under the Fair Use doctrine31 often
include explicit consideration and analysis of social justice effects among the bases
for the court’s ultimate disposition. In patent law, antitrust concerns in connection with patent misuse,32 and ‘march-in’ rights under the Bayh-Dole Act,33 will
typically include consideration and assessment of social impacts which sound in
social justice. Considerations of employee mobility, discouraging socially harmful
business tactics,34 and requiring ‘clean hands’ as innate to invocation of trade secret remedial action35 will also include judicial consideration and evaluation of issues and impact relevant to identifying and shaping the social justice obligations
of IP law.
Authors Guild, Inc. v. HathiTrust36 provides an example of explicit consideration
of the public interest in support of applying copyright law to serve social justice
needs. In Author’s Guild a number of research universities agreed to allow Google
scan books from their libraries to make digital copies of them. Digital copies are
more readily accessible to blind people and other persons with certain disabilities
27

In re Napster, Inc. Copyright Litig., 2004 U.S. Dist. LEXIS 7236 (N.D. Cal. 2004).
See, e.g., Nichols v. Universal Pictures Corp., 45 F.2d 119 (2d Cir. 1930); Sales Strategies Grp., Inc.
v. Fenton, 16 Misc. 3d 171 (N.Y. Sup. Ct. 2007). For an analysis of the IP law’s pervasive prohibition
against the recognition of property rights in ideas as a means by which to minimize the advantages
of socio-economic privileges in the race to develop ideas, see Lateef Mtima, The Idea Exclusions in
Intellectual Property, forthcoming, 28 Texas Intell. Prop. L.J. __(2021).
29 Eldred v. Reno, 239 F.3d 372 (Copyright law and First Amendment rights).
30 Bobbs-Merrill Co. v. Straus, 210 U.S. 339, 350–51 (1908) (first sale rights).
31 Cambell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994) (Fair use doctrine).
32 Lasercomb Am., Inc. v. Reynolds, 911 F.2d 970 (1990).
33 Hochendoner v. Genzyme Corp., 95 F. Supp. 3d 15 (D. Mass. 2015) (‘march-in’ rights under the
Bayh-Dole Act).
34 Bayer Corp. v. Roche Molecular Sys., 72 F. Supp. 2d 1111 (N.D. Cal. 1999) (employee mobility);
Janse van Rensburg v. Minister van Handel en Nywerheid, 1999 (2) BCLR 204 (T) (S. Afr.) (harmful
Business practice).
35 Rotary Sys. v. TomoTherapy Inc., 2014 Minn. App. Unpub. Lexis 1301 (2014) (‘clean hands’/trade
secrets).
36 Authors Guild, Inc. v. HathiTrust, 902 F. Supp. 2d 445, 448 (S.D.N.Y. 2012), aff ’d 755 F.3d 87 (2d
Cir. 2014).
28
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regarding accessing and reading the printed word. Some owners of the copyrights
claimed that the scanning and making available of the digital versions infringed
their exclusive rights. The universities and Google countered that digital versions
which make the works accessible to the blind was a transformative use permitted
under the Fair Use doctrine. Although the court ultimately disagreed that the use
was transformative, it nonetheless found it to be a fair use, in accord with the trial
court’s observation of ‘the unprecedented ability of print-disabled individuals to
have an equal opportunity to compete with their sighted peers’.37 The court referenced the Americans with Disabilities Act as showing the strong federal public
policy to enhance opportunities for the physically disabled. This policy affected
the court’s assessment of the proper understanding of the reach of copyright in
the face of the obvious social utilities. The court wrote: ‘Congress declared that
our “[n]ation’s proper goals regarding individuals with disabilities are to assure
equality of opportunity, full participation, independent living, and economic self-
sufficiency for such individuals” ’.38 This explicit reference to federal disability law
and policy as a basis for its decision constitutes the use of social-justice principles of
access, inclusion, and empowerment in defining the reach of copyright. Copyright
does not exist in a vacuum; its purposes are best realized when it is interpreted to
enable all citizens to participate in the development of society and culture.
Some national IP legal regimes address social justice concerns through express
limitations and exceptions codified in to law.39 The IP social justice researcher can
uncover recognition of social justice obligations by surveying relevant limitations
and exceptions and then researching the cases decided under these provisions.40
For example, in Deckmyn v. Vandersteen,41 the author of a cartoon illustration
brought suit when the defendant used the work to prepare a political flyer that contained racially offensive content. In response, the defendant argued that the use
was permitted under the recognized exception to undertake unauthorized parodies of copyrighted works.42
In analysing the plaintiff ’s claims, the court reviewed the applicable copyright
law, directives, and relevant exceptions, and further cautioned that the Charter of
Fundamental Rights of the European Union should also be considered in resolving
the issue:

37

HathiTrust, 902 F. Supp. 2d at 464.
HathiTrust, 755 F.3d at 102.
39 See, e.g., Copyright Act, R.S.C. 1985, c. C-42, s. 29 (Can.).
40 Even in civil law regimes wherein judicial determinations lack precedential authority, judicial interpretation and application of limitations and exceptions can illuminate social justice-oriented legal
ratiocination.
41 Case C-201/13, Deckmyn v. Vandersteen, 2014 E.C.R. 431, paras. 7–10, 11.
42 See Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the
Harmonisation of Certain Aspects of Copyright and Related Rights in the Information Society, arts. 2,
3, and 5, 2001 O.J. (L 167( (EC), [hereinafter Information Society Directive].
38
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In order to determine whether, in a particular case, the application of the exception for parody within the meaning of Article 5(3)(k) of Directive 2001/29
preserves [a]fair balance, all the circumstances of the case must be taken into
account . . . Accordingly, with regard to the dispute before the national court, it
should be noted that, according to [plaintiffs], since, in the drawing at issue, the
characters who, in the original work, were picking up the coins were replaced by
people wearing veils and people of colour, that drawing conveys a discriminatory
message which has the effect of associating the protected work with such a message . . . If that is indeed the case, which it is for the national court to assess, attention should be drawn to the principle of non-discrimination based on race, colour
and ethnic origin, as was specifically defined in Council Directive 2000/43/EC . . .
implementing the principle of equal treatment between persons irrespective of
racial or ethnic origin and confirmed, inter alia, by Article 21(1) of the Charter of
Fundamental Rights of the European Union . . . In those circumstances, holders of
rights provided for in Articles 2 and 3 of Directive 2001/29 . . . have, in principle, a
legitimate interest in ensuring that the work protected by copyright is not associated with such a message.43

B. Researching Predecessor, Cotemporaneous, and Successor
Intellectual Property Social Justice-Oriented Theories
In addition to mining case decisions, statutory law, and treaty provisions for IP
social justice principles and analysis, the IP social justice researcher should also
review IP legal scholarship which explores various predecessor, contemporaneous,
and successor social-justice-oriented theories of IP law. Such scholarly theories include IP and development/human rights law44 (predecessor), IP and gender perspectives45 (cotemporaneous), and IP and diversity issues46 (successor), as well
as related theories which reject the premise that IP protection should be assessed
and implemented solely as a matter of economic incentives.47 Scholarly analyses in

43 Vandersteen, supra note 41, at ¶¶ 28–31 (internal citation omitted). For a discussion of this issue in
the context of the tension between the First Amendment and the copyright owner’s ‘right not to speak’
see Deidré A. Keller, ‘What He Said’: The Transformative Potential of the Use of Copyrighted Content in
Political Campaigns—or—How a Win for Mitt Romney Might Have Been a Victory for Free Speech, 16
Vand. J. Ent. & Tech. L. 497, 513–17 (2014).
44 Laurence R. Helfer, Human Rights and Intellectual Property: Conflict or Coexistence?, 5 Minn. J. L.
Sci. & Tech. 47 (2003).
45 Kara W. Swanson, Intellectual Property and Gender: Reflections on Accomplishments and
Methodology, 24 Am. U. J. of Gender, Soc. Pol’y & L. 175 (2015)
46 Doris Estelle Long, Deviant Globalization and the Rise of Diverse Interests in the Multilateral
Protection of Intellectual Property, in Diversity in Intellectual Property: Identities, Interests,
and Intersections 76 (Irene Calboli & Srividhya Ragavan eds., 2015).
47 William A. Landes & Richard A. Posner, The Economic Structure of Intellectual
Property Law (2003).
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these fields typically employ social justice tenets and rationale, albeit often without
express reference to IP social justice terminology, and consequently important material will be overlooked by the researcher who restricts her inquiries to that specific lexicon.48
For example, in the rapidly developing field of IP and diversity, scholars consider how increasing awareness of diversity values has yet to translate into more
equitable distribution of global social resources. ‘Despite the rise of diversity to an
internationally relevant topic of attention . . . one cannot ignore that a disturbing
trend of denial of resources continues to be commonplace with respect to minorities and certain marginalized groups’.49 IP resources are of course among the most
important empowerment resources in the global society. ‘[I]ntellectual property
rights . . . can serve as an important tool to achieve some of the goals of promotion
and protection of diverse interests . . . existing intellectual property norms impact
questions related to equality, access, personal freedoms, privacy, wealth distribution, and allocation and exercise of social and economic power’.50 Nonetheless, the
prevailing IP norms and values continue to reflect principally Western normative
values and traditions.51
IP and diversity scholarship explores how contemporary diversity norms can
be infused into IP legal regimes. ‘Through various themes, [IP diversity theory]
delves into the debate of whether and how prevailing intellectual property norms
can comprehensively encapsulate today’s diversity-related narratives and could be
effectively used to protect and promote a host of diversity-related identities and
interests’.52 Leading IP diversity scholars thus pursue specific trajectories for analysing the importance of diversity in achieving the social objectives of IP protection
and delineate how diversity can and should be accommodated in the construction
and implementation of IP law and policy:
First, we offer a different view of diversity-related issues embedded within the
larger area of intellectual property by identifying areas where the current regimes
48 These theories often influenced incorporation of human rights principles in to national IP regimes. See, e.g., Information Society Directive, supra note 41; Copyright Act, R.S.C. 1985, c. C-42, s. 29
(Can.). See generally Steven D. Jamar, A Social Justice Perspective on the Role of Copyright in Realizing
International Human Rights, 25 Pac. McGeorge Global Bus. & Dev. L.J. 289 (2012).
49 Irene Calboli & Srividhya Ragavan, Introduction, in Diversity in Intellectual
Property: Identities, Interests, and Intersections 1 (Irene Calboli & Srividhya Ragavan
eds., 2015).
50 Id. at 2.
51 See, e.g., Susy Frankel, Interpreting International Intellectual Property Agreements and
Supporting Diversity Goals, in Diversity in Intellectual Property: Identities, Interests, and
Intersections, 17, 25 (Irene Calboli & Srivighya Ragavan eds., 2015)(‘As international intellectual
property protection increases, in both depth and breadth, a corresponding concern about protecting
national cultural interests and national identity has emerged . . . States have agreed in various international fora to expand their intellectual property protection. Most indigenous peoples have not had a
direct voice in those for a.’).
52 Calboli & Ragavan, supra note 49, at 6.
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of intellectual property norms either do not fully account for, or merely exclude
or even neglect diverse elements . . . Second, we address the extent to which protection should be given to creations of minorities and diverse groups in general.
These questions become particularly important when the nature of these creations
does not fit perfectly the traditional model of protection currently available.53

Accordingly, IP diversity scholarship applies core IP social justice precepts toward
re-examination of the fundamental IP legal infrastructure. IP diversity scholars
contend that ‘diversity matters’ in establishing IP norms and principles, inasmuch
as the breadth of human creative and innovative endeavour cannot be accommodated from a single cultural perspective. An efficacious IP regime for the global
society is amenable to a variety of cultural values and perspectives, capable of accommodating a broad range of intellectual traditions and input, and is responsive
to variegated social, economic, and political needs. In sum, IP diversity and similar
legal theories are grounded in the tenets of access, inclusion, and empowerment
and have much to offer for the IP social justice researcher.

C. Researching Contemporary Intellectual Property Social
Justice Theory
The IP social justice researcher who has undertaken the first two steps in the present research method will have undoubtedly by this point also come across much
of the material that expressly and specifically explores IP social justice theory and
its fundamental bases and principles.54 Formulating ‘IP social justice’ as a research
inquiry will lead the researcher to the pertinent material not uncovered through

53

Id. at 7.
The body of work that explores and delineates the social justice obligations of intellectual property law has become extensive and continues to develop. See, e.g., Justin Hughes & Robert P. Merges,
Copyright and Distributive Justice, 92 Notre Dame L. Rev. 513 (2016); Peter S. Menell, Property,
Intellectual Property, and Social Justice: Mapping the Next Frontier, 5 Brigham-Kanner Prop. Rts.
Conf. J. 147 (2015); Lateef Mtima, Copyright and Social Justice in the Digital Information Society: ‘Three
Steps’ Toward Intellectual Property Social Justice, 53 Hous. L. Rev. 459 (2015); Brianna Dahlberg, The
Orphan Works Problem: Preserving Access to the Cultural History of Disadvantaged Groups, 20 S. Cal.
Rev. L. & Soc. Just. 275 (2011); Rita Heimes, Trademarks, Identity, and Justice, 11 J. Marshall Rev.
Intell. Prop. L. 133 (2011); Lateef Mtima & Steven D. Jamar, Fulfilling the Copyright Social Justice
Promise: Digitizing Textual Information, 55 N.Y. L. Sch. L. Rev. 77 (2010/11); Lateef Mtima, Copyright
Social Utility and Social Justice Interdependence: A Paradigm for Intellectual Property Empowerment and
Digital Entrepreneurship, 112 W. Va. L. Rev. 97 (2009); Keith Aoki, Distributive and Syncretic Motives in
Intellectual Property Law (with Special Reference to Coercion, Agency, and Development), 40 U.C. Davis
L. Rev. 717 (2007); Anupam Chander & Madhavi Sunder, Is Nozick Kicking Rawls’s Ass? Intellectual
Property and Social Justice, 40 U.C. Davis L. Rev. 563 (2007); Julie E. Cohen, Creativity and Culture
in Copyright Theory, 40 U.C. Davis L. Rev. 1151 (2007); Margaret Chon, Intellectual Property and
the Development Divide, 27 Cardozo L. Rev. 2821 (2006); Steven D. Jamar, Copyright and the Public
Interest from the Perspective of Brown v. Board of Education, 48 How. L.J. 629 (2005); Lateef Mtima,
Introduction, Symposium on Intellectual Property and Social Justice, 48 How. L.J. 571 (2005).
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the foregoing broader research inquiries intended to produce more general IP social justice authority.
Finally, the researcher should also be careful to research non-legal, ‘public intellectual’, and policy materials for important IP social justice analyses and advocacy.
Position statements, white papers, and government agency requests for public
comments prepared by IP public advocacy organizations often provide definitive
materials.55

IV. Finding and Redressing IP Social Justice Legal Issues
Often finding an issue is not a problem because the issue comes to you. But when
one decides to act intentionally seek out and redress an IP social justice issue, several processes are available to be pursued. One way to find an issue is to review the
scholarship written in one country on IP social justice and look for a cognate in
international or transnational space or to simply shift focus and ask the question
whether the international norms and practices affect the previously identified municipal problem either by mitigating it or exacerbating it.
Reading literature, both scholarly and popular, on economic and social justice
generally in fields other than IP can provide a useful spark because many matters
identified in those studies may contain an IP component today, national or international (and which non-IP scholars and other experts may have overlooked). If
the literature reveals an IP aspect, IP social justice may well be implicated. Similarly,
reading scholarly works on national and local IP social justice can provide ideas for
the international plane because many issues studied at national or local levels have
either an international IP component or an international analogue.
Another means to find an IP social justice issue is to question a legal norm by
examining whether a requirement (or practice) might affect a particular group’s
access to IP or their ability to create or exploit it. An affected group could exist
on the basis of economic status, ethnicity, gender, religion, or nearly any other
basis of classification. For example, a trade treaty requirement that banks be liable for infringement by their customers who use funds from the bank to engage
in infringing activity might exclude people who do not have the wherewithal to
fight an improper denial of credit or it might instead provide people with a useful,
inexpensive avenue for redress. Until one actually researches the problem on the
ground, the answer cannot be known with confidence. Sometimes the impact of
a particular norm will need no empirical support; sometimes the largest problem
will be finding or creating the empirical support for one’s position relative to the
legal norm being evaluated.
55 See, e.g., Public Knowledge, https://www.publicknowledge.org/documents/; Institute for
Intellectual Property and Social Justice, https://iipsj.org/iipsj-advocacy/.
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Some scholars approach IP social justice issues from an outside perspective.
That is, they focus not only on the IP norms and practices themselves, but use other
concepts, such as international human rights norms, economic utilitarian theories,
and critical law theories as a lens through which to evaluate certain aspects of IP
norms. We have found it most valuable to use the IP social justice concepts of access, inclusion, and empowerment as expounded in this chapter as our lens, but
support any work that advances social justice in the IP arena. Any perspective that
helps someone gain a fresh perspective on what otherwise may be so well known as
to have become part of the background, and therefore all but invisible, can be valuable in IP social justice work.

V. Conclusions
Because social justice is such a protean concept and because it is a fundamental
aim of societies in general across the globe, finding an area of IP that affects social
justice generally presents few problems. Tackling a problem on a normative level
often also presents no insurmountable problems for the researcher. Problems do
arise on the ground in two primary ways: (1) those issues needing empirical evaluation; and (2) those issues where moving the necessary political levers to change
the law is daunting. Nonetheless, we have had success through the courts, through
administrative agencies, through spreading the word to other academics, policy-
makers, and practitioners, and through direct advocacy targeting narrow issues
in statutes and treaties. Change may happen neither quickly nor easily, but insight
and persistence coupled with effective strategic planning and action can help move
the needle toward a more socially just world.
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A Prolegomenon to Future Research
on Intellectual Property and the Old Arts
Peter Jaszi

I. Introduction
At the start of the eighteenth century, most objects of human knowledge and imagination were terra incognita to the fledging doctrines of European intellectual
property (IP) law. Since then, for good or ill, much of the map has been filled in,
thanks to the expansion of patent, copyright, and trademark doctrines. A striking
exception is the territory designated by the bureaucratic rubric ‘GRTKF’.1 Now,
however, contemporary students of IP are exploring whether and (if so) how
law can regulate the transactions in old culture as it does the market for innovation. This relatively new space of inquiry attracts legal academics from the developed world, whose research interests tend to follow the flag of domestic and
transnational cultural commodification, and (for obvious reasons) also has special
poignancy for those based in less developed countries.
This chapter will be devoted to unpacking certain threshold considerations relevant to doing scholarship about subject-matter signified by the elusive final ‘F’ in
the GRTKF acronym—what was once (although it no longer is) conventionally referred to as ‘folklore’.

II. A Note on Scope
Before turning to the issue of how best to reference this subject matter today, it
may be useful to point out that what follows is not concerned (at least directly)
with projects and prospects for the legal protection of so-called ‘genetic resources’
(the ‘GR’ of the acronym), which could be either physical (seeds) or intangible
(DNA sequences). Nor does it address directly the issue of ‘traditional knowledge’
(or ‘TK’), which is understood to encompass technologies and techniques (from

1 Signifying ‘Genetic Resources, Traditional Knowledge, and Folklore’ in the short-form usage of the
World Intellectual Property Organization (WIPO).
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construction to agriculture to music-making) that are transmitted within communities from generation to generation.
Of course, such delineations are less than perfectly satisfactory. Rationales for
protecting medicinal plants against ‘biopiracy’ as genetic resources may depend,
in part, on the fact that their healing properties are reflected in local narrative traditions. And old ways of making pigments are conventionally categorized as traditional knowledge, but are hard to separate definitively from the images or patterns
that are realized using such colours.
Likewise, there is some slippage between the kind of intangible material with
which this chapter is concerned, on one hand, and the objects of ‘cultural property’
protection, on the other. While relatively well-developed bodies of international
and domestic law that govern trafficking in old artworks and artefacts differ in both
aspiration and operation from nascent schemes to regulate flows of traditional
information, more recent initiatives like UNESCO’s initiative for Safeguarding
Intangible Cultural Heritage tend to blur the distinction.

III. Nomenclature
When this discourse was launched back in the 1950s, naming the issue seemed
straightforward enough. In Western academia, the term ‘folklore’ is a widely used
(albeit increasingly controversial) umbrella term for the songs, stories, dances,
visual imagery, and other imaginative productions associated with multigenerational communities of currently or formerly colonized peoples. When IP specialists ventured into the area,2 however, they shied away from this terminology,
not so much out of political sensitivity as from lack of imagination. Copyright
law protects particular ‘works’ insofar as their ‘expression’ (as distinguished from
‘ideas’) is concerned, and early thinking about the protection of traditional culture ran along similar lines. In 1967, the World Intellectual Property Organization
(WIPO) introduced a reference to ‘unpublished works where the identity of the
author is unknown’ into the proposed text of the Berne Convention; and the 1978
WIPO/UNESCO initial attempts to produce a model law (1978–1982) focused on
the ‘Protection of Expressions of Folklore’. For the last fifteen years or so, shifts in
political-cultural sensitivities have brought the neologism ‘traditional cultural expressions’ (TCEs) to the fore as a working term, based on claims (by no means universally accepted) that is carries with it no deprecatory connotations.
Over the last half-century, there have been other related shifts in (and disputes
about) terminology. For example, what designation applied to the peoples who are
2 Marc Perlman, From ‘Folklore’ to ‘Knowledge’ in Global Governance: On Metamorphoses of the
Unauthored, in Making and Unmaking Intellectual Property: Creative Production in Legal
and Cultural Perspective (Mario Biagioli et al. eds., 2011).
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practitioners and conservators of old, local modes of cultural production? Here, we
have gone from the obviously outdated usage ‘native’ to the arguably less problematic ‘indigenous’ and the politically inflected ‘original’. For the scholar beginning
to work in the field today, the challenge is not so much that of falling into line with
generally accepted nomenclature—since there is none—but of naming the objects
of one’s research self-consciously.3

IV. Policy Context
Although the field (however designated) has an urgent need for more strictly descriptive scholarship,4 it may be asking too much of legal academics that they eschew policy prescriptions in their research-based writings. Therefore, a brief
summary of the typical policy narrative may be of some value. It is offered, however, with an important caveat: not only is every detail of what follows open to
legitimate dispute, but the general framing itself may an exercise in misdirection.
That said:
• The founding premise of the conventional account is that the traditional
arts are currently under-protected (especially in comparison to the objects
of modern innovation-driven IP laws), to the disadvantage of one or more
interest groups including communities that have cultural connections to those
traditions and the states in which those communities are located. (Historically,
the emphasis has been on the latter, as evidenced in this commentary from the
1976 Tunis Model Copyright Law for Developing Countries: ‘[National folklore is likewise . . . protected because in developing countries [it] constitutes
an appreciable part of the cultural heritage and is susceptible of economic
exploitation, the fruits of which should not be denied to those countries’.
These days, thanks in large part to the advocacy efforts of groups representing
tradition-bearing communities themselves, and to the sensitive response of
international organizations such as the Intergovernmental Committee of
WIPO—charged since 2000 with responsibility for these issues, the former set
of interests is receiving overdue attention.)
• This chronic under-protection results from a lack of fit between traditional
arts and modern, innovation-centred IP law, with both domestic and international copyright emphasizing ‘originality’ and individual ‘authorship’ and
setting limits (albeit generous ones) on the duration of rights. (A characteristic exposition can be found in the 1993 Bellagio Declaration: ‘Increasingly,
3 In his own work, the author generally has adopted the denotation ‘traditional arts’ (or even just ‘old
arts’).
4 See the discussion of potential research opportunities in Sections VII and IX of this chapter.
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[various forms of old knowledge] flow out of their countries of origin
unprotected by intellectual property, while works from developed
countries flow in, well protected by international intellectual property agreements . . . [E]xisting author-focused regimes are blind to the interests of non-
authorial producers’.5)
• In addition, however, other legitimate interests deserve recognition. In
particular, international publics have a stake in maintaining reasonable access to the traditional arts, as they do where other kinds of cultural productions are concerned. (Although a cynical reading of this feature of the
framing argument would suggest that the real interests here are those of
commercial entities that benefit from the existence of the old arts as ‘naturally occurring raw materials’, versions of it also are advanced by critics of
contemporary IP who generally embrace the values of ‘openness’ and the
public domain.)
• The conventional policy solution, therefore, would lie in the recognition
of a new category of proprietary rights in the traditional arts, in both national or international law, subject to exceptions and limitations that provide adequately for the ‘public interest’ in access. Assuring ‘balance’ in such
an approach poses nice problems of legal design. These include how initial
ownership should be assigned, as between individuals, communities, and
states; if compulsory licensing should play a role; and whether ‘owners’ should
be entitled to withhold some items from the public indefinitely—to name
only a few.
To a distressing extent, contemporary scholarship in the field tends to focus on
these ‘big’ public policy issues, to the exclusion of other, more important, and
perhaps even more practically relevant research questions. Thus, before addressing what some of those may be, a predicate warning may be in order. As it
has already been suggested, the issue set under discussion here has itself been
the property (in the figurative sense) of Western intellectuals, for most of the
last half-century. But since at least the early 1990s,6 other voices have begun to
be heard—those of the individuals, communities, and states that have (or claim)
historic cultural connections the old arts. Those voices have enriched the discussion, but they also have complicated it in ways that scholars entering the field
should understand.

5 Bellagio Declaration from the 1993 Rockefeller Conference, Cultural Agency/Cultural
Authority: Politics and Poetics of Intellectual Property in the Post-Colonial Era, https://case.edu/affil/sce/
BellagioDec.html.
6 For what is generally viewed as the first such high-profile public pronouncement, see Mataatua
Declaration on Cultural and Intellectual Property Rights of Indigenous Peoples, First International
Conference on the Cultural & Intellectual Property Rights of Indigenous Peoples (1993), https://www.
wipo.int/export/sites/www/tk/en/databases/creative_heritage/docs/mataatua.pdf.
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V. Ideological Awareness
Whatever topical point of entry scholars choose into this field of inquiry, they will
bring along a certain amount of ideological baggage, which it is vital to unpack
and inventory at the outset. Simply put, by training and general acculturation,
most contemporary students of IP are more or less uncritical inheritors of Western
European Enlightenment values. Indeed, many of us were educated to acknowledge those values as approach universal truths.
And while there is endless room for argument about the exact historical metes
and bounds of the actual Age of Enlightenment in the course of a ‘long eighteenth
century’ characterized by the valorization of scientific, geographical, and philosophical discovery, the elements of its enduring intellectual legacy are pretty
straightforward. Putting the best foot forward, Enlightenment thought is all about
confidence in human reason and inquiry, coupled with scepticism toward authority (political, religious, and even scientific). The discovery of new knowledge
figures as an inherently good thing, but its wide circulation is equally essential—all
of which, in turn, entails a high value on the institutions and technologies of education and communication. The bumper sticker slogan of the Enlightenment is ‘Dare
to Know’. And, of course, the best things to know are those that were previously
unknown, including various kinds of obscure, esoteric, or even secret knowledge.
Enlightenment thought also elevated belief in what we would call fundamental
‘human rights’ values. Although room for argument remained around exactly who
qualified as rights-bearers, the new discourse celebrated liberty, religious tolerance, free speech, free movement, etc. as essential adjuncts (and consequences of)
knowledge formation.
These ideas, in turn, informed changes in legal thought from the eighteenth century on, not only with respect to issues of individual freedom and autonomy, but also in more mundane areas such as IP. Thus, one or several of the big
Enlightenment ideas lies behind each of the familiar stories that justify the reduction of public knowledge goods to private ownership. The account of copyright as
a means to the end of promoting the creation and dissemination of knowledge, for
one, is an obvious example. T.B. Macaulay’s grudging embrace of copyright as a
necessary tax on the free circulation of information (‘It is desirable that we should
have a supply of good books; we cannot have such a supply unless men of letters are
liberally remunerated: and the least objectionable way of remunerating them is by
means of copyright’) is an elegant case in point—a mid-nineteenth century utilitarian application of Enlightenment values that manages, at once both to celebrate
the public domain of knowledge and naturalize copyright itself.
By the same token, however, the competing copyright origin story that emphasizes the natural entitlement of creative individuals to ‘authors’ rights’ also fits comfortably into the larger Enlightenment scheme, as does the more recent account of
copyright (and IP generally) as being otherwise instrumental for the promotion of

690

Peter Jaszi

human flourishing.7 No wonder, then, that when attention turns to the pros and
cons of recognizing new forms of IP ownership, Western and Western-influenced
opinion leaders at every point along the spectrum of from full-throated enthusiasm to profound doubt support their positions by drawing on what is, in effect,
a common set of tropes and arguments premised on the importance of free inquiry and human dignity. At its origins, then, as a project launched and initially
sustained by legal experts, the debate over creating new rights to protect the old
arts looks a bit like an inside job—an argument among essentially like-minded individuals who eventually will settle their differences through robust debate and
wise compromise (as disputes in the young United States about the rationale for IP
protection were resolved according to Federalist No. 43: ‘The public good fully coincides in both cases [copyright and patent] with the claims of individuals.’).
But there’s more. Historically and culturally intertwined with Enlightenment
values is the modern secular vision that C.B. MacPherson described in The Theory
of Possessive Individualism (1963, at page 3):
[T]he individual [is] essentially the proprietor of his own person or capacities,
owing nothing to society for them. The individual was seen neither as a moral
whole, nor as part of a larger social whole but as owner of himself . . . The individual,
is free inasmuch as he is proprietor of his person and capacities . . . [and free] from
dependence on the wills of others . . . Society becomes a lot of free equal individuals related to each other as proprietors of their own capacities and of what they
have acquired by their exercise. Society consists of exchange between proprietors.
And it is on this vision of proprietorship founded in possessive individualism—
aided and abetted by the Enlightenment celebration of exploration and inquiry—
on which both economic colonialism and IP law have been ideologically dependent
from the eighteenth century to the present day. Post-colonial critiques have not
failed to note the consequences of a pervasive worldview that purported to enshrine ‘universal’ values, while privileging ‘discovery’ and treating the cultural resources of colonized societies as ‘naturally occurring raw materials’ available (like
mineral deposits) for extraction and appropriation.

VI. The Post-Colonial Challenge
If a scholar working in this field chooses to reject this critique, and reembrace the
Enlightenment values it calls into question, he or she can then set about discussing
with other like-minded experts about how particular conflicts of interests can be
harmonized or balanced, either generally or specifically. The present author, for example, acknowledges once having proposed (in general and very much in theory)
7 As eloquently elaborated in Madhavi Sunder, From Goods to a Good Life: Intellectual
Property and Global Justice (2012).
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that issues relating to the protection of old culture could be resolved by importing
the principle of ‘sustainability’ from its original context, where it has been defined as ‘[a]state in which the demands placed on the environment can be met
without reducing its capacity to allow all people to live well, now and in the future’.8
Accordingly, high-level deliberations about the nature and extent of IP protection
for old culture could focus on finding the level that allows traditional communities
to continue to maintain and innovate for the benefit of all, while avoiding further
unnecessary restrictions on the global ‘commons’. Obviously, however, this proposal assumed the universality of values that are—in fact—historically, geographically, and culturally contingent. And it is clear that, today, some of the most vocal
and effective advocates for the recognition of rights in old culture reject those
values in whole or significant part.
This sort of ideological incommensurability also brings problems for policy-
makers—and for scholars—when they confront more specific issues. Consider,
for example, the issue (adverted to above) of how new IP rights (however designated) should be vested. The Western IP tradition suggests that rights should be
assigned in the first instance to the innovator or innovators responsible. But given
the nature of the problem (and the historical wrongs) being addressed here, that
approach would be both senseless and insensitive to pursue. Reasoning by rough
analogy, however, a sympathetic expert might imagine assigning rights to the individuals who had special responsibility for maintaining a particular artistic tradition (members of the family of weavers associated with a particular pattern, for
example). But this approach, too, is encumbered by assumptions; it participates,
once again, in the bias toward individualism that is encoded in Western IP doctrine, and overlooks the arguably more culturally appropriate option of a ‘collective
rights’ solution to initial ownership.
Thus, it has instead been proposed that old culture should be controlled by
the groups who are the practitioners or custodians of the material in question,
in ways that track traditional law --rather than in individuals, on the one hand,
state agencies, on the other. But can an intellectually responsible scholar based in
the Enlightenment tradition really endorse this approach? What if the leadership
structure of that group is aggressively patriarchal (or matriarchal), excluding some
members from effective participation? What if there is a risk that group leaders
take a dim view of innovation undertaken by the community’s own younger generations, let alone that of outsiders?
If I may be permitted to illustrate: One afternoon in January 2007, with scheduled interviews done for the day, members of our research team (a blend of
Indonesian and foreign experts) found ourselves wandering in Pangururan, the

8 According to the Financial Times Lexicon, http://markets.ft.com/glossary/searchTerm.asp?sear
chField=sustainability&termId= (last visited 25 April 2020).
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largest town on Samosir Island in North Sumatra.9 We encountered an undeniably
upbeat, apparently joyous, and even slightly raucous crowd gathered under a temporary awning—some kind of street party, at first glance—with a mouth-watering
spread of food, dancing couples of all ages, and some mostly young musicians performing what we recognized as traditional music of the region on a thoroughly eclectic collection of instruments—from (to us) unfamiliar local strings and drums
of ancient design to a very recognizable electronic keyboard.
It being Toba country, we had only to stop and gawk in order to be asked to
join, which we did willingly. Over the next few hours, we also performed a little
on-the-fly fieldwork, learning that the party was a traditional funeral celebrating
the life of a long-lived neighbourhood matriarch, and that the young players in the
band were locals, too. The keyboardist explained that he loved the old music, but
also enjoyed tweaking it to reflect the influences of Western popular culture. In any
event, he continued, the keyboard was an economic necessity. The cost of hiring a
larger group of musicians, with traditional instruments only, would have been prohibitive for the family. Through this kind of hybridization (and streamlining), he
explained, the old music continued to live in the community.
Our thoughts went back to the more formal interview we had conducted earlier
in the day with elders in another part of the island, who had explained that the
‘misuse’ of the musical tradition through the inclusion of Western instruments
in local ensembles was a matter of grave concern—so much so that in another,
nearby village the leaders had recently banned such performances. Our informants suggested that only the absence of a clear legal basis for such prohibitions was
preventing the leaders of other local communities from taking similar action to
discipline their young musicians. They thought that a national law enshrining protection for old culture and allocating control over it according to adat (or traditional) law would do the trick.
For us, this was unsettling. Not only did in challenge our ideological biases in
favour of progress and free expression and against hierarchical discrimination,
but it also seemed to run contrary to some of our research findings. Throughout
our months of in-depth interviews with Indonesian cultural practitioners, we
were satisfied to have discovered a remarkable consistency in attitudes around one
question: ‘tradition’, our informants all believed, was a living thing; not only were
intergenerational changes in practice inevitable, they were essential in keeping
tradition alive and allowing for the possibility of its continued transmission.
Conveniently, of course, this proposition was also a point of consensus among
Western cultural anthropologists and experts on old arts.

9 See Peter Jaszi et al., Traditional Culture: A Step Forward for Protection in Indonesia—A Research
Report (2009), https://digitalcommons.wcl.american.edu/cgi/viewcontent.cgi?article=1000&amp
;context=pijip_trad_knowledge (originally published in Indonesian by the Institute for Press and
Development Studies).
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The difficulty is obvious enough: recognizing one’s ideological biases is one
thing, but actually eschewing them (especially when the goal of a scholarly project is to make prescriptive recommendations or policy-focused proposals) is another. Ad hoc approaches to squaring the circle where issues of rights ownership
are concerned could be proposed. ‘We’ could agree, for example, that in most cases
locally derived principles for the allocation of authority over the old arts should
be followed, but subject to checks based on certain widely held shared human
rights values. Perhaps, however, such solutions tend, at best, to restate or (at worst)
compound the dilemma, rather than to usefully resolve it. Thus, the question is
posed: Where is our authority (as Western scholars or international policy-makers)
to ‘fix’ this kind of ‘problem’ by recommending ‘compromises’ derive, if not from
universalist Enlightenment values.
The same dilemma appears where issues relating to the duration of protection is concerned. It is profoundly difficult for acolytes of Enlightenment
values that favour a so-called knowledge ‘commons’ to embrace a system of
protection that incorporates perpetual protection for anything. But it seems
pretty clear that perpetuity is central and essential to the demands of indigenous campaigners for the protection of the traditional art. Having maintained old culture in the face of sometimes brutal pressures from within and
without, these formerly colonized peoples naturally resist legal rules that
require them to relinquish control at some arbitrary point in time. Again,
it would be possible to temporize, by way of proposals for long but defined
terms of protection, and/or special extended terms for of undisclosed (or ‘secret’) culture. But, once again, the question arises: How firm is the principled
basis for turning back such demands and insisting that a compromise solution
is to be preferred?
The issue of scope of protection may be harder still. Obviously, the more comprehensive the authority conferred on a rightsholder by a particular legal scheme
is, the more it bumps up against received values that celebrate the circulation of
knowledge as a good in its own right. Again, this conflict may be harmonized to
some extent, by preferring remuneration rights over rights of exclusion, for example, or by recognizing pro-cultural exceptions and limitations. But there are
limits.
Take the case of Robert Wilson’s I La Galigo, based on the old but well-known
ancient Buginese creation epic from South Sulawesi. It was first performed in
New York in 2004 by a largely Indonesian cast of dancers, singers, and musicians,
and then, over the next several years, throughout the world (including Jakarta)—
though it was not until 2011 that a production was staged in Makassar! If there
was even an example of a project for which—consistent with Enlightenment values
favouring follow-on creativity—space should be made (perhaps with some allowance for royalties to the source community), this was it. But when we were working
in Indonesia in the mid-aughts, it was clear that the intensity of the grievances
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expressed by Sulawesian leaders had little to do with money, and everything to do
with a fear about the loss of control over old culture, and the displacement of the
epic’s culturally embedded meaning by a contemporary interpretation. Such conflicts are not easily compromised!

VII. Incommensurability and the Work of the
World Intellectual Property Organization’s
Intergovernmental Committee10
The deep and well-organized website of the Intergovernmental Committee
(IGC) is a treasure trove of resources for scholars in the field, as well as testimony to the energy and goodwill which this subdivision of a specialized United
Nations agency has displayed since it first was charged, almost twenty years
ago, with finding solutions based on international co-operation to the issues
around GRTKF/TCEs, including proposing one or more international ‘instruments’ (such as treaties) on the topic. And, in June 2019, at its 40th biannual
session, the IGC recommended an ambitious work program in the run-up to a
decision by WIPO’s General Assembly about “whether to convene a diplomatic
conference and/or continue negotiations.” In fact, the IGC already has advanced
several texts for discussion, including tentative ‘Provisions for the Protection
of Traditional Cultural Expressions: Draft Articles’ (the most recent version of
which, marked with many brackets signifying unresolved questions) is WIPO/
GRTKF/IC/37/5).
The dilemma is that—in fact—consensus may be impossible to arrive at, largely
because deliberations in the IGC assemblies are marked by the same clashes of
values already described. Experts and representatives of nation-states may be motivated to strike the same sort of compromises, designed to accommodate a range
of positions ultimately rooted in Enlightenment values, that have characterized
international negotiations about IP treaties since the nineteenth century. But those
who speak for the interests of ‘indigenous and local communities’ (to use IGC parlance), are not always interested in these familiar modes of ‘getting to yes’. Nor, it
seems clear, should they necessarily be—at least as a principled matter. Scholars
new to this field should proceed with caution, therefore, in anticipating that concrete WIPO proposals for new international (as distinct from the IGC’s invaluable
archive of background documents) will provide them with much fodder for their
work in coming years.

10 Intergovernmental Committee (IGC), WIPO, https://www.wipo.int/tk/en/igc/ (last visited 18
February 2020).
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VIII. What Needs to Be Done?
That said, there is plenty of useful work for scholars interested in the legal protection of the old arts to do now. And, if done mindfully, much of it can avoid the
worst of the ideological double-bind described above. We have, for example, very
little information about the existential problems that actually confront the local
practitioners and custodians of the old arts—questions that seem directly relevant
to any consideration of legal solutions. Our work in Indonesia suggested that (with
some significant exceptions) most dancers, weavers, puppeteers, singers, painters,
carvers, and so forth had many higher priorities in terms of state intervention than
IP protection. These non-regulatory approaches included:
• enhanced funding for revitalization and outreach projects;
• efforts to reconnect communities engaged in traditional arts practice with
their historic audiences and expand their reach to new ones, including:
• physical performance spaces for traditional stage arts must be created, and
• virtual spaces for all the old arts should be identified within the mass media;
• improved professional education about the practice of the old arts; and
• adoption of an integrated approach to primary and secondary arts education that emphasize the value of traditional forms along with their Western
counterparts.
It seems appropriate (if somewhat cynical) to observe that such interventions
will generally be more expensive than legislation, and less directly calculated to
enhance state revenues (at least in the short-or medium-term) or state authority.
But if these are, in fact, the preferences of those who are sometimes considered
the ‘beneficiaries’ of schemes to protect and preserve the old arts, that is worth
establishing. The experiences and preferences of local communities in other societies may, of course, be very different, and the priority attached to IP for the old arts
may be higher as a result. In general, however, we simply do not know because we
have not made it our business to ask.
Similarly, because so many prescriptions for protection of the old arts and their
circulation depend, in some degree, on assimilating ‘traditional’ law or community standards, there is an urgent need for new research to determine the actual
content of these norms where the regulation of information flows is concerned.
While some of this work can be done in the library, much of it can be pursued only
in the field.
Likewise, with some honourable exceptions,11 IP scholars have done painfully
little ‘scientific’ inquiry into the actual functioning of national schemes to provide
11 See, e.g., Boatema Boateng, The Copyright Thing Doesn’t Work Here: Adinkra and
Kente Cloth and Intellectual Property in Ghana (2011).
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protection to the old arts, many versions and variants of which have been enacted
into law over recent decades. One interesting research question is that of feedback
effects from regulation, that is, how (if at all) has the introduction of protection
for the old arts has affected the ways in which they are practised or perceived. And
while acknowledging that the problem of unauthorized appropriation of such
material is primarily one of cross-border information flows, so that the effective
reach of national law is limited by its nature, there still may be other lessons to be
learned. That is likely to be especially true with respect to issues of legal design that
loom large in both national and transnational contexts, such as the treatment of
‘secret’ knowledge, or the reliance on registration as a trigger for protection, or (of
course) questions of enforcement. The systematic study of local legal implementation might also shed light on some of the recurrent questions of what might be
called ‘regulatory engineering’ that arise in connection with the legal protection of
the old arts. Discussions of several such questions follow.

IX. More or Less Modest Proposals
Other available research topics verge, instead, into what might be termed ‘technical’ territory. Whether at the international or national level, achieving comprehensive positive protection for the old arts in a way that contributes to the welfare
of their practitioners and to the general society is a tall order. It is therefore of
some interest to consider whether there may be less comprehensive legal measures, both more realizable and potentially more effective, available. These more
targeted problem-solving approaches may have a particular appeal to the scholar
who is seeking a point of entry into the larger subject matter, especially since they
pose research questions that can be examined, at least in some cases, without the
extensive empirical inquiry that is required to adequately investigate other topics
in the field.
Thus, by as of illustration, a common complaint of advocates for local communities that practice and preserve the old arts is that while existing IP laws do
not serve their interests, those laws do actually facilitate the misappropriation of
traditional culture. Copyright law, for example, recognizes marginal contributions as protectible authorship, so that (for example) a firm that incorporates a
traditional (and therefore public domain) design into a modern, mass-produced
textile may claim rights in the result, thin rights perhaps, but rights nevertheless.
This well-documented phenomenon, which is uncomfortably consistent with the
Enlightenment construction of cultural (as well as scientific) discoveries as raw
materials available for ‘improvement’ and exploitation, may not be inevitable.
In other domains of old culture, ‘defensive’ approaches to the protection of
old culture—which focus not on investing individuals, groups, or states with
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positive rights, but with blocking attempts to appropriate the material—have
had some success. Documenting traditional knowledge, for example, may substantially impede efforts to claim patent protection for old technologies and
their applications, as the 1997 cancellation of a US patent relating to the healing
properties of Turmeric, at the instance of the Indian Council of Scientific &
Industrial Research, demonstrates. But while documentation of the old arts may
function to help prevent entrepreneurs from copyrighting them in unaltered
form, the problem of derivatives is more resistant. There is room for new scholarship on the (more or less universal) copyright ‘originality’ standard as it is
(or could be) applied in such cases, perhaps concentrating on the question of
whether changes in old visual, narrative, or musical material that are introduced
for functional reasons only, or with the intent to provide the basis for copyright
claims, should qualify as minimally ‘creative’ (and therefore copyrightable)
authorship.
Another limited set of questions that, for the most part, go begging in research agendas around the protection of traditional culture relate to the various
ways in which ‘classic’ modes of IP (which have the obvious example of enjoying
international reach by virtue of existing treaties), can be ‘hacked’ to provide
meaningful—if incomplete—relief for the interests of local communities where the
old arts continue to be practised on the basis of intergenerational transmission.
The same features of modern copyright law that pose risks of legally sanctioned appropriation also suggest approaches that may provide such communities of practitioners with useful offensive tools.
It is easy to misunderstand the relationship between the living traditional arts
and their own past. The role of communities in which they are practised certainly
includes preservation (a function to which scholars and memory institutions also
contribute), but it also entails a component of innovation. As old cultural patterns
as passed down, and one-time novices bloom into new masters, changes inevitably
are introduced. As each generation—indeed, each individual—takes up old artistic forms, they make creative choices (sometimes bold, sometimes subtle) that
lead to the introduction of new techniques and new motifs. Indeed, this hybridization of static and dynamic elements that tends to assure the survival of the old arts
over time.
This fact, in turn, creates an immediate opportunity—often overlooked—for
contemporary practitioners of the old arts to protect their own productions under
existing IP laws. Although the potential threat from unregulated exploitation of
the old arts obviously applies to all variants and versions thereof, it is relatively recent work that is often in most real jeopardy. But thanks in part to the long terms
of protection assigned to protected works under copyright, there is a potential to
provide meaningful protection for manifestations of the old arts dating from any
time in the last century. And legal academics can advance the realization of that
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potential. Scholarly literature on the old arts and the concept of ‘originality’ can
make a direct contribution to broader acceptance of copyright as a useful if imperfect tool. Academic researchers with a background in conventional IP law also can
help develop solutions to ownership questions by reference to existing doctrines
on IP co-ownership.
Nor is this all. Bold creative applications of existing doctrine may come even
closer to realizing the aspirations of traditional arts communities. The decision in
the 1998 Australian Carpets Case,12 for example, proposes a mechanism by means
of which—under existing law—traditional authorities can enjoy a legal stake in
contemporary interpretations of traditional themes and motifs produced by community members, under the equitable doctrine of trusteeship. Legal scholars could
make an important contribution by exploring how this line of reasoning could be
effectively generalized.
Nor is copyright the only dimension of classic IP law that could be invigorated
to benefit communities engaged with the old arts. Thus, for example, the so-called
‘anti-bootlegging’ provisions that exist in most national laws, and are effectively
linked together in an international network of mutual recognition by (among other
instruments), the 1996 WIPO Convention on Performances and Phonograms,
have enormous potential to protect the interests of performers in the old arts, as
well as those in the commercial entertainment industry. To date, however, despite
the fact that unauthorized recording of traditional cultural performances is a commonly expressed grievances, there is little indication that these provisions have
been put to work effectively on behalf of individuals or communities. Again, legal
scholars have a potential role in both theorizing and popularizing these new applications of available tools.
Somewhat more activity can be observed in work on the potential of branding as
a mechanism for effectively protecting at least some of the interests associated with
the old arts. Old forms of branding (trademarks, certification marks) have been
successfully deployed by traditional communities against cultural interlopers of
various kinds, and new branding mechanisms have been custom-tailored for this
purpose.13 Creative scholarship may also give rise to new variations on familiar
modes of branding, such as the voluntary scheme of informational ‘TK Labels’
(many of which are appropriate to traditional culture more broadly) imagined by
Professors Jane Anderson and Kim Christen, and implemented as part of the Local
Contexts project.14

12

Bulun Bulun & Anor v. R & T Textiles Pty Ltd. [1998] FCA 1082 (Austl.).
A frequently cited example is the New Zealand Toi Iho™ Maori Made, which has been in place
since 2002.
14 This initiative is described at Traditional Knowledge (TK) Labels, Local Contexts, http://
localcontexts.org/tk-labels/ (last visited 18 February 2020).
13
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X. Ways of Working
As has already been suggested, there is room (and need) in this expanding field for
scholars who can apply a variety of research techniques, historical, ethnographic,
and empirical approaches as well as conventional modes of doctrinal analysis.
Whatever the approach or approaches chosen, however, a good measure of humility is in order. Scholars need to be aware that they are entering a domain where
situational specificity matters. Because legal policy choices cannot force convergence, they need to reflect diversity, and the same is true of the research that underlies them. Whether or not some level international policy consensus is achieved,
the historical and contemporary narratives associated with particular places and
communities differ significantly. So do the interests of various constituencies, including subsets of communities in which the old arts are practised and maintained,
as they may be affected by considerations of age, gender, or openness to innovation.
And if, as has been suggested, new research in this field will succeed, in large
part, based on how fully and sensitively it reflects the actual attitudes and values of
the bearers of tradition in all their complexity, scholars should strongly consider
seeking out local individuals as full collaborators in their research, rather than
merely as informants. Fortunately, there are models available for such collaboration in the adjacent field of traditional knowledge, including the dual-language
ethnobotanical work of James Leach and Porer Nombo on the plants of the Rai
Coast in Northern Papua New Guinea.15

XI. Conclusion
I remain sceptical about the extent to which the generally acknowledged
Enlightenment-sanctioned public policy purposes of IP law are likely to be served
by privatizing old culture—even in favour of custodial communities—and at least
doubtful about whether doing so would actually confer a measurable benefit on
individuals and groups who practice the old arts. But this is, perhaps, simply the
wrong discourse—as contrasted with one rooted in the interests and demands of
such communities. The question is all the more poignant because so many aspects
of the colonial project were justified in terms of pushing back frontiers, with
Enlightenment values and possessive individualism functioning as handmaidens
of the colonial enterprise. For contemporary legal scholars who approach the field
with open minds, in a spirit of true humility, there still is much to learn.

15 Porer Nombo & James Leach, Reite Plants. An Ethno-botanical Study in Tok Pisin and English,
Austl. Nat’l U. (2010), https://press-files.anu.edu.au/downloads/press/p58681/pdf/book.pdf. For
a further discussion of this project, see James Leach, Leaving the Magic Out: Knowledge and Effect in
Different Places, 22 Anthropological Forum 251–70 (2012).
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Intellectual Property and Openness:
A Research Perspective and Agenda
Caroline B. Ncube*

I. Introduction
One of the rallying calls of the global response to the COVID-19 pandemic has
been ‘openness’ as evidenced by a variety of open letters and proposals for pools
of openly licensed pharmaceuticals and medical equipment, and ultimately the
development of an open people’s vaccine. However, the call to openness has been
sounded for a significant period of time, prior to this, in various other contexts.
This chapter considers the methodologies used and arguments advanced by scholarship, which employs an ‘openness’ paradigm to examine intellectual property
(IP), specifically in copyright and patent law. It also highlights aspects that remain
on the normative agenda to inform ongoing and future scholarship.
The goal of openness, often grounded in human rights and social justice imperatives, is to ensure access and beneficial usage of the accessed IP to further
sustainable development. Accordingly, this chapter’s subject matter has some commonalities with Mtima and Jamar’s chapter (see Chapter 42) on researching social justice aspects of IP, Abdel-Latif and Roffe’s chapter on economic/sustainable
development (see Chapter 39), Osei Tutu’s chapter on human development (see
Chapter 40), and Sheff ’s chapter on philosophical approaches (see Chapter 19).
It is also complementary to de Beer’s chapter on IP and open innovation (see
Chapter 45). The interwovenness of this chapter’s borders with several others in
the volume is a fitting illustration of the openness paradigm. To be read within the
context of these other closely aligned chapters, this chapter discusses legal research
that concerns or applies ‘openness’ concepts, perspectives, and methodologies to
copyright and patent law, and its underpinning theoretical justifications. To avoid

* This work is based on the research supported in part by the National Research Foundation of South
Africa (Grant No. 115716) Any opinion, finding and conclusion or recommendation expressed in this
material is that of the author and the NRF does not accept any liability in this regard. The research is also
supported by the Open African Innovation Research Partnership (OpenAIR) which is currently funded
by International Development Research Centre, Canada, the Social Sciences and Humanities Research
Council of Canada, and Queen Elizabeth Scholars. The views expressed herein do not necessarily represent those of OpenAIR’s funders.
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duplication, it engages only with human rights justifications. It concludes with
thoughts on how research questions related to copyright and patents can be framed
from the standpoint of openness.
The chapter proceeds by defining ‘openness’ in Section II. Section III then sets
out the various ways in which ‘openness’ has been related to copyright and patents.
Section IV then considers the ideological underpinnings for openness put forward
in the body of scholarship, specifically human rights justifications that have been
made for openness. Section V highlights some of the methodologies that have been
used in copyright and patents openness research and the research questions that
have been posed. Section VI briefly concludes the chapter and makes suggestions
on how those studying openness and IP in the future may want to advance scholarship either methodologically or substantively.

II. Defining Openness
Openness is used here to denote the condition of ‘being open’, therefore the concept hinges on how ‘open’ is defined. As noted by de Beer et al., ‘whether a system
can be considered open or not depends on a variety of factors including, significantly, the degree to which people are free, or even empowered, to universally access a system and to participate, collaborate and share within that system’.1 The
descriptor ‘open’ has been applied in various contexts such as open access, open
collaborative innovation, open development, open-source software, open innovation, open science, open data, and open research. de Beer’s chapter in this volume
(see Chapter 45: ‘Intellectual Property and Open Innovation’), defines the various
uses of ‘open’ and distinguishes them from one another. Building on that, this
chapter seeks to highlight the key dimensions of openness as drawn from these
definitions and to thereafter focus on some of these aspects to examine IP scholarship. As noted by King et al., the four domains or dimensions of openness are ideological, legal, technical, and operational.2
Technical openness refers to ensuring that there are minimal or no technical
barriers. For instance, with reference to open data, it has been asserted that ‘there
should be no technical barriers to using the data’.3 Examples of common technical
barriers include the quality and availability of open data, dataset formats, data

1 Jeremy de Beer, Chidi Oguamanam & Tobias Schonwetter, Innovation, Intellectual Property and
Development Narratives in Africa, in Innovation and Intellectual Property: Collaborative
Dynamics in Africa 8 (Jeremey de Beer et al. eds., 2013).
2 Thomas King et al., Dimensions of Open Research: Critical Reflections on Openness in the ROER4D
Project, 8 Open Praxis 81, 83 (2016).
3 Making Open Science a Reality 55, OECD Sci., Tech. and Indus. Pol’y Papers, No. 25 https://doi.org/
10.1787/5jrs2f963zs1-en.
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processing software, and metadata standards.4 Much of the scholarship on open
data therefore focuses on technical openness. Open research means ‘the use of
open file formats and open software development standards to ensure equitable access and discoverability of research’.5 Again, a significant portion of scholarship on
open data devotes its attention to this aspect. In whichever context it is used, technical openness requires ensuring that the relevant standards, formats, and technical infrastructure are accessible, interoperable, and usable by all. Operational or
methodological openness is about the surrounding practices. For example, in an
open research setting, transparency and collaboration are required in undertaking
the research through frequent and clear communication about research goals,
questions, progress, and the dissemination of outputs.6 Technical and methodological openness, as they pertain to IP research, are discussed briefly in Section II.
Ideological openness as used in this chapter means the ‘foundation of beliefs [principles and arguments] about the purpose and value of openness’.7
Alternatively, one could speak of the ‘virtues of openness’, meaning the:
[U]nderlying values that promote certain qualities held to be ‘good’ or to sustain our belief system, culture, or way of life. In the public or social sense we
might talk about the ways in which openness promotes certain kinds of freedom,
justice, forms of participation, transparency, sociality, collaboration, solidarity,
and democratic action . . . The movement toward greater openness represents a
change of philosophy, ethos, and government as well as a set of interrelated and
complex changes that transform markets, altering the modes of production and
consumption and ushering in a new era based on the values of openness: an ethic
of sharing and peer‑to-peer collaboration enabled through new architectures of
participation.8

In this volume, ideological openness is articulated by the works canvassed in the
chapters on philosophical approaches, social justice, sustainable development, and
human development. In other writings, human rights and public interest infused
distributive justice meta-norms9 are used as the ideological underpinning. These
perspectives are the subject of Section III below.
4 Jorn Berends et al., Analytical Report 5: Barriers in Working with Open Data, European Data
Portal 18 (2017); Martin Beno et al., Perception of Key Barriers in Using and Publishing Open Data, 9
eJournal of eDemocracy & Open Gov’t 134, 145 (2017).
5 King et al., supra note 2, at 85.
6 Id. at 87.
7 Id. at 83.
8 Michael A. Peters & Peter Roberts, The Virtues of Openness: Education, Science, and
Scholarship in the Digital Age 1–2 (2012).
9 See, e.g., Keith Aoki, Distributive and Syncretic Motives in Intellectual Property Law (with Special
Reference to Coercion, Agency, and Development), 40 U.C. Davis L. Rev. 717 (2007); Caroline B. Ncube,
Calibrating Copyright for Creators and Consumers: Promoting Distributive Justice and Ubuntu, in What
if We Could Reimagine Copyright? 253 (Rebecca Giblin & Kimberlee Weatherall eds., 2017).
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Legal openness speaks to the legal mechanisms used or applied to enable and
support access, participation, collaboration, and sharing. In many of the above-
listed opens, this openness is secured through licensing, such as creative commons
licenses for literary works, the GNU General Public License (GNU GPL or GPL)
for software, or patent pools for pharmaceuticals. That is to say, a product, process, work, or resource that is protected by IP is licensed by the right-holder for
use in various contexts under stipulated conditions. Openness is also provided by
the legal framework in a way that negates the need for open licensing, for example,
through statutory provisions such as copyright limitations and exceptions or
health-related patent flexibilities. Section II of this chapter concerns itself with the
latter way of securing openness, rather than the former, because the latter approach
is the manifestation of policy-makers and legislators taking primary responsibility
for ensuring appropriate access, participation, and collaboration in keeping with
the public interest and other related imperatives. This chapter distinguishes these
two types of openness by referring to legislative flexibilities as primary openness
and that achieved through licensing as secondary openness. Primary openness is
built into the system whilst secondary openness is a way of navigating the system to
achieve openness with the available legal mechanisms.
The key attributes of openness that emerge from the above four dimensions are
accessibility, responsiveness, and creativity.10 In each of the four dimensions, openness is the opposite of being closed, inaccessible, or fully exclusive. However, the
best way to think of being open as opposed to being closed is not to be binary, but
rather to ask how open the context is. In other words, the concepts are not binary,
but rather on a continuum of ‘how open’ something is. Indeed, in many circumstances, the optimal approach is a carefully selected degree of openness coupled
with some or limited exclusivity.11

III. Copyright, Patents, and Openness
This section highlights some of the research in which openness in copyright and
patent law is evident. Some topics are easily parsed between the two areas whilst
others are cross-cutting. An example of this is IP and the fourth industrial revolution (4IR) specifically Artificial Intelligence (AI) on which the World Intellectual
Property Organization (WIPO) is currently focused. Open questions relate to the
authorship and inventorship by AI. Another issue is the protection of traditional
knowledge, which the Intergovernmental Committee on Intellectual Property and
Genetic Resources, Traditional Knowledge and Folklore (IGC) has been focused
on for a very long time.
10
11

Peters & Roberts, supra note 8, at 72.
de Beer et al., supra note 1, at 378–79.
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A. Copyright
There is a large body of scholarship on the open licensing of copyright-protected
materials (secondary openness)12 and an equally substantial amount of literature
on limitations and exceptions (primary openness). As indicated above, this chapter
focuses on primary openness. The threads that have emerged relate to access for
persons with visual and other disabilities, educational13 and research flexibilities,
the Galleries, Libraries, Archives, and Museum (GLAM) sector, and software.14
A significant portion of this work has been categorized as ‘access to knowledge’
scholarship by the scholars undertaking the research15 and those commenting on
it. Primary openness scholarship canvasses legal, normative, theoretical, political,
and empirical questions from the micro or national level, to macro or international
level. Many of the above-listed threads/angles of inquiry remain open at the national level and research on them is ongoing.
Norm-setting at the international level for access for persons with visual disabilities was achieved through the adoption of the Marrakesh Treaty to Facilitate
Access to Published Works for Persons Who Are Blind, Visually Impaired, or
Otherwise Print Disabled (Marrakesh Treaty).16 However, access for persons with
other disabilities remains on the international normative agenda.17 Many states
have yet to enact domestic provisions to ensure access for persons with visual and
other disabilities.
Limitations and exceptions for Libraries, Archives, Museums, and Educational
and Research Institutions were the subject of a recent WIPO conference held in
October 2019, which was conducted as a ‘fact-finding and information gathering’

12 See Cheryl Ann Hodgkinson-
Williams & Henry Trotter, A Social Justice Framework for
Understanding Open Education Research and Practices in the Global South, 5 J. Learning Dev. 204
(2018); Aram Sinnreich et al., Copyright Givers and Takers: Mutuality, Altruism and Instrumentalism in
Open Licensing, 23 Comm. L. & Pol’y 197 (2018); Ahrash N. Bissell, Permission Granted: Open Licensing
for Education Research, 24 Open Learning: J. Open, Distance & e-Learning 97 (2009).
13 See, e.g., Margaret Chon, Intellectual Property from Below: Copyright and Capability for Education,
40 U.C. Davis L. Rev. 803 (2007); Margaret Chon, Intellectual Property and the Development Divide, 27
Cardozo L. Rev. 2821 (2006).
14 See, e.g., Paul McKimmy, Free Software and Open Source Movements from Dig. Rebellion to Aaron
Swartz: Responses to Government and Corporate Attempts at Suppression and Enclosure, in A Critical
Guide to Intellectual Property 117–43 (Matthew Callahan & Jim Rogers eds., 2017); Elliot
Maxwell, Open Standards, Open Source, and Open Innovation: Harnessing the Benefits of Openness, 1
Innovations: Tech., Governance, Globalization 119 (2006).
15 See Access to Knowledge in the Age of Intellectual Property (Amy Kapczynski & Gaëlle
Krikorian eds., 2010); Access to Knowledge in Africa: The Role of Copyright (Dick Kawooya
et al. eds., 2010).
16 For a comprehensive discussion of the treaty, see Laurence R. Helfer et al., The World Blind
Union Guide to the Marrakesh Treaty: Facilitating Access to Books for Print-Disabled
Individuals (2017).
17 Caroline B. Ncube, Blake E. Reid & Desmond O. Oriakhogba, Beyond the Marrakesh VIP
Treaty: Typology of Copyright Access‐enabling Provisions for Persons with Disabilities, J. World Intell.
Prop. 1 (2020).
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exercise.18 They were each based on studies and/or typology analysis,19 and are currently the focus of the normative agenda at the Standing Committee on Copyright
and Related Rights (SCCR).20 This is noteworthy because it illustrates a need for
more normative work on primary openness. The research questions canvassed at
the conference were directed to access, copies, and cross-border aspects.21 In addition to the topical normative issues, in the context of the COVID-19 pandemic
and its disruption of learning at all levels, discussion has turned to the suitability of
copyright environments to enable and support emergency remote teaching.22

B. Patents
Similar to copyright law scholarship, there is a significant body of patent law scholarship that focuses on secondary openness.23 While there are strong current calls
for secondary openness in the context of the COVID-19 pandemic,24 similar calls
18 International Conference on Copyright Limitations and Exceptions for Libraries, Archives, Museums
and Educational & Research Institutions, WIPO (18–19 October 2019), https://www.wipo.int/meetings/
en/2019/international_conference_copyright.html [hereinafter International Conference on Copyright
Limitations].
19 David Sutton, Background Paper on Archives and Copyright, WIPO SCCR/38/9 (2019); Monica
Torres & Raquel Xalabarder, Interim Report on Practices and Challenges in Relation to Online Distance
Education and Research Activities, WIPO SCCR/38/9 (2019); Daniel Seng, Limitations and Exceptions
in Copyright Law for Educational Activities: A Typology Analysis, WIPO SCCR 38/4 (2019); Daniel Seng,
Educational Activities Copyright Exceptions: Typology Analysis, WIPO SCCR 38/8 (2019); Kenneth
D. Crews, Copyright Exceptions for Libraries: A Typology Analysis, WIPO SCCR/38 (2019); Yaniv
Benhamou, Copyright Limitations and Exceptions for Museums: Typology Analysis, WIPO SCCR 38/6
(2019).
20 Action Plan on Limitations and Exceptions Through SCCR/39 (2nd Meeting in 2019), WIPO (2018).
21 International Conference on Copyright Limitations, supra note 18.
22 See, e.g., Marketa Trimble, COVID-19 and Transnational Issues in Copyright and Related Rights,
51 Int’l Rev. Intell. Prop. & Competition L. 407–10 (2020); Samuel Trosow and Lisa Macklem,
Fair Dealing and Emergency Remote Teaching in Can., Sam Trosow (21 March 2020), https://
samtrosow.wordpress.com/2020/03/21/fair-dealing-and-emergency-remote-teaching-in-canada/;
Chijioke Okorie, Fair Dealing and Online Learning in the Time of Coronavirus in South Africa, The
IPKat (17 March 2020), http://ipkitten.blogspot.com/2020/03/fair-dealing-and-online-learning-
in.html; Caroline Ncube, The Musings of a Copyright Scholar Working in South Africa: Is Copyright
Law Supportive of Emergency Remote Teaching?, AfronomicsLaw (13 May 2020), https://www.
afronomicslaw.org/2020/05/13/the-musings-of-a-copyright-scholar-working-in-south-africa-is-
copyright-law-supportive-of-emergency-remote-teaching/; Rossana Ducato et al., Emergency Remote
Teaching: A Study of Copyright and Data Protection Terms of Popular Online Services (Part I), Kluwer
Copyright Blog (27 May 2020) http://copyrightblog.kluweriplaw.com/2020/05/27/emergency-
remote-teaching-a-study-of-copyright-and-data-protection-terms-of-popular-online-services-part-i/
?doing_wp_cron=1590668527.2854630947113037109375.
23 See, e.g., Amy Kapczynski et al., Addressing Global Health Inequities: An Open Licensing Approach
for University Innovations, 20 Berkeley Tech. L.J. 1031 (2005); Hassan Masum et al., Open Source
Biotechnology Platforms for Global Health & Development: Two Case Studies, 7 Info. Techs. & Int’l
Dev. 61 (2011); Bhaven N. Sampat, Research Locally, Diffuse Globally? American Universities, Patents &
Global Public Health, 64 J. Int’l Affairs 69 (2010); Samantha Chaifetz et al., Closing the Access Gap for
Health Innovations: An Open Licensing Proposal for Universities, 3 Globalization & Health 1 (2007);
Yochai Benkler, Commons-Based Strategies and the Problems of Patents, 305 Sci. 1110–11 (2004).
24 See, e.g., Grace Ren, WHO, Costa Rica & Chile Announce Official Launch Of COVID-
19
Intellectual Property Pool, Health Pol’y Watch (15 May 2020), https://healthpolicy-watch.org/
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have been made in the past to meet the crises caused by Ebola25 and neglected diseases. For example, in Rutschman’s proposal for ‘a dormant license, agreed upon
in the pre-outbreak period, that would become active once a public health emergency is declared’ to reduce or eliminate ‘transactional IP inefficiencies during the
early stages of an outbreak and helps get vaccines to the market more efficiently
to save lives’.26 Primary openness, achieved through the Agreement on Trade-
related aspects of Intellectual Property Rights (TRIPs Agreement)’s health-related
flexibilities, remains a topical and important issue.27 In addition, scholarship continues to engage with how access to medicines and medical equipment is affected
by the substantive criteria relating to the protection of patents, as well as procedures for their acquisition and maintenance.28
Patentability criteria are largely set in the TRIPs Agreement but there is some
policy space regarding its meaning and several flexibilities that can be used to
support and enable access to medicines. However, many countries in the global
South and particularly African countries have not fully leveraged these.29 For example, some do not have compulsory licensing provisions that would enable the
production of pharmaceuticals and medical equipment, which would be critical
should an efficacious medicine and vaccine be developed, produced, and patented.
Similarly, others have compulsory licensing provisions but have never used them.
Accordingly, scholars and commentators argue that it is important to enact compulsory licensing provisions and to implement them for public or all-sector use of
COVID-19 pharmaceuticals and medical equipment. Another important area of
who-costa-rica-announce-official-launch-of-covid-19-intellectual-property-pool/; Uniting Behind a
People’s Vaccine Against COVID-19, UNAIDS, (14 May 2020), https://www.unaids.org/en/resources/
presscentre/featurestories/2020/may/20200514_covid19-vaccine-open-letter.
25 Chidi Oguamanam & Nailah Ramsoomair, COVID-19: In the Shadow of Ebola, the Patent War to
Come and a Forgotten Africa, openAIR (31 May 2020), https://openair.africa/covid-19-in-the-shadow-
of-ebola-the-patent-war-to-come-and-a-forgotten-africa/; Amir Attaran & Jason W. Nickerson, Is
Canada Patent Deal Obstructing Ebola Vaccine Development?, 384 Lancet. e61 (2014).
26 Ana Santos Rutschman, IP Preparedness for Outbreak Diseases, 65 UCLA L. Rev. 1200 (2018).
27 For a comprehensive overview of these, see Carlos M. Correa, Multilateral Agreements and
Policy Opportunities, in Intellectual Property Rights: Legal and Economic Challenges for
Development 417–18, Table 14.1 (Mario Cimoli et al. eds., 2014).
28 See, e.g., Patent Law in Global Perspective (Ruth L. Okediji & Margo A. Bagley eds., 2014).
29 Yousuf Vadwa & Bonginkosi Shozi, Eighteen Years After Doha: An Analysis of the Use of Public
Health TRIPS Flexibilities in Africa, South Centre (1 April 2020), https://www.southcentre.int/wp-
content/uploads/2020/02/RP103_Eighteen-Years-After-Doha-An-Analysis-of-the-Use-of-Public-
HealthTRIPS-Flexibilities-in-Africa_EN.pdf; Bonginkosi Shozi, Multilateral Matters #6: What Can
African Countries Do to Make Sure They Have Affordable Access to a COVID-19 Cure?, IP Unit, http://
ip-unit.org/2020/multilateral-matters-6-what-can-african-countries-do-to-make-sure-they-have-
affordableaccess-to-a-covid-19-cure/ (last visited 10 June 2020); Brook K. Baker, A Full Description of
WTO TRIPS Flexibilities Available to ARIPO Member States and a Critique of ARIPO’s Comparative
Study Analyzing and Making Recommendations Concerning Those Flexibilities http://kelinkenya.org/
wp-content/uploads/2019/05/ARIPO-Member-States-obligations-and-flexibilities-under-the-WTO-
TRIPS-Agreement-March-2019.pdf (last visited 10 June 2020); Sangeeta-Shashikant, The African
Regional Intellectual Property Organization (ARIPO) Protocol on Patents: Implications for Access to
Medicines, South Centre (24 November 2014), https://www.southcentre.int/wp-content/uploads/
2014/11/RP56_The-ARIPO-Protocol-on-Patents_ENl.pdf.
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focus has been the efficacy of the amendment to the TRIPs Agreement.30 Whilst
scholarship on the use of health-related flexibilities has usually focused on the
global South, the COVID-19 pandemic has been an equalizer, with the nations
across the developmental divide all seeking a comprehensive health responsive
that includes diagnostics, a vaccine, and treatment/management medication. It is
in this context that scholars are again discussing the importance of art 31bis of the
TRIPs Agreement to the Global North and there have been calls for these countries
to avail themselves of this important flexibility from which they had opted out.31 It
is important to note that while this chapter has limited its focus to copyright and
patents, other IP rights are implicated in COVID-19 health responses. In addition
to COVID-19 pandemic specific questions, current patent law normative issues
relate to its impact on open innovation and development.32 These aspects are discussed further in de Beer’s chapter in this volume (see Chapter 45).

IV. Theoretical Underpinnings of Openness Research
As indicated in the introduction, the ideological underpinnings of openness
and IP scholarship include: (1) social justice imperatives,33 (2) sustainable development, (3) human development, (4) philosophical approaches, and (5) human rights.
The first four of these are the subject of other chapters in this volume, so this section
highlights some ways of unearthing the human rights arguments made in support
of openness in copyright and patents. Human rights justifications emerge clearly in
the linkages between the right to education34 and access to learning materials, and
the right to health and access to medicines.35 In many instances, these calls are also

30 Carlos M. Correa, Will the Amendment to the TRIPS Agreement Enhance Access to Medicines?,
South Centre (2019).
31 James Love, Open Letter Asking 37 WTO Members to Declare Themselves Eligible to Import
Medicines Manufactured Under Compulsory License in Another Country, Under 31bis of TRIPS
Agreement, Knowledge Ecology Int’l (7 April 2020), https://www.keionline.org/32707.
32 See, e.g., Jeremy de Beer, ‘Open’ Innovation Pol’y Frameworks: Intellectual Prop.,
Competition, Inv. & Other Mkt. Governance Issues (2015).
33 See, e.g., Madhavi Sunder, From Goods to a Good Life: Intellectual Property and
Global Justice (2012); Anupam Chander & Madhavi Sunder, Is Nozick Kicking Rawls’s Ass? Intell.
Prop. and Soc. Justice, 40 U.C. Davis L. Rev. 563 (2007).
34 Klaus D. Beiter, Extraterritorial Human Rights Obligations to ‘Civilize’ Intellectual Property
Law: Access to Textbooks in Africa, Copyright, and the Right to Education, J. World Intell. Prop. 1
(2020); Caroline B. Ncube, Using Human Rights to Move Beyond Reformism to Radicalism: A2K for
Schools, Libraries and Archives, in A Critical Guide to Intellectual Property 117 (Matthew
Callahan & Jim Rogers eds., 2017); Susan Isiko Strba, International Copyright Law and Access
to Education in Developing Countries: Exploring Multilateral Legal and Quasi-Legal
Solutions (2016); The Right to Education and Copyright in Learning Materials, in Human Rights and
Intellectual Property: Mapping the Global Interface 316 (Laurence R. Helfer & Graeme W.
Austin eds., 2011).
35 Germán Velásquez, Carlos M. Correa & Vitor Henrique Pinto Ido, Intellectual
Property, Human Rights and Access to Medicines: A Selected and Annotated Bibliography
(3d ed. 2020); Benjamin Coriat & Luigi Orsenigo, IPRs, Public Health and the Pharmaceutical
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made within developmental contexts.36 Locating some of this scholarship has been
made considerably easy by scholars’ self-identification in the title of their works
and the publication of comprehensive annotated bibliographies, such as Velasquez
et al’s.37 This bibliography lists, summarizes, and comments on human rights and
access to medicines scholarship by region (Africa, Asia and Oceania, Europe, the
Americas, and the Middle East). It also provides information about key role players
in the normative space, including civil society, international organizations with
mandates that include IP, discussion groups, and relevant Resolutions on health
and IP.
Locating the scholarship is one thing—drawing a typology to understand
it is another. In Helfer and Austin’s seminal text, Human Rights and Intellectual
Property: Mapping the Global Interface, the authors map the main threads of scholarship into three main groups: (1) historical, (2) human rights lens’ evaluation of
state use of available policy space or flexibilities, and (3) using human rights arguments to motivate expanding or diminishing IP rules.38 They evaluate all three
approaches and, whilst acknowledging their contributions, highlight some of their
weaknesses.
First, they posit that the historical approach’s examination of creators’ rights and
cultural benefit clauses in art. 17 of the Universal Declaration of Human Rights
(UDHR) and art. 15 of the International Covenant on Economic, Social, and
Cultural Rights (ICESCR) falters when attempts to use it to argue for tilting the balance in favour of access.39 In addition, they find that a fixation on historical interpretation leads one to miss the inherent dynamism of both human rights and IP.40
Secondly, they rightfully assert that reliance on public interest mechanisms and
flexibilities cannot fully achieve the public interest goals of the IP system.41 They
take issue with scholarly arguments for users’ rights and mandatory limitations
and exceptions, citing the uphill battle for the adoption of the Marrakesh Treaty as
an example of the approach’s difficulties.42 Instead, they advocate for an approach
that is ‘grounded in human rights [to] reframe the demands of consumers, future
creators, and the public as internationally guaranteed entitlements that are conceptually equivalent to those of intellectual property owners and producers’.43 Such an
Industry: Issues in the Post-2005 TRIPS Agenda, in Intellectual Property Rights Legal and
Economic Challenges for Development (Mario Cimoli et al. eds., 2014); African Scholars for
Knowledge Justice, http://askjustice.org/ (last visited 10 June 2020).
36

Kawooya et al., supra note 15.
Velásquez & Ido, supra note 35.
38 Lawrence R. Helfer & Graeme W. Austin, Human Rights and Intellectual
Property: Mapping the Global Interface 506–10 (2010).
39 Id. at 507.
40 Id.
41 Id. at 508–09.
42 Id.
43 Id.
37
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approach is said to be more credible and strategic in its invocation of two equally
compelling sets of rights. Thirdly, they caution against IP expansionism based on
treating it as property, citing art. 17 of the Charter of Fundamental Rights of the
European Union (EU) that adopted that approach. The other side of this coin is
the use of civil and political rights, and economic and social rights to push against
expansionism and advocate for an upper limit or ceiling to the extent of IP protection. Specifically, the freedom of expression and the right to health respectively
are used in these arguments. Helfer and Austin find both approaches in this third
category to be equally worrisome because of their ad hoc deployment, which may
result in ‘cycles of under protection and over protection, depending on the vagaries
of which issues are raised, in which venues, and in what order’.44 Therefore, they
put forward an approach that avoids these pitfalls by encompassing protective and
restrictive aspects of human rights and emphasize ‘process, transparency, and predictability values’.45 It is beyond the scope of this chapter to evaluate their proposal.
The lesson drawn from this is that scholars relying on human rights to justify openness normative claims need to be aware of the identified potential shortcomings
and nuances of their approaches.

V. The Methodologies and Research Questions
In addition to doctrinal legal research methodology, other research methods
are becoming more prominent amongst scholars working on IP and openness. For instance, qualitative data gathering and comparative analysis has
been applied in research on copyright and access to knowledge.46 Another
recent project used the methodology of ‘re-imagining’ to conceive of copyright law beyond the constraints of existing international norms.47 Research
in IP, creativity, and innovation for sustainable development has been conducted through ‘empirical case studies, grounded theory building, and action-
oriented research interventions’.48 Openness in research methodology is an
intuitive companion to openness scholarship; it is to walk the talk. Such openness would infuse the research from inception to the dissemination of outputs.
All of the above examples published their findings open access, under creative
commons licenses.
44

Id. at 511.
Id. at 512.
46 Kawooya et al., supra note 15, at 8.
47 What if We Could Reimagine Copyright? (Rebecca Giblin & Kimberlee Weatherall
eds., 2017).
48 Chidi Oguamanam & Jeremy de Beer, Sustainable Development through a Cross-Regional Research
Partnership, in The Cambridge Handbook of Public-Private Partnerships, Intellectual
Property Governance, and Sustainable Development 382 (Margaret Chon, Pedro Roffe &
Ahmed Abdel-Latif eds., 2018).
45
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‘Open research’ is also an increasingly popular approach. It is:
[T]he process of conducting and sharing research in which a selection of research
proposals, work-process documents, literature reviews, methodologies, research
instruments, analytical frameworks, findings and/or data are intentionally shared
on publically-accessible [sic] platforms in order for others to freely access, use,
modify, and share them subject to measures that preserve ethical practice and
legal provenance.49

Open research is informed by the four domains of openness discussed in the
introduction, namely, ideological, legal, technical, and operational openness.50
Examples of such open research methodology include multi-country recent research projects on open science,51 collaborative dynamics in innovation,52 human
rights and access to medicines in Africa,53 and copyright and access to knowledge
in Africa.54 Some detail about each of these projects follows to contextualize the
remarks made about methodology and research questions in openness and IP
research.
The open science project was conducted by Open and Collaborative Science in
Development Network (OCSDNet) and comprises of twelve research teams, both
of researchers and practitioners supported by external advisors and a network co-
ordination team.55 The other three examples are from, or affiliated with, the Open
African Innovation Research (OpenAIR) partnership, which is ‘a network of dynamic partnerships between academic institutions, national government agencies,
philanthropic foundations, civil society groups, intergovernmental organizations,
and other unconventional actors’.56 OpenAIR research has to date proceeded in
three distinct phases, with the network being seeded in phase one and maturing
into a rich and diverse partnership by the third phase. The OSCDNet project’s
main focus is ‘whether openness will provide added insight on the role of science,
technology, and innovation (STI) in development practice and theory, with the ultimate goal of strengthening local research capacity and informing policy-making
and practice’.57 The main focus of OpenAIR is ‘to uncover new insights about the
balance between control over and access to knowledge . . . to solve a problem at the
49 Cheryl Hodgkinson-Williams & Thomas King, Researching OER in the Open: Developments in the
ROER4D Project, IDRC Digital Library 5 (2015).
50 King et al., supra note 2, at 81–91.
51 Contextualizing Openness: Situating Open Science (Leslie Chan et al. eds., 2019).
52 de Beer et al., supra note 1, at 378–79.
53 African Scholars for Knowledge Justice, supra note 35.
54 Kawooya et al., supra note 15.
55 About the Network, Open & Collaborative Sci. in Dev. Network, https://ocsdnet.org/about-
ocsdnet/(last visited 10 June 2020).
56 Oguamanam & de Beer, supra note 48, at 376–97; see also OpenAIR, www.openair.africa (last
visited 10 June 2020).
57 About the Network, supra note 55.
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Table 44.1
Project

Overarching research question

OSCDNet

Whether, and under what conditions, open and collaborative
approaches could contribute to the effective application of research
seeking to achieve development goals at multiple levels—from
individuals to institutions, and from the national through to regional
and global communities.

OpenAIR 3

How can open collaborative innovation help knowledge-based
businesses scale up and seize the new opportunities of a global
knowledge economy? Which knowledge governance policies will
best ensure that the social and economic benefits of innovation are
shared inclusively?

OpenAIR 2

How can existing or potential IP systems be harnessed to
appropriately value and facilitate innovation and creativity for open
development in Africa?a

OpenAIR 1/
ACA2K

To what extent does copyright facilitate access to knowledge in the
study countries? What political, legal, social, or technical processes
could positively affect study countries’ copyright environments in
terms of access to learning materials?b

ASKJustice

To what extent and in what ways have human rights influenced IP
policy processes in the study countries, and how do these processes
and policies measure up against human rights principles?

ade Beer et al., supra note 1, at 4.
bKawooya et al., supra note 15, at 10.

heart of intellectual property (IP) and innovation policy: how to reconcile tensions
between appropriation and access, excluding and sharing, and competing and collaborating’.58 The goal of the African Copyright and Access to Knowledge (ACA2K)
project, which was concluded in the first phase of OpenAIR research, was to ‘create
a network of African researchers empowered to assess copyright’s impact on access to learning materials and to use the evidence generated to enable copyright
stakeholders in Africa to contribute to copyright policy-making’.59 The goal of the
African Scholars for Knowledge Justice (ASKJustice) project is to understand how
human rights have impacted IP in Botswana, Kenya, South Africa, and Uganda.60
In all of these projects, the empirical research was, or is being, conducted as a
series of case studies seeking to answer a series of research questions, which devolved from an overarching research question. These are set out in Table 44.1 below:

58

Research in 2020, OpenAIR, https://openair.africa/research-2020/ (last visited 10 June 2020).
Kawooya et al., supra note 15, at 7.
60 Context: The Intersection Between Human Rights and Intellectual Property, African Scholars
for Acknowledge Justice, http://askjustice.org/context/ (last visited 10 June 2020).
59
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As is evident from the above table, the first phase of OpenAIR research focused
on copyright and access to learning materials only. The second phase concerned
itself with broader questions of innovation, copyrights, patents, trademarks, geographical indications, and trade secrets, as well as traditional and informal mechanisms of knowledge governance, with case studies on music, leather goods, textiles,
cocoa, coffee, auto parts, traditional medicine, book publishing, biofuels, and university research. The third phase focused on entrepreneurial scaling up within a
framework of open collaborative innovation. Research is being undertaken in five
thematic research clusters, namely High Technology Hubs, Informal Innovation,
Indigenous Entrepreneurship, Innovation Metrics, and Laws and Policies.61
From the given examples, one can make a few observations about openness and
IP scholarship with a focus on the Global South. First, the research questions typically go to the societal benefit or public interest and development. Second, the
research projects were comprised of multi-country studies with multiple research
teams. Third, the research teams involved in these projects held or hold diverse
skill sets, technical/subject matter expertise, and are drawn from different professions. Fourth, these networks of scholar-practitioners generate empirical research
intended to have legislative reform and policy-influence.

VI. Conclusion
The above survey of openness research in copyright and patent law has revealed
great diversity in theoretical underpinnings, methodology, and research questions.
Scholars working in these areas have to make choices about each of these aspects.
To some extent, these choices are inescapably influenced by the scholars’ philosophical bent and available skill sets. To overcome the limitations that individual
researchers/scholars may have, networks and partnerships of researchers are
coming together to tackle openness questions using a wide range of methodologies
beyond doctrinal research. Further, as demonstrated by this volume, a huge spectrum of theoretical frameworks and methodological approaches is being applied
to IP scholarship. Typically, a topical question is selected and then an appropriate
theoretical framework is chosen. Where this framework lies outside the bounds
of IP law, theoretical or methodological insight is captured from that framework
and applied to the specific IP issue under study to draw normative conclusions.
This chapter drew from Helfer and Austin to revisit some of the cautions sounded
against the common pitfalls in applying human rights arguments to IP. This enables future and ongoing nuances of these approaches to openness in copyright
and patent law.
61 Research Clusters, OpenAIR, https://openair.africa/research-2020/#researchclusters (last visited
10 June 2020).
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The choices made about research questions are influenced by a number of factors. These include national contexts and the international norm-setting agenda.
At the international level for copyright law, attention is focused on selected limitations and exceptions for persons with disabilities, libraries, museums, and educational and research institutions. The protection of traditional knowledge is a
long-standing issue. With regard to both patents and copyright, there is increased
attention being given to AI and the 4IR. Variances have emerged in scholarship,
focusing on national contexts due to the differing challenges that are largely driven
by socio-economic standing. For instance, research on the Global South would
concern itself with access to educational materials or access to medicines because
these remain the core concerns of developing and least developed countries. The
three examples of research projects given in Section IV reveal some of these priorities. In the Global North, where access to basic learning materials and medicines
is not such a pressing issue, attention may turn to other aspects that do not have
primacy in developing contexts. In recent times, the COVID-19 pandemic has created a universal international context in which the entire globe is confronted with
the same challenge. Accordingly, scholarship in both the Global South and Global
North has turned its attention to topics including copyright and access in emergency remote teaching and patent flexibilities and access to medicines.
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Intellectual Property and ‘Open’
Innovation: A Synthesis of Concepts
Jeremy de Beer*

I. Introduction
Misunderstandings about intellectual property (IP) and open innovation make
conducting research, setting policy, practising law, managing businesses, and
doing other tasks in these fields more difficult. To promote open innovation as a
relevant lens through which IP can be examined, and vice versa, this chapter presents an integrated synthesis of key concepts. Better conceptual integration can
help address a wide range of pressing research questions in both fields: it helps
those doing research about IP in the context of innovation, or about innovation in
the context of IP, overcome several challenges.
A core challenge is that the adjective ‘open’ is used by different groups of researchers across disciplines to modify ‘innovation’ in inconsistent and sometimes
contradictory ways. Any discussion of ‘open innovation’ must begin with reference
to the seminal work of Chesbrough1 and the well-defined body of literature that
has emerged around it.2 However, another group of researchers focused on user innovation define openness very differently in the context of, for instance, ‘open collaborative innovation’.3 Moreover, in contrast to both groups of researchers from
business schools, scholars from the discipline of law have developed their own
* This chapter is derived in part from an earlier report commissioned by the Government of Canada
via the Patent Policy Directorate of Industry Canada and the Canadian Intellectual Property Office.
Certain data and analysis are based on research funded by the Social Sciences and Humanities Research
Council of Canada (SSHRC), the International Development Research Centre (IDRC), and Genome
Canada. The author gratefully acknowledges the research and editorial assistance of Sean Stidwill,
Andrew Martinez, Enang Akan, Samantha Santos, Meika Ellis, Sanika Kulkarni, and Jane North.
1 Henry W. Chesbrough, Open Innovation: The New Imperative for Creating and
Profiting from Technology (2003); Henry Chesbrough et al., Open Innovation: Researching
a New Paradigm (2006).
2 Joel West & Marc Bogers, Leveraging External Sources of Innovation: A Review of Research on
Open Innovation, 31 J. Prod. Inn. Mgmt. 814 (2014) [hereinafter West & Bogers, Leveraging External
Sources]; Linus Dahlander & David M. Gann, How Open is Innovation?, 39 Res. Pol’y 699 (2010) [hereinafter Dahlander & Gann, Open Innovation].
3 Carliss Baldwin & Eric von Hippel, Modeling a Paradigm Shift: From Producer Innovation to User
and Open Collaborative Innovation, 22 Org. Sci. 1399, 1400 (2011) [hereinafter Baldwinn & von
Hippel, Modeling a Paradigm Shift].
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understanding of what ‘open’ means with respect to IP rights, such as with ‘open
access’ and ‘open-source’ licensing.
These basic definitional gaps are partly to blame for what has been called a ‘fault
line between open innovation and user innovation . . . over the importance (and
desirability) of strong rights for inventors to appropriate the returns to their inventions’.4 Disagreement about how appropriability helps or hinders open innovation
strategy impedes effective IP policy-making. Conversely, inappropriate IP laws
and policies contribute to the ‘(mis)alignment of incentives and interests for open
innovation’.5
Another problem is that there is much open innovation research focused at the
level of the firm, but less at the level of legal and policy systems, and even less that
connects multiple levels of analysis.6 In short, researchers from different disciplines and in different sectors are looking at different things.
That problem arises, in part, because there is a need for a more coherent approach to deal with IP law and management issues. Fisher and Oberholzer-Gee7
describe how ‘specialists lack a common framework and even a language to develop an approach to IP that is broad in its outlook and integrated with the firm’s
strategy’. Managers who set and implement strategy may not fully appreciate the
nuances of the legal frameworks that constrain their decision-making. Lawyers
that advocate for system-wide IP reforms may not realize the strategic implications
of their arguments.
This chapter, therefore, simultaneously addresses four interrelated issues: the
variability in ways openness is understood across groups and disciplines; the debate over IP and its impact on open innovation; the dearth of research connecting
firm strategy and innovation systems; and the relationships among legal systems
and managerial strategies. The result is an integrated conceptual synthesis for addressing the relationship between IP and ‘open’ innovation.
Recognizing that many readers will be moderately familiar with innovation,
open innovation, and/or IP—but likely not all of these topics together—the chapter
follows a review of the literature with an essential introduction to key concepts.
For newcomers to the issues, it situates emerging trends in the context of relevant
scholarship, public policies, and management practices. For more expert readers,
the early part of the chapter provokes reconsideration of concepts that may be assumed wrongly as well understood across disciplines.

4 Joel West et al., Open Innovation: The Next Decade, 43 Res. Pol’y 805, 808 (2014) [hereinafter West
et al., Open Innovation].
5 Id. at 809.
6 Id.
7 William W. Fisher & Felix Oberholzer-
Gee, Strategic Management of Intellectual Property: An
Integrated Approach, 55 Cal. Mgmt. Rev. 157, 158 (2013) [hereinafter Fisher & Oberholzer-Gee, Strategic
Management].
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The chapter then expands on the basic theory of appropriation for innovation
by describing three nuanced IP-based business strategies to appropriate returns on
innovation: acquisition toward commercialization, free revealing to the public domain, and open licensing for collaboration. The strategic choices that firms make
are further analysed as either offensive or defensive decisions.
After linking key terminology and IP management strategies, the chapter concludes with recommendations for researchers, policy-makers, lawyers, managers,
economists, and others. The synthesis in this chapter will enable researchers to
first, understand and use precise terminology; second, revisit assumptions about
appropriation; third, neutralize marketplace framework policies; and fourth, promote more collaboration.

II. An Open Intellectual Property Paradox?
Despite the widespread recognition that a relationship exists between IP and innovation, published research on IP law and policy in innovation management
journals is surprisingly scarce.8 Research on IP and open innovation specifically
is even rarer. Notable research by innovation management and policy scholars9
merely demonstrates, but does not develop, the promise of IP analysis within the
open innovation theoretical paradigm.10
Appropriability was identified as a key issue at an early stage in the development
of this paradigm.11 And researchers starting to connect IP and open innovation are
proving the potential for fruitful research.
There is scholarship on open innovation that, for example, considers how some
firms choose to strategically share IP and appropriate value in other ways, like
using open-source software.12 Valuable empirical evidence from surveys and other
8 Hanni Candelin-
Palmqvist et al., Intellectual Property Rights in Innovation Management
Research: A Review, 32 Technovation 502 (2012).
9 Nancy Gallini & Suzanne Scotchmer, Intellectual Property: When Is It the Best Incentive System?, in
2 Innovation Policy and the Economy 51 (Adam B. Jaffe et al. eds., 2002); Suzanne Scotchmer,
Innovation and Incentives (2004) [hereinafter Scotchmer, Innovation and Incentives].
10 Research on IP and open innovation in the innovation management and policy literature was
set back by the retraction of numerous articles on account of methodological problems and academic
misconduct. Ulrich Lichtenthaler & Holger Ernst, RETRACTION NOTICE: Technology Licensing
Strategies: The Interaction of Process and Content Characteristics, 7 Strategic Org. 183 (2009); Ulrich
Lichtenthaler, RETRACTED: The Role of Corporate Technology Strategy and Patent Portfolios in Low-,
Medium-and High-Technology Firms, 38 Res. Pol’y 559 (2009). This puts the value of other ostensibly empirical work on IP and open innovation by the same author in doubt, and leaves an already
small body of research even smaller. Ulrich Lichtenthaler, Intellectual Property and Open Innovation: An
Empirical Analysis, 52 Int’l J. Tech. Mgmt. 372 (2010).
11 Joel
West, Does Appropriability Enable or Retard Open Innovation?, in Open
Innovation: Researching a New Paradigm 109 (Henry Chesbrough, Wim Vanhaverbeke & Joel
West eds., 2006) [hereinafter West, Appropriability].
12 Joel West & Scott Gallagher, Challenges of Open Innovation: The Paradox of Firm Investment in
Open-Source Software, 36 Res. & Dev. Mgmt. 319 (2006); Joachim Henkel, Selective Revealing in Open
Innovation Processes: The Case of Embedded Linux, 35 Res. Pol’y 952 (2006); Joachim Henkel, Simone
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data are mapping the open innovation-related practices, such as free revealing,
but do not deal directly with IP management.13 Most IP-specific studies focus on
isolated sectors, such as software,14 telecommunications standards,15 the solar industry,16 pharmaceuticals,17 or life sciences.18 Or, research investigates technical
matters, such as open-source licensing transactions and other contracts.19 Other
research considers aspects of open innovation and IP, typically focused on patents.20 To summarize, the existing literature yields inconclusive results about
whether IP enables or disables open innovation;21 much depends on the context
and definitions.22
There are a few publications on IP and open innovation in legal journals, but many are student-authored and/or based on individual disciplinary
Schöberi & Oliver Alexy, The Emergence of Openness: How and Why Firms Adopt Selective Revealing in
Open Innovation, 43 Res. Pol’y 879 (2014).
13 Henry Chesbrough & Sabine Brunswicker, A Fad or a Phenomenon? The Adoption of Open
Innovation Practices in Large Firms, 57 Res. Tech. Mgmt. 16 (2014).
14 Rudi Bekkers & Joel West, The Limits to IPR Standardization Policies as Evidenced by
Strategic Patenting, UMTS, 33(1–2) Telecomm. Pol’y 80 (2009); Stuart J.H. Graham & David C.
Mowery, The Use of Intellectual Property in Software: Implications for Open Innovation, in Open
Innovation: Researching a New Paradigm 184 (Henry Chesbrough et al. eds., 2006).
15 Joel West, How Open is Open Enough?: Melding Proprietary & Open Source Platform Strategies, 32
Res. Pol’y 1259 (2003).
16 Ann-Kristin Zobel, Benjamin Balsmeier & Henry Chesbrough, Does Patenting Help or Hinder
Open Innovation? Evidence from New Entrants in the Solar Industry, 25 Indus. & Corp. Change 307
(2016).
17 Duncan Judd, Open Innovation and Intellectual Property: Time for a Reboot?, 18 Drug Discov.
Today 907 (2013).
18 Janet Hope, Biobazaar: The Open Source Revolution and Biotechnology (2008); Yann
Joly, Open Biotechnology: Licenses Needed, 28 Nat. Biotech. 417 (2010); Peter W.B. Phillips, Intellectual
Property Rights, Canola and Public Research in Canada, in Agriculture and Intellectual Property
Rights: Economic Institutional and Implementation Issues in Biotechnology 223 (Vittorio
Santaniello et al. eds., 2000); Palmira Granados Moreno, Yann Joly & Dylan Roskams-Edris, Could
Open Be the Yellow Brick Road to Innovation in Genomics in North America, 13 McGill J. L. & Health
117 (2019).
19 Marcel Bogers et al., Intellectual Property and Licensing Strategies in Open Collaborative Innovation,
37 Intell. Prop. & Licens. Strat. in Open Collab. Innov. (2011); Van Lindberg, Intellectual
Property and Open Source: A Practical Guide to Protecting Code (2008); Lawrence
Rosen, Open Source Licensing: Software Freedom and Intellectual Property Law (2004);
John Hagedoorn, & Ann-Kristin Zobel, The Role of Contracts and Intellectual Property Rights in Open
Innovation, 27 Tech. Analysis & Strategic Mgmt. 1050 (2015).
20 Mário A.P.M. Da Silva, Open Innovation and IPRs: Mutually Incompatible or Complementary
Institutions?, 4 J. Innovation & Knowledge 248 (2019); Julien Pénin & Daniel Neicu, Patents and
Open Innovation: Bad Fences Do Not Make Good Neighbors, 25 J. Innovation Econ. & Mgmt. 57
(2018); Alessandro Comai, A New Approach for Detecting Open Innovation in Patents: The Designation
of Inventor, J. Tech. Transfer (2019); Marc Ehrlich & Richard Ludwin, The End of Collaborative
Innovation: Is the Erosion of Patent Rights Threatening Open Innovation, 11 Landslide 44 (2018);
Antonello Cammarano et al., Open Innovation and Intellectual Property: A Knowledge-Based Approach,
55 Mgmt. Decision 1182 (2017).
21 Peter M. Bican, Carsten C. Guderian & Anne Ringbeck, Managing Knowledge in Open Innovation
Processes: An Intellectual Property Perspective, 21 J. Knowledge Mgmt. 1384 (2017).
22 David Aloini et al., IP, Openness, and Innovation Performance: An Empirical Study, 55 Mgmt.
Decision 1307 (2017); Anja Tekic & Kelvin W. Willoughby, Configuring Intellectual Property
Management Strategies in Co-Creation: A Contextual Perspective, 22 Innovation 128 (2020).
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perspectives and methods.23 Some of the scholarship in this area tends to focus on
user innovation, not open innovation, as demonstrated by, for example, Fisher24
and Strandburg.25 At the same time, some legal scholars, like Gorbatyuk and
others,26 engage with the phenomenon of firm-centric open innovation as distinct
from user innovation. And the underlying concepts have been applied to IP and related legal issues in particular fields of technology, such as biotechnology.27
With few exceptions, such as Torrance & von Hippel’s work on ‘innovation
wetlands’,28 legal and management scholars tend to rarely integrate concepts and
terminology. One article on open innovation was published in a law and policy
journal by a prominent innovation management scholar.29 Yet a fully integrated
cross-level, cross-disciplinary framework remains elusive.
Open, user, collaborative, and related innovation concepts imply strategies and
systems where ideas and knowledge flow across firm boundaries. IP is designed to
give businesses the right to exclude others from using such ideas and knowledge
in certain circumstances. From one perspective, therefore, IP could be viewed
as inconsistent with the principle of openness. The ‘paradox of openness’ is how
Laursen and Salter30 dub the dilemma facing firms that must open up in order to
innovate, but protect innovations in order to profit.
From another perspective, however, there is no paradox at all. IP is a tool used to
enable open innovation by mediating the tensions between collaboration and competition. This view—that IP enables open innovation—is how the issue was framed
in the seminal work by West.31 The same conclusion was reached in a paper by
23 John Dubiansky, The Role of Patents in Fostering Open Innovation, 11 Va. J. L. & Tech. 1 (2006);
Lisa Mandrusiak, Balancing Open Source Paradigms and Traditional Intellectual Property Models to
Optimize Innovation, 63 Me. L. Rev. 303 (2010).
24 William W. Fisher III, The Implications for Law of User Innovation, 94 Minn. L. Rev. 1417 (2010).
25 Katherine J. Strandburg, Users as Innovators: Implications for Patent Doctrine, 79 U. Colo. L. Rev.
467 (2008); Katherine J. Strandburg, Accommodating User Innovation in the International Intellectual
Property Regime: A Global Administrative Law Approach, 1 Acta Juridica 283 (2009); Katherine J.
Strandburg, Evolving Innovation Paradigms and the Global Intellectual Property Regime, 41 Conn.
L. Rev. 861 (2009).
26 Arina Gorbatyuk, Geertrui Van Overwalle & Esther van Zimmeren, Intellectual Property
Ownership in Coupled Open Innovation Processes, 47 Int’l Rev. Intell. Prop. & Competition L. 262
(2016).
27 Dan L. Burk & Sara Boettiger, Open Source Patenting, 1 J. Int’l Biotech. L. 221 (2004); Dan L.
Burk, Symposium on BioInformatics and Intellectual Property Law: Open Source Genomics, 8 B.U. J. Sci.
& Tech. L. 254 (2002); Andrew W. Torrance, Open Source Human Evolution, 30 Wash. U. J .L. & Pol’y
93 (2009).
28 Andrew W. Torrance & Eric von Hippel, Protecting the Right to Innovate: Our Innovation ‘Wetlands’
(MIT Sloan, Working Paper No. 5115-13, 2013); Fisher & Oberholzer-Gee, Strategic Management,
supra note 7; see also Andrew W. Torrance & Eric von Hippel, The Right to Innovate, 2015 Mich. St.
L. Rev. 793 (2015); Andrew W. Torrance & Eric von Hippel, A Meeting of Innovations Minds, 112 Nw.
U. L. Rev. 177 (2017–2018).
29 Joel West, Policy Challenges of Open, Cumulative, and User Innovation, 30 Wash. U. J. L. & Pol’y 17
(2009).
30 Keld Laursen & Ammon J. Salter, The Paradox of Openness: Appropriability, External Search and
Collaboration, 43 R. Pol’y 867, 868 (2014).
31 West, Appropriability, supra note 11.
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Hall32 in which she writes: ‘as we look more closely at the open innovation process,
we see that there is no paradox—in fact, the increased attention paid to IP management and the increased skill with which it is managed by companies has assisted
them in developing open innovation strategies’.
From the perspective of the individual firm, West and Hall are surely right. From
a system-wide standpoint, however, matters become more complex. Indeed, a root
cause of the ‘fault line’ over appropriation between researchers of open innovation
and user innovation is the varying level of analysis.33 Discussions of competitiveness and appropriability need to be expanded to the larger context of innovation
ecosystems.34 To better connect firm-level management strategy and macroeconomic innovation policy, it is necessary to reframe some of the key concepts and
literature in the field.

III. Reframing Key Concepts
A. Innovation Systems Policy
Innovation systems policy is important for open, user, free, and related forms of
innovation, because it plays a key role in enabling collaboration and facilitating (or
impeding) knowledge flows. IP rights are a core policy lever to regulate the flow of
knowledge throughout systems.
Among the most well-established definitions of innovation is one from
the Organization for Economic Development and Co-operation (OECD). As
defined by the OECD and Eurostat in the widely recognized Oslo Manual—
containing guidelines for collecting and interpreting data on innovation in
countries around the world—‘An innovation is the implementation of a new
or significantly improved product (good or service), or process, a new marketing method, or a new organizational method in business practices, workplace organization or external relations’.35 Although the OECD definition of
innovation centres on innovations adopted by an individual firm, making the
leap from micro-to macroeconomic, industrial, and political considerations is
necessary to analyse cross-level intersections among open innovation and IP
policies.
32 Brownyn H. Hall, Open Innovation and Intellectual Property Rights: The Two-edged Sword, Japan
Spotlight: Econ., Culture, & Hist. 18 (2010) [hereinafter Hall, Open Innovation].
33 West et al., Open Innovation, supra note 4, at 808.
34 Marcus Holgersson, Ove Granstrand & Marcel Bogers, The Evolution of Intellectual Property
Strategy in Innovation Ecosystems: Uncovering Complementary and Substitute Appropriability Regimes,
51 Long Range Planning 303 (2018).
35
Organisation for Economic Co-
operation and Development (OECD), Oslo
Manual: Proposed Guidelines for Collecting and Interpreting Technological Innovation
Data 46 (3d ed. 2005).
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The starting point is that enabling innovation through marketplace framework policies is a desirable public policy objective, but policy-makers ought not
pick winners by favouring open, closed, or indeed any particular model of innovation. All innovation is desirable even though, as a consequence, some firms
will succeed, and others will fail. For individual firms, the ‘innovator’s dilemma’
is that change is necessary to catch new waves of innovation but is unappealing
while a firm still benefits from old ways of doing business.36 Macroeconomic innovation policy-making is similarly difficult for governments because the goal
is disrupting incumbent businesses, despite uncertainty about which new innovators will displace these incumbents and how. Yet, nearly a century of research has led to widespread acceptance that disruptive innovation, especially
technological development driven by fear of competition, increases overall social
welfare.37
Capturing the uncertainties of innovation and numerous institutions that support it across sectors, Nelson and Winter38 developed an evolutionary theory of
innovation modelled on biology. This led to research explaining the importance of
national systems of innovation.39 The OECD40 explains that examining ‘national
systems of innovation’ shifts the focus of policy to the interplay of institutions and
processes.
From this innovation systems perspective, any particular firm is far less important than the relations between not just firms, but all kinds of economic
actors, activities, and artefacts.41 The open innovation paradigm, in particular,
makes more sense in the context of innovation systems because it involves knowledge flows across firm boundaries. Information is exchanged among various
actors in a system: businesses, customers, suppliers, competitors, governments,
and so on.

36 Clayton M. Christensen, The Innovator’s Dilemma: When New Technologies Cause
Great Firms to Fail (1997).
37 Kenneth Arrow, Economic Welfare and the Allocation of Resources for Invention, in The Rate and
Direction of Inventive Activity: Economic and Social Factors 609 (Universities-National
Bureau ed., 1962); Alfred Marshall, Principles of Economics (1920); Walt Whitman Rostow, The
Stages of Economic Growth: A Non-Communist Manifesto (1960); Joseph A. Schumpeter,
Capitalism, Socialism and Democracy (1942); Joseph A. Schumpeter, The Theory of
Economic Development: The European Heritage in Economics and the Social Sciences
(1934).
38 Richard R Nelson & Sidney G. Winter, In Search of Useful Theory of Innovation, 6 Res. Pol’y 36
(1977); Richard R. Nelson & Sidney G. Winter, An Evolutionary Theory of Economic Change
(1982).
39 Charles Edquist, Systems of Innovation: Technologies, Institutions, and
Organizations (1997); Christopher Freeman, Technology Policy and Economic
Performance: Lessons from Japan (1987); National Systems of Innovation: Towards a Theory
of Innovation and Interactive Learning (Bengt-Åke Lundvall ed., 1992); National Innovation
Systems: A Comparative Analysis (Richard R. Nelson ed., 1993).
40 OECD, supra note 35, at 15.
41 Ove Granstrand & Marcus Holgersson, Innovation Ecosystems: A Conceptual Review and a New
Definition, 90–91 Technovation 1 (2020).
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B. ‘Openness’ for Innovation
Numerous similar-seeming adjectives have been applied to the term innovation
with subtly, but significantly, different meanings. The most common phrase is
‘open innovation’. The word ‘open’, however, has different (and sometimes inconsistent) connotations in various other contexts, such as ‘open-source’ or ‘open access’. Another common term is ‘user innovation’, which has been affiliated with
related forms of ‘open collaborative’ innovation.

1. Open Innovation
Henry Chesbrough42 is widely regarded as the leading scholar of open innovation. His first book on the topic argued that companies do better by strategically leveraging not just internal but also external ideas, and by commercializing
knowledge through multiple paths to market.43 Several years later, the term ‘open
innovation’ gained sufficient traction, spawning a whole new research framework.
A collection by Chesbrough, Vanhaverbeke, and West set out a common definition: ‘Open Innovation is the use of purposive inflows and outflows of knowledge
to accelerate internal innovation, and expand the markets for external use of innovation, respectively’.44
The old theory was that internal R&D departments created economies of scale
to lower the cost of innovation, and that exchanging ideas outside of the firm
would increase costs and benefit competitors. While using external ideas to supplement internal capabilities is not new, several major trends—labour mobility,
market institutions, technology platforms, and product complexity—converged to
help ideas move across boundaries, shown in Box 1.

Box 1: Trends Driving Open Innovation (Source: Author’s
synthesis of recent literature reviews)
Labour mobility: Innovative people no longer spend an entire career working
in one place. They move from firm to firm and take their experiences and ideas
with them.
Market institutions: Venture capital provides flexible new financing, IP facilitates new ways to exchange knowledge, and industry standards require
co-operation.

42
43
44

Chesbrough, supra note 1.
Id.
Id.
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Technology platforms: Information communications technologies, especially
the internet, have made asynchronous collaboration across geographic space
easier.
Product complexity: As products and services become more complex, cumulative, or integrated it is less likely that any one firm working in isolation can
provide them.
Since Chesbrough’s seminal works, there have been several thorough reviews of
the open innovation research.45 These are summarized in Table 45.1 and should be
read and cited by anyone doing research on IP and open innovation.
Research shows a gradual broadening of the concept of open innovation. Some
authors encourage growth in the field,46 while others merely accept it. To prevent
the term ‘open innovation’ from becoming too generic and therefore meaningless,
however, some concrete boundaries are needed. Open innovation has been redefined as ‘a distributed innovation process based on purposively managed knowledge flows across organizational boundaries, using pecuniary and non-pecuniary
mechanisms in line with the organization’s business model’.47 The revised definition better integrates pre-existing economics and innovation management literature. Specifically, the ‘distributed innovation process’ alludes to systems-based
concepts of innovation. This definition also allows for both pecuniary and non-
pecuniary mechanisms to manage knowledge spill overs.
The essential characteristic of Chesbrough’s definition remains unchanged: Open
innovation is understood and implemented as a business strategy. It emphasizes
strategic management decisions that benefit the individual firm practising open
innovation. The focus is still squarely upon an organization’s boundaries and
business model. Chesbrough’s paradigm does not purport to generate or account
for economy-wide impacts. The openness in this conception of open innovation
means the firm is ‘open’ to innovation crossing its boundaries.
45 Dahlander & Gann, Open Innovation, supra note 2; Maria Elmquist, Tobias Fredberg & Susanne
Ollila, Exploring the Field of Open Innovation, 12 Eur. J. Innov. Mgmt. 326 (2009); Eleni Giannopoulou
et al., Implications of Openness: A Study into (All) the Growing Literature on Open Innovation, 5 J.
Tech. Mgmt. & Innovation 162 (2010); Eelko K.R.E Huizingh, Open Innovation: State of the Art and
Future Perspectives, 31 Technovation 2 (2011); Ulrich Lichtenthaler, Open Innovation: Past Research,
Current Debates, and Future Directions, 25 Acad. Mgmt. Persp. 75 (2011); Vareska Van de Vrande,
Wim Vanhaverbeke & Oliver Gassmann, Broadening the Scope of Open Innovation: Past Research,
Current State and Future Directions, 52 Int’l J. Tech. Mgmt. 221 (2010) [hereinafter Van de Vrande
et al., Broadening the Scope];West & Bogers, Leveraging External Sources, supra note 2; West et al., Open
Innovation, supra note 4; António Bob Santos, Open Innovation Research: Trends and Influences—A
Bibliometric Analysis, 3 J. Innovation Mgmt. 131 (2015); Marcel Bogers et al., The Open Innovation
Research Landscape: Established Perspectives and Emerging Themes across Different Levels of Analysis, 24
Industry & Innovation 8 (2017); Krithika Randhawa, Ralf Wilden & Jan Hohberger, A Bibliometric
Review of Open Innovation: Setting a Research Agenda, J. Product Innovation Mgmt. 750 (2016).
46 Van de Vrande et al., Broadening the Scope, supra note 45.
47 West et al., Open Innovation, supra note 4, at 806.
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Table 45.1 Reviews of Open Innovation Literature 2009–2019 (Source: Author)
Authors

Date

Journal

Findings and
Recommendations

Research Methods
and Sources

Elmquist et al.

2009

European
Journal of
Innovation
Management

Synthesizes emerging
research on open
innovation; identifies
key themes and
emerging trends

Systematic
literature search
of management
and innovation
journals and books,
up to 2007 (n=49);
questioning leading
researchers in field
(n=15)

Dahlander &
Gann

2010

Research
Policy

Provides analytical
frame of different
definitions and forms
of openness, and the
associated advantages
and disadvantages for
each type

Literature review
using ISI Web of
Knowledge for
articles listing ‘open
innovation’ in the
title, keyword, or
abstract, up to 2009
(n=150)

Giannopoulou
et al.

2010

Journal of
Technology
Management
Innovation

Refines classification
scheme for relevant
literature; considers
managerial
implications, including
importance of IP
strategy

Qualitative analysis
of all English-
language scientific
literature from
2003–2009 (n=134)

Van de Vrande
et al.

2010

International
Journal of
Technology
Management

Finds scholars agree
open innovation is not
a new phenomenon;
suggests more research
on how open innovation
creates competitive
advantage

Meta-analysis
of management
articles, in leading
journals, in ISI Web
of Knowledge, citing
Chesbrough (2003)
from 2004–2008
(n=88)

Huizingh

2011

Technovation Explores the content
of open innovation, its
context dependency,
and the process of open
innovation

Method not
specified

Lichtenthaler*

2011

Academy of
Management
Perspectives

Method not
specified (review of
‘earlier research’)

Provides framework
for discussing open
innovation processes
and implications at
organizational, project,
and individual levels

Continued
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Table 45.1 Continued
Authors

Date

Journal

Findings and
Recommendations

Research Methods
and Sources

West & Bogers

2013

Journal of
Product
Innovation
Management

Finds research has
focused on process of
obtaining innovations
from external sources;
considers how and why
firms commercialize
external sources of
innovations

Review of articles, in
top-25 innovation
journals, on ‘open
innovation’ or
citing Chesbrough
between 2003–2010,
and frequently cited
business-related
Google Scholar hits
(n=291)

West et al.

2014

Research
Policy

New approaches
to measure open
innovation; firm choices
for appropriability;
integration of
innovation,
management,
economics theories

Review of open
innovation since
2003 and of nine
articles published
in a special issue
of Research Policy,
selected from 78
submissions

Santos

2015

Journal of
Innovation
Management

Gives a global and
comprehensive
view of the research,
including by identifying
main trends in open
innovation research,
main theoretical
influences on it, and
the influence of open
innovation literature on
other research areas.

Bibliometric
analysis for 2003–
2013 (using the
Scopus database).
It also uses a mixed
methodological
method.

Bogers et al.

2017

Industry and
Innovation

New integrative
framework to allow
comparing, contrasting,
and integrating new
perspectives. Gives a
multilevel perspective.

Review based on
two-year experience
of organizing
a Professional
Development
Workshop which
consisted of experts
(as facilitators and
discussants). The
contributors of the
two workshops
were invited to
collaborate on
this paper, with
guidelines by
authors about
contributors’ inputs.
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Table 45.1 Continued
Authors

Date

Journal

Findings and
Recommendations

Research Methods
and Sources

Randhawa
K. et al.

2016

The Journal
of Product
Innovation
Management

Provides
recommendations
on how unused or
underused theories
and concepts
from marketing,
organizational
behaviour, and
management can be
used to advance open
innovation research.

Co-citation analysis
and text mining

2. User, Open Collaborative, and Free Innovation
User innovation is distinct from open innovation,48 although the terms are often
confused or conflated. The study of user innovation was pioneered through the
work of Eric von Hippel, which began in the mid-1970s. In his 2005 book, von
Hippel explains why and how ‘users of products and services—both firms and
individual consumers—are increasingly able to innovate for themselves’.49 Von
Hippel describes user innovation in ‘stark contrast’ to the traditional innovation
model, in which products and services are developed by manufacturers in a closed
way by using patents, copyrights, and other protections to prevent free riding. User
innovation is innovation by ‘firms or individuals that expect to benefit from using a
design, a product, or a service’.50
It is wrong to frame user innovation as a subset of open innovation. Despite von
Hippel’s contrast to ‘closed’ innovation, user innovation is not merely a specific
kind of open innovation; one in which a firm opens its boundaries to receive ideas
from a specific constituency, i.e. its users. It is true that within Chesbrough’s framework, a firm may be open to adopting innovation from users. But von Hippel’s
ideas go further, challenging the notion that ‘the firm’ should be the focus of attention. Rather, von Hippel’s analysis highlights the fact that firms are not the only
ones innovating; users are also innovating.
Yet user innovation is not just innovation by end users. User innovation includes
sequential or cumulative firm-level innovation as well. As Balwin and von Hippel51
48 Oliver Alexy, Lars Frederiksen & Katja Hutter, Quo Vadis, Open and User Innovation Theory?, 22
Innovation: Org. & Mgmt. 97 (2020).
49 Eric von Hippel, Democratizing Innovation 1 (2005) [hereinafter Von Hippel,
Democratizing Innovation].
50 Baldwin & von Hippel, Modeling a Paradigm Shift, supra note 3, at 1400.
51 Id.
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explain, quantitative studies show that ‘many of the most important and novel
products and processes commercialized in a range of fields are developed by users
for in-house use’. There is, in fact, a common pathway in which user innovations
become commercially successful products.52 Two technological trends—falling
design and communication costs, and increasingly modular design architectures—
are making single-user and collaborative innovation more widely viable.53
Like Chesbrough, von Hippel and Baldwin use the word ‘open’, but in a very
different way. For example, in describing what they call ‘open collaborative innovation’,54 Baldwin and von Hippel use ‘open’ to mean: ‘all information related
to the innovation is a public good—nonrivalrous and nonexcludable’. This, they
explain, ‘differs fundamentally from the recent use of the term to refer to organizational permeability—an organization’s “openness” to the acquisition of new ideas,
patents, products, etc. from outside its boundaries, often via licensing protected
IP’. While Chesbrough focuses on the openness of an organization, Baldwin and
von Hippel focus on the openness of information. The innovation (not the firm) is
‘open’ to use by anyone, without proprietary restrictions.
Evidence and analysis of user innovation tends to be described with much
broader socio-economic welfare and public policy implications than the firm-
centric framework of open innovation. Researchers of user innovation lament the
fact that ‘[s]ince the time of Schumpeter, . . . the need for IP rights to enable producer innovators to protect their rents have gone largely unquestioned by scholars
and policy-makers alike’.55
Von Hippel is emphatic about the need for neutral marketplace policy frameworks that level the field for manufacturer and user innovators. Although ‘beneficiaries of existing law and policy will resist change’, he explains, ‘both fairness
and social welfare considerations suggest that innovation-related policies should
be made neutral with respect to the sources of innovation’.56 He argues that a fair
policy framework would favour no single kind of innovator over any other, and
that the overarching policy concern should not be the interests of any particular
constituency but rather social welfare as a whole.
In his more recent book, Free Innovation, von Hippel introduces new terminology and ideas that distinguish this body of work from open innovation research
(above) and other concepts (below).57 The focus of free innovation is the household sector, not industrial producers. And crucially, according to von Hippel, free

52 Carliss Baldwin, Christoph Hienerth & Eric von Hippel, How User Innovations Become Commercial
Products: A Theoretical investigation and Case Study, 35 Res. Pol’y 1291 (2006).
53 Baldwin & von Hippel, Modeling a Paradigm Shift, supra note 3, at 1402.
54 Id. at 1400.
55 Id. at 1413.
56 Von Hippel, Democratizing Innovation, supra note 49, at 12.
57 Eric von Hippel, Free Innovation 141 (2016).
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innovation is about human flourishing not commercial transactions, making free
innovation possible without IP.

3. Other Conceptions of Openness
The term ‘open’ is also used to describe other ideas in innovation research, policy,
and practice. Table 45.2 shows some of the most frequently used terms, their meanings, and the researchers most closely associated with each.
One of the most common terms used in conjunction with the concepts of open
innovation and user innovation in the field of law and economics is ‘peer production’, a term popularized by Benkler in his book, The Wealth of Networks.58 Peer
production is more closely aligned with von Hippel’s work on ‘user innovation’ and
‘open collaborative innovation’ than with Chesbrough’s work on ‘open innovation’.
Benkler and von Hippel’s concepts converge particularly well over the problematic
role of IP rights as impediments to user/peer innovation, and the challenges posed
by current IP policy frameworks. Instead of innovation, which has its own particular meaning, Benkler describes how hierarchical industrial modes of ‘knowledge production’ are changing. Benkler’s idea of peer production—decentralized,
collaborative, non-proprietary production by widely distributed and loosely connected individuals—is also related to the concept of crowdsourcing.
‘Crowdsourcing’ was a term first coined by Howe.59 It can be used in association
with user innovation/peer production and with open innovation. Sometimes,
the term crowdsourcing may be used to describe decentralized peer production, open collaborative innovation, or user innovation, as conceived by Benkler
or von Hippel. Wikipedia is a good example of the decentralized user/peer sort
of crowdsourcing. This example is harder to fit with Chesbrough’s firm-centric
framework. That is because the innovation happens not by managing knowledge
flows across a firm’s boundaries, but rather, without any conventional firm at all.
Knowledge is instead produced organically by open collaborating groups of users/
peers.
The term crowdsourcing is most commonly used as a verb when a central actor
solicits input from or outsources tasks to a large and generally undefined network
of people in the form of an open call—a quintessential open innovation strategy.
Crowdsourcing triggers various IP management challenges related to the acquisition of rights and mitigation of risks of infringement.60

58 Yochai Benkler, The Wealth of Networks: How Social Production Transforms
Markets and Freedom (2006).
59 Jeff Howe, The Rise of Crowdsourcing, 14 Wired (2006); Jeff Howe, Crowdsourcing: Why the
Power of the Crowd is Driving the Future of Business (2008).
60 Jeremy de Beer et al., Click Here to Agree: Managing Intellectual Property When Crowdsourcing
Solutions, 60 Bus. Horizons 207 (2017); J. Nils Foege et al., Reconceptualizing the Paradox of
Openness: How Solvers Navigate Sharing-Protecting Tensions in Crowdsourcing, 48 Res. Pol’y 1323
(2019).
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Table 45.2 Various Terms Describing ‘Open’ Innovation Concepts (Source: Author’s
synthesis)
Concept

Meaning

Key Sources

Open
innovation

Distributed innovation via purposively
Chesbrough, cited in
managed knowledge flows across organization note 1.
boundaries.

User
innovation

Innovation by single individual user or user
firm, in order to use that innovation.

Von Hippel, cited in
note 49.

Open
collaborative
innovation

Innovation by a group of contributors who
share the work of generating a design and
reveal outputs openly.

Baldwin and von
Hippel, cited in note 3.

Free
innovation

An inherently simple grassroots innovation
process, unencumbered by compensated
transactions and intellectual property rights.

von Hippel, cited in
note 57.

Peer
production

Decentralized, collaborative, nonproprietary
production by widely distributed, loosely
connected peers.

Benker, cited in note 58.

Sequential
innovation

Innovation that builds in an essential
way upon earlier innovation. Also called
cumulative innovation.

Bessen and Maskin,
cited in note 86.

Crowdsourcing A central actor outsourcing tasks to an
undefined network of people in the form of an
open call.

Howe, cited in note 59.

Open source

Computer software licensed on terms that
meet criteria for redistribution, source code,
derivative works, etc.

Raymond, Perens, both
cited in note 53.

Open access

Knowledge or publications that are digital,
online, free of charge, and free of most
copyright restrictions.

Suber, cited in note 63.

Creative
Commons

A nonprofit organization providing
standardized legal tools (licences) that enable
sharing and use.

creativecommons.org

Knowledge
commons

A complex ecosystem of information resources Hess and Ostrom,
shared by a group of people subject to social
cited in note 64;
dilemmas.
Frischmann, Madison
and Strandburg, cited in
note 67.

Public domain

Material that is not covered by, and can be
spread without, intellectual property rights.

Boyle, cited in note 65.
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Open-sourcing is not the same thing as crowdsourcing. ‘Open-source’ is a term
most commonly used in the context of computer software (but has recently been
applied to hardware as well).61 It refers to software licensed on terms that meet
criteria for free redistribution, source code availability, the ability to create derivative works, and so on.62 The knowledge that is created is kept ‘open’ through the
clever use of standard form licences that require, rather than restrict, sharing. The
open-source software movement—sometimes called ‘free and open-source software’ (FOSS)—is generally credited with inspiring mainstream acceptance of open
innovation in practice and spawning a new field of innovation and IP research.
Understood within Chesbrough’s framework, the open innovating firm outsources (or crowdsources) software development. However, purchasing a license
to use the proprietary software of a third-party vendor would also fit perfectly with
Chesbrough’s definition of open innovation. Acquiring software from anywhere
outside of the firm—whether open-source or proprietary—instead of developing
it in-house would constitute open innovation in the narrow sense. Yet, it is unlikely that the founders of the open-source software movement or most software
programmers would consider the purchase of proprietary software an example of
‘open’ innovation. In this respect, the open-source software community is more
aligned with the non-proprietary ideologies of open collaborative innovation or
peer-produced knowledge.
‘Open access’ is another common term, most frequently used in the context of
scholarly publications or other creative content. Open access refers to content that
is digital, online, free of charge, and free of most copyright restrictions. Among
the best book-length introductions to the topic is titled, simply, Open Access, by
Suber.63 Just as open-source is expanding in scope, open access is increasingly
being used beyond the scholarly research community. It is now used to sometimes
refer to the accessibility of other kinds of cultural and creative works, such as music
and video content.
There are various levels of openness with respect to both software and scholarship, and several legal and technical mechanisms to facilitate such arrangements.
The General Public Licence (GPL), developed and promoted by Stallman, is the most
commonly used license to support open-source software. Similarly, the Creative
Commons offers a suite of standard licenses to facilitate sharing of cultural works,
such as publications, images, music, and video.
Information and knowledge that is openly available to a group of people is part of
the knowledge commons. However, the ‘knowledge commons is not synonymous
61 Dana Beldiman, From Bits to Atoms: Does the Open Source Software Model Translate to Open
Source Hardware, 35 Santa Clara High Tech. L.J. 23 (2018).
62 Bruce Perens, Open Sources: Voices from the Open Source Revolution (1999); Eric
S. Raymond, The Cathedral & the Bazaar: Musings on Linux and Open Source by an
Accidental Revolutionary (1999).
63 Peter Suber, Open Access (2012).
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with open access’, explain the authors who first coined the term.64 Information available without any IP restrictions to the world at large is legally deemed to be in the
‘public domain’.65 This information may nevertheless be governed by a complex
system of social and technical (rather than legal) norms about access and use.
Disciplinary boundaries seem partly to blame for definitional and conceptual inconsistencies. While management scholars are perhaps the most active writers about
innovation, lawyers and legal scholars heavily influence IP and other marketplace
policy frameworks. Among IP lawyers and legal researchers, Chesbrough’s work on
‘open innovation’ seems less influential than the concepts of ‘open and collaborative
innovation’, ‘user innovation’, and ‘peer production’ articulated by Baldwin and von
Hippel and Benkler respectively. For example, a workshop hosted at NYU law school,
convening many leading IP scholars, on the topic of ‘User and Open Innovation’ did
not even mention Chesbrough’s seminal work on a list of recommended background
readings.
Legal scholars have also introduced new terminology, such as ‘social innovation’,
which is described as a kind of innovation operating completely outside of the
patent system.66 There is also a growing body of legal literature on governing the
knowledge commons, emerging in response to the concern that ‘the amorphous
idea of ‘openness’ might become the new one-size-fits-all panacean approach . . . ’67
The knowledge governance framework has been applied in particular fields, such
as biomedical innovation, demonstrating great conceptual promise.68

4. Summary
As with ‘innovation’ and ‘invention’, the differences among terms are not merely
semantic or academic. The inconsistent and often misunderstood vocabulary can
seriously impact frameworks for research and policy. Marketplace framework policies that are consistent with one individual firm’s ‘open innovation’ strategy may
be highly problematic for ‘user innovation’ by another firm, or ‘open collaborative’
innovation systems as a whole.
For example, a firm such as a non-practising entity (NPE or ‘patent troll’) might
implement ‘open innovation’ by acquiring and then licensing a vast portfolio of IP
rights. This could create substantial legal and transaction costs for other firms that
would prefer an ‘open and collaborative’ system with fewer or no IP constraints.
64 Charlotte Hess & Elinor Ostrom, Introduction: An Overview of the Knowledge Commons, in
Understanding Knowledge as a Commons: From Theory to Practice 3, 13 (Charlotte Hess &
Elinor Ostrom eds., 2007).
65 James Boyle, the Public Domain: Enclosing the Commons of the Mind (2008).
66 Peter Lee, Social Innovation, 92 Wash. U. L. Rev. 1 (2014).
67 Brett M. Frischmann et al., Governing Knowledge Commons, in Governing Knowledge
Commons 1, 11 (Brett M. Frischmann et al. eds., 2014).
68 Brett M. Frischmann et al., Governing Medical Knowledge Commons (2017); Brett M.
Frischmann, Michael J. Madison & Katherine J. Strandburg, Knowledge Commons, in Routledge
Handbook of the Study of Commons 76 (Blake Hudson, Jonathan Rosenbloom & Dan Cole
eds., 2019).
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This problem is especially acute because, as described in Box 2, the various terms
and concepts can all be applied to the same platform, with different connotations
and management or public policy implications.

Box 2: YouTube exemplifies how ‘open’ innovation concepts
converge
All of the terms and concepts related to ‘open’ innovation often converge around
the same platform. YouTube offers a good example. For Google Inc., the owner
of YouTube, the platform is an example of open innovation. It integrates innovation from beyond its own firm boundaries directly into its business model, by
using external content to generate its own revenue. This could also be seen as an
example of crowdsourcing. Yet YouTube also illustrates the principles of user
innovation and peer production, where large and loosely connected groups of
people create and share their own content as a means of cultural expression.
This content is not merely non-commercial. Much of the material is generated
by users is clearly of a commercial nature, which shows the economic as well as
social value of user innovation. Some of the software used to develop this platform is almost certainly open-source, likely available through a version of the
GPL or similar licence. Content available on YouTube can be fully open access,
or it can be licensed on several kinds of standard terms via Creative Commons
licenses. Some of the material on YouTube may be in the public domain because
IP rights have expired, never existed in the first place, or protection is limited.
Open access or public domain material forms part of the knowledge commons,
which can then be integrated into single-user, collaborative, or open innovation
models.
The solution is not as simple as choosing one definition over another. Nor can
one adopt a common general understanding, since understanding varies so greatly.
This is still an emerging area of business practice and academic research. The best
approach is to acknowledge, not avoid, the inevitable complexity.

IV. ‘Open’ IP Management Strategies
Three general strategies exist to manage IP throughout the innovation process: acquisition toward commercial competition; free revealing to the public domain;
and collaboration through open licensing.69 This section of the chapter applies the
69 Jeremy de Beer et al., Intellectual Property Management: Policy Issues and Options, Policy Brief
No. 4, GPS Pol’y Brief (2011).
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concepts above to these three management models in order to begin integrating
firm-level and systems-wide perspectives.

A. Acquisition Toward Commercialization
The first of these models—acquisition toward commercial competition—involves
obtaining formal IP rights to stop competitors from using or imitating protected
assets. A 2008 report by the OECD70 characterized this orthodox IP management strategy as a closed innovation approach; it is based on classic appropriation
theory.71 The acquisition of IP rights can, however, be an enabler of open innovation depending on what kinds of IP rights one is talking about, and one’s definition of the term ‘open’.
As a matter of systems-wide public policy, the exclusive rights protected by IP
are predominantly justified as an incentive to invest in innovation through research, development, and commercialization of new products and processes.72 The
basic economic theory, well explained by a number of researchers, for example,73
is that without the guarantee of exclusivity that IP provides, the world would have
less creativity and fewer inventions. The promise of even temporary market exclusivity should motivate firms to invest in the inherently uncertain activity of innovation. Sometimes a strong portfolio of IP rights can also help secure financing.74
A signal to potential investors or creditors that the firm has power to limit or prevent competition can indicate potential to control markets and raise prices.
But formal IP rights may not be the best or most popular mechanism to appropriate benefits from innovation,75 especially in the developing world where
informal appropriation mechanisms are commonplace.76 Firms can and do often
capture economic value by relying on market incentives rather than legal ones.
70

OECD, Open Innovation in Global Networks 43 (2008).
David J. Teece, Profiting from Technological Innovation: Implications for Integration, Collaboration,
Licensing and Public Policy, 15 Res. Pol’y 285 (1986).
72 Jeremy de Beer & Shirin Elahi, Knowledge & Innovation in Africa: Scenarios for the
Future 141 (2013).
73 Christine Greenhalgh & Mike Rogers, The Nature and Importance of Innovation, in Innovation,
Intellectual Property, and Economic Growth 1 (Christine Greenhalgh & Mike Rogers eds.,
2010); William M. Landes & Richard A. Posner, The Economic Structure of Intellectual
Property Law (2003); Scotchmer, Innovation and Incentives, supra note 9.
74 David H. Hsu & Rosemarie H. Ziedonis, Resources as Dual Sources of Advantage: Implications for
Valuing Entrepreneurial-Firm Patents, 34 Strat. Mgmt. J. 761 (2013).
75 Bronwyn Hall & Rosemarie H. Ziedonis, The Patent Paradox Revisited: An Empirical Study of
Patenting in the US Semiconductor Industry, 1979–1995, 32 Rand J. Econ. 101 (2001); Bronwyn Hall
et al., The Choice Between Formal and Informal Intellectual Property: A Review, 52 J. Econ. Lit. 375
(2014).
76 Jeremy de Beer & Sacha Wunch-Vincent, Appropriation and Intellectual Property in the Informal
Economy, in The Informal Economy in Developing Nations: Hidden Engine of Innovation?
New Economic Insights and Policies 232 (Sacha Wunch-
Vincent & Erika Kraemer-
Mbula
eds., 2016).
71
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Among firms that consider IP important, trademarks are considered most important, on average, followed by trade secrets, copyright, industrial designs, and
lastly patents.77 Two particularly noteworthy surveys of over 600 managers in 45
different industries led researchers to conclude that ‘patents were generally rated
as the least effective of the mechanisms of appropriation’.78 IP rights other than
patents, including copyrights, trademarks, and trade secrets, are important to acknowledge as crucial considerations in open innovation.79 Yet even patents can enable a kind of open innovation by disclosing technical information to the public,
rather than keeping it secret within the firm.
At the same time, there are challenges integrating this model of IP management with other views about user, collaborative, free, and other ‘open’ forms of
innovation.
Measurement is one such problem. On the systems level, as well as the firm
level, IP is often used as an indicator of innovation. Because patent statistics are
among the most readily available data, and conventionally believed to be the form
of IP protection most important for innovation, they tend to dominate discussions
about inventive activity and economic outcomes.80
The core problem with counting outputs is that mere acquisition of patent rights
indicates almost nothing about whether or how open, user, or collaborative innovation is happening. Counting ‘inventions’ is not necessarily even a proxy for
‘innovations’ let alone open/user innovations. Many patented inventions never become innovations, and many innovations are never patented.81
At best, even within the narrowest sense of an open innovation paradigm comprising outbound IP licensing, knowing how many patents were registered in a
country or by a firm is an irrelevant indicator. But the consequences are not merely
neutral. Worse, there is growing consensus that IP rights can often be an impediment to innovation, especially sequential and cumulative innovation. Yet policy-
makers and advisors continue using IP rights as a metric for assessing innovation
performance. Indeed, it is clear that many government policies actively encourage
and even subsidize the acquisition of more IP rights.
Admittedly, the absence of any better metrics or indicators is a major problem.
Supporting the identification, development, and implementation of new indicators
77 John E. Jankowski, Business Use of Intellectual Property Protection Documented in NSF Survey,
National Center for Science and Engineering Statistics Infobrief (2012).
78 Bharat Anand & Alexander Galetovic, Strategies That Work When Property Rights Don’t, in
Advances in the Study of Entrepreneurship, Innovation & Economic Growth, 15 Intell.
Prop. & Entpren. 261, 272 (Gary D. Libecap ed., 2004).
79 West, Appropriability, supra note 11.
80 Jacob Schmookler, Invention and Economic Growth (1966); Zvi Griliches, Ariel Pakes
& Bronwyn Hall, The Value of Patents as Indicators of Inventive Activity 1–31 (NBER Working Paper
No. 2083, 1986); Zvi Griliches, Patent Statistics as Economic Indicators: A Survey Part I 1 (NBER
Working Paper No. 3301, 1990).
81 Bjorn L. Basberg, Patents and the Measurement of Technological Change: A Survey of the Literature,
16 Res. Pol’y 131 (1987).
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is, therefore, among the priority recommendations made below. Some leading experts have suggested better metrics, such as the proportion of firms free revealing.82
Yet there remains far to go to fill this gap in evidence-based IP policy-making.83

B. Free Revealing to the Public Domain
The strategy of free revealing should not be confused with open licensing; they are
distinct strategies. Open licensing, discussed below, is premised on the protection
and strategic exploitation of IP. It moves beyond mere acquisition of IP for internal
commercialization. But, open licensing strategies do depend on IP protection to
work. Free revealing is different. It sidesteps the IP system altogether, generating
economic value through alternative innovation strategies.
It is possible to see patenting as a form of revealing, although not free revealing.
Patents are fundamentally theorized as a bargain between an inventor and society.
The inventor reveals her invention by filing documents disclosing and specifying
what she has done in exchange for a promise from society of exclusive rights in the
invention for a limited time. The incentive of exclusivity encourages the inventor
to publicly reveal what would otherwise be kept as a trade secret. Others who learn
of the invention can then use it, on conditions normally negotiated with the patent owner.
Free revealing is most commonly associated with von Hippel’s concepts of user
and free innovation: ‘When we say that an innovator freely reveals information
about a product or service it has developed, we mean that all IP rights to that information are voluntarily given up by the innovator, and all interested parties are
given access to it—the information becomes a public good’.84 Within the ‘open and
collaborative’, ‘user innovation’, and ‘free innovation’ systemic paradigm shifts, IP
rights are seen as possible impediments to innovation, especially cumulative or
collaborative innovation. Often, these open collaborative or user innovators do not
need or want IP protection as an incentive to create or commercialize ideas.
However, it is wrong to assume that free revealing is suitable only or mainly for
non-commercial activities. This may be the ‘least intuitive’ business strategy, but
increasingly it works, for example, to reduce the risks of future IP holdups.85
82 Fred Gault & Eric von Hippel, The Prevalence of User Innovation and Free Innovation
Transfers: Implications for Statistical Indicators and Innovation Policy (MIT Sloan Sch. Mgmt, Working
Paper No. 4922–09, 2009).
83 Jeremy de Beer, Evidence-based Intellectual Property Policymaking: An Integrated Review of Methods
and Conclusions, 19 J. World Intell Prop. 150 (2016) [hereinafter de Beer, Evidence-based IP].
84 von Hippel, Democratizing Innovation, supra note 49, at 9; see also Dietmar Harhoff, Joachim
Henkel, & Eric von Hippel, Profiting from Voluntary Information Spillovers: How Users Benefit by Freely
Revealing Their Innovations, 32 Res. Pol’y 1753 (2003).
85 Fisher & Oberholzer-Gee, Strategic Management, supra note 7.
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While the strategy of free revealing can bring substantial commercial benefits to
individual businesses, if promoted by policy-makers and adopted on a wider scale,
it may also lead to increased welfare at the macroeconomic level. The more firms
that free reveal, the more economic opportunities there are for ideas to interact and
for knowledge to combine in unexpected ways. More efficient knowledge networks
and clusters should lead to more sequential and cumulative innovation, as well as
more radical breakthroughs and disruptive innovation.

C. Collaboration Through Open Licensing
Between the ‘all or nothing’ extremes of acquisition for internal commercialization
and free revealing to the public domain, there are a wide variety of options for licensing IP rights to facilitate collaboration.
Within the firm-centric open innovation paradigm, which focuses on the openness of an organization to outside ideas, IP rights are seen as one possible mechanism to facilitate knowledge exchange between firms. Open innovation did not,
in this view, substantially change firms’ decision to obtain IP rights. Instead, open
innovation changed the way firms used these rights. Companies are licensing in
technology from external parties, and also creating value by licensing unused technologies or by selling the patents.
Two kinds of IP transactions—assignments and exclusive licenses—would
qualify as open innovation under the firm-centric framework but would not be defined as ‘open’ according to the many scholars studying innovation through other
lenses. Selling or exclusively licensing IP-protected assets would technically constitute open innovation because it involves an outbound flow of knowledge across
the firm boundaries. In this respect, assignments and exclusive licenses are distinct
from a strategy of acquiring IP rights in order to suppress competition and develop
innovation in-house. They are, as such, examples of open innovation. Indeed,
obtaining patents—as opposed to keeping trade secrets—even for purely internal
purposes without any licensing at all is technically an ‘open innovation’ strategy
from the firm’s perspective, since the patent requires disclosure of knowledge outside of the firm in exchange for time-limited protection.
Open licensing is different. Open licensing is more closely aligned with practices involving open-source software, open access publishing, and open collaborative innovation communities. The defining feature of truly ‘open’ licensing is
non-exclusivity. Open licensing provides a way to facilitate multilateral (not just
exclusive bilateral) IP transactions. Non-exclusivity of licenses facilitates multilateral transactions that do not merely enable open innovation beyond one firm’s
boundaries, but also create commons-based knowledge networks and dynamic innovation systems.
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This is necessary because exclusive IP rights can sometimes frustrate rather than
facilitate the flow of knowledge. Too much IP protection can be a problem, especially for sequential innovations that build upon earlier technologies,86 and especially if rights are fragmented among multiple owners.87
For instance, standard-essential patents (SEPs) are an area where strategies to
overcome IP impediments are especially important. The European Commission
and the US have now begun to explore these issues.88 SEPs can confer significant
market power on their holders. Once a standard has been agreed and industry
players have invested heavily in standard-compliant products, the market is de
facto locked into both the standard and the relevant SEPs. This gives companies
the potential to behave in anti-competitive ways, for example by ‘holding up’ users
after the adoption of the standard by excluding competitors from the market, extracting excessive royalty fees, setting cross-licence terms which the licensee would
not otherwise agree to, or forcing the licensee to give up their invalidity or non-
infringement claims against SEPs.
The market gridlock caused by too many property rights has been labelled a ‘tragedy of the anti-commons’,89 in contrast to the opposite tragedy of the commons
to which property rights are the solution.90 There are at least three sorts of organizational structures that facilitate open licensing overcome this challenge, which
the following subsections of this article explore: standard term templates like the
GPL or Creative Commons; clearinghouses and IP brokers; and centralized clusters such as patent pools.

1. Standard Term Licensing Systems
One of the original and still most popular standard-term licensing mechanisms
is the GNU GPL, pioneered for free and open-source software. The central principles underlying the GPL are beginning to influence hardware licensing practices
as well. Another well-known approach is the Creative Commons system of open
licences, which facilitates varying degrees of control over copyright-protected content. Its spin-off, Science Commons, promotes open access to scientific literature
as well as research data. What each of these systems has in common are standard
terms from which licensors can choose, governing key points such as attribution of
authorship or source, the need to maintain the integrity of the work or the right to
86 James Bessen & Eric Maskin, Sequential Innovation, Patents, and Imitation, 40 Rand J. Econ. 611
(2009).
87 Michael A. Heller & Rebecca S. Eisenberg, Can Patents Deter Innovation? The Anticommons in
Biomedical Research, 280 Sci. 698 (1998).
88 Directorate-General for Competition, Competition Policy Brief; DoJ, USPTO, 2013—
Policy Statement on Remedies for Standards-Essential Patents Subject to Voluntary f/
rand Committments (2014).
89 Michael A. Heller, The Gridlock Economy: How Too Much Ownership Wrecks
Markets, Stops Innovation, and Costs Lives (2008); Michael A. Heller, The Tragedy of the
Anticommons: Property in the Transition from Marx to Markets, 111 Harv. L. Rev. 621(1998).
90 Garrett Hardin, The Tragedy of the Commons, 162 Sci. 1243 (1968).
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modify it, and the ability or inability to redistribute derivative works on like terms.
Although it is possible under most open licensing systems to waive all IP rights
(hence free revealing the knowledge into the public domain), it is more common
in practice to license some, but not all, uses. This is the so-called ‘some rights reserved’ model. Fundamentally, a some-rights-reserved system of open licensing
only works if there are IP rights to license in the first place.

2. IP Clearinghouses, Brokers, and Other Non-Practising Entities
Clearinghouses act as agents through which IP transactions can be simplified, reducing transaction costs and making IP markets more efficient. Some clearinghouses
do not offer licences, but rather provide the ‘patent landscaping’ services needed
to determine whether a licence is needed, and if so, where a prospective licensor
might start to look.91
Other clearinghouses do provide IP licences, in which cases they are commonly
called ‘non-practising entities’ (NPEs). The seminal work on NPEs is an article by
Chien,92 which has spawned enormous interest in the topic. Some empirical evidence has been collected, most of which portrays NPEs in a negative light.93
Viewed through von Hippel’s system-wide lens, NPEs are problematic. They
force firms that would prefer to avoid the IP system altogether to take costly defensive measures due to threats of litigation. While the litigation strategy against
an ordinary competitor may involve counterclaims settled by cross-licensing
agreements, this is not possible with firms whose only business is asserting
patents.
Within the firm-centric paradigm, NPEs might be seen to facilitate open innovation. Due to the emergence of NPE’s, there is now a marketplace in which firms
can more easily in-/outsource patented inventions. NPEs have been said to create a
capital market for inventions.94
A more intricate example of an IP broker was the Intellectual Property
Exchange International (IPXI), which billed itself as ‘the world’s first financial
exchange that facilitates non-exclusive licensing and trading of IP rights with
market-based pricing and standardized terms’. The concept boils down to aggregating bundles of IP rights pertaining to certain technologies, creating ‘units’
of derivative contractual use-rights, and then setting up a secondary market
91 See Tania Bubela et al., Patent Landscaping for Life Sciences Innovation: Toward Consistent and
Transparent Practices, 31 Nat. Biotech. 202 (2013); Osmat A. Jefferson et al., Transparency Tools in
Gene Patenting for Informing Policy and Practice, 31 Nat. Biotech. 1086 (2013).
92 Colleen V. Chien, From Arms Race to Marketplace: The Complex Patent Ecosystem and Its
Implications for the Patent System, 62 Hastings L.J. 297 (2011).
93 James Bessen & Michael J. Meurer, The Direct Costs from NPE Disputes, 99 Cornell L. Rev. 387
(2014); James Bessen et al., The Costs and Benefits of United States Patents (No. 13-24), B.U. L. Res.
(2014); Catherine E. Tucker, The Effect of Patent Litigation and Patent Assertion Entities
on Entrepreneurial Activity (2014); Brian T. Yeh, An Overview of the ‘Patent Trolls’ Debate, Cong.
R. S. (2013).
94 Nathan Myhrvold, The Big Idea: Funding Eureka!, 88 Harv. Bus. Rev. 40 (2010).
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exchange-trading system for these derivative units. The value of the units fluctuates based on information about how the underlying technologies are being used
in the relevant industry.
Another market-based IP clearinghouse, the Rational Patent Exchange (RPX),
works on nearly the opposite premise of IPXI. Using subscription fees charged
to its members, RPX buys up ‘dangerous’ patents so they cannot be used against
the members. The idea is to create a defence against IP infringement threats from
NPEs by purchasing the IP rights that might pose such a threat. The irony is that
RPX is itself an NPE, although one that claims a moral high ground by using its patent portfolio only to defend its members, never suing others.
An analogy might be drawn between the patent clearinghouses just described
and the agents or administrators that collectively manage copyrights.95 Copyright
collective societies were a response to the logistical challenges faced by large and
disparate groups of copyright owners and copyright users trying to transact with
one another. It was as difficult for copyright owners to monitor and enforce their
rights against users as it was for users to obtain licenses from all the copyright
owners whose works were used. The link between collective copyright management and open innovation is unexplored, but potentially interesting given the role
collective societies play in structuring markets for IP rights.96

3. Cross-Licensing, Patent Pools, and Patent Pledges
Shapiro is credited with coining the term ‘patent thickets’, which he described as ‘a
dense web of overlapping IP rights that a company must hack its way through in
order to actually commercialize a new technology’.97 As a solution to this problem,
Shapiro suggested cross-licensing and patent pools. Both models enable firms to
collaborate instead of compete, at least with respect to the licensed or pooled IP.
While cross-licensing may involve only two firms, patent pooling is often capable
of facilitating many-to-many licensing models. This feature is especially important
to facilitate cumulative innovation.
Patent pools were widespread across many industries—from aviation to sewing
machines—around the turn of the twentieth century. They are common where industry standards require firms to comply with certain technical criteria or regulatory protocols, such as in the telecommunications and computer industries.
In the context of so-called ‘standard essential patents’, competition law requires
IP be licensed to any entity on FRAND terms, which are Fair, Reasonable, and
95 See generally Daniel Gervais, Collective Management of Copyright and Related Rights
(2d ed. 2010).
96 Nancy Gallini, Competition Policy, Patent Pools and Copyright Collectives, 8 R. Econ. Copyright
Issues 3 (2011).
97 Carl Shapiro, Navigating the Patent Thicket: Cross Licences, Patent Pools and Standard Setting, in
Innovation, Policy, and the Economy, 119, 120 (Adam Jaffe et al. eds., 2001); see also Bronwyn Hall
et al., A Study of Patent Thickets, 401 NIESR Discussion Paper (2012).
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Non-Discriminatory. Pools or ‘pseudo-pools’ can help facilitate this kind of open
licensing.98
Another noteworthy development is the ‘Defensive Patent License’, which a
group of scholars established as a mechanism to support what they call ‘open innovation communities’.99 The licence involves a pledge to forgo patent litigation
against other licensors in exchange for a royalty-free licence back to their portfolio.
A paradigmatic model of open licensing in practice, patent pledges are attracting
increased scholarly attention, led by Contreras and other scholars.100

D. Offensive and Defensive Strategies
The management models just described are mainly strategies for firms that already
own IP rights. However, IP issues are increasingly—sometimes equally or more—
important for firms that do not own IP rights as for firms that do. One framework
suggested for managerial decision-making begins by separating offensive and defensive IP strategies.101 All of the offensive strategies they canvass fall within the
scope of the three overarching business strategies described above, although this
chapter’s tripartite taxonomy is more specifically tailored to open, user, and collaborative innovation models than management strategy generally.
The value of an analysis that highlights defensive strategies is that it reveals how
firms practising user or open collaborative innovation—firms avoiding IP as much
as possible—are nonetheless impacted by the IP framework. The IP system is not
merely neutral; it is not something that can simply be ignored by firms that choose
not to use it. Business models based on user, open collaborative, or peer-produced
innovation are affected whether they wish to be, and accordingly, must bear the
additional costs of defensive IP strategies.

V. Conclusions and Recommendations
This chapter has demonstrated cross-disciplinary gaps and inconsistencies in the
literature on IP and open innovation. It has added nuance to our understanding of
appropriation by explaining firm-level IP management strategies, and connecting
those to open, user, collaborative and related models of innovation.
98 Jorge L. Contreras, Fixing FRAND: A Pseudo-Pool Approach to Standards-Based Patent Licensing,
79 Antitrust L.J. 47 (2013).
99 Jason Schultz & Jennifer Urban, Protecting Open Innovation: The Defensive Patent License as a
New Approach To Patent Threats, Transaction Costs, And Tactical Disarmament, 26 Harv. J. L. & Tech. 1
(2012).
100 Jorge Contreras & Meredith Jacob, Patent Pledges Global Perspectives on Patent
Law’s Private Ordering Frontier (2017).
101 Fisher & Oberholzer-Gee, Strategic Management, supra note 7.
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Table 45.3 Strategies for Managing IP (Fisher and Oberholzer-Gee 2013)
Offensive Strategies

Defensive Strategies

Suppress competition

Challenge validity or scope

Assign rights

Develop an alternative

License rights

Secure a licence

Structure collaborations

Build a deterring portfolio

Give rights away

Deploy despite the threat

Scholars such as Hall102 have concluded there is no paradox between IP and
‘open innovation’, at least not within a firm-centric framework. This particular
concept of open innovation—meaning simply inward and outward flows of
knowledge across the firm boundaries—is consistent with strategic appropriation and exploitation of IP. Hall is correct that attention to IP has helped individual companies implement open innovation strategies. From the point of view
of a single firm’s management strategy, IP is not irreconcilable with open innovation but rather, with the right licensing strategy, can be a means to achieve open
innovation.
There is tension and conflict, however, between IP and ‘open collaborative innovation’, ‘user innovation’, and ‘peer production’, from the public policy and innovation systems-wide perspective. IP rights can create substantial additional
costs, acting as an impediment for firms that would prefer non-proprietary strategies. Complexities around IP-related transactions can also impede processes of
cumulative or sequential innovation and provide disincentives for collaborative
and user innovation. Finally, IP-focused indicators of innovation can skew perceptions of a firm, industry, or country’s performance. Overreliance on IP metrics
could encourage the mere accumulation of IP outputs, which are convenient to
measure but tell policy-makers little or nothing about the health of an open innovation ecosystem.103
Choosing the proper research framework—one that integrates open innovation concepts with IP management strategies and public policies—is key to avoid
a paradox between IP and open innovation. In other words, whether a paradox
exists or not depends largely on one’s definition and understanding of what ‘open’
innovation is. From the point of view of a single firm, perhaps there is no conflict.
From an innovation systems perspective, the tensions are much greater.

102
103

Hall, Open Innovation, supra note 32.
de Beer, Evidence-based IP, supra note 83.
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Based on an integrated framework, this chapter concludes with four principles
that can guide researchers, policy-makers, practitioners, managers, and others: (1)
understand and use precise terminology; (2) revisit assumptions about appropriation; (3) neutralize marketplace framework policies; and (4) promote more
collaboration.

A. Understand and Use Precise Terminology
There is an unambiguous trend toward new models of innovation across industrial
and economic sectors. Economists, lawyers, management strategists, and other
scholars from an array of academic disciplines have recognized that various forms
of ‘openness’ are replacing closed innovation strategies. Some of the research—
especially from the disciplines of business, technology management, and related
fields—conceives of open innovation primarily as a strategic decision from the
perspective of the firm. Other research—especially in law, economics, engineering,
political economy, and others—conceives of open innovation as a broader, systemic phenomenon. The common thread is that ‘open’ innovation happens by
exchanging knowledge in networks.
Researchers and policy-makers should explicitly acknowledge the new realities of governing innovation systems. Debates can then shift from asking whether
this is happening to determining how to respond. This requires a better understanding of the nuances of key terminology. Conceptual and definitional clarity is
not merely an academic debate or issue of semantics. Failure to appreciate the different meanings these terms might convey can lead to mistaken conclusions or inappropriate policy measures. Be cautious, therefore, of analyses or arguments that
conflate these related but distinct concepts.

B. Revisit Assumptions About Appropriation
While the appropriation of value from intangible assets is important to all businesses, there are many ways in which firms realize this value. Firms may strategically reveal and share certain things, while using various appropriation
strategies to protect other aspects of the business. The formal IP system of patents, copyright, trademarks, and designs is only one aspect of a firm’s innovation
strategy. Informal appropriation mechanisms are far more widely used and include lead-time, product complexity, customer loyalty, product complexity, and
trade secrets.
With these formal and informal appropriation strategies in mind, policy-makers
can better understand the business models that firms may use to manage IP. Some
firms acquire as many IP rights as possible, aiming to use such rights to attract
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venture capital, exclude competitors, raise prices, or implement other ‘closed’ innovation strategies. But, firms are increasingly choosing to freely reveal their innovations to the public domain. Free revealing can save costs, grow industries,
exploit network effects, drive demand for complements, and yield a host of other
benefits. Many firms implement a hybrid model of collaboration through open licensing. This can be done via standard term licensing, through IP clearinghouses
or brokers, or using cross-licences and patent pools.
The more researchers recognize the broad range of formal and informal appropriation strategies that businesses rely upon to innovate, the more responsive to
policy and practical problems they are. At the very least, researchers should recognize that fewer firms than ever are simply acquiring and enforcing IP rights in
pursuit of a closed innovation strategy. Orthodox assumptions about the policy
role of IP as primarily an incentive to invest in R&D or commercialization ought
to be questioned and revisited. Rather, more emphasis should be placed on the role
of IP in facilitating or frustrating knowledge exchanges, whether through market
transactions or other mechanisms.

C. Neutralize Policies
Third, more research integrating IP and open innovation is required to counter-
balance research focused disproportionately on proprietary models of innovation. This can facilitate neutral marketplace policy frameworks that provide equal
support for businesses based upon peer-produced, user, or open collaborative
innovation.
At a minimum, from the firm-centric view of open innovation, neutralizing
policy frameworks requires reducing transaction costs. Reducing the costs of IP
transactions would lessen the extent to which IP acts as a potential impediment to
innovation. It would help to facilitate the knowledge networks and exchanges that
drive open innovation.
One way to reduce transaction costs is to increase the quality of the rights that
are granted (i.e. tightening application criteria or registration procedures, raising
the standards to acquire protection, adjusting the burden of proving that protection is necessary, etc.). Formal IP rights that are granted would then be less prone
to attack, reducing uncertainty and the corresponding costs of legal advice or litigation. The elimination of ‘weak’ patents and other IP rights would help to create
a ‘stronger’ and healthier IP system. In other words, IP protection that covers
broader subject matters, lasts longer, provides more rights, or is subject to fewer
exceptions is not the appropriate measure of the strength of protection. Providing
more IP protection would only assist firms practising closed, not open, innovation.
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IP protection that is more predictable and reliable, but not necessarily broader or
longer, would however benefit all businesses and the public in general.
Another way to reduce transaction costs is to improve the quality of IP-related
information. Data should be standardized and openly accessible insofar as possible. Some positive steps have been taken toward patent landscaping in certain
fields and industries, which national governments could emulate in a domestic
context. Initiatives could include not just patent-related data, but also data regarding other IP rights, such as copyrights. While international law may prevent
the imposition of certain formalities in that regard, there are numerous initiatives
underway to nevertheless create registries of works protected by copyright or in
the public domain. Information about IP transactions, including assignments
and licenses, would also be useful to track. So too would correlations with other
business-related data, such as corporate details or securities filings. Government
policy-makers should explore various mechanisms to collect and disseminate such
information.
More ambitiously, fresh ideas are required to generate the same level of government support for user, open, collaborative, and other innovation models that
currently exist for proprietary models. This would expand the range of incentives
for innovation beyond the formal IP rights currently assumed to motivate most
businesses.
Some steps have been taken to promote the open accessibility of results of publicly funded research. But there are few if any policies and programs designed to
encourage the use of non-proprietary business strategies in the private sector, such
as free revealing to the public domain or collaboration through open licensing.
Many policies and programs are currently aimed at encouraging firms—
especially small and medium-sized businesses—to acquire IP protection. Seldom
are policies designed to advise businesses why they might not want to adopt proprietary models and management strategies. Little emphasis tends to be placed on
the costs of proprietary strategies, whether to the acquiring firm, to other firms
or individuals, or throughout innovation systems more generally. Some work has
begun, for instance, to assess the impact of NPEs, but there remains insufficient
empirical research. Researchers and policy-makers should work toward a comprehensive audit of the public and private costs of maintaining the IP system, including establishing and administering registration systems and also litigation and
other enforcement mechanisms.
Also, if policies were to fully recognize the value of user innovation, the concept of ‘user rights’ would take a more prominent place in legislative frameworks.
Prohibitions on adapting or modifying software or devices protected with technological protection measures are one concrete example of legal policy measures that
may inhibit user innovation and its positive economic impacts.
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The measurement of innovation is a related problem. In many studies of innovation performance, too much reliance is currently placed upon IP-related outputs,
such as patent filings per capita or international trademark registrations, as indicators of innovation. At best, these metrics indicate strategic decisions to seek formal
proprietary protection. IP-focused indicators typically conflate the distinct concepts of invention and innovation, which may overlap but may also be unrelated
in many circumstances. They provide no indication whatsoever of levels of innovation by the vast numbers of firms that rely upon informal appropriation strategies, such as trade secrets or first-mover advantage. Output-oriented IP indicators
also fail to capture the systematic aspects of innovation, including the degree to
which information flows across firm boundaries throughout knowledge networks.
Most problematic, measuring IP outputs is likely to lead to policies designed to
increase what is measured, i.e. IP. But more IP outputs may or may not correlate
with, let alone cause, more innovation. More IP outputs will almost certainly not
correlate with or cause more open innovation.

D. Promote More Collaboration
Researchers can use this synthesis to question, and perhaps revise, fundamental
assumptions about the relative roles of competition versus collaboration in promoting innovation and economic growth generally. For nearly seventy-five years,
economic theory and innovation policy has been designed to promote competition and limit collaboration. The ideology that competition is the best way to promote innovation implicitly underpins not only IP but also competition and other
marketplace framework policies.
A core assumption at the root of IP policy is that firms will not invest in innovation unless protected from competition by limited monopoly rights. Evidence
now shows this assumption to be oversimplified and not generalizable; many users
and firms will innovate without IP rights. Competition policy, at its heart, is inherently sceptical of collaboration. Collaboration among competitors is sometimes
permitted, but as an exception to general prohibitions.
If the recent trend toward open, user, collaborative innovation and peer production continues to transform not just business strategy but also innovation systems and socio-economic structures, it may become necessary for marketplace
framework policy-makers to invert orthodox assumptions. In an ‘open’ innovation
paradigm, it should be assumed that firms would innovate without IP rights unless
there is empirical evidence to the contrary. It should also be assumed that collaboration would produce greater benefits than competition. This trend could also disrupt policies around finance and investment, bankruptcy, and insolvency. Indeed,
it is possible that user innovation, open collaborative models, and peer production
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could call into question the longstanding notion of ‘the firm’ as the central stakeholder in innovation and economic policy-making.
The implications of transformations triggered by the deployment of open innovation as a framework for IP research, and vice versa, could be profound.
Researchers, policy-makers, and practitioners should make themselves aware of
this shift toward ‘openness’, anticipate that the trend will continue and likely grow,
and adjust their activities accordingly.
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Intellectual Property and Critical Theories
Margaret Chon*

I. Introduction
The heyday of the critical legal studies (CLS) movement has passed, yet its impact continues to be felt in many areas of legal scholarship including intellectual
property (IP) law, not to mention numerous disciplines outside of legal studies.
Key concepts incubated within this school of thought (such as intersectionality
and micro-aggression) have migrated into our everyday political discourse and
common vocabulary of describing relationships of power. Philosophically, critical theory is indebted to the insights of Continental theorists such as Foucault,
Gramsci, Habermas, and Lévi-Strauss (as received and interpreted by US and other
North American scholars), in addition to those philosophers typically associated
with the Anglo-American-Commonwealth legal tradition such as Locke, Mills,
Rawls, and Adam Smith.1
This chapter provides a brief outline of the principal goals, tenets, and methods
of critical theory, while acknowledging at the outset that one primary characteristic
of CLS is its refusal to be characterized by over-arching frameworks. Describing
how this theoretical turn appears in IP scholarship, the chapter then provides illustrative examples (some of which are written by scholars not necessarily identified
with CLS). The discussion of these examples exposes the under-acknowledged influence of critical theory in IP scholarship, including the so-called ‘big three’ areas
(patent, copyright, and trademark), as well as plant genetic resources and traditional knowledge. The chapter concludes with a brief speculation about the reason
for this general lack of attribution to CLS and the potential value of future scholarship guided by this approach.
*

The author thanks Lauren Sewell (Class of 2019) for her able research support.
This chapter presents perspectives from US critical legal studies, relying on English-language texts.
The author acknowledges the robust critical traditions in other jurisdictions, which are not represented in this necessarily incomplete account. This chapter is an unplanned complement to an excellent
chapter on the substantive aspects of IP and critical theory, by Carys J. Craig, Critical Copyright Law &
the Politics of ‘IP’, in Research Handbook on Critical Legal Theory 301 (Emilios Christodoulidis,
Ruth Dukes & Marco Goldoni eds., 2019).
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I. Critical Theory: Origins, Goals, Tenets,
and Methods
A. Origins
Incubated at various US law schools starting in the late 1970s, critical methodology is an intellectual heir to the earlier legal realism movement of the 1920s
and 1930s. Legal realists had engaged in ‘rule-scepticism’, declaring that legal
decisions were as much the product of non-legal considerations (such as law-
makers’ biases) as they were the outcome of logical deductions from legal rules.2
This key concept of legal indeterminacy, which became part of the mainstream
legal thought by the late twentieth century,3 is one of the conceptual cornerstones
of CLS.4
Early critical legal theorists had a perhaps utopian, distinctly modernist, and
certainly idealistic view of their project: ‘From the beginning the intention has
been to understand society as made and imagined rather than as merely given
in a self-generating process that would . . . condemn people constantly to reenact
a drama they were unable to stop or even to understand’.5 Their view of law as
socially constructed was not wholesale naiveté, however, because they had developed it through actual experiences in challenging the legal status quo. Concerted
efforts of public interest lawyers had contributed to the vast social transformation of the mid-twentieth century through the assertion of labour rights, civil
rights, women’s rights, etc. These modest legal and social advances for relatively
disempowered groups then experienced backlash, retrenchment, and ‘ferocious
right-wing movements determined to roll them back’.6 This recurring (and
disheartening) dynamic illustrated the durability of larger structures of power
and privilege, and it then also led the critical legal theorists (‘Crits’ as they call
themselves) to a non-trivial understanding: Law is not only indeterminate, as the
realists had pointed out earlier, but it is also non-neutral in its application and effects. The institutional and structural systems of law are ‘heavily loaded in favour
of the wealthy and powerful’.7
2 Michael Steven Green, Legal Realism as a Theory of Law, 46 Wm. & Mary L. Rev. 1915, 1918 (2005)
(‘law such as statutes and the like are too indeterminate to be significant influences on, or predictors of,
judges’ decisions. Because the law is indeterminate, judges actually decide cases on the basis of nonlegal
considerations’).
3 Joseph William Singer, Legal Realism Now, 76 Cal. L. Rev. 465, 467 (1988) (‘All major current
schools of thought are, in significant ways, products of legal realism. To some extent, we are all realists
now.’).
4 Robert W. Gordon, Some Critical Theories of Law and Their Critics, in The Politics of Law: A
Progressive Critique 641, 655 (David Kairys ed., 3d ed. 1988).
5 Roberto Mangabeira Unger, The Critical Legal Studies Movement 108 (1986).
6 Gordon, supra note 4, at 644.
7 Id.
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B. Goals
The early Crits attempted to hold the US legal system accountable to its stated principles of equality and due process, particularly (at least within US constitutional
democracy) in the wake of various social movements that had gained momentum
during the post-World War II period. Their primary goal was to engage in social
transformation through law, based upon a progressive, decentralized, and democratic politics.8 They demanded an interpretation of the equality principle in law
that was not just formal in nature (i.e. law on the books, which promised but not
deliver equal opportunity). They pointed instead to the lodestar of substantive
equality, (i.e. law in action, which would result in material and demonstrably positive impact on social groups otherwise disproportionately and negatively affected
by inequalities).
This focus on substantive equality rather than formal equality is a significant
difference between critical theory and legal liberalism, discussed more below. The
chasm between the two conceptions of equality is apparent, for example, in the
on-going contestation over the equality principle’s meaning and scope within US
constitutional law. Without engaging in doctrinal analysis of the US Constitution’s
equal protection clause, it is sufficient to note here that early civil rights advocates
such as the late Professor Derrick Bell eventually became extremely disillusioned
with the formal equality promise announced in the historic Brown v. Board decision,9 which was eventually betrayed by numerous subsequent decisions and court
orders failing to implement this vision in a broader, systemic fashion.
Importantly, critical theoretical approaches continue to be concerned with
recognizing and addressing power hierarchies within and among social groups,
without denying the importance of liberty as a first principle of western constitutional democracies (or of market-based economies). Yet its insistence on substantive equality is often characterized as being at odds with the prevailing
philosophical and theoretical traditions in the West, in which individual freedoms are often the privileged units of choice (e.g. the ‘rational actor’ in law and
economics). Thus, much critical theory has been devoted to justifying why group
analysis is relevant, as well as to the refining of social identities and locations,10 and
explaining how institutional and structural hierarchies have differential impact
upon diverse groups within these social locations. Perhaps because of this group
focus, descriptions of critical theory often obscure its emphasis on individual
8 Unger, supra note 5, at 23 (‘the active power to remake [and] reimagine the structure of social life
should enter the character of everyday existence’).
9 Derrick A. Bell, Jr., Brown v. Board of Education and the Interest Convergence Dilemma, 93 Harv.
L. Rev. 518 (1980).
10 Iris Marion Young, Five Faces of Oppression, in Oppression, Privilege, and
Resistance: Theoretical Perspectives on Racism, Sexism, and Heterosexism (Lisa Maree
Heldke & Peg O’Conor eds., 2004); Critical Race Feminism: A Reader (Adrien Katherine Wing ed.,
2d ed. 2003).
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agency and self-determination, also essential to its transformational project. More
recently, critical theory has extended its analysis beyond national borders to historically subordinated groups within transnational legal institutions and processes.
Various tenets of critical theory, discussed in the next section, reflect these multiple goals.

C. Tenets
Critical theory is a combination of several interrelated critiques, It critiques liberal legal theory in general, such as its: underlying assumption of neutrality; continuing embrace of legal formalism; and over-reliance on rights. It views liberal
theory as immersed in a fundamental fallacy in which legal, political, and social structures embody an underlying social contract that accurately and fairly
reflects the interests and needs of all their constituencies, whether expressed
through individual choices in the marketplace or the polling place. Under the
prevailing liberal view, economic, political, and social progress occurs gradually
but inexorably, and requires only tinkering around the edges when social conflicts surface.
By contrast, critical theory posits that the interests of privileged social groups
(such as wealthy, white men) are over-represented in economic, political, and social, including legal, systems. Furthermore, liberal institutions and systems contribute to enduring inequalities, by minimizing their own structural roles in
maintaining the status quo. From a critical theoretical view, any social changes
with enduring impacts would require reimagining the prevailing systems themselves, resulting in the reduction rather than to reproduction of the inequality affecting less powerful social groups.11
The insistence on systems change could be seen as impractical, given the inherently conservative nature of legal systems and of law itself—particularly in the current era of intense conservative pushback against progressive values. At the same
time, critical theory would not exist without some belief (however thin) that law
and legal systems contain some of the tools necessary for structural transformation. One can discern the pragmatic application of this critical awareness by
mainstream legal actors in the various local jurisdictions in the US. For example,
some cities like Seattle have recently adopted wholly new systems of adjudication

11 Jack Balkin, Critical Legal Theory Today, in On Philosophy in American Law 64 (Francis J.
Mootz III ed., 2009) (‘Law proliferates power by making itself true in the world. It generates new institutions, new conventions, and new social realities, and it generates new forms of professional knowledge
about all of them. It shapes the imagination of those who live under it around the categories and institutions that it produces. Law does not simply distort the world—or even merely represent it correctly;
rather it makes a world, one in which and through which we live, act, imagine, desire and believe.’).
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through diversion programs and the like, in addressing youth conduct triggering
involvement in the criminal legal system.12
Critical theory also questions liberal legal theory’s assumption of neutrality of
laws, in which the legal system is regarded as relatively even-handed regardless of
the social positions of its participants. The legal realists had set the table already for
the Crits to engage in an extended critique of legal formalism, that is, the concept
that law should be determined within a self-contained, universal, relatively predictable, and justifiable system of rules. Just as the realists had done before them,
the Crits describe the functioning of law instead as being highly dependent on social context. However, CLS extended this observation of law’s inherent malleability
even further, to critique liberal legal theory’s purported over-reliance on rights.
Under the prevailing liberal legal order, legal rights allegedly operate to ‘legitimize the social world by representing it as rationally mediated by the rule of law’,13
whereas from a critical perspective, rights are easily manipulated in the service of
power rather than of social progress. More optimistically, however, the indeterminacy of individual rights could also mean that these rights potentially might
express a higher common purpose. In language that might seem familiar to IP theorists who argue over the genesis and scope of IP rights today, an early observer of
the Crits described: ‘property rights [as] invariably relative, not absolute; they must
accommodate when their exercise conflicts with the rights of others (as when my
factory pollutes your stream)’.14
After the early Crits threw down the initial gauntlet, these fundamental theoretical tenets were actively debated by progressive scholars and, of course, criticized
by conservative or even liberal ones. By the very mechanisms that the Crits encouraged, that is ‘the opportunities and experiences available to different categories
of people to be freely recombined[,]’15 scholars sympathetic to the original CLS
framework eventually extended its original insights about the durability of power
relationships between and among social groups to include a more specific focus on
important social categories such as gender and race.16 For example, the strong critique of rights by some original Crits was rebuked by critical race theorists (‘Race-
Crits’). The Race-Crits affirm the Crits’ view that rights (like any other form of law)
are indeterminate and often used to impede social change. But many Race-Crits
posit that rights are also symbolically and materially important to those who had
historically been denied the status of rights-holders (such as African Americans
12 Judge Susan Craighead, Juvenile Detention Evaluation Offers Hope for Solutions, King County
Bar Bull. 30 (2015).
13 Critical Race Theory: The Key Writings that Formed the Movement xxiii (Kimberlé
Crenshaw et al. eds., 1995).
14 Gordon, supra note 4, at 652; Balkin, supra, note 11 (arguing that the indeterminacy critique contains both positive and negative tools for law reform).
15 Unger, supra note 5, at 26.
16 See e.g., Anjali Vats & Deidré A. Keller, Critical Race IP, 36 Cardozo Arts & Ent. L.J. 735 (2018);
see also Craig, supra note 1.
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with regard to the right to vote).17 This double-consciousness of law’s perils as
well as its potentials channels the insights of earlier social theorists such as W.E.B.
DuBois.18
Despite these and other differences, common to all critical approaches is
the assumption that law and the legal system can and should achieve much
more meaningful and transformative social progress towards equality. And
shared by these diverse scholars is also an abiding confidence in the capacity
of legal actors to reimagine current structures so that they are not like proverbial water surrounding fish but rather one of many possible and alternative
ways of ordering our legal environments. The next section will describe the importance of reconstructive legal imagination as an important aspect of critical
methodology.

D. Methods
Most legal actors, including legal scholars, appreciate the on-going need for law
reform (if only to keep pace with rapid changes in the world). But critical legal
scholars additionally acknowledge that law is part of a system of meaning that comprises a set of relatively durable if potentially changing power relations. While the
methods of critical theory are sometimes conflated with a negative program of critique (and critique only), a full realization of critical theory is comprised of several
steps: recognition and deconstruction, followed by reconstruction. From a critical
standpoint, therefore, a key methodological insight is that truly meaningful law
reform often requires addressing the system itself, not simply adjusting the rules of
the game. Race-Crits, for example, understand race as a social construction—that
is, race is not a tangible ‘thing’ but rather a concept or an idea that is reinforced
through myriad social processes, including legal processes.19 In the IP arena, one
might analogously view patents as a social construction with nonetheless very real
impacts. As some non-Crit legal scholars have pointed out, for example, the social
and legal meanings associated with patents have shifted over time, most recently
from incentive to commodification to investment.20 Recognizing the constructed
quality or sociality of seemingly stable shared social concepts then frees up space

17 Introduction, in Critical Race Theory: The Key Writings that Formed the Movement
xxiii–iv (Kimberlé Crenshaw et al. eds., 1995); see generally Carol Anderson, One Person, No
Vote: How Voter Suppression Is Destroying Our Democracy (2018).
18 W.E.B. DuBois, The Souls of Black Folk (1903).
19 Michael Omi & Howard Winant, Racial Formation in the United States: From the
1960s to the 1990s 55 (1994) (defining racial formation as ‘the sociohistorical process by which racial
categories are created, inhabited, transformed, and destroyed’).
20 Rochelle Cooper Dreyfuss & Susy Frankel, From Incentive to Commodity to Asset: How
International Law Is Reconceptualizing Intellectual Property, 36 Mich. J. Int’l L. (2015).
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for rethinking existing social and legal arrangements, rather than reverting to the
politics of the possible.
A related stage, which could be described as pulling back the curtain (or revealing Oz), is often referred to as deconstruction. This involves engaging the
tools of intellectual inquiry to expose belief structures, with the purpose of
identifying what has been foregrounded (and, conversely, what has been suppressed) in legal discourse and meaning.21 An important part of this process is
being aware of one’s own social location and how it is impacted by the overall
structures of power.22 Deconstruction has been defined as an ‘intellectual approach that targets traditional interpretations of terms, concepts, and practices,
showing that they contain unsuspected meanings or internal contradictions’.23 An
example of deconstruction, written early in his career by an IP scholar, is Jamie
Boyle’s The Anatomy of a Torts Class.24 Self-consciously modelled on Duncan
Kennedy’s classic Crit piece, Form and Substance in Private Law Adjudication,25
Boyle’s law review article elucidates the critical method of deconstructing seemingly contradictory policy arguments in a 1L class. Importantly, part of his technique is unmasking the techniques by which law professors buttress their power
through these classroom dynamics.
The final (and often under-recognized) step in this method is that of reconstruction or reimagination. A full embodiment of critical methods will ‘describe[] how
the alternative historical or currently functioning leeways and opportunities in the
legal system might be strategically exploited and extended and generalized in the
service of a progressive politics’.26 A critical approach requires a refashioning not
just of legal rules, but also of the institutions and structures in which those laws operate. And it is important to reiterate that this method is not in the service of liberal
incremental, illiberal, or conservative politics, but is an audacious yet hopefully
impactful extension of the Crits’ stated commitment to a more equal and hopefully
more just legal order.27 Indeed, some IP scholars claim that critical theory has been
particularly effective in the IP legal domain, pointing to recent developments in
internet activism and advocacy as primary examples of its actual and not just potential utility.28
21

Gordon, supra note 4, at 650.
Mari Matsuda, Where Is Your Body? And Other Essays on Race, Gender, and the Law
(1997); Balkin, supra note 11.
23 Richard Delgado & Jean Stefancic, Critical Race Theory: An Introduction 171–72 (3d
ed. 2017).
24 James Boyle, The Anatomy of a Torts Class, 34 Am. U. L. Rev. 1003 (1985). Indeed, the original
Critics engaged in trenchant critiques of the dynamics of the law school classroom. Duncan Kennedy,
Legal Education and the Reproduction of Hierarchy, 32 J. Legal Educ. 591 (1982).
25 Duncan Kennedy, Form and Substance in Private Law Adjudication, 89 Harv. L. Rev. 1885 (1976).
26 Gordon, supra note 4, at 653.
27 Craig, supra note 1.
28 Victoria Smith Ekstrand, Andrew Famiglietti & Cynthia Nicole, The Intensification of
Copyright: Critical Legal Activism in the Age of Digital Copyright, 53 IDEA 291 (2013).
22
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II. Examples
Summarized above is the strongest version of critical methodology, as practised
by self-professed Crits. Before delving into specific examples in IP scholarship, a
threshold question should be asked: Does intent matter? That is, does one have to
be identified explicitly with CLS to engage in critical methodology? For purposes of
this chapter, this question is answered in the negative. Regardless of any individual’s
proclaimed intellectual commitments, critical legal theory has had a strong influence, however unrecognized, on liberal legal thought in IP. The boundary between
legal and critical approaches to IP is blurrier than many scholars might realize or
acknowledge. What follows are some illustrations of this phenomenon in different
areas of IP. Many of the works described below fall into more than one category of
IP but for purposes of taxonomic simplicity, they will be discussed with reference
to one area only.

A. Patent
An exemplar of scholarship deeply inflected if not guided by critical theory is Peter
Drahos and John Braithwaite’s Information Feudalism: Who Owns the Knowledge
Economy?29 This volume about global IP, focusing primarily on patent law, demonstrates many of the hallmarks of critical methodology. At the same time, the
authors explicitly based it upon a previous work positioned squarely within the
liberal legal tradition. Observations gleaned from that earlier empirical project,
Global Business Regulation30 were based on interviews with corporate informants, shedding light on the many informal negotiations and unwritten agreements
that shape the global economy. What then led Drahos and Braithwaite to write
Information Feudalism was their recognition that the data also showed ‘that big
business sovereignty over the regulatory standard-setting process often result in
the regulation of markets, whereas citizens would benefit more from deregulated,
competitive markets’.31
This insight about asymmetrical power between corporations and consumers
then led to the deconstruction of seemingly neutral rules of the game in international negotiations, where US-
based pharmaceutical manufacturers took
advantage of their superior knowledge of these rules to set IP standards favourable to them and arguably harmful to consumers. After this analysis, Drahos and
Braithwaite then suggest ways to democratize IP legal systems.32 Their suggestions
29 Peter Drahos & John Braithwaite, Information Feudalism: Who Owns the Knowledge
Economy? (2002).
30 John Braithwaite & Peter Drahos, Global Business Regulation (2000).
31 Id. at ix.
32 Id. at 198–209 (‘Resisting the New Inequality’).
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are aimed at both the level of structural change rather and incremental rule reform.
For example, they suggest ways to rethink the discourse of piracy, patent office
regulation, and treaty negotiations to allow developing countries to represent their
interests more fully. Importantly, this piece illustrates that critical methodology
can be hybridized with other approaches and methods, in this case, empirical social science and liberal legal theory.
Recognition of systematic inequality and injustice within the global IP system
also motivated Amy Kapczynski in The Access to Knowledge Mobilization and the
New Politics of Intellectual Property.33 Kapczynski’s perspectives in this piece are
undoubtedly shaped by her advocacy on behalf of impoverished communities in
Africa.34 While many of her later works also address the topic of access to medicines, this article unquestionably draws on the critical tradition by relying ‘upon
“frame mobilization” literature, which illuminates the role that acts of interpretation play in instigating, promoting, and legitimating collective action’.35 It is imbued with a complex awareness of the limits (as well as potential fluidity) of social
systems, and proposes a radical revisioning of the same. As she writes:
[A]caveat: to say that law may be central to the creation of publics and polities
is not to suggest that law provides an even playing field, or that the publics and
polities it helps to create are not affected by forms of historical privilege and disadvantage. The concept of the public sphere sometimes carries such implications,
but it need not. Other questions also remain about the exact nature of the commonalities and disagreements that can be built across borders through engagement with international law and legal institutions. Under what conditions might
such communities emerge?36

B. Copyright
Scholars working from disciplines such as media studies, political science, and sociology may more openly embrace critical methodology, given their different professional constraints and training from legal scholars. A recent example is Debora
Halbert’s State of Copyright: The Complex Relationships of Cultural Creation in a
Globalized World.37 Befitting a political scientist, she convincingly demonstrates
the contingency of legal frameworks through many examples of political capture
33 Amy Kapczynski, The Access to Knowledge Mobilization and the New Politics of Intellectual
Property, 117 Yale L.J. 804 (2008).
34 Daryl Lindsay, Amy and Goliath, Salon, 1 May 2001, https://www.salon.com/2001/05/01/aids_8/.
35 Kapczynski, supra note 33.
36 Id. at 881–82.
37 Debora Halbert, State of Copyright: The Complex Relationships of Cultural Creation
in a Globalized World (2014); see also Matthew David, Sharing: Crime Against Capitalism
(2017); and Sara Bannerman, International Copyright and Access to Knowledge (2016).
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shaping IP rules in ways that harm creativity. Following her extraordinary analysis
of discourses of piracy, national security, and terrorism deployed by state actors to
consolidate the positions of powerful market actors, she then offers scenarios of
alternative futures of creativity, assuming that certain transformative conditions
are realized.
Published during the height of the so-called ‘copyright wars’, which broke out
in the wake of then-emerging digital network technologies, Jessica Litman’s book
Digital Copyright38 provides another example of a work written from a liberal legal
lens while heavily imbued with critical methodology. A foundational text in what
could be termed critical information law, Litman describes entrenched political
power dynamics within legal systems (many of the same ones that Halbert also
documents in detail) and issues a clarion call to foreground the public’s interest
in informational freedom. One brief chapter, titled ‘A Thought Experiment’,39 asks
the reader to assume the vantage point of a copyright lawyer for the public and to
decide whether to sign onto the 1976 Copyright Act. It is an accessible, playful, and
yet highly serious way of making the reader aware that the current legal framework is not optimized for the public interest. The inherently disruptive nature of
emerging information and communications technologies provides potential opportunities to move the needle closer to the realization of democratic norms such
as equality and freedom. Indeed, the early days of the internet were heady with predictions of its heavily democratizing impact. Yet Litman and others could foresee
that this disruptive potential would be squandered without a frank recognition of
who was making the applicable rules and for what purpose.

C. Trademark
Rosemary Coombe’s sociolegal approaches to IP are grounded not only in cultural
anthropology but also critical communication and media studies, post-colonial
theory, as well as legal analysis heavily inflected by critical methodology. The complex and layered quality of her work reflects this interdisciplinary approach. In The
Cultural Life of Intellectual Properties, Authorship, Appropriation, and the Law,40
Coombe discusses the historical uses of racialized trademarks to consolidate a
white national identity in the US in the late nineteenth century. This racial commodification has had many consequences, for example, making ‘mythic and imaginary images of Native Americans more visible than they are as living peoples
38 Jessica Litman, Digital Copyright (2006). Litman’s work is cited by virtually all (if not all) IP
legal scholars assessing the relationship of critical theory to IP. See, e.g., Craig, supra, note 1; Balkin,
supra note 11.
39 Id. at 70–76.
40 Rosemary Coombe, The Cultural Life of Intellectual Properties, Authorship,
Appropriation, and the Law (1998).
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with contemporary concerns and pressing political problems’.41 The multiple ways
in which communication and meaning are shaped in the public square are quite
the opposite, then, of liberal legalism’s assumption of equal freedom to participate.
Coombe’s critical insights illuminate the multiple and often conflicting dynamics
that are easily overlooked by the ‘marketplace of ideas’ metaphor, a liberal simplification vividly reinforced in the recent Matal v. Tam decision regarding racially
disparaging trademarks.42
Coombe’s deconstructive analysis is so highly nuanced that one could overlook
her equally important advocacy of ‘dialogic democracy’.43 Her full broadside incorporates fundamental critical insights, particularly that communication asserted
through media channels (like other systems) is loaded in favour of hegemonic
interests. Alternative approaches include locating the politics of the public sphere,
unveiling the ownership of privatized systems of communication, and—with regard to law—interrupting the assumption of complete fungibility of ‘author’ and
‘owner’. In short, Coombe proposes facilitating ‘appropriate access to the symbolic
means of communication, the cultural conditions for conversation’44 by paying attention to differential access to democratic dialogue. Much of what Coombe discerned twenty years ago is currently amplified by the extreme pervasiveness of
social media, such as Facebook, Twitter, etc. and her observations then are even
more urgent today given the growing recognition of the lack of accountability
of these new media giants that arguably facilitate illiberal and anti-democratic
politics.
Some of my recent work similarly focuses on challenging the dominant view
of trademark functions as primarily about market signalling. But while Coombe
exhaustively discusses trademark’s multiple cultural functions in conveying racialized meanings, I analyse its trust functions, that is, its ability to convey meanings related to sourcing of components that support sustainable and fair trade in
globalized markets.45 This work is informed by the turn in international relations
and international law scholarship towards recognizing global or transnational
governance—described as a recent evolution in transnational law-making in which
41

Id. at 189.
Matal v. Tam, 137 S.Ct. 1744 (2017). Craig discusses in much more detail the impact of critical
feminist and critical race theory on IP scholarship. See Craig, supra, note 1.
43 Coombe, supra note 40, at 264–66, 271 (asserting that ‘[a]dialogic theory of human social life
provides a means to reconceptualize and reorient the law of free speech or freedom of expression so
that it focuses more on the conditions of interaction than on the interacting individuals—freedom not
as a lack of all constraints but as the ability to participate in engaged conversations . . . It is, however,
necessary to avoid a position of left romanticism that views all forms of local cultural expression as
resistance.’).
44 Id. at 296.
45 Margaret Chon, Marks of Rectitude, 77 Fordham L. Rev. 2311 (2009); Margaret Chon, Slow
Logo: Brand Citizenship in Global Value Networks, 47 U.C. Davis L. Rev. 935 (2014); Margaret Chon,
Tracermarks: A Proposed Information Intervention, 53 Hous. L. Rev. 421 (2015); Margaret Chon,
Trademark Goodwill as a Public Good: Brands and Innovations in Corporate Social Responsibility, 21
Lewis & Clark L. Rev. 277 (2017).
42
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private actors participate substantially in shaping regulatory norms of global markets.46 International relations scholars frankly assess geopolitical power asymmetry
among state actors as a core part of their disciplinary toolkit, and thus assume that
more powerful private actors will tend to dominate these private standard-setting
activities. In that sense, while they would probably characterize themselves as liberals, these scholars could be viewed as ‘Crits’ regarding their recognition of power
differentials. My pragmatic critical interventions include analysing the enormous
information asymmetries between trademark owners and consumers that are endemic within the dominant market signal paradigm of trademark law. In response,
I have proposed a ‘tracermark’—a hybrid innovation comprised of qualities of both
trademarks and certification marks. This reimagined mark would leverage pervasive digital networks and devices such as smartphones to redress the relative lack
of consumer and producer power in the social construction of global brands supported by trademark law. Because this work is written with an ‘eyes wide open’
stance toward the limits of global governance, and yet within it, it leavens liberal
legal theory with insights informed by critical theory.47

D. Plant Genetic Resources and Traditional Knowledge
Outside of the ‘big three’ areas of IP are outliers such as the regulation of plant
genetic resources (PGRs) and traditional knowledge (TK). The late Keith Aoki’s
preoccupation with PGRs48 illustrates a critical approach to this IP domain. In
Food Forethought, his last published article,49 he addressed various questions concerning the relationship of IP to intergenerational equity. For example, he discussed the justice-based case for recognition of the contribution of past farmers
to the world’s current supply of PGRs and knowledge about PGRs; noted the decisive shift from public to private agricultural applied research; and documented
the impact of private standard setting on access to food markets. These and other
recognition steps were a prelude to his proposed centrepiece for an alternative future: what he and others called ‘Bio-Linux’. He envisioned this type of governance
model for PGRs as comprised of an international movement of farmers who could

46 These transnational legal orders or various forms of legal pluralism are characterized by ‘informal
arrangements developed by ad hoc coalitions of powerful states and transnational governance networks [which] give rise to a new informality in governance’. See A. Claire Cutler, Legal Pluralism as the
‘Common Sense’ of Transnational Capitalism, 3 Oñati Socio-legal Series 719, 725 (2013).
47 See also Margaret Chon, Intellectual Property Equality, 9 Seattle J. Soc. Just. (2010); and
Margaret Chon, Intellectual Property From Below: Copyright and Capability for Education, 40 UC Davis
L. Rev. 803 (2007).
48 Keith Aoki, Seed Wars: Controversies and Cases on Plant Genetic Resources and
Intellectual Property (2008).
49 Keith Aoki, Food Forethought: Intergenerational Equity and Global Food Supply—Past, Present, and
Future, 2011 Wisc. L. Rev. 399 (2011).
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employ a ‘commons-based peer production network [to] facilitate[]the sharing of
plant genetic information and biotechnological tools’.
As envisioned by Aoki, Bio-Linux would be a type of private ordering for
progressive purposes, an open source licence for PGRs, modelled along the
lines of open source software. Like its software counterpart Linux, Bio-Linux
is a licensing method, using the exclusive rights generated by public laws in the
form of IP as a platform for generating open access through private contract.
It turns the ‘property’ aspect of intellectual ‘property’ inside out: permission to
build upon the original creation is conditioned upon agreement to license any
subsequent creation to others upon the same open access conditions to which
the original licensee is subject. In Aoki’s vision, this model might counter the
suffocating effect of patent lock-ups in agricultural biotechnology, empower
farmers as both users and developers of such technology, encourage the development of local plant varieties adapted to the specific climate and other conditions, preserve genetic diversity, and spread risks among farmers. But Aoki
was also aware of possible limitations to this alternative approach to PGRs.
He meticulously and repeatedly documented the barriers posed by corporate
ownership as well as sovereign control over PGRs, which he argued unduly
influence all attempts to address food security and poverty reduction through
agricultural means.
Boatema Boateng’s work50 analyses the role of IP in cloth production by women
in Ghana. Her work informs us about the conditions faced by those on the ground
who are engaged in creative activities and yet not controlling them or profiting
by them.51 More inclusive views of IP regulation would value parallel methods of
incentivizing, transmitting, and/or protecting TK as central to IP rather than as
negative spaces of IP.52 Boateng’s argument is not that IP should engage in a colonizing move by which the dominant power relations embedded with IP are applied to all intangible knowledge production and distribution, including but not
limited to TK or other non-commercialized forms of knowledge. Rather, her work
demonstrates the value of exploring social systems around knowledge production, whether or not recognized by formal IP legal systems. In the absence of international agreement and harmonization about TK, and through legal flexibilities

50 Boatema Boateng, That Copyright Thing Does Not Work Here: Adinkra and Kente
Cloth and Intellectual Property in Ghana (2011).
51 This approach could be viewed as a branch of spatial global legal pluralism, which pays more attention to ‘three critical domains of sociolegal analysis: the relations of power among legal actors and legal
regimes, processes of meaningmaking and legal consciousness, and the impact of various structures
of social relationships on formal relationships or informal social processes such as shaming and social
pressure’. Sally Engle Merry, International Law and Sociolegal Scholarship: Toward a Spatial Global Legal
Pluralism, 41 Stud. L. Pol. & Soc’y 149, 151 (2008).
52 Elizabeth L. Rosenblatt, A Theory of IP’s Negative Space, 34 Colum. J.L. & Arts 317 (2011).
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and local policy space, decentralized norm creation may help to construct more
inclusive, empowering, and equal TK systems: for example, through local protocols of indigenous groups proposed by Jane Anderson.53

III. Conclusion
This chapter briefly describes some fundamental aspects of critical method and
how this methodological approach shows up in IP scholarship. Numerous other
IP scholars also engage in critical methods,54 yet the small sample discussed here
amply demonstrates that critical theory’s impact on IP scholarship is greater than
typically acknowledged. Several plausible reasons for this come to mind. The basic
model of US legal scholarship includes exhaustively evaluating existing doctrine
and then ending with a normative ‘policy’ proposal. When legal scholars cross the
line from focusing less on legal rules and doctrine alone, and more on structural
analysis, they take a step closer to critical method. As they perform this structural
analysis with attention to power disparities, they step even closer. And when they
propose alternatives that involve systemic changes that shift the balance of prevailing power, then they complete the critical methodological trifecta of recognition, deconstruction, and reconstruction. Yet often, legal scholars seem unaware of
their own movement over the conceptual divide between liberal legalism and critical theory’s more urgently normative approaches. Perhaps scholars performing
critical theoretical work do not want to give others the ‘radical’ excuse to reject
their normative proposals. Or perhaps just as we’re all supposedly realists now,55
many of us are also Crits now.56
In any event, the early Crits seem prescient in understanding the enduring
quality of structural inequality. Critical insights are urgently relevant in this
Second Gilded Age, the era of the so-called Fourth Industrial Revolution, and the
ubiquity of globalized markets. In these current economic and social conditions,

53 Jane Anderson, Options for the Future Protection of GRTKTCES: The Traditional Knowledge License
and Labels Initiative, 4 WIPO J. 73 (2011).
54 A non-exhaustive list of US legal scholars whose IP scholarship also provides robust examples of
critical method (whether or not they view themselves as ‘Crits’) includes Jack Balkin, Yochai Benkler,
James Boyle, Anupam Chander, Julie Cohen, Peter Jaszi (and his many colleagues at the Program on
Information Justice and Intellectual Property at American University Washington College of Law),
Sonia Katyal, David Lange, Lawrence Lessig, Carol Rose, Madhavi Sunder, and John Tehranian.
55 Singer, supra note 3.
56 Sonia Katyal, Peter Goodrich, & Rebecca L. Tushnet, Critical Legal Studies in Intellectual Property
and Information Law Scholarship (Symposium), 31 Cardozo Arts & Ent. L.J. 601, 601–02 (2013) (‘critical legal studies in various senses has been immortalized, or at least that despite its anathematization
in the US legal academy, it has . . . come back but in different bodies of substantive analysis and in subtly
distinctive guises’).
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core constitutional values of equality and fairness are undermined by incomplete and overly sanguine theories of communication, information, knowledge,
markets, marketing, and media—all central sites of regulation by IP law. Critical
theory may help us recover from these deficits of imagination and therefore
action.
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Feminist Methodologies and
Intellectual Property
Ann Bartow*

I. Introduction
This chapter is focused on gender, with the author’s happy understanding that
methodologies concerning other social identities will be covered by other contributions to this volume. Integrating discussions about methodologies to create
intersectional approaches is a wonderful project (or series of projects) for the future. This chapter, however, has a more limited focus on methodologies that can
illuminate gender issues within intellectual property (IP) laws and policies, and
within creative industries, by using feminist methodologies, two of which are
briefly iterated below: counting, and untangling the stereotypes. It closes with a
brief discussion of intersectionality, which is characterized as a ‘feminist adjacent’
methodology that broadens analytical perspectives in important ways.

II. Feminist Methodologies: A Focus on Gender Consequences
A. Gender
One contemporary definition of ‘sex’ is as a biological construct based on biological characteristics such as genitalia and chromosomes.1 ‘Gender’ deals instead
with personal, societal, and cultural perceptions of femaleness and maleness, femininity, and masculinity.2 People are not bound by binary concepts of gender, and
many view gender identities as more of a fluid continuum. Some people prefer to
forgo a gender identity altogether.
Every major system of every human body functions in very similar ways, regardless of gender identity. Yet, widespread assumptions about gender affect our lives
* The author thanks Angela Promberger for research and editorial assistance and Lauri Connolly for
administrative support. The author thanks Irene Calboli most of all, for her kindness in including her in
this project and her friendship generally. This chapter is dedicated to Casey Bartow-McKenney.
1 Sex, Merriam-Webster Dictionary (2020).
2 Gender, Dictionary.com (2020).
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profoundly. As infants, many of us literally wear our genders on our bodies. Hair
length, hairstyle, and whether a baby is wearing hair accessories such as barrettes
and headbands will create strong assumptions about gender. Clothing also signals
gender. Pink has been instantiated as a ‘girl’ colour, while boyhood is coded either
blue, or ‘any colour other than pink and some shades of purple as well’. Gender assumptions have real consequences. Research has shown for decades that adults will
treat babies differently depending on which gender they assume the child to be.3
When gender markers shift over time, it demonstrates that gender is a fluid social construct. These markers include ‘high heels, makeup, wigs, and the colour
pink—all of which were originally or primarily associated with masculinity and
the “male” gender, while now they are largely embraced by the “female” gender’.4
One observer asserted:
The origin of high heels, for example, can be traced back to the 16th century where
soldiers wore them to help secure their feet in stirrups. High heels had found their
place on the feet of not only the male soldiers, but also aristocrats and royals in
many parts of the globe who wore them to look taller and more formidable, and to
keep their robes out of the muck.5

There are places where the colour pink signifies ‘male’ because everything binding
colours with genders is socially constructed.6 Gender roles are not hardwired but
are sometimes so intractable they seem as though they are. Stereotypes about
women, mostly negative, drive a lot of aspects of IP law and praxis just as they do
every other thing in life. Men have most of the power and the vast majority of the
money. Philosopher Simone de Beauvoir asserted many years ago that:
Women’s oppression differs from these other forms of oppression insofar as there
appears to be no historical starting point for it; nor is there any solidarity of economic interest, or even any ‘social location’ for this oppressed group. Women
are oppressed as women, but separated from each other, and often have more in
common with men of their social class than they do with other women from different classes.7
3 See, e.g., Claudia Hammond, The ‘Pink vs Blue’ Gender Myth, BBC Future (17 November 2014),
https://www.bbc.com/future/article/20141117-the-pink-vs-blue-gender-myth; Caroline Smith &
Barbara Lloyd, Maternal Behavior and Perceived Sex of Infant: Revisited, 49 Child Dev. 1263 (1978);
Carol Lynn Martin & Diane N. Ruble, Patterns of Gender Development, 61 Ann. Rev. Psychol.
353 (2010);Leslie A. Zebrowitz & Joann M. Montepare, Social Psychological Face Perception: Why
Appearance Matters, 2 Soc. & Personality Psychol. Compass 1497 (2008).
4 John Staughton, What Is The Difference Between Sex And Gender?, Science ABC: Eye Openers (4
February 2017) (Updated 26 November 2019), https://www.scienceabc.com/eyeopeners/what-is-the-
difference-between-sex-and-gender.html.
5 Id.
6 See Jeanne Maglaty, When Did Girls Start Wearing Pink?, SmithsonianMag.com (7 April 2011),
7 Sally Scholz, The Second Sex, 69 Phil. Now 6 (2008).
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Simone de Beauvoir is well known for declaring that: ‘One is not born, but rather
becomes, a woman’.8 She asserted that men fundamentally oppress women by characterizing them as ‘the Other’ and defining them as exclusively in opposition to
men.9 Man, she said, occupies the role of the self, or subject; woman is the object, the other.10 He is essential, absolute, and transcendent; she is inessential, incomplete, and mutilated.11 He extends out into the world to impose his will on it,
whereas woman is doomed to immanence, or inwardness.12 He creates, acts, invents; she waits for him to save her.13
Simone de Beauvoir also identifies the economic underpinnings of female
subordination—and the economic roots of woman’s liberation. Only in work can
she achieve autonomy.14 If a woman can support herself, she can also achieve a
form of liberation.15 In the concluding chapters of The Second Sex, de Beauvoir
discusses the logistical hurdles, writ large, that women face in pursuing this goal.16
These hurdles are constructed of inhibiting laws and social mores and can be removed by changes to laws and proactive social activism.
Feminism centres gender when it critiques some facet of society. Identifying and
describing gender issues that intersect with IP law using the feminist analytical tool
kit is surprisingly straightforward. There are multiple points of contact worthy of
deconstruction.

B. Feminism
There are a lot of different ways to define ‘feminism’, and cataloguing them all is a
bit beyond the scope of this project. This essay takes an expansive view of feminism
as an approach to the world that takes notice of differences that appear to be linked
to gender. Modifying ‘feminist’ with ‘legal theory’ narrows the focus down to differences that are related to law, but the category remains very capacious still.
8 Simone de Beauvoir, The Second Sex 283 (Constance Borde & Sheila Malovany-
Chevalier
trans., 1949).
9 Id. at 6. See also Ann Bartow, Open Access, Law, Knowledge, Copyrights, Dominance, and
Subordination, 10 Lewis & Clark L. Rev. 869, 877–78 (2006).
10 de Beauvoir supra note 8, at 7. See also Ann Bartow, Legal Theory Lexicon 061: Feminist Legal
Theory, Legal Theory Lexicon (19 November 2006) https://lsolum.typepad.com/legal_theory_
lexicon/2006/11/legal_theory_le.html.
11 de Beauvoir, supra note 8, at 7.
12 Id. See also Ann Bartow, Copyright Law and the Commoditization of Sex, in Diversity in
Intellectual Property 351 (Irene Calboli & Srividhya Ragavan eds., 2015).
13 de Beauvoir supra note 8, at 7.
14 Id. at 638. See also Scholz supra note 7, at 7 (‘Three strategies de Beauvoir suggests to aid women in
their path to transcendence and subjectivity are: (1) Women must go to work; (2) Women must pursue
and participate in intellectual activity (leading the change for women; (3) Women must strive to transform society into a socialist society (seeking economic justice as a key factor in liberation).’).
15 de Beauvoir supra note 8, at 721.
16 Id. at 766 (e.g., ‘to carry off this supreme victory, men and women must, among other things and
beyond their natural differentiations, unequivocally affirm their brotherhood’).
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There are a number of good foundational works about feminist legal theory in
the United States. Excellent books include Legal Feminism: Activism, Lawyering,
and Legal Theory by Ann Scales,17 Feminist Legal Theory by Nancy Levit and Robert
Verchick,18 Introduction to Feminist Legal Theory by Martha Chamallas,19 Feminist
Legal Theory: Foundations by D. Kelly Weisberg,20 Feminist Legal Theory: An Anti-
Essentialist Reader by Nancy E. Dowd and Michelle Jacobs,21 Feminist and Queer Legal
Theory by Martha Albertson Fineman,22 Research Handbook on Feminist Jurisprudence
by Robin West and Cynthia Grant Bowman,23 Feminist Legal History: Essays on
Women and Law by Tracy A. Thomas,24 and Feminist Legal Theory: Readings In Law
and Gender by Katherine Bartlett and Roseanne Kennedy.25 This list is not even close
to exhaustive. And, it skews heavily toward white feminist legal theorists, though most
of the authors above made efforts to be inclusive with respect to contributors to edited
collections. There are many essays and articles published in law reviews and elsewhere
that add breadth and outsider perspectives to the feminist legal theory library.
There are many scholarly strands of feminist legal theory that can bring sophistication and nuance to feminist methodology constructs, but I’m simply going to lay
out the basics. The most important feminist methodological tool is careful observation. Be curious about the world around you and identify and record differences
between men and women. Then ask what causes these differences and whether one
gender is at a disadvantage. Finally, figure out what role the law has in creating,
maintaining, or minimizing observed gendered hardships.

C. Counting and Collecting Related Statistics
as Methodology: Observation, Counting, Research,
and Links to Laws
One of the methodologies that can launch a gender-based scholarly agenda can
be as simple as counting. Collecting related statistics when possible provides additional important information. One starts by observing the effects of gender.

17

Ann C. Scales, Legal Feminism: Activism, Lawyering, and Legal Theory (2006).
Nancy Levit & Robert R.M. Verchick, Feminist Legal Theory (2d ed. 2006).
19 Martha E. Chamallas, Introduction to Feminist Legal Theory (3d ed. 2013).
20 Feminist Legal Theory: Foundations (D. Kelly Weisberg ed., 1993).
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There are a lot of differences between women and men that are hard to miss,
mostly the consequence of gender norms in society. Consider names. One of the
limitations of simple counting is that it is tempting to rely on the gender identity
typically associated with a first name, which will introduce errors. In the United
States, there are plenty of gender-neutral names in circulation such as Casey,
Robin, Shannon, and Madison. Most of the people named ‘Jennifer’ are likely to
identify as women, but doing a little extra research into a person’s gender is advisable when gender is the factor that is under scrutiny.
The majority of first names will telegraph a gender, albeit imperfectly. Someone
named James is likely to be male and someone named Susan is likely to be female.
When it comes to last names, women who marry are more likely to adopt their husbands’ surnames than vice versa. When it comes to bodies, men will, on average,
be larger than women in most dimensions. Hairstyles will skew toward a particular
gender, and so will clothing. Of course, men can wear dresses, but most do not.
Though some errors may be inevitable, simply counting the number of women in a
given context and comparing it with the quantity of men can be illuminating.
Second order observation can lead to testable assumptions. If one surveils a specific group of people, based upon their appearances and their known possessions,
one can usually make a good guess about relative wealth and whether the men appear to have more money than the women. If so, there can be a lot of different
explanations for why this is so to theorize around. Maybe the men have inherited
wealth. Maybe the women are frugal savers. Maybe the men borrow a lot of their
money. Maybe women lend or gift a lot of their money. Or maybe the men are paid
more than the women. Why is this a worthwhile exercise? Because if the group of
people you are surveilling are co-workers at a place of employment, there may be
pay discrimination, and in the United States there are laws governing gendered pay
disparities that might well apply.

1. Application to Intellectual Property
Women authors, inventors, and creators are underrepresented in every area of IP.26
Whether one considers patentable inventions or copyrightable works, the vast majority of the very profitable ones are both originated and controlled by men.27 This
causes a host of negative consequences for women, who control only a tiny portion of the world’s wealth. Women lack access to ownership of valuable inventions
or works of authorship, which facilitate the starting or growing of businesses, enhanced employment opportunities, and the accumulation of capital generally.28

26 See Ann Bartow, Patent Law, Copyright Law, and the Girl Germs Effect, 90 St. John's L. Rev. 579
(2016) [hereinafter Bartow, Girl Germs]; Dan L. Burk, Bridging the Gender Gap in Intellectual Property,
WIPO Mag. 2 (April 2018).
27 Bartow, Girl Germs, supra note 26, at 580.
28 Id. at 581.
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a. Patents
As studies have shown, women often have trouble raising money to patent and commercialize their inventions. Companies founded solely by women received just 2.2
per cent of venture capital funding in 2017.29 Women also often play invisible roles
in research because their names do not appear at the top of a final paper, regardless
of the significant contributions they made to the research project. These are just two
examples of obstacles that women face to full participation in inventive pursuits.30
Both observation and empirical research show that fewer women than men are
inventors; fewer women than men are patent holders; fewer women than men are
patent agents and patent lawyers; and fewer women than men are patent examiners, patent litigators, and judges in charge of patent cases, for example United
States District Court judges, and US Federal Circuit judges.31
Women inventors account for just under 13 per cent of patent applications globally and the percentage in the United States is similar.32 The gender disparity
among inventors is actually even starker because most female inventorship takes
the form of a lone female on a male-dominated team of inventors.33
Fewer women who apply for patents are successful and when women’s applications are rejected, the rejection is 2.5 per cent less likely to be appealed.34 When
applications are granted, women’s patents are more likely to have additional words
added to their claims that reduce the scopes of their patents.35 Reducing the scope
of patent claims usually decreases the value of the associated patented inventions.
Patents on inventions by women fare poorly even after they issue. Women’s patents
are maintained less often by their assignees (the patent owner) and receive fewer
citations from other inventors and from patent examiners.36
The barriers to women inventors are myriad. Often there is a pipeline problem.
Even when women enter a research pipeline in significant numbers, they get diverted away for more reasons and in larger numbers than men. Before these issues
can be addressed, they have to be identified and mapped.37 Illuminating them is a
critical function of feminist methodologies.
29 Dana Olsen, Do Female Founders Get Better Results? Here's What Happened on My Quest
to Find Out, PitchBook (January 23 2018), https://pitchbook.com/news/articles/do-femalefounders-get-better-results-heres-what-happened-when-i-tried-to-find-out.
30 Alexander M. Bell et al., Who Becomes an Inventor in America? The Importance of Exposure to
Innovation, 134 Q. J. Econ. 647 (2019).
31 See Kyle Jensen, Balázs Kovács & Olav Sorenson, Gender Differences in Obtaining and Maintaining
Patent Rights, 36 Nature Biotechnology 307 (2018).
32 Clara Guibourg & Nassos Stylianou, Why Are So Few Women Inventors Named on Patents?, BBC
News (2 October 2019), https://www.bbc.com/news/technology-49843990.
33 Id.
34 Kyle Jensen, Balázs Kovács & Olav Sorenson, Why Do Women Inventors Win Fewer Patents?,
Yale Insights (9 April 2018), https://insights.som.yale.edu/insights/why-do-women-inventors-
win-fewer-patents.
35 Id.
36 Id.
37 See Guibourg & Stylianou, supra note 24.
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b. Copyrights
Studies and experience also show that women are underrepresented in most creative fields.38 Even in disciplines where there are appreciable numbers of women
in the pipeline, the ‘authors’ who have the most commercial and critical success
are overwhelmingly male. Commercially valuable copyrightable works follow the
same pattern of valuable patents.39 Something keeps them disproportionately in
the hands of men, even though the ‘small pool of women’ problem of most STEM
fields is absent. In fact, significantly more women than men enter and work in
the creative fields for which copyright law is designed and assertively deployed—
excepting computer software and spectator sports. A series of factors other than
low pipeline numbers causes gender disparity at the top levels of the commercial
creative industries. The main factor is gender discrimination. Its effects are simple
to count and chart in the creative industries.40
Moreover, when creative efforts are associated with women, it devalues them.41
Implicit sexism prevents people from judging performers from a gender-neutral
baseline. To illustrate: Female musicians who audition behind a screen so that their
gender is unknown are more likely to succeed. When all musicians audition behind screens, female musicians succeed at approximately the same rate as male
musicians. Even in a competition in which a screen was only used for preliminary
auditions, this alone made it 50 per cent more likely that a woman advanced to the
finals.42 From this data one is forced to conclude that to succeed, women should
hide their gender while men should flaunt theirs.
However, in the performing arts, auditioning from behind screens is not an option. In addition, one can usually tell the genders of singers by their voices. One
cannot judge the skills of dancers without seeing their bodies. Actors too audition
with their genders on display.
In contrast, the authors of textual works can hide their genders by staying out of
sight and using initials instead of first names to label their works. Joanne Rowling
intentionally published her Harry Potter series as J.K. Rowling so that her female
authorship would not put off potential readers. When her books became famous,
she did as well and Harry Potter stayed popular even after the public realized the
author was a woman.43 Nevertheless, when she published her first murder mystery novel written for adults, it was under the very masculine moniker Robert
Galbraith.44
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The number of truly successful female visual artists is tiny. Though women visual
artists can attempt to obfuscate their genders as Rowling managed to do temporarily, there is no evidence that doing so has been a path to fame or financial rewards
thus far. Moreover, the monetary value of an artwork is linked in complicated ways
to the identity, history, and reputation of the artist. Disguising one’s gender would
make landing an agent or developing a client base far more difficult.
Intersections between gender and creativity occur in the negative spaces of
copyright law. Many crafts and skills that are societally associated with women are
largely ineligible for copyright protection. This includes food preparation, applying
make-up, gardening, interior design, and hairstyling. For most of history, clothing
was treated as generally uncopyrightable as well, but the Varsity Brands opinion
from the US Supreme Court (discussed below) has upended that jurisprudential
tradition.45
Gender issues in copyright law have been addressed by a number of wonderful
legal scholars, including Carys Craig, Kara Swanson, Debora Halbert, Rosemary
Coombe, Rebecca Tushnet, Irene Calboli, Srividhya Ragavan, Sonia Katyal, K.J.
Greene, Boatema Boateng, Jessica Silbey, and Funmi Arewa.46 This is nowhere near
an exhaustive list nor an adequately international one. Happily, the intersections of
copyright law and gender have been theorized and written about all over the world,
and a wide range of relevant works are available via the internet.
c. Trademarks
Women are objectified in trademarks, advertising, and branding. A great overview
of these issues through a feminist lens is provided by the ‘Killing Us Softly’ documentary series by Jean Kilbourne.47 It ‘shows how the advertising industry continues to reinforce, and glamorize, a regressive and debased notion of femininity’
45

See discussion infra Section II.D.1.
The literature by these authors is extensive. For example, see generally Carys J. Craig, Reconstructing
the Author-Self: Some Feminist Lessons for Copyright Law, 15 Am. U. J. Gender Soc. Pol’y & L. 207, 208
(2007); Kara W. Swanson, Getting a Grip on the Corset: Gender, Sexuality, and Patent Law, 23 Yale J. L.
& Feminism 57 (2011); Deborah Halbert, Poaching and Plagiarizing: Property, Plagiarism and Feminist
Futures, in Perspectives on Plagiarism and Intellectual Property in a Postmodern World
111, 113 (Lise Buranen & Alice M. Roy eds., 1999); Rosemary J. Coombe, The Cultural Life of
Intellectual Properties: Authorship, Appropriation, and the Law 28–29 (1998); Rebecca
Tushnet, The Romantic Author and the Romance Writer: Resisting Gendered Concepts of Creativity,
in Diversity in Intellectual Property: Identities, Interests, and Intersections 294 (Irene
Calboli & Srividhya Ragavan eds., 2015); Irene Calboli & Srividhya Ragavan, Introduction: Recognizing
Diversity in Intellectual Property, in Diversity in Intellectual Property: Identities, Interests,
and Intersections 1 (Irene Calboli & Srividhya Ragavan eds., 2015); Sonia Katyal, Performance,
Property, and the Slashing of Gender in Fan Fiction, 14 Am. U. J. Gender Soc. Pol’y & L. 463 (2006);
K.J. Greene, Copyright, Culture & Black Music: A Legacy of Unequal Protection, 21 Hastings Comm.
& Ent. L.J. 339 (1999); Boatema Boateng, The Copyright Thing Doesn’t Work Here: Adinkra
and Kente Cloth and Intellectual Property in Ghana (2011); Jessica Silbey, The Eureka
Myth: Creators, Innovators, and Everyday Intellectual Property (2015); Olufunmilayo
Arewa, From J.C. Bach to Hip Hop: Musical Borrowing, Copyright and Cultural Context, 84 N.C. L. Rev.
547 (2006).
47 Killing Us Softly 4: Advertising’s Image of Women (Media Education Foundation 2010).
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and ‘lays bare a misogynistic fantasy world of undernourished, oversexed, and objectified women, and examines these images against the real-world backdrop of
eating disorders, men's violence against women, and the political backlash against
feminism’.48
Trademarks are not ‘intellectual’ property. They are commercial property and
do not add to stores of knowledge or benefit society in the ways that patentable inventions and copyrightable works do. Additionally, trademarks add no value to a
good or service you can already identify and differentiate. The Lanham Act, the US
trademark statute, is focused on protecting trademark rights, but it is not intended
to incentivize the adoption of multiple trademarks for every good or service on the
market.49
Among the words, phrases, pictures, symbols, and such that are used as trademarks in the United States are those that communicate racist and sexist messages.
For over fifty years the US Patent and Trademark Office used language in the
Lanham Act in attempts to prevent people from obtaining federal registrations on
trademarks that would be offensive or disparaging to some cohort of the general
public. Most of the action has involved trademarks related to sex and trademarks
related to race.
d. Racialized Trademarks
Challenges to racialized trademarks to date have taken two distinct paths. One
branch involved attempts to have the federal registrations of racially problematic
trademarks cancelled. The other featured efforts to claim the right to register racially problematic trademarks, as a matter of free speech and to facilitate the ‘reclamation’ of derogatory words and expressions. Section 2 of the Lanham Act states
in pertinent part that a mark will be ineligible for federal registration if it ‘consists
of or comprises immoral, deceptive, or scandalous matter; or matter which may
disparage or falsely suggest a connection with persons, living or dead, institutions,
beliefs, or national symbols, or bring them into contempt, or disrepute’.50 It is this
statutory provision that grounds the conflict between the First Amendment’s guarantee of freedom of speech, and a benign but bureaucratic inclination to protect
people from deeply offensive trademarks that bear the imprimatur and protection
of the federal government.
In the Harjo line of cases, plaintiffs sought the cancellation of the Washington
Redskin’s trademarks because the term ‘redskin’ is a deeply offensive racial epithet that has been historically deployed against Native Americans.51 Although
the plaintiffs initially got traction based on concerns about morality, scandal, and

48
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Id.
15 U.S.C. § 1051 et seq.
Id. at § 1052.
Pro Football, Inc. v. Harjo, 565 F.3d 880, 882 (D.C. Cir. 2009).
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disparagement, the effort ultimately failed.52 The plaintiffs were basically informed
that they and their cultures had been mined for trademark value for a long time
and had failed to proffer a legal argument for stopping it.53
In re Tam is a case in which the plaintiff successfully contested the denial of a
federal registration for The Slants, the name of a band whose members were all
Asian.54 Tam convinced the Supreme Court that freedom of speech meant you
could register trademarks even if the public found them to be racially offensive.55
At the end of the day, free speech was adopted as the primary consideration governing what can be trademarked.56 In the aftermath of Tam, racialized trademarks
are being registered at the Patent & Trademark Office at an increased rate.
Because Native American trademarks are very common, it is not surprising
that Native American activists worked so diligently to try and cancel the Redskins’
marks. Had they succeeded, challenges to the mascots of other professional sports
teams such as the Atlanta Braves, the Cleveland Indians, and the Kansas City Chiefs
would have followed. Eventually, a lot of corporations would have had to address
their mascots as well: Land O’Lakes Butter, Tecumseh Engines, Mutual of Omaha
Insurance, and Argo cornstarch are just a few examples out of hundreds.57
e. Gendered Trademarks
No one has mounted a serious effort to cancel the trademarks of others on the
basis that they are sexist and offensive to, or disparaging of, women. Based on the
teachings of Tam, such an effort would not be likely to succeed. But the federal
registration of trademarks that are offensive to women was not challenged in any
strategic way before the Tam holding either. Why they were not challenged is not
clear. Perhaps it is because sexism is so prevalent in branding and advertising that
many people become numb to it. Alternatively, perhaps people do notice but fail to
view the registration of sexist trademarks as a social problem.

D. Spotting and Unpacking the Intersections of Doctrine and
Stereotypes: The Feminist Gaze
Another effective feminist methodology is to look for gendered stereotypes and
see how they connect to laws and norms. This requires looking into the roles that
women play in a particular context, and how they are affected by processes and
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outcomes. Laura Mulvey is a feminist film theorist best known for her essay ‘Visual
Pleasure and Narrative Cinema’ and coining the term ‘the Male Gaze’.58
Mulvey asserts that ‘the gender power asymmetry is a controlling force in
cinema and constructed for the pleasure of the male viewer, which is deeply rooted
in patriarchal ideologies and discourses’.59 This means that the male viewer is the
target audience. Women are in fact ‘the bearer[s]of meaning and not the maker[s]
of meaning’, not permitted to take control of a scene, but to be observed and
objectified.60
The Male Gaze theory holds that women in visual media are viewed through
the eyes of heterosexual men and represented as passive objects of male desire.
Audiences are forced to view women from the point of view of a heterosexual male,
even if they are heterosexual women or homosexual men. This affects how men
look at women, how women look at themselves, and finally, how women look at
other women.
The Feminist Gaze surveils entertainment products and recognizes the male
gaze for what it is. The Feminist Gaze then deliberately views women and men
through the point of view of feminism. Here is an example:

1. Nothing to Cheer About
In 2017 the US Supreme Court decided Star Athletica v. Varsity Brands.61 The dispute involved the copyrightability of chevrons, zigzags, and stripes, simple symmetrical flourishes decorating cheerleading uniforms.62 It is the first time the
Supreme Court heard a case concerning copyrights and apparel design. In a heavily
criticized outcome, the Justices voted 6:2 in favour of an interpretation of certain
provisions of the Copyright Act which found the very simple ornamentation to be
copyrightable, and therefore infringed by a competitor.63 Varsity Brands successfully asserted copyright protection for five styles of cheerleading wear it claimed
were being infringed by Star Athletica, effectively monopolizing the market for
cheerware.64
Five designs dominate Varsity Brands’ cheerleading costume portfolio. The
company alters the colours it produces them in, using colour selections chosen
by the entities who purchase them; ordinarily, they seem to be ordered in ‘school
colours’ and embellished with school names and logos. The copyrighted design
attributes are intended to make the wearer’s body look attractive in a sexualized
manner.
58
59
60
61
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While the company designs and sells cheerleading uniforms for boys and men,
it was only those intended for women and girls that were the subject of this dispute.
This is not surprising because the uniforms intended for boys and men are comprised of tee shirts and shorts or long pants in school colours, bearing team names
and school logos. They are significantly less body-conscious than the uniforms designed for females. Nothing about their cut or decoration seems intended to accentuate the wearer’s waist, chest, or crotch.
The Court laid out a separability test with which to evaluate the copyrightability
of the disputed uniforms. Justice Thomas asserted that ‘[t]he focus of the separability inquiry is on the extracted features and not on any aspects of the useful article that remain after the imaginary extraction’.65 While on the surface it is clear that
he was talking about picturing the design flourishes independent of the clothing, it
is hard not to read the word ‘extraction’ and picture the uniforms being ‘extracted’
or removed from human cheerleaders. Ultimately the majority treated the chevrons, zigzags, and stripes as if they were ‘iron-on decals’ that one might apply to a
tee shirt or other garment with heat and pressure.66 It is easy to assume that decorative iron-on decals are original enough to be copyrightable because very little
creativity is required to cross the threshold into copyrightability. One can picture
the decals before they are affixed to anything, separate from the clothing items
they will be affixed to. One can also imagine the decals decorating walls or doors.
‘Because the Justices in the majority could mentally picture chevrons, zigzags and
stripes floating independently from the cloth of the cheerleading costumes that
they embellished, and because these Justices felt the chevrons and stripes were adequately creative to warrant copyright protection, they concluded that the separability test was “satisfied here” ’.67
When the Feminist Gaze is applied, the unstated role of gender in this dispute
surfaces. Cheerleading uniforms identify the wearers as cheerleaders and broadcast school or team affiliations, usually with trademarked logos and colours. The
other primary function of cheerleading costumes is to attractively display the
bodies of the cheerleaders wearing them. Once that fundamental truth is recognized, the errors riddling the majority’s analysis become obvious. The design features can make the cheerleaders’ shapes look different, more Barbie-like with a
narrower waist. The chevrons are placed on the uniforms to accentuate the breasts
of the cheerleaders. The stripes near the hem of the cheerleaders’ shirts are to draw
attention to the cheerleaders’ legs and perhaps genitals. Intended to make the
wearer look conventionally sexy, the decorations are clearly function.
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Varsity Brands reassured the Copyright Office that it was not seeking copyright
protection for the shape, contour, cut, style, or fit of its cheerleading costumes,
but ultimately that is what the company asked the courts for, and that is what it
obtained.68 In consequence, Varsity Brands has a long-term monopoly on ‘female’ cheerleading uniform styles that are most popular with cheerleaders. This
almost certainly keeps prices high and lowers quality and selection by scaring away
competitors.

2. Naming Rights and the Physical Public Domain
Public portions of the built environment often bear the names of humans. The
names were appended because: the privilege was purchased directly as a sponsorship; the privilege was purchased indirectly as the reward for a sizeable gift; or the
privilege is the consequence of a male-dominated political process. The Feminist
Gaze takes immediate notice of the paucity of females being honoured with
naming rights.
Women’s names are grossly underrepresented on buildings, streets, parks, stadiums, law schools, bridges, and other structures that facilitate naming rights. At a
time when freighted monuments such as memorials to Confederacy are rightfully
being challenged, the lack of memorials to women is being addressed more slowly
and less dramatically.
3. Artificial Intelligence Afoot: Robots
Robots represent important technological inventions that are often highly gendered. In part, this is because research has shown that robots with human characteristics are more reassuring. Even if humanoid robots do not need gender as a
functional matter, but androgyny makes people uncomfortable.
Like humans, robots are subject to gender policing, by which gender norms with
respect to attributes such as appearance, name, design, function, and potentially
even clothing. If the robot is represented as ‘male’, then most people do not want to
call it Susie or see it in a dress. Robot conformance to appearance-related gender
stereotypes is both expected and further instantiated.
As with humans, gender designations affect the overall perception of robots.
Male robots are perceived as smarter while female robots are perceived as more
caring. Male robots are employed as soldiers, and associated with war machines,
drones, weapons, and automobiles. But some people might not want robots in their
homes that could strangle or electrocute them in their sleep.
Female robots are deployed for caretaking, assisting in the kitchen, helping with
cooking, cleaning the house. They are also regarded as mechanical sex partners. Sex
robots are designed strictly for human pleasure and are completely controllable.
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They can perform in ways that human bodies cannot, and there are no consent
issues. These robots can even fake ‘autonomy’ if that is what the human who is programming it wishes. Sex robots currently on the market have settings from ‘wild’
to ‘frigid’. A sex robot with a frigid setting sounds counterintuitive, but it is very
popular for rape role-playing.
How engaging physically with sex robots affects people is unknown. It is possible that they create safe and useful outlets for legally or culturally deviant sex
acts. Certainly, if paedophiles could be satisfied restricting their sex partners to
child-like robots, that would be a benefit to both society and paedophiles. It is more
likely that sex robots lead to unrealistic performance expectations from human
sex partners, and to changes to consent norms. There may be overarching positive
outcomes arising from people having sex with robots, but experiences with pornography make it hard to be optimistic about that.
Female robots are not associated with safety or security, and most people probably assume that neither their Roomba nor their sex robot would back them up in
a fight with an intruder. Instead, female robots provide the voices of Apple voice
assistant Siri, Amazon smart speaker assistant Alexa, and many other electronic
devices. Rather than showcasing women as spokespeople for useful technology,
however, the default to women’s voices is due to the strong association of females
with secretarial and assistant job positions. Female voices for smart speakers relay
the message that women are wonderful assistants, always there to help, but never
to lead.
Applying the Feminist Gaze, the gendering of robots reinforces gender
stereotypes and is wasteful and silly. If people are unable to accept androgynous
robots, then society would be best served by gender-flexible robots that can switch
their gender identities to conform to whatever the humans they are serving would
be most comfortable with.

E. Intersectionality: An Adjacent Methodology with
a More Expansive Focus
Gender obviously overlaps with race, age, religion, sexual orientation, and other
personal characteristics and qualities that can form in groups and out groups within
society. Law professor and renowned legal scholar Kimberle Williams Crenshaw
was the first legal scholar to write about the importance of intersectionality, ‘the
theory that the overlap of various social identities, as race, gender, sexuality, and
class, contributes to the specific type of systemic oppression and discrimination
experienced by an individual’.69 She stated:
69
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Intersectionality is a lens through which you can see where power comes and collides, where it interlocks and intersects. It’s not simply that there’s a race problem
here, a gender problem here, and a class or LBGTQ problem there. Many times
that framework erases what happens to people who are subject to all of these
things.
Some people look to intersectionality as a grand theory of everything, but
that’s not my intention. If someone is trying to think about how to explain to the
courts why they should not dismiss a case made by black women, just because the
employer did hire blacks who were men and women who were white, well, that's
what the tool was designed to do. If it works, great. If it doesn’t work, it’s not like
you have to use this concept.70

Intersectionality expands the Feminist Gaze to include other concerns beyond
gender. It is an important complement to feminist methodologies because all
women have race, and sexual orientations, and ages. Some have religions and disabilities. All of these attributes are important and worthy of analysis. Feminist
methodologies emphasize gender and thus can facilitate the isolation of gender
issues when that is useful. But gender alone should never be an ending place when
the overall societal impact of IP is critiqued.

III. Conclusion
Viewing patents, copyrights, and trademarks through careful observation, the
most important feminist methodological tool, presents clear data that women are
underfunded and underrepresented in patents, copyrights, and trademarks, even
as some of those trademarks are clearly gendered. Analysing IP through the lens
of feminist legal theory allows a clearer view of the problems of gender disparities
within each of the IP fields.
If we fail to look critically at the patriarchal forces operating within our culture, they grow stronger in the shadows. When discreet groups are excluded from
inventorship, authorship, or the marketing and branding channels that traffic in
trademarks, everybody loses except for the inferior industry players who try to use
IP law as a means to repress competition. We forfeit the missing inventions and
creative works that people shut out from the necessary tools and resources cannot
produce. And we lose the businesses they might have started, and the mentorships
that could have followed their successes.

70 Kimberlé Crenshaw on Intersectionality, More than Two Decades Later, Colum. L. Sch. (8 June
2017), https://www.law.columbia.edu/pt-br/news/2017/06/kimberle-crenshaw-intersectionality.
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Women especially suffer when men are the default, and everything is planned
and developed around them: Software developed by men may not anticipate
hacking abuse from angry online trolls whom they, unlike most women, may not
have experienced on the internet; innovative furniture that is built for men may
be too high, large, or heavy for most women; medical studies that do not include
women jeopardize our health; and artificial intelligence that uses biased data will
bake discrimination into everything it interacts with. Identifying gender imbalances in IP contexts is only a beginning, but it is a necessary one.
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Critical Race Theory as Intellectual
Property Methodology
Anjali Vats and Deidré A. Keller*

I. Introduction
As Margaret Chon’s piece in this collection so eloquently articulates, Critical Legal
Studies emerged in the 1970s as a project of redefining how scholars think about
law, its neutrality, and its indeterminacy. The principles of Critical Legal Studies,
when applied to intellectual property (IP), produced what John Tehranian and
Laura Foster call Critical Intellectual Property.1 Invested in the workings of power,
Critical Intellectual Property draws from the scholarship that Chon outlines to
imagine new, often more socially just, forms of knowledge production. We follow
Chon in this chapter by tracing the emergence of Critical Race Theory (CRT) and
subsequently Critical Race Intellectual Property (Critical Race IP). We also articulate the central aims, evolutions, and methodologies of both. CRT advanced frameworks for understanding how and why attempts at ending race discrimination had
failed.2 It evolved in later years, into a theory that had the breadth and depth to
help explain race in international contexts as well as domestic ones.3 In the 1990s,
scholars like Keith Aoki4 and Rosemary Coombe5 started conceptualizing intellectual property through the lenses of race and coloniality. They offered a foundation
upon which to build Critical Race IP.
Critical Race IP ‘refers to the interdisciplinary movement of scholars connected
by their focus on the racial and colonial non-neutrality of the laws of copyright,
* Thanks are due to Maria Ukattah and Akendita Amoro who provided research assistance. All
errors and omissions are the sole responsibility of the authors.
1 John Tehranian, Towards a Critical IP Theory: Copyright, Consecration & Control, 2012 BYU L. Rev.
1233 (2012); Laura A. Foster, Situating Feminism, Patent Law, and the Public Domain, 20 Colum.
J. Gender & L. 262 (2011).
2 Derrick A. Bell, Brown v. Board of Education and the Interest-Convergence Dilemma, 93 Harv.
L. Rev. 518 (1980).
3 Francisco Valdez et al., Crossroads, Directions, and a New Critical Race Theory
(2002).
4 Keith Aoki, (Intellectual) Property and Sovereignty: Notes Toward a Cultural Geography of
Authorship, 48 Stan. L. Rev. 1293 (1996).
5 Rosemary Coombe, Contingent Articulations: A Critical Cultural Studies of Law, in Law in the
Domains of Culture 21 (Austin Sarat & Thomas R. Kearns eds., 1998).
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patent, trademark, right of publicity, trade secret, and unfair competition using
principles informed by CRT.6 Intellectual property law, as Critical Legal Studies
argued of all law, is a tool of concealing, managing, and relocating power. That
power may take different forms, such as white supremacy, misogyny, ableism, or
classism. Critical Race IP zeros in on one axis of power, race, often using intersectional methods. Drawing on the foundational premises of CRT as a starting point
for thinking domestically and internationally about the racial impacts of intellectual property law, Critical Race IP is centred on investigating and interrogating
how law protects what Cheryl Harris defines as ‘white supremacy’.7 In a system of
political economy in which intellectual property is increasingly valuable, bringing
the principles of CRT to bear on copyright, patent, trademark, and unfair competition analyses are particularly important. Issues from pharmaceutical patenting
to reproduction of educational materials for students implicate questions of racial
and distributive justice in the Global South. In this brief chapter, we lay out the origins of CRT and its central methods, articulate a Critical Race IP, and contemplate
how CRT’s interdisciplinary and transnational methods might apply to intellectual property. In accomplishing the latter, we use India’s commitments to access
to knowledge in the recent Delhi University copyshop case and controversy over
Novartis’s drug Gleevec to show how CRT’s central insights can open possibilities
for reading intellectual property law with attunement to structures of racial power.

II. Critical Race Theory’s Origins and Methods
A. Origins and Tenets
CRT began as a uniquely American legal theory, borne out of the rollback of the
civil rights gains produced by cases such as Brown v. Board of Education (1954)
and statutes such as the Voting Rights Act of 1965.8 As Black thinkers considered
questions around the basis and consequences of the decision in Brown, i.e. a social
scientific study that enabled a white saviour mentality,9 Derrick Bell, the first Black
law professor tenured at Harvard Law School,10 began developing a metatheory
to describe race relations in the United States (US). ‘Racial realism’, as he called it,
6

Anjali Vats & Deidré A. Keller, Critical Race IP, 36 Cardozo Arts & Ent. L.J. 736 (2018).
Cheryl I. Harris, Whiteness as Property, 106 Harv. L. Rev. 1707 (1993).
8 Brown v. Bd. of Educ., 347 U.S. 483 (1954); Voting Rights Act of 1965, 89 Pub. L. 110, 79 Stat. 437
(1965).
9 Jelani Cobb, The Ambivalent Legacy of Brown v. Board, New Yorker (15 May 2014), https://www.
newyorker.com/news/daily-comment/the-ambivalent-legacy-of-brown-v-board (rehearsing the
mixed aftermath of Brown, in particular, the consequences that have flown from the Court’s reliance
upon the social science ‘of African-Americans who were psychologically “damaged” by the legacy of
slavery and the ongoing travesty of segregation’).
10 Kimberlé Crenshaw et al., Introduction, in Critical Race Theory: The Key Writings That
Formed the Movement (1996).
7
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contended that racism is a permanent part of American society.11 Bell characterized this painful idea, written in the 1992 bestseller Faces at the Bottom of the Well,
as a path to freedom.12 CRT flourished in the 1980s and the 1990s, with scholars of
colour taking it up across the nation. Charles Lawrence III, Richard Delgado, Jean
Stefancic, Ian Haney López, Kimberlé Crenshaw, Neil Gotanda, Mari Matsuda,
Sumi Cho, and Angela Harris were among the first Race Crits in the US. As it grew,
CRT began to take up issues beyond civil rights, by contemplating how laws that
purported to advance race equality actually served to reinforce, in Alan Freeman’s
language, the ‘perpetrator perspective’.13 For instance, legal standards such as strict
scrutiny, used to evaluate Equal Protection challenges to legislation, required that
even ameliorative anti-racist protections, including busing and affirmative action,
meet high levels of constitutional muster.14
In the early 2000s, CRT reached a crossroads: many in the legal academy
claimed, based on Clinton era prosperity and rising diversity, that the original
purpose of CRT had been fulfilled and there was nothing more to say about the
law’s racial investments.15 CRT was dead, they asserted. However, as the election
of President Barack Obama and, subsequently, President Donald Trump, demonstrated CRT still had much work to do. The revitalization of CRT was due, in part,
to the growth of critical race studies more generally across disciplines, including
sociology, communication, and ethnic studies.16 Returns to theories of whitelash,17
racial capitalism,18 and social death,19 among others, enriched the study of race
while invoking the deep women of colour feminist roots of anti-racist theory and
praxis.20 The subsequent growth of CRT was also fuelled by the uptake of terms
11 Derrick Bell, Introduction, in Faces at the Bottom of the Well: The Permanence of Racism
(1992).
12 Id.
13 Alan D. Freeman, Legitimizing Racial Discrimination Through Antidiscrimination Law: A Critical
Review of Supreme Court Doctrine, 62 Minn. L. Rev. 1049 (1978).
14 Crenshaw et al., supra note 10.
15 Valdez et al., supra note 3.
16 Id.
17 For an early articulation of white resistance to racial progress, see, e.g., Martin Luther King Jr.,
Where Do We Go from Here: Chaos or Community (1967), excerpted at Read Martin Luther King,
Jr. on White America’s Delusions, Atlantic (1 March 2018 ). For more recent treatment engaging the
topic in the wake of Donald Trump’s election, see, e.g., Sweta Rajan-Rankin, Brexit Logics: Myth and
Fact: A Black Feminist Analysis, 7 feminists@law 1 (2017); and Jared Yates Saxton, The People
Are Going to Rise Like the Waters Upon the Shore: A Story of American Rage (2017).
18 For the original articulation of this concept, see Cedric Robinson, Black Marxism: The Making
of the Black Radical Tradition (1983). For a more recent treatment of Robison’s theory, see Robin
D.G. Kelley, What Did Cedric Robinson Mean by Racial Capitalism, Boston Review (12 January 2017).
We are aware of Nancy Leong’s article, Racial Capitalism, 126 Harv. L. Rev. 2151 (2013); however, we
believe that Robinson’s conceptualization of racial capitalism is foundational and provides a deeper and
broader basis for contemporary considerations that are of particular relevance to Critical Race IP.
19 For an early articulation of ‘social death’, see Orlando Patterson, Slavery and Social Death
(1982). For more recent discussions of social death relative, in particular, to black subjects, see Frank B.
Wilderson III, Afro-Pessimism and the End of Redemption, Human. Futures (30 March 2016).
20 See, e.g., How We Get Free: Black Feminism and the Combahee River Collective
(Keeanga-Yamahtta Taylor ed., 2017).
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such as intersectionality in popular culture.21 As publics broadly embraced the language of CRT as a tool to fight against racism and sexism, the need for renewed emphasis on the study of race became evident. Since, the rise of the ‘post-racial’ in the
US, followed by the rise of racist, misogynist, sexist, and ableist demagogues globally has driven a great deal of the second generation of critical race scholarship.22
In 2011, Francisco Valdez, Angela Harris, and Jerome Culp published an edited
collection, Crossroads, Directions, and a New Critical Race Theory, that articulated
the pressing need for CRT, including attention to international developments in
race and law.23 The same year, Devon Carbado confirmed this sentiment in his law
review article ‘Critical What What?’ which posited that CRT is a living, breathing
theory that must evolve.24
CRT is loosely defined by a set of governing tenets which assert that: 1) law creates an appearance of racial equality while actually protecting the structural power
of whiteness and 2) those invested in anti-racism must reveal and contest the racial non-neutrality of law. Two terms frequently come to the fore in discussions
of CRT: narratives and interest convergence. The former, articulated by scholars
such as Delgado, Stefancic, and Bell, describes the need to produce stories that
counter the hegemonic power of law. Narratives, because of their style and content, render whiteness visible through their centring of histories of racial oppression. Richard Delgado’s The Rodrigo Chronicles: Conversations About America and
Race and Derrick Bell’s Faces at the Bottom of the Well: The Permanence of Racism
demonstrate the power of narrative through their retelling of the experiences of
being a person of colour in America, particularly in legal contexts.25 The latter, as
articulated by Lani Guinier, explains why the social justice pendulum swings back
after moments of intense racial progress.26 Mary Dudziak offers an explanation of
how interest convergence and its corollary, interest divergence, work in practice by
21 See, e.g., Christine Emba, Intersectionality, Wash. Post (21 September 2015) (‘Over the past several years “intersectionality” has become a feminist buzzword, deployed in discussions of pop culture,
political action and academic debate. Considering its recent prominence, it’s surprising to realize that
the term has been around only since 1989—it was coined by legal scholar and critical theorist Kimberlé
Crenshaw, in a paper illustrating how black women were often marginalized by both feminist and
anti-racist movements because their concerns did not fit comfortably within either group.’). See also
Clare Foran, Hillary Clinton’s Intersectional Politics, Atlantic (9 March 2016) (‘Clinton’s invocation
of intersectionality may also broaden popular understanding of the concept. In popular culture, it has
been variously deployed. Intersectionality has been denounced by conservatives as a form of identity
politics. Progressives, meanwhile, have used the term both to conceptualize identity and as a framework
to broadly explain how different structural barriers operate simultaneously. Clinton is using the concept
to denote an integrated approach to dealing with deeply intertwined environmental, economic, and social problems.’).
22 See, e.g., Kimberlé Williams Crenshaw, Race to the Bottom: How the Post-racial Revolution Became
a Whitewash, Baffler (June 2017).
23 Valdez et al., supra note 3.
24 Devon W. Carbado, Critical What What?, 43 Conn. L. Rev. 1593 (2011).
25 Richard Delgado, The Rodrigo Chronicles: Conversations About America and Race
(1995); Bell, supra note 11.
26 Lani Guinier, From Racial Liberalism to Racial Literacy: Brown v. Board of Education and the
Interest-Divergence Dilemma, 91 J. Am. Hist. 92 (2004).
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demonstrating, through meticulous historical evidence, how desegregationist impulses emerged from national desires to prevent the global spread of Communism
not ensure the well being of African Americans.27 As with Abraham Lincoln’s decision to free enslaved persons,28 the equality produced by the civil rights movement
was grounded in white interests in the nation.29 That is to say, emancipation and
desegregation decisions were about preserving the integrity and power of the US
in the face of internal and external opposition more than embracing socially just
racial politics. Guinier demonstrates that, while prompted by moments of interest
convergence, both emancipation and civil rights reforms were followed by interest
divergence and the reassertion of white supremacy.30
Inherent in CRT’s tenets is an understanding of race as a constantly evolving,
socially constructed category that ascribes meaning to otherwise biologically and
physically meaningless phenotypic differences.31 As Michael Omi and Howard
Winant show in their groundbreaking book Racial Formation in the United
States: From the 1960s to the 1990s, race is a culturally and historically contingent
concept that evolves over time.32 CRT resists essentialized understandings of race
and takes as a presupposition the notion that racism also evolves over time and
certainly did not end with the advent of rights-based remedies. Rather, race and
racism are understood as evolving along with law. By way of example, Race Crits
argued that white Americans embraced formal remedies to racism that maintained
their social power without addressing the structural inequalities that produce exclusion and inequity.33
Scholars have applied these CRT insights to international contexts arguing that
‘if race is an idea, it is a global one. It is no coincidence that the idea of race emerged
at the same time as the age of empire and nation-building’.34 In a 2019 article,
Michelle Christian asserted that ‘all of modernity’s “governing technologies”—
Western imperial expansion, transnational capitalist political economy, chattel
slavery, state formation building, knowledge production, categorization, citizenship, and human value—are hierarchically racialized’.35 Recognizing this, we turn
27

Mary L. Dudziak, Desegregation as a Cold War Imperative, 41 Stan. L. Rev. 61 (1988).
Abraham Lincoln, President of the United States, Emancipation Proclamation (1 January
1863) (transcript available at https://www.archives.gov/exhibits/featured-documents/emancipation-
proclamation/transcript.html).
29 Derrick A. Bell, Jr., Serving Two Masters: Integration Ideals and Client Interests in School
Desegregation Litigation, 85 Yale L.J. 470, 514 (1976).
30 Guinier, supra note 26.
31 See, e.g., Richard Delgado & Jean Stefancic, Critical Race Theory: An Introduction 9–
11 (3d ed. 2017) (discussing, as basic tenets of CRT, race as social construction, differential racialization
dependent upon time, place, and anti-essentialism).
32 Michael Omi & Howard Winant, Racial Formation in the United States: From the 1960s
to the 1990s (2d ed. 1994).
33 See, e.g., Crenshaw et al., supra note 10.
34 Deborah Thompson, Through, Against and Beyond the Racial State: The Transnational Stratum of
Race, 26 Cambridge Rev. Int’l Aff. 133, 139 (2013).
35 Michelle Christian, A Global Critical Race and Racism Framework: Racial Entanglements and Deep
and Malleable Whiteness, 5 Soc. Race & Ethnicity 169, 171 (2019).
28
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next to the eclectic, interdisciplinary methods developed within CRT to reveal and
contest white racial power.

B. Methods
Method is always, we posit, a thorny question in the context of legal scholarship. While legal scholars emphasize the need to understand common law
histories and cite dispositive authorities, critical race scholars situate epistemology itself differently, understanding it as not a question of institutional
authority but of cultural, political, and economic structure and embodied
positionality.36 Race and law scholars, including legal historians and critical
legal scholars, frequently adopt methods from outside the legal academy in an
attempt to enrich the practical aspects of law.37 CRT did so by drawing upon
emergent theories and practices in ethnic studies, as well as people of colour
feminist methodologies centred on performance and bodies. Imani Perry argues specifically for ‘a more central role for [the interdisciplinary methods of]
cultural studies work within the [CRT] movement’.38 While we do not trace all
of these methods, we aim to provide guiding meta-methodological principles
for developing theories and practices that decentre whiteness. We want to emphasize that CRT’s methodologies are primarily structured through the organizing objectives of the field. That is to say that Critical Race Theorists draw
upon a range of interdisciplinary methodological practices in order to achieve
the ends of making racial power visible and contesting the oppressive forces
of white supremacy.39 Critical Race Theorists use a range of qualitative, quantitative, and humanistic methods to ask these questions about racial power.
Those methods can be traced to the same genealogies, namely the articulation
of ethnic studies as a field in the US and its subsequent burgeoning in disciplines across the academy.
Perhaps most importantly, CRT decentres whiteness through focus on the embodied experiences of people of colour. Embodiment here refers to the methodological practice of understanding and narrating the lived experience of people of
colour as a lens for identifying and undoing structural inequalities. In This Bridge
36 See, e.g., Maria C. Malagon et al., Our Experiences, Our Methods: Using Grounded Theory to Inform
a Critical Race Theory Methodology, 8 Seattle J. Soc. Just. 253 (2009).
37 See, e.g., Menah Pratt-Clarke, A Black Woman’s Search for the Transdisciplinary Applied Social
Justice Model: Encounters with Critical Race Feminism, Black Feminism, and Africana Studies, 5 J. Pan
Afr. Stud. 83 (2012).
38 Imani Perry, Cultural Studies, Critical Race Theory and Some Reflections on Methods, 50 Vill.
L. Rev. 915, 915 (2005).
39 Arild Buanes & Svein Jentoft, Building Bridges: Institutional Perspectives on Interdisciplinarity, 41
Futures 446 (2009); Id. On transdisciplinary methods generally, see Marilyn Stember, Advancing the
Social Sciences through the Interdisciplinary Enterprise, 28 Soc. Sci. J. 1 (1991).

Critical Race Theory as Intellectual Property Methodology

783

Called My Back: Writings by Radical Women of Color, Cherríe Moraga describes
in detail the physical and psychological effects of racism, sexism, and classism.40
‘How can we—this time—not use our bodies to be thrown over a river of tormented
history to bridge the gap?’41 In this line, Moraga points us to the lived experiences
of racism, the toll that such lived experiences take on the body, and the role of narratives in building coalitional politics. ‘How could it be that the more I feel with
other women of colour, the more I feel myself Chicana, the more susceptible I am
to racist attack!’42
The methodological task that Moraga performs in these sentences anchors not
only CRT but ethnic studies. Ethnic studies, a project that emerged across the
country in the post-civil rights moment, ‘started to emphasize ethnic consciousness, ethnic identity, and ethnic pride’.43 In the years after ‘Black is beautiful’ became a rallying cry, the failures of the civil rights movement and continuing
whiteness of law faculty became lightning rods for critique. Early Critical Race
Theorists, such as Derrick Bell and Richard Delgado, used narrative, sometimes in
the form of short stories, alongside traditional legal theory and doctrinal analysis,
as methodological tools for revealing the structural dangers of white liberalism.44
Bell’s doctrinal critiques of Brown II and Delgado’s imaginings of law revealed
how white supremacy continued to function despite the apparent gains of the civil
rights movement.45
‘Narrative’ is perhaps the method most distinctively associated with CRT. In distinguishing CRT’s narrative method from those of other disciplines, for instance
English or communication studies, Robert A. Williams, Jr. writes in a Foreword to
the Rodrigo Chronicles:
Delgado’s stories are many things, but mostly they are outsider stories. They help
us imagine the outside in America, a place where some of us have never been and
some of us have always been, and where a few of us, like Rodrigo, shape-shift,
like the trickster, asking the hard questions, the bedevilling questions, without
answers, questions about what it means to be outside, what it means to be inside,
and what it means to be in-between in America.46

40 This Bridge Called My Back: Writings by Radical Women of Color (Cherríe Moraga &
Gloria Anzaldúa eds., 1981).
41 Id.
42 Id.
43 Philip Q. Yang, Ethnic Studies: Issues and Approaches 4 (2000).
44 Bell, supra note 11; Richard Delgado & Jean Stefancic, Critical Race Theory: An
Introduction (2d ed. 2012).
45 Derrick A. Bell, Brown v. Board of Education and the Interest-Convergence Dilemma, 93 Harv.
L. Rev. 518 (1980); Richard Delgado, The Rodrigo Chronicles: Conversations about
America and Race (1995).
46 Robert A. Williams, Jr., Foreword, in Richard Delgado, The Rodrigo Chronicles: Conversations
about America and Race xi, xii (1995).
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This narrative methodology does not mean that CRT is not doctrinally oriented,
however. Bell’s Faces at the Bottom of the Well is a carefully footnoted set of
short stories that demonstrates how narrative can critique law from an outsider perspective.47 Moreover, canonical works in CRT such as ‘Whiteness as
Property’,48 ‘A Critique of “Our Constitution is Color-Blind” ’,49 and ‘Mapping
the Margins: Intersectionality, Identity Politics, and Violence Against Women
of Color’50 show how uncovering the influences of whiteness is a project of doctrine and policy that centres new and distinct identities. Layered atop these methodological commitments are interdisciplinary ways of thinking. Critical race
scholars across the academy have made their cases by drawing on a diverse range
of approaches, including archival research, oral histories, ethnographies, interviews, content analyses, discourse analyses, and more. By drawing on a range
of approaches, Critical Race Theorists can speak across disciplines, in different
languages of expertise. Methodological diversity, which maintains a fidelity to
intersectional and emancipatory theorizing by people of colour, provides a flexible
approach to addressing problems of race in law.
Daniel Sorlorzano and Tara Yosso, in speaking about critical race methodologies, offer a set of guiding principles that condenses the anchoring tenets of
CRT.51 The pair counsels: (1) centring race and racism in all aspects of the research and praxis; (2) conducting intersectional analyses that attend to class,
gender, and other axes of oppression; (3) challenging traditional ideologies
around research, such as power-laden myths of expertise and objectivity; (4) refusing to theorize for theory’s sake, in favour of focusing on solutions to the real-
world problems faced by people of colour; (5) centring the racialized, classed,
and gendered experiences of marginalized individuals in order to articulate
research problems and myriad solutions; and (6) embracing interdisciplinary
frameworks for thinking through these issues.52 Sorlorzano and Yosso provide
a foundational basis from which to articulate research questions and navigate
practical solutions around race. The meta-methodological insights that CRT
brings to the table, using multiple and varied quantitative, qualitative, and humanistic approaches, are ethical commitments to attending to race via theories
of the flesh as well as theories of materiality, culture, political economy, representation, embodiment, and feeling.53 In the next section, we demonstrate how
47

Bell, supra note 11.
Cheryl I. Harris, Whiteness as Property, 106 Harv. L. Rev. 1707 (1993).
49 Neil Gotanda, A Critique of ‘Our Constitution Is Color-Blind’, 44 Stan. L. Rev. 1 (1991).
50 Kimberlé Crenshaw, Mapping the Margins: Intersectionality, Identity Politics, and Violence against
Women of Color, 43 Stan. L. Rev. 1241 (1991).
51 Daniel G. Sorlorzano & Tara J. Yosso, Critical Race Methodology: Counter-
Storytelling as an
Analytical Framework for Education Research, 8 Qualitative Inquiry 23 (2002).
52 Id.
53 See, e.g., Athena D. Mutua, The Rise, Development and Future Directions of Critical Race Theory and
Related Scholarship, 84 Denv. U. L. Rev. 329 (2006).
48
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these condensed principles can be applied to Critical Race IP, using the examples
identified in the Introduction.

III. Critical Race Intellectual Property’s Origins and Methods
A. Origins and Tenets
We have written an extensive history of the intersections between race and intellectual property previously, in a law review article entitled ‘Critical Race IP’.54 That article maps, in detail, the antecedents of Critical Race IP and how they form a coherent
body of race scholarship that not only suggests the need to continue to study the intersections of race and intellectual property but also consider how CRT, as a coherent
movement originating in the legal academy, can inform studies of race and knowledge production. We suggest several themes around which intellectual property and
race scholarship has formed in that article. They include: protection of traditional
knowledge in globalizing intellectual property regimes, definition and management
of the public domain, framing and reframing of infringement and counterfeiting, access to knowledge, and alternatives to intellectual property.55 These categories offer a
global racial and colonial framework for understanding how and why race, national
identity, and intellectual property came to be intertwined and continue to be so.
Understanding the histories of the globalization of intellectual property is vital to
tracing the emergence of contemporary intellectual property law as well as its intersections with race and colonialism. In short, the international harmonization of intellectual property laws is a process that has been ‘always already’ raced.56 Exploring
how and why is an important precursor to racial and colonial justice.
The term Critical Race IP is a recent one, that we adopt in response to Critical
Intellectual Property’s articulation of an analogue to Critical Legal Studies.
Critical Race IP marks the longstanding and intentional engagement with race
and coloniality by intellectual property scholars, in a way that echoes the tenets
of CRT and posits new ones specific to Critical Race IP. The term is intended to
help situate the wealth of scholarship in intellectual property that addresses the
racial and colonial inequalities that stem from the propertization and privatization
of knowledge in a larger legal and racial landscape. Critical Race IP as a concept
is less about labelling the work of individual scholars and more about engaging
colonialism and racism explicitly, in order to make them visible and transformable. Scholars including Keith Aoki, Kevin J. Greene, Lateef Mtima, Olufunmilayo
Arewa, Ruth Okediji, Boatema Boateng, Sonia Katyal, and Madhavi Sunder, who
54
55
56

Vats & Keller, supra note 6.
Id.
See Louis Althusser, Lenin and Philosophy and Other Essays (2001).
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centre their analyses on race and colonialism, transformed the law and economics
conversations that dominated intellectual property law. They created conceptual
space for social justice based frameworks for copyright, patents, trademarks, unfair competition, and rights of publicity.57 Critical Race IP is a commitment to leverage this radical space to engage in intersectional and transnational analyses that
illuminate the perspectives of racially marginalized communities, including those
in the Global South. Locating whiteness in intellectual property is one step in accomplishing this goal.
Though this section could go into much greater depth about the landscape of
Critical Race IP, we have intentionally kept it brief, in recognition of the evolving
nature of the project. As two conferences on the topic have demonstrated, what
constitutes Critical Race IP is a question-in-progress, shaped by scholarship to
come as well as scholarship past and present. The challenges of defining the public
domain, rhetorically framing infringement, ensuring access to knowledge, and
respecting traditional knowledge remain issues of ongoing negotiation in critical
race studies. In the next section, in order to show how Critical Race IP might develop, we engage the tools CRT provides to unearth the racial commitments embedded in an example of the racial and colonial power dynamics at play in attempts
at harmonization.

B. Methods
The meta-methodological principles that guide CRT also guide Critical Race
Intellectual Property. In this section, we apply the work of Critical Race theorists,
including Sorlorzano and Yosso to lay out an intellectual property specific critical
race methodology. We centre the traditional tenets of CRT, i.e. the need to articulate how formal rights-based solutions fail to achieve equity and imagine paths
for combatting racial injustice, via the examples. Through examination of India’s
resistance to international intellectual property regimes, we make a case for utilizing each of the principles of critical race methodology that Sorlorzano and Yosso
identify in the context of Critical Race IP. We emphasize that Critical Race IP is
a meta-methodological ethical project that guides the development of research
questions, which evolve from and point to particular methodologies. Those methodologies are culled from a vast array of options in the humanities, hard sciences,
and social sciences. While there is much to be said about the current state of critical race studies and its methodologies, in this brief chapter, our goal is to lay out a

57 See Madhavi Sunder, From Goods to a Good Life: Intellectual Property and Global
Justice 23 (2012) (‘[L]aw must facilitate the ability of all citizens, rich or poor, brown or white, man or
woman, straight or gay, to participate in making knowledge of our world and to benefit materially from
their cultural production.’).
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framework for CRT’s macro-methods, while leaving the micro choices for another
piece. That framework is also a mechanism for remaining accountable to people of
colour and intersectionality in making methodological choices. Critical Race IP
teaches us to maintain a steadfast focus on race and a commitment to racialized
subjects, even as we engage in different approaches that zero in on racism and its
effects.

1. Case Study: India against Globalized Intellectual Properties
India, a country that is frequently labelled an infringer,58 exemplifies the intersectional racial and colonial complexities of globalized intellectual property law. As
the World Trade Organization (WTO) was overseeing the globalization of intellectual property, India became an important voice for the developing world.59 A vast
array of research discusses India’s responses to the harmonization of various types
of intellectual property law.60 In this last part of the chapter, we explore some of this
research as a way of showcasing how CRT can function as a lens for thinking with
and expanding upon existing intellectual property scholarship, through a variety
of methodologies.
Two books anchor our analysis: Create, Copy, Disrupt: India’s Intellectual
Property Dilemmas by Prashant Reddy and Sumathi Chandrashekaran,61 and
Pharmocracy: Value, Politics, and Knowledge in Global Biomedicine by Kaushik
Sunder Rajan.62 These books represent different possibilities and methodologies
for approaching the study of inequity and intellectual property, while also pointing
to some of the ways Critical Race IP can be further developed and cultivated. This
is the crux of Critical Race IP, exploring the race and colonialism-based implications of intellectual property law in as of yet unexplored ways while advocating for
social justice.
Neither of these books explicitly engages with questions of race. Rather, they
tell legal and cultural histories of intellectual property law via analyses of nation,
power, governance, globalization, capitalism, and science. Nonetheless, like the
Critical Legal Studies scholars before them, they attend to important questions of
marginalization and oppression. They also showcase ways to reveal what Rosemary
Coombe calls ‘the cultural life of intellectual properties’.63 We chose these books in
part because they show us the space that exists within intellectual property law for
58 See, e.g., The Roots of Innovation, US Chamber International IP Index (February 2017), http://
www.theglobalipcenter.com/wp-content/uploads/2017/02/GIPC_IP_Index_2017_Report.pdf.
59 Sumathi Chandrashekaran & Prashant Reddy, Create, Copy, Disrupt: India’s
Intellectual Property Dilemmas 38 (2017).
60 See, e.g., Shubha Ghosh, Globalization, Patents, and Traditional Knowledge, 17 Colum. J. Asian L.
74 (2004).
61 Chandrashekaran & Reddy, supra note 59.
62 Kaushik Sunder Rajan, Pharmocracy: Value, Politics, and Knowledge in Global
Biomedicine (2017).
63 Rosemary Coombe, The Cultural Life of Intellectual Properties: Authorship,
Appropriation, and the Law (1998).
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making race visible and centring racialized subjects, while also working through
issues of structural inequality and political economy.
Critical Race IP makes meta-methodological moves that are analogous to those
that CRT made. The books we chose embrace Critical Intellectual Property’s animating themes to reveal bits and pieces of the racial substructures that anchor
intellectual property, while primarily attending to structural inequality and political economy. ‘Where is race in law and political economy?’ Angela Harris asks.64
Answering that question requires that we ‘trace the work of legal institutions, principles, and structures in simultaneously establishing and securing the “treadmill”
of industrial capitalism’ and the “racial contract” on which the treadmill depends’.65
Critical Race IP must fill in the interstitial gaps that scholarship such as Create,
Copy, Disrupt and Pharmocracy make visible by asking questions and telling stories
about the intersections of race and coloniality with existing power structures. Built
into the histories and institutions that shape inequity under capitalism are more
racial and colonial stories that need telling.
As colleagues of the late Shamnad Basheer,66 Reddy, and Chandrashekaran, the
authors of Create, Copy, Disrupt, carry out Spicy IP-style legal analysis of the evolution of India’s intellectual property systems67 through the post-colonial period, the
rise of harmonized intellectual property, and contemporary access to knowledge
struggles. The book primarily employs doctrinal analysis and legal history as methodologies. Yet it also unavoidably tells a cultural history about the development and
economic progress of a post-colonial nation through its historical evolution, which
includes articulating a position for the Global South with respect to intellectual
property, e.g. embracing harmonization with caveats, and asserting global leadership in imagining alternatives to the Global North’s restrictive knowledge ownership practices. At the forefront of the argument that Reddy and Chandrashekaran
make are India’s resistance to the Berne Convention, the anti-evergreening ethic
of Indian patent law in Novartis v. Union of India and Ors (2013), and the recent
Delhi University copyshop case. Through familiar legal doctrinal methods laced
with histories of the Indian nation, Reddy and Chandrashekaran suggest consideration of India in a new light.
One of the great strengths of the book that Reddy and Chandrashekaran have
written is that it epistemologically grounds India in an ethics other than that of the
US or the WTO. By telling a story in which India is heroic, albeit sometimes imperfectly, Create, Copy, Disrupt pushes the reader to embrace a subjectivity grounded
in Asianess. This reversal of power acts in the same way that Bell’s attentiveness to
64

Angela Harris, Where Is Race in Law and Political Economy, Law & Pol. Econ. (30 November 2017).
Id.
66 Seemantani Sharma, Book Review of Create, Copy, Disrupt: India's Intellectual Property Dilemmas,
J. Intell. Prop. L. & Prac. 2, n. 4 (2017) (accompanying text, noting that the Spicy IP blog was founded
by Basheer and the authors of Create, Copy, Disrupt were regular contributors).
67 Id.
65
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the ‘faces at the bottom of the well’ does.68 The Global South is no longer cast as
a vast, ashistoric, chaotic, and Orientalized space ‘out there’ but a reasoned and
principled actor, with a past and future grounded in advocacy for its people. Even
without focusing specifically on race, Reddy and Chandrashekaran unavoidably
centre racial and national identity. However, the contours and stories of race and
coloniality do not take centre stage. The audience is not, for instance, privy to the
ways that each of the case studies implicate racial formation or interface with racial projects. Nor is the reader explicitly introduced to the implications of India’s
political positions for other places in the Global South, in Asia, Africa, and the
Middle East. Here, Critical Race IP, by bringing race and coloniality centric analysis into the picture, can help to deepen knowledge of the racial and colonial implications of the moments that Reddy and Chandrashekaran study. The authors’
methodological choices accomplish many of the goals that Sorlorzano and Yosso
lay out, including attending to questions of class, interrogating issues of power embedded in Western law, centring histories of India in tangible and accessible ways,
and drawing upon interdisciplinary thought, here culturally informed . But they
also create critical space for inquiries that centre outside experiences of race and
gender, drawing upon standpoint epistemologies.
Sunder Rajan’s Pharmocracy is an impressively detailed ethnographic study of
the pharmaceutical industry in India, crafted over years of fieldwork in Indian
legal and cultural spaces. “Pharmocracy” is the term he uses to describe ‘the global
regime of hegemony of the multinational pharmaceutical industry’,69 and understand how capitalism has monetized and colonized values around human health.
Pharmaceutical patents are one battleground for control over who decides which
humans should be deemed valuable and in what ways.70 Pharmocracy covers two
case studies in detail: a disastrous Gardisil study that devalued the lives of poor
women of colour and the battle over the validity of Novartis’ Gleevec patent.
Through these two case studies and the interviews and institutional archival research that anchor them, the reader learns that the definitions of public health and
intellectual property are not fixed but contested, through ethical commitments,
political economy, and institutional choices.
Sunder Rajan’s Pharmocracy does not centre race or coloniality as explicit analytics. Instead, in the terms Sorlorzano and Yosso lay out, it conducts intersectional
analyses of power, specifically national identity, class, and gender. Sunder Rajan
implicitly interrogates the racialization of global citizenship by speaking about
hierarchies within public health and neoliberal capitalism. Just under the surface
of his analysis are deeper questions about how Indianness came to be racialized

68

Bell, supra note 11.
Kaushik Sunder Rajan, Pharmocracy: Value, Politics, and Knowledge in Global
Biomedicine (2017).
70 Id.
69

790

Anjali Vats and Deidré A. Keller

and how such racialization functions.71 Indeed, India is, perhaps, the quintessential example of the colonial subject that Homi Bhabha would argue almost but
not quite proves their humanity.72 But Sunder Rajan challenges central characteristics of power, including the right to define terms in patent law, and engages
in a grounded and policy-centred analysis, including India’s pushback against
intellectual property harmonization in ways that call for deeper attention to the
commodification and instrumentalization of race. He also turns to interdisciplinary frameworks, such as those offered by law, sociology, science and technology
studies, critical theory, and cultural studies, in order to understand how ‘value’ is
defined and co-opted in public health contexts, often through assumptions about
disposability. Sunder Rajan engages a critical project that focuses on the devaluation of marginalized identities in the Global South and the politics of recognition
through which nation-states resist being rendered valueless under capitalism. Yet
there good reasons to further investigate how race and coloniality implicate these
values as well. For instance, intersectional feminist methodologies might centre
the experiences of those women in the Gardisil study while racial capitalist methodologies might reveal how Novartis implicates racial and colonial power. Sunder
Rajan’s book aids in creating intellectual space for such studies. Together, these two
books illustrate that while existing scholarship attends to important issues of inequity under capitalism, there are questions of race and coloniality that remain to
be explored, in explicit ways that draw on Critical Race IP.

IV. Conclusion
In this chapter, we outline an expansive, globally oriented Critical Race IP methodology. We utilize the example of recent treatment of India’s intellectual property positions to demonstrate the rich potential offered by CRT methodologies.
Create, Copy, Disrupt and Pharmocracy demonstrate how a transnational Critical
Race IP can evolve, through layers of analysis of power, political economy, race,
and coloniality. The methodological project of Critical Race IP is to locate the racial and colonial pressure points in intellectual property law and interrogate them,
in order to reimagine them. CRT approaches have the potential to contribute to
intellectual property scholarship by aiding in resisting the dominant framework of
law and economics and supporting the evolving work on the relationship of marginalized persons vis-à-vis intellectual property regimes currently structured primarily by Western understandings of knowledge production.
71 Neil Gotanda, Comparative Racialization: Racial Profiling and the Case of Wen Ho Lee, 47 UCLA L.
Rev. 1689 (2000).
72 Homi Bhabha, Of Mimicry and Man: The Ambivalence of Colonial Discourse, in Tensions
of Empire: Colonial Culture in a Bourgeois World (Frederick Cooper & Ann Laura Stoler
eds., 1997).
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A Research Framework on Intellectual
Property and Morality
Christine Haight Farley*

I. Introduction
In what ways does intellectual property (IP) law intersect with the subject of morality? At first, this may seem like a juxtaposition of unrelated topics. To the extent
we think about IP law as innovation policy, any notion of morality may appear to
be in tension to the extent that moral judgments may cause us to disfavour or even
impede the creation or circulation of certain innovations and ideas.
Even outside of the jurisprudential strand of moral philosophy, legal scholarship
in general has long been interested in the role of morality.1 An emblematic example
is Cass Sunstein’s work demonstrating how moral heuristics guide doctrinal approaches.2 The relationship between morality and law has also been investigated by
scholars within certain areas of law. For instance, some property law scholars have
concluded that morality and property rights are undeniably interconnected and
that one could not functionally exist without the other.3
* I am grateful to the terrific research assistance provided by Meredith Bayer, Bianca Petcu, and
Sherwet Witherington.
1 See Peter Cane, Morality, Law and Conflicting Reasons for Action, 71 Cambridge L.J. 59, 73 (2012)
(arguing that because morality plays a role in practical reasoning as a source of ultimate standards for
assessing human conduct, law is subject to moral assessment, moral reasons trump legal reasons, and
ultimately ‘[i]t does not follow . . . that law is irrelevant to moral reasoning’). See also (‘Morality may be
incorporated into law and lawyers may refer to moral considerations . . . but fundamentally the moral
constraints on a lawyer’s representation . . . are given by the law.’).
2 Cass R. Sunstein, Moral Heuristics and Moral Framing, 88 Minn. L. Rev. 1556, 1558 (2004)
(‘suggest[ing] that moral heuristics play a pervasive role in moral, political, and legal judgements, and
that they produce serious mistakes’).
3 See, e.g., Thomas W. Merrill & Henry E. Smith, The Morality of Property, 48 Wm. & Mary L. Rev.
1849, 1850–52 (2007) (arguing that a critical feature of property rights is the ability to impose ‘duties
of abstention on all other members of the relevant community’ and that these must be viewed as moral
rights and would not exist without them); Carol M. Rose, The Moral Subject of Property, 48 Wm. &
Mary L. Rev. 1897, 1902–03 (2007) (arguing that morality is interconnected with property law such
as in adverse possession, takings, and environmental policies like pollution trading); Emily Sherwin,
Three Reasons Why Even Good Property Rights Cause Moral Anxiety, 48 Wm. & Mary L. Rev. 1927, 1933
(2007) (arguing that structurally, property rights have two attributes that cause problems for moral justification. First, property rights are rule-governed and are typically derived from legal rules or private
agreements dependent on legal rules. Second, property rights operate prospectively and predate their
application to particular disputes over resources.).
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Somewhat recently scholars of IP law have taken a renewed interest in questions of law and morality.4 The scholarship that can be grouped into this category
generally seeks to address to what extent, if any, the law in these regimes does or
should reflect moral judgments. Scholars have investigated this question in all of
the categories of IP including patent law, trademark law, and copyright law, and to a
lesser extent, trade secret law and right of publicity law. This scholarship has highlighted and emphasized the various ways that IP law has invoked morality through
the import of concepts such as good faith, ethics,5 human rights, and community
norms, but also illegality, and public harm.
We generally understand ‘morality’ as a code of conduct. Jeremy Bentham
and John Stuart Mill regarded morality as the realm of right and wrong, but independent of law.6 Even regarding law as distinct from morality, some believe
that law should be evaluated on moral grounds. For instance, Ronald Dworkin
contends that the interpretation of law must make use of morality.7 Ethical
relativists, however, contend that there is no universal morality, but only the
morals accepted by a society or by an individual.8 Thus, within moral philosophy there is a debate about morality in the normative sense versus morality
in the descriptive sense and division of thought between moral realists and
moral sceptics.
This chapter will survey the scholarship that has investigated the intersection
of IP and morality. It will attempt to organize this scholarship according to the
position it takes on the appropriateness of the juxtaposition, that is, are the authors moral realists or moral sceptics? Within this divide, the chapter will attempt
to organize the work by the various approaches, themes, and questions that are
common to these scholars.

4 For a collection such work, see Intellectual Property and Ethics (Lionel Bentley & Spyros M.
Maniatis eds., 1998).
5 Although the words ethics and morality are often used interchangeably for articulating a code of
right and wrong, in law they have more distinct meanings. Because an investigation of the role of ethics
in IP law may widen the lens too far, this chapter will confine itself to morality.
6 See generally Julia Driver, The History of Utilitarianism, Stan. Encyclopedia Phil. (Winter
2014), https://plato.stanford.edu/archives/win2014/entries/utilitarianism-history/ (noting that ‘[t]he
Classical Utilitarians, Jeremy Bentham and John Stuart Mill, identified the good with pleasure, so, like
Epicurus, were hedonists about value. They also held that we ought to maximize the good, that is, bring
about “the greatest amount of good for the greatest number” ’.).
7 Nicos Stavropoulos, Legal Interpretivism, Stan. Encyclopedia Phil. (Summer 2014) https://
plato.stanford.edu/archives/sum2014/entries/law-interpretivist/ (recognizing Dworkin as a thought
leader in Interpretivism, wherein ‘the justifying role of principles is fundamental: for any legal right
or obligation, some moral principles ultimately explain how it is that institutional and other nonmoral
considerations have roles as determinants of the right or obligation. In the order of explanation, morality comes first’.).
8 Durkheim morality as ‘a very great number of particular precepts’. See Émile Durkheim, On
Morality and Society 267–68 (1975).
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II. Scholarship That Accepts Morality’s Place in
Intellectual Property Law
Many IP scholars who have done work in this space at least implicitly support
morality’s place in IP law. Some do so explicitly. These scholars argue that morality
considerations are deservedly, historically, and firmly entrenched within IP law. In
contrast with the positivist roots of their antagonists, some of these scholars draw
on a natural law approach. In this legal tradition, law and morality are connected.
Law cannot ignore morality, but must take it on. These scholars see morality as connected to the public policy of IP law and celebrate the law’s moral commitments.
Human rights and human dignity are central to the contemporary conception
of morality.9 Therefore scholars whose work argues that IP law must be consistent
with human rights norms can be grouped in this category.10 Perhaps a subset of
these scholars ascribe to the view that to be consistent with human rights norms, IP
law should be ethical, principled, and moral.11
One strain of this position is that certain exclusions to protection are necessary
because otherwise IP law would be in conflict with morality. These rules are not
supported because they underpin morality, but because the law would otherwise
be immoral without them. These scholars are in harmony with Thomas Aquinas’s
notion that proper human law must not conflict with the natural law, which is law
with moral content.12 Scholars who take this view focus their research on rules in
which morality is used to challenge the natural law of IP.

A. Immorality Exclusions to Intellectual Property
Perhaps the clearest example of the intersection of morality and IP is the immorality
exclusions in IP law. For example, art. 6quinquies of the Paris Convention for the
Protection of Industrial Property expressly permits the denial of trademark protection for marks that are ‘contrary to morality or public order’.13 Although the Paris
9 Mike Adcock & Deryck Beyleveld, Morality in Intellectual Property Law: A Concept-
Theoretic
Framework, 4 Intell. Prop. Rights 154 (2016).
10 See, e.g., Graeme W. Austin & Laurence R. Helfer, Human Rights and Intellectual
Property: Mapping the Global Interface (2011).
11 See, e.g., Laurence R. Helfer, Toward a Human Rights Framework for Intellectual Property, 40 U.
C. Davis L. Rev. 971 (2007).
12 Thomas Aquinas, On Law, Morality and Politics xiii–xxii, 11–83 (2d ed. 2010).
13 See International Convention for the Protection of Industrial Property, art. 6quinquies, as modified at The Hague on 6 November 1925, 47 Stat. 1789, 1804–05, T.S. 834 and London on 2 June 1934, 53
Stat. 1748, 1776–78, T.S. 941 (The Paris Convention entered into force as to the United States on 30 May
1887). This provision has been in the Paris Convention since the original convention of 1883. The provision was then in para. 4 of art. 6. See G.H.C. Bodenhausen, Guide to the Application of the Paris
Convention for the Protection of Industrial Property 96 (1969).

794

Christine Haight Farley

Convention does not include a similar provision for patents, the TRIPS Agreement
permits WTO Members to exclude from patentable subject matter immoral inventions. Under art. 27.2 of the TRIPS Agreement, Member States may, at their discretion, ‘exclude from patentability inventions, the prevention within their territory of
the commercial exploitation of which is necessary to protect ordre public or morality’.14 These are the starkest examples of the intersection of morality and IP.
At the outset, we may observe that these morality exclusions in IP treaties inhabit a middle ground on the question of the universality of morality. They could
have absolutely prohibited the protection of immoral marks and patents in all
Member States. Such a provision would evidence the view that morality is universal. Instead, these provisions merely permit Member States to exclude immoral
marks and patents should they choose to. As a result, in some locations, such as
Europe, morality exclusions appear firmly engrained in IP statutes, while in other
places the exclusion is not a feature of local IP law. Moreover, even among states
that deny registration on the basis of morality, the standard or its application may
vary. The approach taken by the treaties seems to accept that moral standards vary
across cultures. This approach is consistent with Émile Durkheim’s ideas that morality is a phenomenon conditioned both socially and historically and relates to
concrete circumstances.15 As a result, law attains its authority only when it reflects
the morality of a community.16
A growing body of fairly recent scholarship has focused on the morality exclusion in trademark law. The words ‘immoral’ or ‘contrary to morality’ still appear
in trademark acts in many jurisdictions barring immoral marks from registration
and sometimes broader protection.17 Although such an exclusion has been a feature of statutory trademark law in the United States, for instance, since 1905,18 a
recent United States Supreme Court decision has struck down this provision as

14 Art. 27(2) of the TRIPS Agreement states that ‘[WTO] Members may exclude from patentability
inventions, the prevention within their territory of the commercial exploitation of which is necessary to
protect ordre public or morality, including to protect human, animal or plant life or health or to avoid
serious prejudice to the environment’. Agreement on Trade-Related Aspects of Intellectual Property
Rights, 15 April 1994, Marrakesh Agreement Establishing the World Trade Organization, Annex 1C,
1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994).
15 Émile Durkheim, Sociology and Philosophy 25 (1974).
16 Roger Cotterrell, Common Law Approaches to the Relationship between Law and Morality, 3
Ethical Theory & Moral Prac. 9 (2000) (‘Law must be understood as having the function of reflecting and expressing society’s most prominent unifying moral norms’).
17 See, e.g., 15 U.S.C. § 1052 (a) (prohibiting registration for any mark that ‘consists of or comprises
immoral . . . or scandalous matter.’); United Kingdom Trade Marks Act 1994, c. 26, § 3(3)(a) (‘A trade
mark shall not be registered if it is—(a) contrary to public policy or to accepted principles of morality’.).
An absolute grounds for refusal of an EU Trade Mark is for marks ‘which are contrary to public policy
or to accepted principles of morality.’ EMTR, art. 7, para. 1, § (f). In Canada, marks that consist of, or so
nearly resemble as to be likely to be mistaken for, any scandalous, obscene or immoral word or device
are prohibited. See § 9(1)(j) of the Trade Marks Act.
18 Congress first implemented the bar to registering ‘immoral’ or ‘scandalous’ marks in 1905.
Trademark Act of 1905, c. 592, § 5, 33 Stat. 724, 725 (1905).
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unconstitutionally interfering with the freedom of expression.19 In part due to
this litigation, this area of trademark law has recently been an area of interest to
scholars.
Some scholars have investigated the history of these provisions excluding immoral
marks.20 Others have investigated contemporary decisions denying registration because the marks conveyed messages that governments deemed unacceptable.21 Many
have focused on how the policy deals with marks involving racial slurs.22 Because the
morality bar has run up against the First Amendment in the United States, many
scholars have focused on how morality fares when pitted against free speech.23 My
own work argues that morality bars are worth defending on public policy grounds,
but acknowledges that the First Amendment challenge has forced the government to
articulate what that policy objective is, which it has not successfully done.24 The opacity of the public policy behind the morality exclusion did not fare well against the
clarity of the public policy behind the freedom of expression. Ned Snow argues that
part of the push back against this exclusion stems from judges’ discomfort with the
idea of some universal morality, if only for the United States.25 This uneasiness with
the government making ‘moral judgments’ to determine trademark eligibility stems
from the belief that not all people share the same morals.
A similar debate has raged in patent law. In some jurisdictions, patent law prohibits the registration of immoral inventions or the patenting of living material.26
19 Iancu v. Brunetti, 139 S.Ct. 782 (2019). A corollary provision prohibiting registration of disparaging marks was previously ruled unconstitutional by the Court in 2017. See also Matal v. Tam, 137 S.Ct.
1744 (2017).
20 See, e.g., Colin Manning, Moral Bars on Trade Mark Registration, U.C. Cork L. Sch. (2017) (recounting the adoption of Paris art. 6quinquies in several European national laws.).
21 See, e.g., Enrico Bonadio, Brands, Morality and Public Policy: Some Reflections on the Ban on
Registration of Controversial Trademarks, 19 Marq. Intell. Prop. L. Rev. 39 (2015) (analysing several decisions concerning refusal of registration on morality and public policy grounds in the UK and
the EU).
22 Id. See also Christine Haight Farley, Stabilizing Morality in Trademark Law, 63 Am. U. L. Rev.
1019 (2014) (arguing that § 2(a)’s morality bars are worth defending on public policy grounds);
Christine Haight Farley, Registering Offense: The Prohibition of Slurs as Trademarks, in Diversity in
Intellectual Property: Identities, Interests, and Intersections 105, 116–118 (Irene Calboli &
Srividhya Ragavan eds., 2015).
23 See, e.g., Ned Snow, Moral Judgments in Trademark Law, 66 Am. U. L. Rev. 1093 (2017) (writing
about the morality test applied to trademarks in the US and the freedom of speech issues implicated).
24 Farley, Stabilizing Morality in Trademark Law, supra note 22; Farley, Registering Offense: The
Prohibition of Slurs as Trademarks, supra note 22; Christine Haight Farley, Public Policy Limitations
on Trademark Subject Matter: A US Perspective, in Cambridge Handbook on International and
Comparative Trademark Law (Irene Calboli & Jane Ginsburg eds., forthcoming 2020) (manuscript on file with author); Christine Haight Farley and Robert L. Tsai, Racial Slurs Shouldn’t Be
Trademarked: The Washington Football Team’s Name Is an Obstacle to Interstate Commerce, Slate (20
April 2015).
25 Ned Snow, Denying Trademark for Scandalous Speech, 51 U.C. Davis L. Rev. 2331 (2018) (arguing
that this discomfort in adding a morality component to trademark law is unjustified and that morality is
a necessary bar to trademark registration.).
26 For example, art. 2 of the Strasbourg Convention, art. 53(a) of the European Patent Convention
of 1973 provides that: ‘European patents shall not be granted in respect of ... inventions the publication
or exploitation of which would be contrary to “ordre public” or morality, provided that the exploitation
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Scholars have been particularly interested in morality as it relates to patentable
subject matter involving things that are found in nature or are natural phenomenon.27 For instance, Margo Bagley has investigated the now-defunct moral utility
doctrine in US patent law and what it sought to ‘protect’.28 She laments that the
US patent office no longer considers the moral aspects of patents as the biotechnology industry develops technology around cloning and its application to genetic
disorders.29 Similarly, Joshua Sarnoff takes both a comparative and historical approach to demonstrate how patent subject-matter eligibility rules were closely tied
to religion, especially in regard to living things and natural phenomena as these
were ‘created by a larger being’.30 The inventor’s rights, consistent with the Lockean
shall not be deemed to be so contrary merely because it is prohibited by law or regulation in some or all
of the Contracting States.’ Biotechnology Directive 1998 (98/44/EC). See Robin Nott, The Proposed EC
Directive on Biotechnological Inventions, 16 Eur. Intell. Prop. Rev. 191 (1994) (providing background
on the proposed Biotechnology Directive, which was intended to clarify and harmonize the laws of the
EU as it pertained to the patentability of biotechnical inventions). In particular, art. 2.3—Public Policy
and Morality of the proposed Directive provided specific examples of what should be unpatentable,
including the ‘processes for modifying the generic identity of the human body contrary to the dignity of man’. Id. at 192; see also Margret Llewelyn, The Legal Protection of Biotechnical Inventions: An
Alternative Approach, 19 Eur. Intell. Prop. Rev. 115, 121–22 (1997) (discussing how the first version of the Biotechnology Patent Directive was rejected in 1995 and that the draft Directive simply restated the morality clause in art. 53(a) of the European Patent Convention (EPC) with a few alterations;
Margret Llewelyn, The Patentability of Biological Material: Continuing Contraction and Confusion, 22
Eur. Intell. Prop. Rev. 191, 191 (2000) (discussing the proposed Anglo-American Agreement under
the Clinton Administration between the UK and US directed at preventing patent protection for
human genes); Amanda Warren-Jones, Finding a ‘Common Morality Codex’ For Biotech: A Questions of
Substance, 39 Int’l Rev. Indust. Prop. & Copyright L. 638 (2009) (recounting the major inconsistencies apparent in the language of the ‘core morality provisions’ as it relates to patent law and the biotech
industry within Europe).
27 See Deryck Beyleveld & Roger Brownsword, Mice, Morality and Patents: The Onco-mouse
Application and Article 53(a) of the European Patent Convention (1993); Stephen R. Crespi,
The Human Embryo and Patent Law: A Major Challenge Ahead?, 28 Eur. Intell. Prop. Rev. 569, 569
(2006) (delving into the law of the EPC which, unlike the US, explicitly excludes certain types of matters due to public policy such as those which ‘is contrary to ordre public or morality’ and particularly
exploring patent applications for embryonic stem cells); Graeme Laurie, Patenting Stem Cells of Human
Origin, 26 Eur. Intell. Prop. Rev. 59 (2004) (discussing the European patent provisions to meet the
ethical challenges posed by patenting embryonic stem cells).
28 Margo A. Bagley, Patent First, Ask Questions Later: Morality and Biotechnology in Patent Law, 45
Wm. & Mary L. Rev. 469 (2003).
29 Id. at 470 (stating that patent applicants and scientific inventors, not Congress or the representatives of the people, are ‘deciding matters of high public policy through the contents of the applications
they file with the USPTO’, particularly when it comes to biotechnology). In Europe, Patent Boards’ address morality but have difficulties deciding which evidence to take into account. See, e.g., Amanda
Warren-Jones, Identifying European Moral Consensus: Why Are the Patent Courts Reticent to Accept
Empirical Evidence in Resolving Biotechnological Cases?, 28 Eur. Intell. Prop. Rev. 26–37 (2006) (discussing the difficulties European Patent Courts have when considering empirical evidence, such as
public opinion polls and surveys, when gauging the public’s stance on the ‘abhorrence’ standard in the
patent morality criterion within EPO Guidelines); Amanda Warren-Jones, Vital Parameters for Patent
Morality: A Question of Form, 2 J. Intell. Prop. L. & Prac. 832, 841–42 (2007) explaining that Patent
Boards prefer to adopt decision-making ‘on the basis of current practice’, accepting scientific evidence,
but rejecting empirical evidence ‘tailor-made to the specific invention under analysis as being unfeasible’. Patent Boards also believe that opinion polls ‘do not necessarily reflect . . . moral norms’. Id.
30 Joshua D. Sarnoff, Religious and Moral Grounds for Patent Eligible Subject Matter
Exclusions in Patents on Life (forthcoming 2020) (manuscript on file with author); Joshua D.
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theory of property, were limited to his or her labour and further constrained by
the moral duty to freely share knowledge of science, nature, and ideas, as these
are common property. Sarnoff suggests that the prior-art treatment of newly discovered science, nature, and ideas reflects long-standing and deeply held deontological and utilitarian moral commitments to protecting the public domain and to
assuring its free availability and dissemination for the development and use by the
public of their many applications.
In contrast to the international law on trademarks and patents, the Berne
Convention does not include a provision for the exclusion from copyright protection on morality grounds. The analogy would be the prohibition of registering
immoral works of authorship.31 Justine Pila has made a case for adopting a morality exclusion in copyright law.32 Citing as examples plays and films depicting the
sexual exploitation of children and Goebbels diaries, she queries ‘why the threat
to morality and public policy that the production and dissemination of each these
subject matter might be said . . . to represent outweighs the expressive rights and
interests of the individuals who produce and disseminate them, and of the public
who are thereby given access to them’.33
Some scholars have done historical research on the intersection of copyright
and obscenity in Anglo-American law whereby copyright protection was withheld
from works deemed immoral or obscene.34 If there is no copyright in obscenity,
should there be copyright in pornography? This is a question Ann Bartow takes up
as she attempts to find ways to use copyright law to reduce the risk of harm of pornography.35 Bartow raises questions about the propriety of according pornography
the full benefits of copyright law without taking into account the harms that pornography production can inflict on subordinated or coerced ‘performers’ and proposes excluding from copyright pornography in which a subject has been filmed or
photographed unknowingly or the work is distributed against the subject’s wishes.
The morality exclusions above concern the subject matter of IP, but another lens
to view morality exclusion focuses on the reach of IP rights. Some scholars have
considered the morality in IP enforcement. In patent law, examples of concern
Sarnoff, Patent Eligible Inventions After Bilski: History and Theory, 63 Hastings L.J. 53 (2011) (the inventor is ‘no more than God’s instrument in bringing His gifts to the community’).
31 For example, in the United States courts have held that immoral works are not protected by copyright. See, e.g., Broder v. Zeno Mauvais Music Co., 88 F. 74 (C.C.N.D Cal. 1898); Martinetti v. Maguire,
16 F. Cas. 920 (C.C.D. Cal. 1867); Stockdale v. Onwhyn, 5 B. & C. 173.
32 Justine Pila, Copyright and Related Rights: Outlining a Case for European Morality/Public Policy
Exclusion, in Copyright Law: A Handbook of Contemporary Research 3 (Paul Torremans
ed., 2d ed. 2017) (‘it is not clear why the production and dissemination of subject matter that offends
European or domestic standards of morality or public policy ought to be encouraged and rewarded with
the grant of this particular species of intellectual property’).
33 Id. at 3–4.
34 See, e.g., David Saunders, Copyright, Obscenity and Literary History, 57 English Literary Hist.
431 (1990).
35 Ann Bartow, Pornography, Coercion, and Copyright Law 2.0, 10 Vand. J. Ent. & Tech 101 (2008).
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include the enforcement of patent rights in generic drugs destined for developing
countries36 and the monopolization of surgical procedures.37 Here scholars assert that the enforcement of certain patent rights is immoral because they limit
the public’s access to life-saving products and procedures.38 In copyright law, an
example of an analogous concern is the effect on the freedom of expression with
certain enforcement of copyrights.39

B. Morality as the Basis for Intellectual Property Rights
Rather than considering morality as the basis of excluding IP rights, some
scholars have considered morality as the basis for IP rights themselves.40 James
Grimmelmann’s descriptive account of copyright law’s ‘default ethical vision’ is
an example of scholarship that ascribes to the idea that IP law is rooted in morality. For Grimmelmann, whether one is a low or high protectionist, it is impossible to discuss copyright policy without evincing an ethical vision.41 Others have
noted the explicit invocation of morality into copyright policy discussions such
as the assessment of counterfeiting and copyright piracy as ‘immoral’.42 Others,
like William Patry, counter that ‘from its inception, copyright has never regarded
unauthorized uses as inherently unethical or immoral’.43 But to Grimmelmann’s
point, each side resorts to morality to support its view of how copyright law best
serves its stakeholders.
The area of IP law that is perhaps the most overt about its basis in morality is unfair competition law. Due to the scarcity of legal doctrines in this area, historically
36 See Monica Steffen Guise Rosina & Lea Shaver, Why are Generic Drugs Being Held up in
Transit?: Intellectual Property Rights, International Trade, and the Right to Health in Brazil and Beyond,
40 J. L. Med. & Ethics 197 (2012) (arguing that developing countries, specifically Brazil, are facing
challenges as a result of new patent rules restricting a country’s ability to access generic medicines as a
result of ‘border enforcement’ of IP).
37 See Margo A. Bagley, Patent First, Ask Questions Later: Morality and Biotechnology in Patent Law,
45 Wm. & Mary L. Rev. 469, 495–96, 499 (2003) (commenting on the various issues with the ‘patent
first, ask questions later’ method to determine patent eligibility and discussing ‘the morality of allowing
anyone to limit the practice of the patent’s underlying subject matter’ within medical procedures).
38 See, e.g., Patricia H. Werhane & Michael Gorman, Intellectual Property Rights, Moral
Imagination, and Access to Life-Enhancing Drugs (2015).
39 See Pamela Samuelson, Copyright and Freedom of Expression in Historical Perspective, 10 J. Intell.
Prop. L. 319 (2003).
40 See, e.g., Peter Drahos, A Philosophy of Intellectual Property (1996) (emphasizing
the humanist moral values central to instrumentalism); Steven Ang, The Moral Dimensions of
Intellectual Property Rights (2013) (finding that morality has ‘a persistent force’ in IP law despite
the powerful economic imperatives that shape it).
41 James Grimmelmann, The Ethical Visions of Copyright Law, 77 Fordham L. Rev. 2005, 2007–10
(2009).
42 Geraldine Szott Moohr, The Crime of Copyright Infringement: An Inquiry Based on Morality, Harm,
and Criminal Theory, 83 B.U. L. Rev. 731 (2003) (stating that ‘[i]nfringment is sometimes presented as
immoral because it is like stealing; infringement is then per se immoral’).
43 William Patry, Role, or Not, of Ethics and Morality in Copyright Law, 37 Ohio N. U. L. Rev. 445, 456
(2011) (arguing that many uses that are unauthorized ‘have an equal claim to being ethical or moral’).
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at least, courts were guided by morality.44 Robert Bone has observed that the ‘moral
argument for misappropriation-based liability assumes that it is morally wrong to
free ride on goodwill’.45 Beyond just unfair competition law, scholars have written
about the moral foundations of trademark law.46 For example, Mark Bartholomew
reveals numerous instances in trademark law’s history that invoke morality, such
as deeming trademark counterfeiting a crime of moral turpitude meriting deportation, and argues that ‘the same ethical approaches that shaped trademark law at
its beginnings also determine decisions a century later, . . . these approaches form
an unbroken, yet largely unstated, bedrock of the law’.47 Likewise, taking a historical approach, Mark McKenna suggests that notions of commercial morality rather
than consumer protection informed trademark law’s normative framework.48 Also
recognizing the law’s ties to morality, Jeremy Sheff argues for a new philosophical framework to replace the utilitarian search costs model that currently dominates trademark law, and suggests applying the Kantian ‘contractarian’ tradition in
philosophy.49
Considerations of morality are similarly inescapable in moral rights law. Moral
rights recognize that an author has a right over his or her creation that reaches
beyond exploitative rights and are ‘inalienable and fundamental rights’ owed to
the person.50 The Berne Convention for the Protection of Literary and Artistic
Works mandated the protection of moral rights in 1928 in art. 6bis.51 Although
all Member States are obligated to protect moral rights, many scholars have done
comparative work to expose how the IP laws of some jurisdictions have a strong
underlying moral tone while others resist the moral imperative, finding it to be in
tension with utilitarian and property-based theories.52 An interesting recent invocation of the moralistic approach can be found in the body of scholarship devoted

44 For example, the Court of Appeals for the Second Circuit in Int’l News Serv. v. Assoc. Press., 245
F. 244, 247, 252 (2d Cir. 1917) was explicit about its reliance on morality to guide it where the law was
not clear. It stated: ‘If the facts are as we have now found them, no party asserts that the acts restrained
by the injunction as issued can be justified, either in law or morals’ and ‘[i]t is immoral, and that is usually unfair to someone’.
45 Robert G. Bone, Enforcement Costs and Trademark Puzzles, 90 Va. L. Rev. 2099, 2105–16 (2004).
46 Robert G. Bone, Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law, 86 B.U.
L. Rev. 547 (2006).
47 Mark Bartholomew, Trademark Morality, 55 Wm. & Mary L. Rev. 85, 92 (2013).
48 Mark P. McKenna, The Normative Foundations of Trademark Law, 82 Notre Dame L. Rev. 1839
(2007).
49 Jeremy N. Sheff, Marks, Morals, and Markets, 65 Stan. L. Rev. 761 (2013).
50 Elizabeth Schéré, Where Is the Morality? Moral Rights in International Intellectual Property and
Trade Law, 41 Fordham Int’l L.J. 773, 775 (2018).
51 Berne Convention for the Protection of Literary and Artistic Works, 9 September 1886, as revised
at Paris on 24 July 1971 and amended in 1979 S. Treaty Doc. No. 99-27 (1986).
52 See, e.g., Schéré, supra note 50; Jean-Luc Piotraut, An Authors’ Rights-Based Copyright Law: The
Fairness and Morality of French and American Law Compared, 24 Cardozo Arts & Ent. 549 (2006);
Roberta Rosenthal Kwall, Copyright and the Moral Right: Is an American Marriage Possible?, Vand.
L. Rev. *1 (1985); Roberta Rosenthal Kwall, How Fine Art Fares Post VARA, 1 Intell. Prop. L. Rev. 1
(1997) (using a comparative lens, argues that VARA does not go far enough to protect artists.).
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to copyright issues raised by tattoos where some scholars articulate a moral rights
theory.53
Some scholars have revealed how the theory that authors have moral rights
extends beyond that specific doctrine. For example, David Saunders’ historical
account of Anglo-American copyright and obscenity shows that the nineteenth-
century concern for protecting the morals of the reader eventually gave way to a
more continental view that recognized the author’s personal right to control the
products of his or her intellectual creation.54 Morality was central both before and
after, its place just shifted from the reader to the author. This shift evidenced an ethical judgement that the work is an integral part of the author’s personality.
Some scholars have considered the right of publicity and the right to privacy
as protecting human dignity and self-determination.55 Roberta Rosenthal Kwall
argues that the right of publicity harm can be a ‘dignity harm’ rather than an economic one, and requires protection because damage to the human spirit is ‘deemed
objectionable on moral grounds’.56 Similarly, privacy protection has sometimes
been grounded on the sense that a person is owed the sense of control over their
image or the perception of that image.57
Finally, trade secret law can be said to be based on commercial morality. Some
scholars have teased out how ‘business ethics’, which is generally acknowledged as
animating this area of law is intertwined with morality. For instance, Kurt Saunders
demonstrates how the misappropriation of trade secrets is deemed immoral under
certain moral theories such as Kantian formalism.58
53 See, e.g., Thomas F. Cotter & Angela M. Mirabole, Written on the Body: Intellectual Property Rights
in Tattoos, Makeup, and Other Body Art, 10 UCLA Ent. L. Rev. 98, 112 (2003) (analysing unauthorized
uses in the tattoo industry and how tattoo artists could potentially bring claims for violating their exclusive right to prepare derivative works or for a violation of their moral rights under VARA); Yolanda
M. King, The Enforcement Challenges for Tattoo Copyrights, 22 J. Intell. Prop. L. 29, 55 (2014) (looking
at a tattoo artist’s exclusive right to display and stating that ‘[a]moral rights claim . . . is more complicated in light of the tattoo being incorporated into the very being of another individual’) (quoting
Roberta Rosenthal Kwall, The Soul of Creativity: Forging a Moral Rights Law for the
United States 106 (2010); Aaron Perzanowski, Tattoos & IP Norms, 98 Minn. L. Rev. 511, 532 (2013)
(explaining that tattooers ‘uniformly acknowledge that control over that image, with some limited exceptions, shifts to the client’ once an image is inked into a client’s skin even though a client has some
input into the design of the tattoo). Perzanowski argues that this ‘deeply engrained’ norm, client autonomy over their bodies, contradicts those ‘copyright lawyer[‘s]’ who would be tempted to consider
the relationship between a tattooer and their client as a work made for hire or a joint authorship; however, ‘disputes situated at the edge of the client autonomy norm may prove the most likely to spur formal
enforcement efforts’). Id. at 534–35, 538.
54 Saunders, supra note 34 at 431.
55 Rex D. Glensy, The Right to Dignity, 43 Colum. Hum. Rts. L. Rev. 65, 116 (2011) (discussing the
‘right to dignity’ and further stating that ‘the tort of misappropriation of the right of publicity grants a
person the right of control over his image’ and having control of your image is essential to ‘one’s identity’,
which is intertwined with a person’s human dignity).
56 Roberta Rosenthal Kwall, A Perspective on Human Dignity, the First Amendment, and the Right of
Publicity, 50 B.C. L. Rev. 1345, 1353 (2009).
57 James H. Moor, The Ethics of Privacy Protection, 39 Library Trends 69 (1990); J. Angelo Corlett,
The Nature and Value of the Moral Right to Privacy, 16 Pub. Aff. Q. 329 (2002); W.A. Parent, Privacy,
Morality, and the Law, 12 Phil. & Pub. Aff. 269 (1983).
58 Kurt M. Saunders, The Law and Ethics of Trade Secrets: A Case Study, 42 Cal. W. L. Rev. 209 (2006).
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III. Scholarship Disputing Morality’s Place
in Intellectual Property
Many scholars reach the opposite conclusion about morality’s place in IP law. These
scholars, in one way or another, question whether the IP system is the appropriate
arena for the exploration of morality. Many argue that morality, and even wider
public policy concerns, should play no part in the question of the grant of IP rights.
These scholars either explicitly or implicitly draw on the legal positivism theories famously expounded by Jeremy Bentham59 and H.L.A. Hart,60 which assert
that law and morality should remain separate.61 Legal positivists view invocations
of morality as simply a vehicle for judges to justify an outcome; they do not think
that law has any underlying morals except when attached by judges interpreting it
with a moral lens.62 Like legal positivists in other areas of the law, some scholars
want to keep morality separate from IP law.
One strand of the resistance to morality is the viewpoint that morality simply
has no relationship with IP. For example, some argue that normative concerns outside of economic efficiency have no place in current patent policy, which is not
meant to pursue such goals. Under this view, certain doctrines are suspect, such as
patent misuse. Supporters of the doctrine maintain that patent overreaches create
more harm to society than benefit. Some scholars see this view as moral disapproval of the intensely self-interested competitive behaviour legitimately fostered
by patent law, and argue that attaching ‘moral approbation’ to patent owners’ behaviour is irreconcilable with the current economic efficiency paradigm.63
Relatedly, some hold the view that to the extent that moral concerns relate to
important public policy, they are better addressed outside IP law. For instance,
some scholarship reveals the mismatch between morality exclusions and the public
policy concerns that may underlie them.64 In many instances, such laws will not
placate the animating concern. For instance, the morality exclusion in trademark

59

Jeremy Bentham, The Principles of Morals and Legislation (1907).
H.L.A. Hart, The Concept of Law (1994) (according to Hart, the law is composed of two
things: duty imposing rules and power-conferring rules, i.e. rules about duty imposing rules).
61 See Roger Cotterrell, Common Law Approaches to the Relationship between Law and Morality, 3
Ethical Theory & Moral Prac. 9 (2000) (‘While classical common law treated a community and its
morality as the cultural foundation of law, legal positivism's analytical separation of law and morals, allied with liberal approaches to legal regulation, have made the relationship of legal and moral principles
more complex and contested.’).
62 See generally, William C. Starr, Law and Morality in H.L.A. Hart's Legal Philosophy, 67 Marq.
L. Rev. 673 (1984).
63 See Vincent Chiappetta, Living with Patents: Insights from Patent Misuse, 15 Marq. Intell. Prop.
L. Rev. 1, 67 (2011); see also Manuela Cabal Carmona, Dude, Where's My Patent?: Illegality, Morality,
and the Patentability of Marijuana, 51 Val. U. L. Rev. 651, 653 (2017) (arguing that illegality should
not be considered when determining patentable utility for marijuana-related inventions in part due to
blurred line on what is ‘legally moral’ but federally illegal, and should instead depend on state legality).
64 See, e.g., Bonadio, supra note 21, at 52 (‘The refusal of registration, the argument goes, does not
prohibit use of the immoral sign by the applicant and would therefore be useless.’).
60
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law is usually directed only at registration and not the use of the mark.65 As a result,
the law offers no prohibition on the adoption or use of immoral marks in public.66
Likewise in patent and copyright law, the exclusion only serves to deny inventors
and authors the ability to enjoin third party use or distribution of the immoral
matter.67 Ironically, in all cases of moral exclusion the grant of the IP right may
better serve to limit the circulation of immoral matter than the exclusion would because the exclusion may serve to free up the use and circulation of immoral matter.
Accordingly, some scholars conclude that moral concerns are more appropriately
addressed elsewhere such as in consumer purchasing decisions, industry standards, professional ethics, organization’s policies, or under other regulatory hurdles.
At root in much of this scholarship is the idea that there is a dichotomy between
law and morality. Under this view, law is rational and morality is not. For example,
when discussing the conflict over genetic patents, one author posited that patent
law is ‘objective, technical, and legal, in contrast to ethics, which are malleable, subjective, and emotive’.68 Thus, law and morality are conceptually distinct such that
morality is simply not intelligible in a legal system.69 In so characterizing morality
as law’s opposite, the deep suspicion of it is evident. Indeed, opening the door to
morality is seen as dangerous.
One reason the invocation of morality into IP law is seen as dangerous is because it may mask other, unsuitable intentions. Some scholars express the concern that morality standards merely invite judges to apply their personal moral
intuitions. This in turn introduces inherent subjectivity.70 For instance, when
considering an obscenity bar to copyright protection, some have questioned
what implications application of the US Supreme Court’s Miller v. California71
test would have on creativity.72 Would the inherent aesthetic subjectivity of a

65 Intellectual Property Rights: Critical Concepts in Law 117 (David Vaver ed., 2006) (proposing introduction of a ‘non-mark’, using existing legal means to protect public interest by regulating
the use of offensive words and names through registration).
66 See Iancu v. Brunetti, 139 S.Ct. 2294, 2297 (2019) (noting that US law may even grant common law
protection for such marks).
67 See, e.g., Jeremy Phillips, Copyright in Obscene Works: Some British and American Problems, 6
Anglo-Am. L. Rev. 138, 139 (1977)(‘The effect of [denying copyright protection] is that all such works
fall instantly into the public domain and may be sold or copied with impunity.’); see also Cynthia M. Ho,
Splicing Morality and Patent Law: Issues Arising from Mixing Mice and Men, 2 Wash. U. J. L. & Pol’y 247,
247–48 (2000) (citing the example of an application for a patent for embryos containing both human
and non-human cells for the express purpose of preventing others from creating what the applicants
considered to be immoral).
68 Julia Black, Regulation as Facilitation: Negotiating the Genetic Revolution, 61 Modern L. Rev. 621,
649 (1998).
69 Bradley Wendel, Legal Ethics and the Separation of Law and Morals, 91 Cornell L. Rev. 67 (2005)
(discussing the discomfort in making moral determinations even when the law permits it).
70 See Megan M. Carpenter & Kathryn T. Murphy, Calling Bulls**t on the Lanham Act: The 2(a) Bar
for Immoral, Scandalous, and Disparaging Marks, 49 U. Louisville L. Rev. 465, 472 (2011) (arguing
that the morality bar introduces ‘vague’ and ‘highly subjective’ guidelines).
71 Miller v. California, 413 U.S. 15 (1973).
72 See Morris D. Forkosch, Obscenity, Copyright, and the Arts, 10 New Eng. L. Rev. 1 (1974).
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test that asks if a work has ‘serious literary, artistic’ value interfere with artistic
expression?73
US Supreme Court Justice Oliver Wendell Holmes Jr.’s opinion in Bleistein
v. Donaldson Lithographing Co.74 is often quoted for the proposition that in copyright it would be ‘a dangerous undertaking’ for courts to substitute their own aesthetic judgments for legal standards.75 What we often forget, however, is that one of
the copyright standards applied by the district court in that case, was the morality
bar.76 Counsel for the defendant made it plain: ‘The specific objection to this one,
the Ballet, is that it is an immoral picture’, and the trial court agreed.77 Such was
the moratorium on copyright’s protection of morality. Justice Holmes’s suggestion
of ‘danger’ thus wraps itself around both aesthetic and moral judgments. Bleistein
therefore stands for the proposition that due to the risk of legal repression of artistic expression, copyright judgments should be free of any aesthetic and moral
judgments.
Another aspect of morality in IP law that troubles some scholars is the close
connection between religion and morality. Some work here has pointed out that
countries that have banned certain immoral matter from IP protection have been
very heavily Christian-centred.78 Religious predilections are thus another aspect of
a judge’s subjectivity that morality introduces into the law.

73 Miller, 413 U.S. 15 at 37 (affirming that the Roth holding that obscene material is not protected by
the First Amendment and holding that: (1) such material can be regulated by States, subject to specific
safeguards without a showing that material is ‘utterly without redeeming social value’; and (2) obscenity
is to be determined by applying ‘contemporary community standards’, not ‘national standards’.).
74 Bleistein v. Donaldson Lithographing Co., 188 U.S. 239 (1903).
75 Id. at 251–52 (‘It would be a dangerous undertaking for persons trained only to the law to constitute themselves final judges of the worth of pictorial illustrations, outside of the narrowest and most
obvious limits. At the one extreme some works of genius would be sure to miss appreciation. Their very
novelty would make them repulsive until the public had learned the new language in which their author spoke. It may be more than doubted, for instance, whether the etchings of Goya or the paintings
of Manet would have been sure of protection when seen for the first time. At the other end, copyright
would be denied to pictures which appealed to a public less educated than the judge. Yet if they command the interest of any public, they have a commercial value—it would be bold to say that they have
not an aesthetic and educational value—and the taste of any public is not to be treated with contempt.’).
This quote reflects Holmes’s view that law should reflect changing social norms rather than embodying
absolute moral principles. Holmes was a moral relativist.
76 Bleistein v. Donaldson Lithographing Co., 98 F. 608, 609 (C.C.D. Ky. 1899): ‘[T]he prime question
is whether the things copyrighted here are pictorial illustrations connected with the fine arts, or are such
as are intended to be perfected as works of the fine arts.’
77 Id. at 612–
13: ‘[T]he things copyrighted in this case were by no means such as either the
Constitution or the legislation of Congress intended to protect by the privilege of copyright. The court
cannot bring its mind to yield to the conclusion that such tawdry pictures as these were ever meant to be
given the enormous protection . . . [of copyright].’
78 See, e.g., Cheryl Greig, Public Order and Morality as Grounds of Refusal, European Concept and
Comparative Approach (2011–2012) (unpublished LL.M dissertation, University of Glamorgan). In
contrast, some scholars have celebrated the religious underpinnings of the morality strain in IP law.
See, e.g., Roberta Rosenthal Kwall, Reinvention with Authenticity: A New Journal on a Familiar Road,
16 Rutgers J. L. & Relig. 308 (2015) (using ‘Jewish Law’ to reveal how religion ties in with IP and
creativity).
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Perhaps less dangerous, but also posing a difficulty of using morality as a legal
standard, is the fact that morality is not static. The ever-changing standards of morality, it is argued, are in natural tension with the articulation of an applicable legal
standard. For instance, a typical framework for deeming matter immoral is to determine whether the matter is contrary to ‘accepted principles of morality’.79 This
standard necessarily entails questions of context. For example, in some countries, for
a trademark to be deemed immoral, it should exhibit a probability that it would cause
a significant degree of ‘disgrace, shock or outrage’ when used in its intended context.80
The fluidity of moral acceptability acknowledged by the law raises alarms for some
scholars.
Not only does morality vary over time, but it also varies by geography. Although IP
is regulated territorially, it is a creature of the globalized world and therefore also responds to internationalized minimum standards. While treaties may permit state discretion with regard to application of community moral standards, it means that these
IP laws may become a trade barrier. Some scholars have taken a comparative law approach and concluded that a more universal standard would therefore be preferable.81
Some scholars express a concern that moral considerations would render IP
law uncertain.82 This view also derives from the dichotomous view of law and
morality. According to this view, morality is inherently subjective and this leads
to uncertainty. Most of the scholarship on the morality exclusion in trademark
law is opposed to the policy in large part due to evidence of the law’s inconsistent treatment of immoral marks.83 As a result, much of this work is devoted
to gathering evidence of this disparate treatment.84 Some scholars argue that legal
79 See, e.g., Regulation 2017/1001, of the European Parliament and of the Council of 14 June 2017
on the European Union Trade Mark Regulation, art. 7(f), 2017 O.J. (L 154) (enumerating trademarks
which are contrary to public policy or to accepted principles of morality among those which shall not be
registered and subject to absolute refusal).
80 See Australia Trade Marks Act 1995 (Cth) s 42(a) (prohibiting ‘scandalous’ marks from registration). See also Cosmetic, Toiletry and Fragrance Assn Foundation v. Fanni Barns Pty Ltd. [2003] 57 IPR
594 (finding that trademarks are rarely refused because they are ‘scandalous’ and holding that rejection
requires something more than giving offense).
81 Greig, supra note 75 (surveying laws that include morality as a ground of trademark refusal and
proposing that the international community address trademark morality issues in a uniform manner).
82 See, e.g., Anne Gilson LaLonde & Jerome Gilson, Trademarks Laid Bare: Marks That May Be
Scandalous or Immoral, 101 Trademark Rep. 1476, 1477 (2011).
83 Id. at 1476 (arguing that section 2(a)’s purpose is incompatible with the overall trademark protection scheme, which aims to protect consumers from deception and unfair trade practices); Carpenter
& Murphy, supra note 70, at 468, 472 (recognizing that the content-based approach for determining
what is scandalous or disparaging varies in each case and is highly subjective); see also Michelle B. Lee,
Section 2(a) of the Lanham Act as a Restriction on Sports Team Names: Has Political Correctness Gone
Too Far?, 4 Sports L. J. 65, 66 (1997) (maintaining that section 2(a)’s prohibition is a ‘content-based
regulation, which uses vague language, and is essentially unrelated’ to the Trademark Act’s purpose).
Cf. Andrew R. Smith, Monsters at the Patent Office: The Inconsistent Conclusions of Moral Utility and the
Controversy of Human Cloning, 53 DePaul L. Rev. 159 (2003) (providing examples of machines that
were considered un-patentable because they were immoral, including gambling machines).
84 See, e.g., LaLonde & Gilson, supra note 82; Megan M. Carpenter & Mary Garner, NSFW: An
Empirical Study of Scandalous Trademarks, 33 Cardozo Arts & Ent. L.J. 321, 332 (2015); Barton Beebe
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decision-makers lack competence to apply moral standards. This argument is
most frequently made in the context of patents, but is not exclusive to this area.
For instance, it is argued that the patent office lacks the ability to carry out moral
assessments.85 Because patent office examiners are ‘not sufficiently trained in
philosophy or jurisprudence to tackle moral issues surrounding patent law’,86 application of moral standards would therefore cause them to act outside of their
proper function.
Perhaps due to the slipperiness of morality, it is sometimes argued that morality
exclusions will not be granted narrowly enough and will therefore interfere in IP
policy. Again, this argument is most often made in the context of patent exclusions.87 There it is feared that a moral bar will be given too wide a scope, resulting
in the exclusion of patents in important research. For example, the mere use of
human embryos could lead an examiner to reject the patent.88

IV. Conclusion
The scholarship described above is representative of the scholarly work to date
that considers the ways in which IP and morality intersect. These scholars disagree
about whether morality has a place in IP law. Some scholars look at IP through
the lens of morality; some see only a disconnect between IP law and morality. For
some, morality serves as a basis for IP rights, while others find law and morality
to be so conceptually distinct as to be irreconcilable. Some see a danger in IP laws
being in conflict with morality, while others view the introduction of morality as a
danger.
Whether one views morality as that which IP law should embody or as an interference, all of this disagreement should suggest to future researchers a robust and
& Jeanne C. Fromer, Immoral or Scandalous Marks: An Empirical Analysis, 8 N.Y.U. J. Intell. Prop. &
Ent. L. 169 (2019).
85 Taiwo A. Oriola, Ethical and Legal Issues in Singapore Biomedical Research, 11 Pac. Rim L. & Pol’y
J. 497, 512 (quoting the European Patent Office Board of Appeals finding in Case T-0356/93, Plant
Genetic Systems N.V. v. Greenpeace Ltd. (1995) that it would be ‘difficult to see how examiners could
ever be in the position to take a stand on such [ethical] questions [as those related to challenging biotechnology inventions on environmental grounds in the absence of conclusive scientific evidence]’).
86 Rebecca Ford, The Morality of Biotech Patents: Differing Legal Obligations in Europe?, 19
Eur. Intell. Prop. Rev. 315, 317 (1997). But see Lionel Bently, Sowing Seeds of Doubt on Onco
Mouse: Morality and Patentability, 5 King’s C. L. J. 188, 190–91 (‘[I]t is arguable that examiners are
exactly the right people to make these decisions.’).
87 Directive 98/
44 of the European Parliament and of the Council of 6 July 1998 on the Legal
Protection of Biotechnological Inventions, art. 6(2)(c), 1998 O.J. (L 213) (EC).
88 Thomas Gummer, Rethinking Morality: Human Embryonic Stem Cell Innovation, to Patent or Not
to Patent? (Part 2), Student J. L. (January 2012), https://sites.google.com/site/349924e64e68f035/
issue-3/stem-cells-2, § 5.
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provocative area of scholarship. The complexity of IP scholars’ relationship to
morality is matched only by the complexity of morality itself as a concern of law.
Morality has always had a certain magnetism for legal scholars. Over the past two
decades, IP scholars have taken a greater interest in this area, but there is still plenty
of room for others to contribute to this investigation.
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Exploring Intellectual Property Through
the Lens of Religious Thought
Margo A. Bagley*

I. Introduction
What on Earth does religion have to do with intellectual property (IP)? This seems
a fair question, as connections between the two fields are not readily apparent, despite one prominent scholar’s belief that certain virtues of IP are akin to a pseudo-
religion.1 However, such connections are clearly evident and appear in abundance
to one group of scholars: people of faith. Such scholars, myself included, find scriptures to be a rich source of inspiration on issues of temporal as well as eternal importance, and choose to focus at least a subset of our scholarship on exploring ways
that religious thought can inform approaches to challenging IP questions.
Applying religious perspectives to IP is more than a notion; sacred texts rarely if
ever deal explicitly with IP rights. Yet it is worth remembering that religious views
underlie several of our fundamental conceptions of intellectual property; in fact,
there is a deep interweaving of faith with the secular pillars that animate IP theory
today. For example, John Locke’s theories regarding the appropriation of private
property were based on the view that the earth and its bounty were given by God to
mankind for their common use.2 Thus it is perhaps not surprising that a number of
* Special thanks to Tom Berg, Roberta Rosenthal Kwall, Bashar Malkawi, and Neil Netanel for
sharing their wonderful personal insights without which this chapter would be a mere shell. Thanks also
to Ruth Okediji for helpful comments, to Eric Pettis, for superb research assistance, and to the librarians
of the Emory University School of Law McMillan library for excellent research support.
1 Mark A. Lemley, Faith-Based Intellectual Property, 62 UCLA L. Rev. 1328 (2015).
2 See John Locke, The Second Treatise of Government ch. V, § 24 (Peter Laslett ed., 1988) (‘it
is very clear that God, as King David says (Psalm 115:16), “has given the earth to the children of men”,
given it to mankind in common’). Of course, Locke was not alone in this view. As one commentator
explains: ‘In Chapter V, Locke’s premise, which he shared with most seventeenth century writers, was
that God gave the earth and its fruits in common to men for their use. The problem he faced was to
explain how commonly available resources can become legitimate private property, which excludes
the right of other men.’ Karen I. Vaugh, John Locke’s Theory of Property: Problems of Interpretation,
Libertarianism.org (1 March 1980), https://www.libertarianism.org/publications/essays/john-
lockes-theory-property-problems-interpretation. See also Georg W.F. Hegel, Elements of the
Philosophy of Right (Allen Wood ed., 1991) (describing a philosophy of personhood in relation to
property against a backdrop of Christian thought regarding the human spirit and soul). Lockean and
Hegelian theories are the basis for two of the three dominant justifications for intellectual property protection. See Justin Hughes, The Philosophy of Intellectual Property, 77 Geo. L.J. 287, 287–366 (1988).
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scholars have, through careful study, discerned a plethora of relevant applications
of religious principles to contemporary IP issues.
According to George Marsden, ‘[t]here is no intellectually defensible ground
for excluding [religious perspectives] from an academic context committed to
promoting the life of the mind’.3 Far from excluding such perspectives, this brief
chapter celebrates them, by exploring the work, inspirations, and methodologies
of several scholars writing at the intersection of IP and religious thought. It illuminates some of the contributions this interdisciplinary approach offers for legal
and policy development in the field of IP with a focus on Christian (Catholic and
Protestant), Jewish, and Muslim perspectives.4 It also highlights these authors’
views on the similarities and differences between scholarly approaches to this subject matter and other IP-related writings.

II. Intellectual Property and Religion Scholarship:
Origins and Contours
Modern scholarship applying religious perspectives to IP issues largely began
in earnest in the United States (US) with debates on the patenting of life. The
US Supreme Court decision in Diamond v. Chakrabarty held that living organisms could be patented and that the Court lacked the competence to consider
the weighty, morality-tinged policy considerations of amici opposed to the ‘gruesome parade of horribles’ that genetic research was likely to unleash.5 Not surprisingly, the decision, which opened the floodgates to a seemingly illimitable array of
biotechnology-derived subject matter, also generated considerable criticism from
religious individuals and organizations concerned about the commodification of
life and the concomitant lessening of human dignity.6
3 George M. Marsden, A More Inclusive Pluralism: A Constructive Proposal for Religion in a
Pluralistic Society, First Things (February 2015), https://www.firstthings.com/article/2015/02/
a-more-inclusive-pluralism.
4 This is not to suggest that meaningful IP and religion scholarship is limited to these religious perspectives. To the contrary, Professor Shubha Ghosh, for example, has strikingly used insights from a
Hindu epic involving the lord Krishna, to construct a ‘nuanced consequentialism’ framework for the
consideration of the effect a particular rule, such as the eligibility of diagnostic treatments for patent
protection, may have on someone’s ability to carry out duties or obligations. See Shubha Ghosh, Duty,
Consequences, and Intellectual Property, 10 U. St. Thomas L.J 801 (2013). Professor Amartya Sen also
finds IP policy guidance in Hindu scripture in The Idea of Justice (2009). Similarly, in Peter K. Yu,
The Second Coming of Intellectual Property Rights in China, 11 Cardozo Sch. L. Occ. Papers Intell.
Prop. 1, 4 (2002), Peter Yu traces the development of China’s approach to IP protection and attributes
the country’s piracy problems to ‘Confucian beliefs ingrained in the Chinese culture’. I regret that time
pressures and space constraints prevented me from engaging with as many scholars and additional faith
traditions in this field as I would have liked.
5 Diamond v. Chakrabarty, 447 U.S. 303, 316 (1980).
6 See Daniel Kevles, Ananda Chakrabarty Wins a Patent: Biotechnology, Law, and Society, 1972–
1980, 25 Hist. Stud. Physical & Biological Sci. 111, 135 (1994) (noting that ‘[i]mmediately following the Court's decision, the general secretaries of the National Council of Churches, the Synagogue
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That criticism took many forms, including scholarly prose, and the topic has
provided a steady source of moral and ethical questions amenable to a faith-based
inquiry.7 With continued increases in knowledge fuelling technological advances,
biotechnology patents, and relatedly patents on pharmaceuticals with associated
access to medicines issues,8 have continued to provide scholars with excellent
fodder for the application of religious principles.9
A second primary category of IP upon which religious perspectives have
been brought to bear is copyright law. Scholars have fruitfully studied the interplay of religion with issues of authorship,10 free speech,11 open-source development,12 exceptions and limitations to copyright,13 and more. Fundamental
questions on the nature of IP, its status as ownable property, and its relation to
social justice, have benefitted from the application of religious perspectives as
well.14
In these diverse, yet fundamentally related areas, a small but impressive cadre of
scholars have continued to seek, in religious texts and traditions, deeper and fuller
understandings of, and in some cases solutions to, significant issues in intellectual
property law. The following examines the motivations and methodologies of several such scholars and may provide inspiration for others considering the exploration of IP topics through this unusual lens.
Council of America, and the United States Catholic Conference joined in sending a letter to President
Jimmy Carter urging a reexamination of the patent laws and a government inquiry into the moral, ethical, and religious questions raised by genetic engineering . . . As such, in the arena of biotechnology,
it invited moral argument into the dynamics of patent deliberations for the first time in the history of
American patent law’).
7 See Audrey Chapman, Religious Contributions to the Debate on the Patenting of Human Genes, 10
U. St. Thomas L.J. 650, 652–53 (2013).
8 See, e.g., Thomas C. Berg, Intellectual Property and the Preferential Option for the Poor, 5 J. Cath.
Soc. Thought 193 (2008); Joshua Sarnoff, Patent Eligible Inventions After Bilski: History and Theory, 63
Hastings L.J. 53 (2011). See also Margo A. Bagley, The Morality of Compulsory Licensing as an Access to
Medicines Tool, 102 Minn. L. Rev. 2463 (2018) [hereinafter The Morality of Compulsory Licensing].
9 See, e.g., Margo A. Bagley, ‘Grant Me Justice Against My Adversary’: What Parables Can
Teach Us About Organic Seed Growers & Trade Assoc. v. Monsanto, in Diversity in Intellectual
Property: Identities, Interests, and Intersections (Irene Calboli and Srividhya Ragavan eds.,
2015); Margo A. Bagley, The Wheat and the (GM) Tares: Lessons for Plant Patent Litigation from the
Parables of Christ, 10 St. Thomas L.J. 683 (2014).
10 See discussion of work by Professors Kwall and Netanel, infra 812–815.
11 See, e.g., Thomas Berg, Copying for Religious Reasons: A Comment on Principles of Copyright and
Religious Freedom, 21 Cardozo Arts & Ent. L.J. 287 (2003).
12 See Marco Fioretti, Catholic Social Doctrine and the Openness Revolution: Natural Traveling
Companions?, 10 U. St. Thomas L.J. 714, 714 (2013).
13 See Helena Howe, Copyright Limitations and the Stewardship Model of Property, 15 Intell. Prop.
Q. 183 (2011).
14 See, e.g., Paul J. Griffiths, The Natural Right to Property and the Impossibility of Owning the
Intangible: A Tension in Catholic Thought, 10 U. St. Thomas L.J. 590, 591 (2013); Alina Ng Boyte,
Finding Copyright’s Core Content, 10 U. St. Thomas L.J. 774 (2013). In discussing religious approaches
to IP, I am including two kinds of scholarly endeavours: (1) writings on issues in IP that attract specific religious concerns, such as patents and access to medicines, and (2) religious perspectives on IP
writ large.
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III. In Their Own Words: Perspectives on Intellectual
Property and Religion Scholarship
When asked to write this chapter, I began to contemplate my reasons for engaging
in IP and religion scholarship. I also began to wonder about the motivations of
other scholars writing in this area. ‘What motivates you to write about issues in
the context of IP and religion?’ ‘Are your goals for your IP and religion articles
and books any different than your goals for your non-religion scholarship?’ ‘Are
your approaches to your IP and religion scholarship any different than for your
non-religion and IP scholarship?’ These are questions I posed to a few “IP and
religion” scholars representing Christian (Catholic and Protestant), Jewish, and
Muslim faith traditions. Not surprisingly, I found their responses expressive and
illuminating and have chosen to reproduce most of what they conveyed to me in
their own words, in effect letting them speak for themselves.

A. A Catholic Perspective
Most writing at the interface of IP and religion has been with respect to Catholicism,
with the majority of the articles drawing from Catholic social teachings as a guide
for moral principles applicable to IP rights.15 Arguably, the leading US scholar and
facilitator of IP and religion as a worthy intellectual discipline is Thomas Berg,
James Oberstar Professor of Law at the University of St. Thomas. Professor Berg
has earned that designation not only due to his wide-ranging writings in this area,
but perhaps as importantly, for his encouragement and promotion of the work of
other academics, such as myself, in IP and religion.16 Professor Berg’s organization
of workshops, conferences, and publication opportunities has brought together diverse scholars, in the US and abroad, and provided the impetus for the creation of
new IP and religion scholarship across a broad spectrum of belief systems.17
15 See, e.g., in addition to Professor Berg’s writings, David Carey, The Social Mortgage of
Intellectual Property (2012). See also Griffiths, supra note 14, at 591 (2013); Roman Cholij, IP in
Christian Law, 16 Intell. Prop. Q. 137 (2012); Gabriel J. Michael, Catholic Thought and Intellectual
Property: Learning from the Ethics of Obligation, 25 J. L. & Rel. 415 (2009); Frank Pasquale, Joining or
Changing the Conversation? Catholic Social Thought and Intellectual Property, 29 Cardozo Arts & Ent.
L.J. 681 (2011).
16 I sincerely doubt that I would have written as many IP and religion papers as I have without
Professor Berg’s encouragement and invitations, which in turn led to other publication opportunities,
including this chapter. In fact, I wonder if I would have authored any at all. I am profoundly grateful for
his efforts.
17 See Internal Reference: Patents on Life, University of Cambridge, https://www.vhi.st-edmunds.
cam.ac.uk/events/past-events/conferences/patents-conference-2015 (last visited 16 February
2020) (Providing example resources relating to the 2015 Symposium, hosted by the Von Hügel Institute,
St. Edmund's College, University of Cambridge, as well as papers published from the April 2013 symposium Intellectual Property and Religious Thought, held at the University of St. Thomas).
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Professor Berg’s writings focus on Catholic approaches to IP issues and, in his
words, the fit between IP and religion is a natural one. He writes:
I am a scholar of law and religion generally, as well as an IP teacher, so the combination is natural. Indeed, law and religion—including both religious freedom
and religious evaluations of law—is my first field. My first piece combining IP
and religion was on the religious-freedom side of the overlap: religious-freedom
arguments in copyright disputes over rights in religious scriptures. Copying for
Religious Reasons: A Comment on Principles of Copyright and Religious Freedom.18
While many pieces have explored the relation between free speech and IP, that
piece looked at free exercise and establishment arguments: among other things, it
discussed how the close scrutiny that copyright law gives to a work’s content may
run up against strong First Amendment doctrines that courts should not make
evaluations of theological matters.
Since then, my various pieces have been on the other law-religion aspect, i.e., theological evaluations of IP law19 . . . But the combination is not
only natural for me, it’s also (I think) intellectually rich. First and most centrally, . . . Christian theology (and probably other religions as well) has generally taken an attitude toward property that is particularly suitable for
IP: namely, that property rights, while important guarantors of both human
industry and human dignity, also exist ultimately as instruments to serve the
end of human dignity and may need to be limited in order to serve that end.
This idea is reflected in a variety of religious doctrines, e.g., those of stewardship and (specifically in the Catholic context) the ‘social mortgage on private
property’. It also fits with the classic notion of IP rights—that they are limited
and instrumental—a notion that is under increasing pressure from IP expansionist arguments and interests. Thus, religious insights may have something
new to say, and something unfamiliar in the tech world, on the current controversies over expanding vs. limiting IP rights.
Second, religious insights are particularly relevant to IP because religions
(Christianity, Judaism, and others) tend to view intellectual creativity as the capacity of humans that most overlaps with the divine (the image of God, in Judaism
and Christianity). Therefore, religions have a great deal to say about human

18

Berg, supra note 11.
Thomas C. Berg, Agape, Gift, and Intellectual Property, in Agape, Justice, and Law: How Might
Christian Love Shape Law? (Robert Cochran and Zachary Calo eds., 2017); Thomas C. Berg,
Intellectual Property, in American Law from a Catholic Perspective: Through a Clearer Lens
(Ronald Rychlak ed., 2015); and Thomas C. Berg, Foreword: Intellectual Property and Religious Thought,
10 U. St. Thomas L.J. 573 (2013). See also Thomas C. Berg & Ruth Okediji, Intellectual Property and
Religious Thought, U. St. Thomas (15 December 2009), https://news.stthomas.edu/intellectual-
property-and-religious-thought/.
19
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creativity and its relation to human dignity—and their insights, while not always perfectly understood or easy to translate, reflect the accumulated wisdom
of thousands of years.
Third, as IP rules have become increasingly intertwined with questions of
morality, human rights, and social justice, it becomes ever more important to
consider religious perspectives on IP, just as we quite naturally consider religious
perspectives on social justice questions generally. This is especially important because religion remains a particular source of public and social norms in the global
South (or the developing nations), the place where IP has its most dramatic effects on social justice (issues like pharmaceuticals, traditional knowledge, etc.).
We can’t understand and give serious consideration to global-South perspectives
on IP and human rights without understanding religious norms (for that matter,
I don't think we can fully understand and evaluate American or European perspectives either without some understanding of the religious background, the soil
in which they’ve grown).

The correctness of Professor Berg’s belief in the salutary application of religious
insights to challenging IP questions is evident in his writings. Of particular note is
his seminal piece IP and the Preferential Option for the Poor.20 There, he advocates
a ‘degree of skepticism toward broad IP rights’, particularly in relation to pharmaceutical patents, as necessary to effectuate the Catholic principle of the preferential
option for benefitting or empowering the poor among us. He also identified several areas of IP protection where limits (and in one area—traditional knowledge
protection—expansion) based on prudential judgments derived from Catholic
thought should be imposed. These include limits to enable access to essential
needs, for education and other non-commercial purposes, for technology transfer,
and to encourage innovation, noting that the poor also have God-given creative
potential.21
Professor Berg’s recognition of the ability of Catholic thought to motivate and
guide believers as a significant contribution to IP policy discussions seems spot
on, especially in light of ‘the numbers of Catholics living, and occupying positions
of responsibility, in both developed and developing nations’.22 Yet the value of his
insights are certainly not limited to Catholics nor even to Christians. By analysing,
through the lens of a religious principle, the impact of legal developments such as
the Agreement on Trade-Related Aspects of Intellectual Property (TRIPs) on access to essential medicines for the poor, Professor Berg brought to light a distinct
and compelling justification, motivation, and guiding framework for thinking
about how to appropriately promote and limit IP rights.
20
21
22

Berg, supra note 8.
Id. at 24–29.
Id. at 31.
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B. Jewish Voices
Two IP scholars well-known for exploring Jewish approaches to IP law are
Professor Roberta Rosenthal Kwall, Raymond P. Niro Professor of Intellectual
Property Law at the DePaul University College of Law, and Neil W. Netanel, Pete
Kameron Professor of Law at the UCLA School of Law. Both have written multiple works exploring this intersection to excellent effect with well-received and
illuminating results.23

1. Roberta Kwall
Professor Kwall is best known for creatively and compellingly grounding arguments for a US moral rights framework for authors in a combination of religious
and secular thought.24 Her 2006 article, Inspiration and Innovation: The Intrinsic
Dimension of the Artistic Soul, was one of the first to really focus on the idea of analysing IP rights through the lens of religion (as opposed to earlier articles by other
scholars focusing on specific religious concerns such as objections to gene patents),
and looked to Jewish and Christian traditions as a basis for the development of
stronger moral rights under copyright law.25
For example, in Inspiration and Innovation, she posits that approaches to IP law
‘reflect an incomplete understanding’ in that they are missing insights of a spiritual
dimension. Copyright has historically rewarded economic incentives to the exclusion of other motivations which may be as or more important to authorship. In
particular, the utilitarian rationale underpinning laws pertaining to authorship ‘fail
to take into account that human enterprise also embodies inspirational or spiritual
motivations for creativity’. She finds copyright’s eliding of such motivations to be
problematic for many authors as ‘it fosters a dominant market exchange reality that
ignores the importance of non-economically based motivations for innovation’.26
In the creation narratives of the first two chapters of the book of Genesis,
Professor Kwall sees the origins of man as ‘an inspired, creative being’ intrinsically motivated to author innovative works for reasons other than economic gain.27

23 Other scholars analysing IP issues in the light of Jewish law include Professors Jeremy Stern and
David Nimmer. See, e.g., Jeremy Stern, ‘Intellectual’ Property, and a Solution to the Mystery of IP Rights
in Jewish Law, 10 U. St. Thomas L.J. 603, 604 (2013); Neil Netanel & David Nimmer, Is Copyright
Property?; The Debate in Jewish Law, 12 Theoretical Inquiries L. 217 (2011).
24 See, e.g., Roberta Rosenthal Kwall, The Soul of Creativity: Forging a Moral Rights
Law for the United States (2009) (using Jewish and Christian sources to identify dignitary and
spiritual elements of human creativity); Roberta Rosenthal Kwall, Intellectual Property Law and Jewish
Law: A Comparative Perspective on Absolutism, 22 Yale J. L. & Human. 143 (2010); Roberta Rosenthal
Kwall, The Lessons of Living Gardens and Jewish Process Theology for Authorship and Moral Rights, 14
Vand. J. Ent. & Tech. L. 889 (2012).
25 Roberta Rosenthal Kwall, Inspiration and Innovation: The Intrinsic Dimension of the Artistic Soul,
81 Notre Dame L. Rev. 1945 (2006).
26 Id. at 1946.
27 Id. at 1958.
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She ultimately uses these insights into the link between an author and her work
resulting from, in a sense, the ‘birthing’ of that work, to ground a nuanced call
for meaningful moral rights for authors in the US, balanced by constitutional and
public interest considerations. The result is a thought-provoking work that added
a fresh dimension and unexpected strength to an argument long debated by copyright scholars and policy-makers.
Professor Kwall’s motivations and goals for her IP and religion scholarship likely
resonate with many scholars in this area, as her study of religious texts revealed
new ways to think about complex IP challenges. She writes:
I was motivated to write about IP (specifically authorship) and religion based on
my perspective that authorship is a rather spiritual enterprise. When one goes
back to the motivators for creativity, one cannot help but see the influence of the
Old Testament (e.g., the Creation narratives) and the rabbinic tradition.
My goals for my scholarship that meshes these two areas are to make my
themes more accessible to a wider audience. Indeed, I have written op-eds about
some of these issues when real-life cases have emerged.

In terms of methodology, she notes: ‘when I write about Jewish law (for any reason),
methodologically, I also need to dig into the Jewish sources such as The Talmud
and the commentaries. Mostly these are available in English. But it is completely
interdisciplinary’. As with other scholars writing at this intersection, Professor
Kwall has branched out beyond her original focus on moral rights, effectively exploring, for example, the benefits of observing the biblical seventh-day Sabbath
rest of Shabbat as an aid to IP creative endeavour.28

2. Neil Netanel
Professor Netanel has used Jewish law as an oculus through which to examine fundamental secular copyright law issues, including the nature of copyright and its
reach.29 However, he has also made the Jewish law of copyright a focus of study
in its own right. For example, in From Maimonides to Microsoft: The Jewish Law of
Copyright Since the Birth of Print, he identifies the origins and traces the development of Jewish copyright law, paying special attention to its historical context.30
His vehicle for the exploration is a fascinating series of disputes (beginning with
Microsoft’s request for a ruling from an ultra-Orthodox rabbinic court) involving
28 See Roberta Rosenthal Kwall, Shabbat: A Diverse Perspective on Human Creativity, in Diversity
in Intellectual Property: Identities, Interests, and Intersections (Irene Calboli & Srividhya
Ragavan eds., 2015); Roberta Rosenthal Kwall, Remember the Sabbath Day and Enhance Your Creativity,
10 U. St. Thomas L.J. 820 (2013).
29 See, e.g., Netanel & Nimmer, supra note 23.
30 Neil Weinstock Netanel, From Maimonides to Microsoft: The Jewish Law of Copyright
since the Birth of Prink (2016).
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many of the same issues that elude easy resolution under secular treatments of
copyright law today.
Professor Netanel provides a thoughtful perspective on writing at the juncture
of IP and religion in general, and his changing motivations in relation to writing
the book in particular. He explains:
My motivation has shifted over time. When I began my copyright in Jewish law
book project—for which I co-authored a couple articles before the book came
out—my primary audience was secular copyright scholars and students and my
primary motivation was to introduce them to a system of copyright law with
which they were entirely unfamiliar. Some of my early scholarship focused on
comparing and contrasting common law and civil law approaches to copyright.
In writing about Jewish law, I was bringing to the fore a previously unknown,
third approach to copyright law . . .
However, I realized fairly early on that the primary interest in my project was
from scholars of the fields of Jewish law, Jewish history, and the historical development of Jewish law. As a result, to reach that audience, my project shifted from
one that aimed to summarize and translate the Jewish law of copyright in terminology and concepts that would be familiar to the copyright community as a whole
to one that delved far more deeply into Jewish law and Jewish history. As that happened, my primary motivation became, and remains, one of personal exploration
of my religious tradition and the related history of the Jewish people.
Jewish law is the product of over 2,000 years of rabbinic teachings, rulings,
and writings. And rabbinic rulings and commentaries have reflected the sociological and historical conditions of the Jewish communities where they presided.
Until the modern era, Jewish communities enjoyed semi-autonomy in juridical
and community matters, but always at the sufferance of the Christian, Moslem, or
secular authorities and always within a system of commercial relations with non-
Jews as well as fellow Jews. And today, religiously observant Jews continue to view
themselves bound by Jewish law, as well as the law of whatever country they live.
My book project and my continuing work in Jewish law and IP have given
me the opportunity to dig deeply into rabbinic literature and Jewish history.
Unlike many Orthodox Jews, I did not grow up studying in yeshiva, so much of
the rabbinic literature was new to me. It has been immensely gratifying—and
challenging—to read the rabbinic literature and to learn about leading rabbis,
many of whom I had never previously encountered. And since Jewish law is so
vast, in this one narrow area of the law, I have become sufficiently expert that
I have been able to add to the understanding even of scholars of Jewish law
who grew up studying in yeshiva, especially since yeshiva study generally addresses far more the internal workings of the law rather than the broader historical context in which rabbis wrote and ruled. Finally, since much of my work
focuses on European Jewry, it is also meaningful for me to participate in a small
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way in bringing to light the remnants of a rich civilization that was destroyed by
the Nazis.

Such motivations are profoundly moving and may resonate with scholars seeking a
deeper meaning to their work than standard IP theory can provide. It is also interesting to note the change in motivation over time and movement toward the ‘other’
non-IP discipline. While not exclusive to a focus on IP and religion, Professor
Netanel’s trajectory suggests the opportunity for truly developing expertise in a
second area of study as part of expanding one’s scholarly exploration.

C. An Islamic Endeavour
Bashar H. Malkawi is Dean of the College of Law at the University of Sharjah in the
United Arab Emirates (UAE), and a prominent Islamic law scholar and academic
who also writes about religion and IP. In his 2013 article, The Alliance Between
Islamic Law and Intellectual Property: Structure and Practice, Professor Malkawi focused on the protection of IP under Sharia law in Arab countries.31 It helpfully and
creatively identifies Sharia law concepts that implicitly support IP protection, and
that can be applied in the evaluation of modern expansions of IP law, such as copyright term, moral rights, and remedies for infringement.32 It also notes the need for
Arab countries to adopt a nuanced, development-focused approach that balances
the needs of IP creators with vulnerable user populations.33
Professor Malkawi also graciously described his motivations, goals, and approach to IP and Islamic law in response to my query. He explains:
What motivates me to write about issues of IP and religion is that Islamic law affects the daily life of Muslims in every aspect of their lives. Everything is grounded
on Islamic rules. This applies to everything you can imagine including IP. So,
there are rules that govern IP [in Islamic law] although they do not resemble the
current IP rules as we know them today.
The goals for my writings are the same whether I am writing religion and IP
articles or non-religion and IP articles. The goal is to address different issues
31 Bashar H. Malkawi, The Alliance Between Islamic Law and Intellectual Property: Structure and
Practice, 10 U. St. Thomas L.J. 618 (2013). Other writings exploring IP through an Islamic law lens
include Javaid I. Khan & Naveed A. Lone, Intellectual Property Rights in Islam, 3 Int’l J. Res. Soc. Sci.
153 (2013); Alireza Milani & Amir Ahmadi, The Legitimacy of Intellectual Property Rights the Light of
Islamic Law (Sunni and Shia Fiqh), 1 Sri Lankan J. Arabic & Islamic Stud. 1 (2018); and Amir H.
Khoury, Ancient and Islamic Sources of Intellectual Property Protection in the Middle East: A Focus on
Trademarks, 43 IDEA 152 (2003).
32 As he explains: ‘Islamic law does not regulate intellectual property rights per se by having detailed
and precise rules . . . However, the different sources of law in Sharia contain many rules and examples
that help in drawing connections between intellectual property and Islamic law.’
33 Malkawi, supra note 31, at 648.
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concerning IP. However, when I write about religion and IP, I am extra careful
because I do not want to show that for example Islamic Law is compatible with IP
in every aspect.
The approach when I write about IP and religion is different from what I write
in other areas. For IP and religion, I rely on primary sources of Islamic Law such
as the Quran and the Sunnah. I cite many verses from the Quran as it is the main
source of rules and norms even in current times. In addition, I cite and refer to
books written in Arabic. In other articles, I cite law reviews and books written in
English.

Dean Malkawi’s motivations and approach are consistent with those of other
scholars writing at the intersection of a faith tradition and IP. However, I was
curious about his need to be ‘extra careful’ when writing about religion and IP. He
further explained:
When dealing with issues of Islamic Law and other matters such as IP, one must
be careful reading Islamic Law because although we as Muslims believe that
Islamic Law is good for every aspect of life [in every age], we cannot extend the
treatment in Islamic Law many centuries ago to modern issues exactly as current
western systems deal with them. For example, although there are issues in earlier
Islamic Law that dealt with IP here and there, one cannot equate this with modern
concepts such as fair use, parallel importation, and other matters.

This explanation may suggest, in part, an approach similar to that of scholars such
as myself, who find important analogies in ancient texts that provide relevant insights into modern IP issues today.

D. A Protestant Point of View
In reflecting on the nature of the questions that I have chosen to study, I identified three primary strands: (1) a doctrinal strand focused on the key patentability
requirements of subject matter eligibility, novelty, non-obviousness, and utility
from domestic and comparative perspectives; (2) a focus on new technologies, particularly in the biological sciences; and (3) a strand focused on how biblical analogies can be used to inform patent policy discussions and restructure debates to
ultimately improve how the patent system works. But running through all of these
strands has been a concern for ways in which patents, while having many positive
effects, can result in injustice to varying populations.
This justice theme has been most evident in my work in relation to biblical analogies. I am not a theologian, but this exploration has allowed me to combine two
important facets of my life, my faith, and my deep interest in patent law and policy.
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For example, in The Wheat and the (GM) Tares, I noted comparisons between three
of Christ’s agrarian parables and plant patent litigation between organic and conventional farmers and Monsanto concerning the contamination of crops by genetically modified species.34 In particular, I explored parallels between the tares in
the parable and the genetically modified plants contaminating farmers’ fields; the
Parable of the Growing Seed and broad inventorship and exclusionary rights over
self-replicating organisms; and the Parable of the Sower and the Seed and the insertion of genes from foreign species into seeds.
In Grant Me Justice Against my Adversary,35 I compared Christ’s parable of the
widow continually seeking justice from the unrighteous judge in Luke 18, to the
Organic Seed Grower and Trade Association plaintiffs in their quest to be free from
the threat of patent infringement liability if (really, when) their fields are contaminated by Monsanto’s genetically modified seeds.36
My most recent IP and religion scholarship focuses on pharmaceutical patents
and access to medicines and is being published, with some variations, as both The
Morality of Compulsory Licensing as an Access to Medicines Tool,37 and ‘Thou Shalt
Not Steal’: The Morality of Limits on Pharmaceutical Patents.38 In terms of motivation, I was troubled, to put it mildly, by the rhetoric of pharmaceutical company
representatives and their media allies characterizing the use by developing countries of compulsory licences on drug patents to meet public health needs as ‘theft’.
This rhetoric draws strength from US court decisions that have labelled various
IP and other legal infractions as violations of the Judeo-Christian prohibition on
stealing found in the Ten Commandments.39 As such, the overt linking of compulsory licensing, which is explicitly allowed under international law, with theft, casts
these countries as morally culpable actors and the pharmaceutical companies as
righteously injured victims.
Like other scholars in this space, I sought out religious source materials and
blended them with the cases, law journal articles, treatises, and other IP-related
materials I normally use in my research. In particular, my study of Old and New
Testament scriptures, Christian and Jewish writings, and discussions with a rabbi,
ultimately led me to two key insights, uniquely grounded in the Bible, that turn this
controversy on its head by flipping the positions of its protagonists.40
34 Margo A. Bagley, The Wheat and the (GM) Tares: Lessons for Plant Patent Litigation from the
Parables of Christ, supra note 9.
35 Margo A. Bagley, ‘Grant Me Justice Against My Adversary, supra note 9.
36 See Organic Seed Growers & Trade Ass’n v. Monsanto Co., 718 F.3d 1350 (Fed. Cir. 2013), cert. denied, 134 S.Ct. 901 (2014).
37 Bagley, The Morality of Compulsory Licensing, supra note 8.
38 Margo A. Bagley, ‘Thou Shalt Not Steal’: The Morality of Limits on Pharmaceutical Patents, in
Patents on Life: Through the Lenses of Law, Religion, and Global Justice (Thomas C. Berg,
Roman Cholij & Simon Ravenscroft eds., 2019).
39 Exodus 20:15 (King James) The Eighth commandment states ‘thou shalt not steal’.
40 Special thanks to Rabbi (and Professor) Michael Broyde for his helpful insights into the Levitical
gleaning laws and the concept of pe’ah.
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First, the Ten Commandments are, as Christ explained, about love: love for God
and love for one’s neighbour.41 So the Eighth commandment’s prohibition against
stealing is concerned more with the fact that stealing from one’s neighbour is not
a loving action than it is with the notion of property rights per se, as selflessness
(exemplified by Christ’s sacrifice on the cross for humankind) ultimately is the goal
to be reached.42 Second, theft in the Bible is a much broader concept than many
realize and a pharmaceutical company’s withholding of access to necessary medicines from those who need it, (when it would not harm the company to allow compulsory licenses to be used) can itself be considered a form of theft by analogy to
the Levitical gleaning laws.43
I have found these scholarly explorations to be both personally and professionally enriching in ways that I could not have anticipated before delving into this
work. My faith is a critically important element of who I am, and it permeates all
aspects of my life. That permeation has become more visible since I began writing
about IP issues through a spiritually based lens.

E. Common Themes
These scholarly reflections present several common themes in terms of motivation and methodological approaches. One is interdisciplinary study, as all of the
scholars mentioned exploring resource materials outside of their normal IP legal
bailiwick. These scholars all appear energized and perhaps even excited by the connections they find between disparate sources of intellectual inspiration.
Second, a desire to make a wealth of insights on IP issues that can be gleaned
from a study of religious texts accessible to a wider audience. All scholarship is developed with implicit values and reflects a paradigmatic worldview that informs
what the author finds of interest and how the ideas of others are viewed. These
scholars take religious thought seriously and believe it is both relevant and worthwhile as a source of understanding about how to properly analyse and address current issues.
Third, a personal desire to explore one’s spiritual belief system and have it mesh with
another critically important area of the scholar’s work and life. Faith is an important
41

Bagley, The Morality of Compulsory Licensing, supra note 8, at 2475.
I also wished to highlight the beauty and love-based orientation of the Ten Commandments and
what they reveal about the love of God. Too often, these commands are portrayed as a bunch of ‘thou
shalt nots’, and God is viewed as a distant, stern potentate, waiting to punish humans for the smallest
infraction. That portrait does not mesh with the God I serve who ‘delights to show mercy’ and loves us
‘with an everlasting love’ so strong He came to live with us and suffer and die for us. I believe that kind of
unselfish, amazing love is what God wants us to have for each other (a new commandment I give you),
and that if we did, there likely would be no demands for compulsory licenses on lifesaving drugs, as the
drugs would not be priced out of the reach of those who need them.
43 Bagley, The Morality of Compulsory Licensing, supra note 8, at 2476–77 (discussing Leviticus 19:9–
11 and 23:22, and Deuteronomy 24:19–20).
42
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aspect of the lives of these scholars, so their interest is not purely theoretical or cerebral. My faith in God is seamlessly interwoven into the fabric of my life. As such, the
idea of analysing IP issues through the lens of Biblical teachings, while not originally
a part of my scholarly agenda, has proven to be an exceptionally satisfying avenue of
research endeavour for me. The comments of other IP and religion scholars suggest a
similar appreciation of the personal value this added scholarly dimension affords. Like
Augustine of Hippo, it could be said that we believe in order to understand.44
These IP and religion scholars also tend to find traditional justifications for IP
protection, such as utilitarianism, incomplete or unsatisfying.45 Professor David
Obderbeck, another well-known and respected IP and religion scholar, makes a
similar contention in his response to Professor Mark Lemley’s Faith-based IP.46 He
notes that in his writings which blend theological conceptions with IP, his goal has
been ‘to situate my own thinking about intellectual property and cultural production
within a thicker and more resilient conceptual matrix than utilitarianism can offer’.47
He provides an illuminating example of this beneficial matrix by noting that in
the creation account of Genesis Chapter 2, God charges Adam ‘with the responsibility of tending the garden and provides him with a companion with whom he
will fill the Earth with descendants. In other words, God gives humanity the opportunity to create culture’.48 He later explains that:
The question of the purpose of cultural endeavour . . . is not unique to the Bible. It
is a theme important to every great civilization in history. But it is a theme that the
kind of methodological naturalism underlying utilitarian views of the law cannot
discuss.49

IV. Conclusion
Examining IP issues through the lens of religion and faith traditions can yield rich
insights of surprising relevance to our twenty-first-century society. IP affects our

44 ‘Therefore do not seek to understand in order to believe, but believe that thou mayest understand.’
Reflections by Ken, Tag: Augustine Quote, Word Press, https://reflectionsbyken.wordpress.com/tag/
augustine-quote/ (last visited 16 February 2020).
45 Of course, many non-IP and religion scholars are open to other approaches as well. See, e.g., Robert
P. Merges, Values, Questions, and Methods in Intellectual Property Against Utilitarian Fundamentalism,
90 St. John’s L. Rev. 681 (2016) (noting that ‘some people are personally unconvinced by the empirical
case for the existence of IP law . . . other rationales for IP are available, some of which are convincing,
though of course not to everyone’).
46 See David W. Opderbeck, Lex Machina Non Est: A Response to Mark Lemley’s ‘Faith-
Based
Intellectual Property’, SSRN (18 August 2017), https://ssrn.com/abstract=3022065.
47 See David W. Opderbeck, Beyond Bits, Memes, and Utility Machines: A Theory of Intellectual
Property as Social Relations, 10 U. St. Thomas L.J. 738, 738 (2013).
48 Opderbeck, supra note 46.
49 Id.
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interactions with each other and the world around us. Religion, in addition to connecting us to someone greater than ourselves, generally provides a moral context
for our relationships to things and to each other.
As noted earlier, religious views underlie many of our fundamental conceptions
of intellectual property. Thus, scholars who analyse IP issues from religious perspectives are, in a sense, reviving a historical approach to understanding and properly framing this subject matter.
IP subject matter is continuously generating complex questions of law, policy,
and justice. Advances in artificial intelligence (AI) are creating issues for both
copyright and patent law regarding authorship, inventorship, the patent examination process, and the fundamental justifications for IP protection. Developments
in biotechnology, such as gene-editing, have a vast potential for good but also an
accompanying possibility of creating lasting harm. It seems likely that questions
in both of these areas, and others, could benefit from being viewed through a lens
incorporating religious thought perspectives.
Scholars choosing to delve into IP and religion’s dynamic intersection of antiquity and modernity can find in ancient, sacred texts, a treasure trove of things
‘new and old’50 with which to challenge, illuminate, and shape, legal and policy developments in the IP arena and perhaps new approaches to, and solutions for some
of the most challenging IP issues of our day.

50 See Matthew 13:52 (NET): ‘Therefore every expert in the law who has been trained for the kingdom
of heaven is like the owner of a house who brings out of his treasure what is new and old.’
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Research Perspectives on Intellectual
Property Law and Spirituality
Miranda Risang Ayu Palar*

I. Introduction
‘We disagree with tiered approach to protect traditional knowledge and traditional cultural expressions because this approach separates sacred objects from
the other objects those are closely held, widely diffused, and available to the public.
In fact, all traditional knowledge and traditional cultural expressions are sacred.’1 In 2016, a representative of the Tulalip Tribe addressed this objection in the
forum of multilateral negotiation led by the World Intellectual Property (WIPO)
Intergovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore (IGC).2 Because the representative was
merely an observer, the objection was not recorded, but the main idea of the objection clearly touched the core of what we can identify as ‘spiritualism’ and how
spiritualism intersects with intellectual property (IP).
Spirituality is hard to define. The word comes from the Latin word spiritus,
which is a translation from the Greek word pneuma or spirit.3 In spiritualistic ways
of thinking, every person, thing, and connection in the natural world has something more subtle, pure, and sustainable than their material forms. Their entire
existence, including the material forms which utterly embody the spirit, should be
regarded as sacred.4
Because religion, philosophy, and spirituality overlap in many respects, current
IP law for religion and philosophy can serve as a solid framework for advancing
* The author would like to thank Irene Calboli for comments on a previous draft and Chloe Barker
for research and editorial assistance.
1 Word Intellectual Property Organization, Draft Report, Intergovernmental Committee on
Intellectual Property and Genetic Resources, Traditional Knowledge and Traditional Cultural
Expressions, Thirty-First Session Geneva, 19–23 September 2016, para. 129, https://www.wipo.int/.../
wipo_grtkf_ic.../wipo_grtkf_ic_31_10_prov_2.docx.
2 A Summary of IGC 31, World Intell. Prop. Org. (23 September 2016), https://www.wipo.int/tk/
en/news/igc/2016/news_0013.html.
3 Brimadevi Van Nierk, Religion and Spirituality: What Are the Fundamental Differences?, HTS
Teologiese Studies/
Theological Studies 11 (30 May 2018), https://doi.org/10.4102/hts.
v74i3.4933.
4 Interview with Lida Mawo Mudde, devotee of Marapu, Sumba Island, Indonesia (30 October 2015).

Miranda Risang Ayu Palar, Research Perspectives on Intellectual Property Law and Spirituality In: Handbook on
Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press.
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IP protection for spirituality. Unfortunately, in the effort of providing special legal
instruments to protect spirituality and sacred objects in the IP rights protection
system, and although many outsiders have made misappropriations for economic
benefit, the sacredness of the objects makes direct IP valuation almost impossible.
In this regard, there is no substantial interconnectedness between IP and spirituality. The two are only interrelated insofar as the IP system’s ability to provide spirituality and sacred objects with acknowledgement and/or legal protection, which
can only be implemented when misuse or misappropriation prevail.5
Separate from a similar chapter in this book addressing IP protection for religion, specifically the large monotheistic religions, this chapter addresses a sort
of overlapping topic, spirituality. There are many underlying differences between
religion and spiritualism, yet in IP, the two can often coexist and positively impact
protection for the other. While religiosity and spirituality are often viewed interchangeably, many consider themselves spiritual rather than religious. This often
occurs when one intentionally makes internal journeys into their own thoughts,
feelings, and hidden selves without any affiliation to an organized religion. Spiritual
people tend to deepen their self-understanding, self-acceptance, inner peace, and
full potential to embrace pure love and deliver sympathetic compassion. Spiritual
people deepen themselves through deep contemplation and meditation; these are
the means that give people a sense of simplicity, flexibility, and tranquillity.
It is commonly recognized that religious people tend to pray more, whereas
spiritual people tend to meditate more. Another common observation between religion and spiritualism is that prayer is how one speaks to god whereas meditation
is how one listens to god. Therefore, the main difference between being religious
and spiritual is the quality of stillness and aloneness. While a religious path most
always includes being a member of a structured group of devotees, a spiritual path
includes a single individual, with his/her own objective to gain certain spiritual
growth, without giving special attention to the crowd.6
With various spiritual traditions, data was gathered for this chapter using literature studies, cases, independent research observations and interviews, and
participation in certain spiritual traditions. Because IP protection for spiritual
tradition has not received full recognition, this chapter cannot address all relevant
issues with spirituality and IP. This chapter provides a lens for IP scholars to use
when researching, giving additional lessons, and ways to conduct research or investigate specific topics. Understanding spiritual tradition can aid IP scholars in
understanding many societal biases and thought processes. The following sections
identify and define specific spiritual philosophies including relevant spiritual

5 Daniel Gervais, Spiritual but Not Intellectual: The Protection of Sacred Intangible Traditional
Knowledge, 11 Cardozo J. Int’l & Comp. L. 467 (2003–2004).
6 Sandra Marie Schneiders, Religion vs. Spirituality: A Contemporary Conundrum, Jesuit School of
Theology 163–85 (2003), reprinted in 9 St. Augustine Papers 23–53 (2008).
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traditions. With these, each section presents an IP related issue and its impact on
the system. Throughout this chapter, one will note the interconnectedness between
religion, philosophy, and spirituality in the IP rights protection system. Here,
this chapter addresses spiritualities such as Pantheism, Animism, Dynamism,
Totemism, Shamanism, Taoism, Confucianism, Hinduism, and Buddhism.

II. Intellectual Property Research through
the Lens of Pantheism
A. Pantheism
Pantheism believes that the natural reality is divine in itself and god is impersonal
but immanent. The term pantheism itself was first introduced in 1967 by Joseph
Raphson to describe a wide variety of personal findings in different organized religions, in which atheism is rejected and ‘a certain universal substance, material as
well as intelligent’ was believed to exist inseparably with the substance of all matters. Raphson argues that god is an impersonal divine being; the all-containing and
all-penetrating space that is necessary, eternal, infinite, and omnipresent being.7
In an organized religion where the core teaching is to achieve or participate in a
divine feeling, Pantheism is regarded as a state of conscious achievement or spiritual
maturity that is openly accepted by many religious systems.8 It is like, after a long and
delicate internal journey, the transcendental god has finally become closely experienced
as an intimate supernatural being, inside as well as outside the personal consciousness.
However, in an organized religion where the core teaching includes a set of rules
that shall be obeyed by the devotees as proof that they worship the only god who is
the most perfect, highest, untouchable, and truest one according to the doctrine of
the religion, pantheistic experiences sometimes become a serious challenge against
the holy concept of the transcendental god, as it represents a god who is immanent,
contextual and closely experienced by every single person that is a potential rival
of the true concept of a personal god. In this regard, pantheism would be more
regarded as a personal finding in one’s unique spiritual journey that should not
be generalized as a spiritual achievement for all devotees. This is because worshipping a god who appears as a mortal object could be viewed as a sin. This could lead
to worshipping a special person or creature as a contextual being of the transcendental god that would hamper the holiness of the transcendental god itself.
Yet, Pantheism alone is one of the most ancient spiritual traditions of human
existence, because it does not entail an abstract or sophisticated concept of god,
7

Alan Charles Kors, Epicureans and Atheists in France, 1650–1729 140 (2016).
William Mander, Pantheism, Stan. Encyclopedia of Phil. https://plato.stanford.edu/entries/
pantheism/(1 October 2012, revised in 21 January 2020).
8
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nor a deep understanding of a written holy book or scripture. In Pantheism, god
is simply a being that is of a supernatural but intimately experienced spirituality.
The god experience mentioned above can happen to anybody, especially when one
is going through life events such as giving birth, marriage, and particularly, when
involved in the biggest mystery of death.
It is interesting to note that because of Pantheism’s simplicity and inclusivity in
rules, yet its richness in personal experiences, Pantheism has been portrayed in
many artistic and literary works displaying spiritual expressions. Pantheistic spiritual experiences can be found in the expressions of sacred spells, sacred music,
sacred songs, and tribal dances. In written tradition, like Pantheism in the Sufism
poems of Maulana Jalaluddin Rumi, sacred poems are the most predominant
works.9 Not only do the sacred works display and describe spiritual experiences,
but the sacred works may lead a pantheistic person into a state of trance or gnostic
experience.10

B. Pantheism and the Sumbanese Wulla Poddu
Ritual of Indonesia
The following section provides an example of the intersection between IP and
Pantheism that can serve as a potential research topic and method to understand
the necessity for IP protection for spirituality. In the ancestral Tarung Village located in Sumba island, East Nusa Tengara province, Indonesia, Wulla Poddu is the
largest ritual practised in the Marapu indigenous belief system. This ritual is led by
Rato Rumata, the highest spiritual priest of Marapu. The ritual is usually conducted
in one month, between October and November every year, and is regarded as the
holy month of Marapu.11
During Wulla Poddu, the entire existence of Rato Rumata is mystified and sacred, preventing even his mother and wife from freely touching him. He is believed
to be transformed by ancestors of the village from an ordinary person who is simply
the head of the tribe and a Sumbanese traditional farmer into a supranatural being.
He is used by the ancestors to connect with their living offspring in the village.
Rato Rumata can also act as a representation of his people to request guidance and
wisdom from the ancestors. In Marapu, the Tarung villagers believe the ancestors
are the contextual depictions of god in which they can only interact with through
9 Masnih binti Mustapa & Nur Aimie Syarmimi Binti Jaafar, Maulana Jalaluddin Rumi: the Sufi,
Islamic Science University of Malaysia, Address Before the 2nd International Conference on
Religion and Society (2017), https://www.academia.edu/40071864/MAULANA_JALALUDDIN_
RUMI_THE_SUFI.
10 Husayn Ilahi-Ghomshei, The Symphony of Rumi, in The Philosophy of Ecstasy, Rumi and the
Sufi Tradition 3–34 (Leonard Lewisohn ed., 2014).
11 Interview with Rato of We’e Lowo Tribe, Tarung Village, in Sumba Island, East Nusa Tenggara
Province, Indonesia (May–October 2015) [hereinafter Interview with Rato of We’e Lowo Tribe].
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Marapu. Although, not all villagers can deeply interact with Marapu, making Rato
Rumata their medium. In Wulla Poddu, the spiritual medium quality of Rato
Rumata reaches its peak as he exercises a number of strict ascetic behaviours. At
this point, Rato Rumata is analogized with the sun, whose existence intermingles
with the presence of Marapu, and thus the presence of god.12
Wulla Poddu consists of eight consecutive events, namely: Tauna Marapu,
Tobba Wanno, Dukki Kawukku, Kaleisuna, Masussara, Mana’a, Kalangngo, and
Lulli. Several of these events are marked by a sacred action of the highest priest
called wara’. Wara’ is the clearest depiction of Pantheism in the Marapu native belief system because when the Rato Rumata performs it, he is placed in a trance
which removes him from his ordinary self.13
On the day of Tobba Wanno, Rato Rumata enters the most sacred houses of
the village called Uma Kabubu, which are prohibited to everyone other than the
highest priest. In Uma Kabubu, on the behalf of the community, Rato Rumata
prays for the blessing of purity. Then, to announce the start of the holy month,
he performs the first wara’ of the month by standing on the slab of a tombstone
regarded as his throne, raising the most sacred spear of the village, and voicing a
magic spell. Next, on the day of Dukki Kawuku, Rato Rumata again raises the spear
while pronouncing another sacred spell to establish himself as the chosen man of
the ancestors to spiritually lead the villagers.
Masussara, more specifically the night called Masussara Male, is considered the
most important night during Wulla Poddu. Masussara Male is the time when all
members of the tribes congregate. Offspring of Tarung villagers who have moved
away from the village to study, work, or marry return to the village to revitalize
their emotional and spiritual bonding with their clans and the souls of their ancestors. In addition, Masussara Male is the night when Rato Rumata conducts the
most intense wara’ of the month. During this wara’, he stands on his throne in
front of the congregation of villagers, raises his sacred spear, and pronounces the
mythical spells explaining his soul travel. The spells are believed to be so specific
to the Rumata himself that they cannot be learnt nor voiced by anyone other than
the highest spiritual priest. The villagers also believe when Rato Rumata does this
wara’, his soul actually transcends from his body into the world praying for the
goodness of the universe.
At the peak of the holy month, Rato Rumata conducts the last wara’ in the
midday of Kalangngo. In contrast to the wara’ in Masussara Male, the last wara’ in
Kalangngo is shorter in length and does not include intensive soul travelling. The
last wara’ is the most witnessed and recorded wara’ of the holy month because not

12 Involved observation by the author of Wulla Poddu Ritual in Tarung Village, Sumba Island, East
Nusa Tenggara Province, Indonesia (October–November 2015, 2016, and 2017).
13 See Interview with Rato of We’e Lowo Tribe, supra note 11.
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only is it practised at the peak of the holy month, but it is the most crowded ritual of
Wulla Poddu including visits from local governments and tourists.
Recently after a devastating wildfire in 2017, it was uncertain whether the village
would be rebuilt according to Marapu customary laws and protocols. Because restoration according to Marapu tradition came with a higher cost, many favoured the
idea to rebuild the village based on a less costly, modern, and nationally accepted
religion. Rebuilding the village in a more modern fashion was at the expense of
ending the prehistorical megalithic culture in Tarung and converting Marapu believers to a new religion.
Fortunately, during this time of uncertainty, Wulla Poddu was still conducted
in the absence of several clans and consisted of a heartbreaking wara’ in which
the Rumata pronounced a mythical praise to the Marapu devotees followed by a
curse on the wrongdoers. Upon the conclusion of the holy month, the drama surrounding the village repairs continued after the hospitalization of the Rumata, and
the death of a boycott whisperer due to an unidentified sickness, believed to be
a result of Rumata’s curse. Despite the boycotts and staggered stances, there was
no court action taken to solve this conflict. After the sickness and recovery of the
Rumata and the mysterious death of the opposition, Tarung villagers seemed to
accept the fact that miseries on both sides were even and they had to be naturally
reunited for the sake of their future village.
Finally, by the interventions of central government,14 good local politicians,
non-governmental organizations, researchers, and cultural activists who were concerned about the preservation of the living megalithic cultural heritage in Tarung,
the village has since been re-established as close as possible to its original form.
While the conventional IP system is not directly impacted by this conflict in the
Tarung village, there has been a keen concern about sui generis provisions in WIPO
international negotiation on an extended IP protection system which could provide protections for moral and material interests of traditional cultural expressions
held by indigenous communities such as the Tarung village. These negotiations
have inspired amendments in a number of Indonesian laws in the realm of cultural
and IP rights. In this regard, at the national level, Wulla Poddu as well as sacred
subjects and objects associated with the ritual could be protected by several provisions in Indonesian Law Number 11 Year 2010 about cultural heritage, Indonesian
Law Number 28 Year 2014 about copyrights, and Indonesian Law Number 5 Year
2017 about development of culture. The provisions can justify the choice of the
villagers to re-build Tarung according to Marapu customary laws and protocols.
However, all protections are only available for sacred objects rather than sacred
subjects or custodians as ‘living documentations’ of Tarung’s sacred oral traditions.
14 Mochammad Arief Wicaksono, Originality Revisited: Rumah Adat and Tourism Development
by The State, Universitas Gadjah Mada, Addressed at the 7th International Symposium of Journal
Anthropology (23–26 July 2019).
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Therefore, direct IP protection for Marapu tradition and Rato Rumata is unlikely
to affect the system any further than its minor influences noted above.

III. Intellectual Property Research through the Lens of
Animism, Dynamism, and Totemism
A. Animism, Dynamism, and Totemism
Animism, Dynamism, and Totemism are closely related to Pantheism, as they share
similar spiritual traditions which celebrate their close relations with supranatural energies, magical self, spirits, or immanent god(s). Like Pantheism, the substance of
Animism, Dynamism, Totemism, and Shamanism (discussed in the next section)
can be traced to a cultural factor that predominantly characterizes an object, specifically one of cultural heritage, traditional knowledge, or traditional cultural expression.
Unlike Pantheism, Animism does not recognize spirits as creatures and materials originating from the ‘One’. More similar to Polytheism, Animism recognizes
spirits as unseen but inherently existing in all living beings and matters.15 From
an Animistic point of view, human beings are not the only living being with a soul.
Just as humans, plants, animals, mountains, rocks, clouds, rain, ponds, oceans, and
all other matters in the natural world also have souls with their own individual
feelings and emotional expressions. For example, Silence is believed to be a specific
language of nature.16 This language is only understood by those who are intentionally, literally, and spiritually sound within their inner peace allowing them to comprehend the tranquil state of nature where the silent language prevails.
Dynamism, a spiritual belief system more peculiar than Animism, believes that
all matters in the natural world, despite their size, are sophisticated or crude, perfect or imperfect, and have their own magical energies. The innate energies can be
weakened, strengthened, altered, or transmitted, depending on the nature of the
holder. If the holder is a landscape, the ambience of the landscape will be affected
by the magical energy of the landscape. If the holder is a person, the energies can be
used for the benefit of the person.
Lastly, Totemism worships nature and believes that humans’ souls have mutual
connections with the souls of other living beings, specifically plants and animals.17
Totemism is especially prevalent in indigenous communities whose livelihoods are
very dependent on the environment. In Totemism, the environment is mystified by
15 Edward B. Tylor, Researches into the Development of Mythology, Philosophy,
Religion Language, Art, and Custom 367–417 (4th ed. 1903).
16 Timothy Insoll, Animism and Totemism, in The Oxford Handbook of the Archaeology of
Ritual and Religion 1004–16 (Timothy Insoll ed., 2011).
17 Irena Maryniak, Spirit of the Totem, Religion and Myth in Soviet Fiction 1964–1988
(1995).
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the presence of certain plants or animals that become the alternate self and mystical guardian of a person, resulting in one’s love and worship of the plant or animal
as their spiritual protector.18 In critical situations, the plant or animal, acting as
a totem of a person, can exist independently from the person in its natural form,
such as a giant tree or wild animal, to hamper the aggression of the person’s enemy.
While the plant or animal can transform itself as an inalienable self of the master,
so its best character would become the character of the master, in non-critical situations, the giant tree or wild animal would appear as a small plant in a pot or a ‘cute’
animal object.

B. Animism, Dynamism, and Totemism and Copyright
Protection in the Aboriginal Carpet Case of Australia
In regard to the previous section where we addressed traditional cultural expression, the following section identifies the application of IP protection today and how
the law recognizes printed works versus cultural worship via paintings. In Australia
in 1993, Milpurrurru v. Indofurn, then known as the Aboriginal Carpet Case, was
a landmark case ‘representing an accommodation of copyright law to protect indigenous art and cultural expression’.19 The case included Australian Aboriginal
painters George Milpurrurru, Banduk Marika, Tim Payungka Tjapangati, and the
Public Trustee of Australian Northern Territory as the applicants, against Indofurn
Pty. Ltd., Brian Bethune, George King, and William Rylands as the director of
Indofurn as the respondents.20
The printed artworks on the carpets in dispute included the reproduction of
eight Australian Aboriginal bark paintings. Most of the paintings consisted of
Australian animal figures such as: sand goanna, fish, crow, praying mantis, kangaroo, and emu. The case was processed as a copyright case because it included
disputable reproductions of artistic works. However, it appeared that the case was
not merely a conventional copyright case because it included communal rights of
the painters’ clans over the figures on the paintings and the spiritual values of the
paintings to those who were inspired by the sacred dreams.21
At issue, Brian Bethune imported carpets from Vietnam, which were false reproductions of Australian Aboriginal paintings created by George Milpurrurru
(‘Goose Egg Hunt’), Banduk Marika (‘Djanda and the Sacred Water Hole’),

18 Interview with Aloysius Osik, the custodian of Dayak Benuaq Tribe of Kalimantan Island,
Indonesia, about the existence of Ulin Kalimantan Timber as the ancestor and member of extended
family, Tenggarong, Kutai Kertanegara, East Kalimantan, Indonesia (12 December 2005).
19 Terri Janke, Case Studies on Intellectual Property and Traditional Cultural Expressions World
Intell. Prop. Org. 8, 9 (2003), https://www.wipo.int/edocs/pubdocs/en/tk/781/wipo_pub_781.pdf.
20 Milpurrurru and Ors v. Indofurn Pty Ltd and Ors (1993) 130 ALR 659 (Austl.).
21 See generally, supra note 19.
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Gamarang (‘Wititi’), Nariti (‘Freshwater Fish’), Wamut (‘Crow and Praying
Mantis’), Tim Payunka Tjapangati (‘Kangoroo and Shield People Dreaming’),
Tjaltjarri (‘the Seven Sisters’), and Jangala (‘Emu Dreaming’).22
The applicants claimed that the carpets were unauthorized reproductions of
their paintings. The respondents argued they had asked for written permission
after the first shipment of the carpets into Australia, but the request, whether oral
or written, had never been accepted by the applicants. The applicants alleged that
a copyright infringement was conducted regarding the provisions of the importations of artistic works’ reproduction stipulated in § 37 of the Australian Copyright
Act 1968 (Cth). With reference to §§ 52, 53(c), (d), and 55 of the Australian Trade
Practice Act 1974 (Cth), there was also an infringement on the label of the carpets,
which deceitfully assured that the carpets were made by the Australian Aboriginal
artists whilst in fact the carpets were produced in Vietnam without artist consent.
The disputed images on the carpets were actually trivial compared to the entire
original paintings. Yet, Judge van Doussa considered the small alterations in this
case equal to altering the entire original works because the original works were
not simply creative works of the individual artists, but the manifestation of sacred
dreams originating from their clans’ communal consciousness. The paintings were
also the artists’ expressions of obedience because they believed their ancestors required them to maintain a connection with their lands through painting.23
The spiritual values of the paintings in the Aboriginal Carpet Case were predominant, and the images of the paintings were sacred to the painters and their
clans. When Banduk Marika explained her painting ‘Djanda and the Sacred Water
Hole’, she said that performing ceremonies and producing paintings and ceremonial objects to commemorate her clan’s ancestor were obligatory to maintain
her and her clan’s rights on the inherited land. It was a typical animistic spiritual
path. In addition, the figure of djanda or sand goanna was actually the depiction
of the land’s spiritual meaning, which was not completely disclosed. To this extent,
the animal figure could be regarded as the totem of Banduk Marika’s clan. So, it was
understandable when she said that an action to print her totem image on a carpet
that would be stepped on by many people was offensive, not only because it was
done without permission, but also because it was a defamatory action against the
totem’s image.
Different than the case of Wulla Poddu in Sumba, indigenous people of Australia
commenced a legal action against the people who attacked their culture and luckily
won. After an injunction was granted to stop the importation and selling of the
carpets, Judge van Doussa granted the applicants a right to receive compensation
on behalf of their communities in regard to the cultural damage they had suffered.
22

Id. at 9.
Vivien Johnson, Copyrites: Aboriginal Arts in the Age of Reproductive Technologies;
Touring Exhibition 1996 Catalogue 7–8, 39 (1996).
23
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IV. Intellectual Property Research through the
Lens of Shamanism
A. Shamanism
Shamanism is a spiritual practice that is often associated with a traditional healer.24
However, in Shamanism, the healer is not merely a person with knowledge of herbs
and medicinal plants, but also a person who can use magical practice to diminish
certain types of illnesses, especially when the illnesses are believed to be caused by
wrongdoing of the ill person in the past that was against the traditional customary
laws and protocols of the community. In this regard, the illness can be viewed as a
curse or negative karma that can only be healed by conducting a healing ceremony
or paying for certain spiritual damage.

B. Shamanism, Patent Law, and the Ayahuasca of
Amazonian Indigenous People
In 1986, the Patent Office of the United States of America granted a patent right to
Loren Miller for anti-cancer and psychotherapy substances that were supposedly
found in a strain of plant from the Banisteriopsis caapi species. However, the novelty of Miller’s patent claim was later questioned because Miller was not the first to
discover the variety and its special function. Instead, Miller found the species in a
garden of the Amazon rainforest’s indigenous people.
For the Amazonians, the strain of the plant had been cultivated from generation
to generation as a sacred plant. The plant was used to make a special drink called
Ayahuasca, which in the Latin American language of Quechua meant ‘the wine
of the soul’. If brewed with Psyichotria viridis leaves,25 this drink could stimulate
a mental shift of the drinker that is believed by the indigenous people as a start of
purification and spiritual transformation.
Ayahuasca uses and experiences are inseparable from Shamanism. Drinking
Ayahuasca should be under the supervision of a competent Amazonian traditional
healer or shaman in a special healing ceremony. In the Shipibo tribe of the Amazon
rainforest in Peru, apart from being a physical healer, the shaman of Ayahuasca will
also act as a spiritual guardian at the time the drink begins to stimulate reactions in
the mind and body of the drinkers, which can be different for each person.
24 Dirk Schlottmann, Photographing the Invisible: Visual Anthropology and Spirit Possession, 1 Inst.
Korean Shamanism Berlin (2020). See also Interview by Dr. Maxinne Connolly-Panagopoulos with
Dr. Ullrich Relebogilwe Kleinhempel, Author, The Religious Studies Project (2 June 2020).
25 Francisco Javier Carod Artal, Adverse Neurological Effects Caused by the Ingestion of Plants, Seeds,
and Fruits, in Bioactive Nutraceuticals and Dietary Supplements in Neurological and
Brain Disease 215–19 (2015).
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Learning that a patent was granted to a person outside the custodian community, the Amazonians submitted a formal request to the USA Patent Office for patent
re-examination.26 However, the system to obtain protection in the United States of
America requires written evidence, and Ayahuasca Shamanism was based on oral
tradition. So, unlike the result of the Australian Carpet Case, the Ayahuasca case
between the indigenous people of Peru and a Patent holder in the USA, the patent
holder won.27 By strictly requiring written evidence, this decision disregarded the
lack of novelty and the spiritual aspect of the object as a sacred drink and traditional
psycho-medicine that had been used by the Amazonian tribe for hundreds of years.

V. Intellectual Property Research through the Lens of Taoism
A. Taoism
Taoism or Daoism is a Chinese philosophy and religion from ancient China. Tao
or Dao is known as the primary source of the universe which controls the flows of
cosmic energy throughout all living beings and materials in the universe. To peacefully and joyfully live in the mortal life, a person should recognize and go with the
flow of Tao. This principle is written down in a Book of the Way that is spelled in its
original language as the Tao-Te-Ching. Tao-Te-Ching consists of profound poetries which can lead one to find the way to recognize and walk in harmony with the
natural flow of the Tao.28
Lao Tzu wrote in Chapter 4 of Tao-Te-Ching:
Tao (The Way) can be infused into the nature and put to use without being exhausted. It is so deep and subtle like an abyss that is the origin of all things.
It is complete and perfect as a wholeness that can
Round off sharp edges; Resolve confusion; Harmonize with the glory;
Act in unity with the lowliness.
Tao is so profound and yet invisible, It exists in everywhere and anywhere. I do
not know whose Son It is, It existed before heaven and earth.

The truth in Taoism is not a fixed and ultimate truth which downgrades and diminishes the opposite side of as something untrue or wrong. Instead, Taoism stands for
26 Kiran Sharma et al., Laws in Plant Biotechnology, in Modern Applications of Plant
Biotechnology in Pharmaceutical Sciences 369–91 (2015).
27 Justin W. Fleet & Stephen A. Hansen, Traditional Knowledge and Intellectual
Property: A Handbook on Issues and Options for Traditional Knowledge Holders in
Protecting Their Intellectual Property and Maintaining Biological Diversity 14, 66
(2003).
28 Wang Bi, The Classic of the Way and Virtue: A New Translation of the ‘Tao-te ching’
of Laozi as Interpreted by Wang Bi (Richard John Lynn trans., 1999).
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the optimum balance of all different and opposite poles.29 There is no final winner
of truth over false in Taoism, but merely the achievement of an ultimate balance of
all. Purification does not mean the absence of all sins, but having the perfect balance of all polarities. By a poetic means, the Tao-Te-Ching is a subtle call to people
that human beings do not live in isolation or empty space, they live together with
everyone and everything, and all living beings and things affect each other. To live a
peaceful life, people should be mindful of their thoughts, intentions, and actions so
they will not generate and spread negativity that causes disharmony upon others.
The core teaching of Taoism is the Yin and Yang concept. Although though Yin
and Yang does not explicitly depict in the Tao-Te-Ching, Taoism is clearly based on
the philosophy of Yin and Yang balance.
Yin is a symbol of femininity, submissiveness, gentleness, flexibility, coldness,
moistness, internality, mystery, winter season, the downside of a hill, the dark
night, and the moon. In contrast, Yang is a symbol of masculinity, domination,
strength, assertiveness, warmth, dryness, externality, clarity, summer season, the
upside of a hill, the bright day, and the sun. Yin and Yang are two inseparable sides
of a perfect circle that dynamically balance each other, yet at the very core of the
Yin area, there is a Yang spot, and vice versa; this is an ultimate perfection.
Yin and Yang connection is perpetual—there is no true death in the Yin-Yang
concept, only the belief that death is the beginning of a new life. There is also no
perfect truth or sin, as the core of the Yin is Yang, and the core of the Yang is Yin,
just as nature flows without any concept of right and wrong; each is affected by the
other. A problem will appear if the natural, flowing interaction between the two is
stuck, conflicted, and chaotic, leading to an imbalance. To prevent this imbalance,
people have a responsibility to be mindful of their behaviours.

B. Taoism and Extended Protection for Traditional Chinese
Medicine in China
As explained in the previous section, Taoism and self-balance are a relevant foundation for traditional medicines in China. The system of traditional medicines in
China, popularly known as Traditional Chinese Medicines (TCM), is rooted in ancient Chinese tradition.30 TCM is widely known and used around the world despite
its controversy with modern medical techniques. So far, medical scientific research
cannot find satisfactory evidence to support the existence of a human vital energy
Qi and meridian points of TCM, therefore TCM is viewed as a pseudo-science.31
29 Tatyana Danylova, Born Out of Nothingness: A Few Words on Taoism, 3 Int’l J. Soc. Sci. & Mgmt.
(2014).
30 Ryan Abbott, Documenting Traditional Medical Knowledge, World Intell. Prop. Org. 4 (2014),
https://www.wipo.int/export/sites/www/tk/en/resources/pdf/medical_tk.pdf.
31 Steven Novela, WHO Promotes Unscientific TCM, Science-Based Medicine (5 June 2019),
https://sciencebasedmedicine.org/who-promotes-unscientific-tcm/.
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The study of Taoism can provide scholars with a deeper understanding of Chinese
medicinal practice and the history of the division between TCM and modern
medicine.
The foundation of the TCM system is the Yin and Yang philosophy derived from
Taoism. In TCM’s perspective, Chi or Qi, the vital energy in the body, should remain balanced. Imbalance, hindrance, or blockage of the energy is the main cause
of mental and bodily illnesses.
Different than western medical treatments that deal with the physical anatomy
of a human body, TCM treats the human body as a spiritual body. Historically,
TCM treated ailment as a metaphysical fact, so the TCM traditional healers or
shamans conducted spiritual ceremonies, prayers, or meditations before or at the
time they treated the physical body of their patients.32 Until now, TCM techniques
still lay on the assumption that to receive the best curative effect for a physical illness, a patient should start healing their mind first. The balance of mind and the
purity of heart will lead to a complete healing of the body.
TCM practitioners claim that, unlike the modern medical science which mainly
tries to recognize and cure symptoms of ailments, TCM deals with the root of
health problems by fixing the patient’s daily habits of eating, exercising, and ultimate perspective. However, many modern medical practitioners resiliently believe the curative effects of TCM are mainly caused by a placebo effect rather than
a real medicinal effect, because TCM treatments are merely based on observations
and metaphysical experiences rather than results of clear clinical research in labs.33
Despite negative medical practitioner recognition, TCM still attracts many
people because it is more natural, focuses on preventive and curative measures,
and stimulates self-healing, which makes the treatment more popular and affordable. To this day, many TCM believers hold that several illnesses can only be cured
by TCM.34 Rather than being diminished by modern, westernized medical science,
TCM is popular because of its alternative medicines and non-medical healing
treatments. TCM covers both preventive and curative ways of healing techniques,
such as: dietary systems, Tai Chi and Qi Qong exercises, reflexology massage, meridian acupressure, acupuncture, and herbal medicine.
It is fortunate that the government of the Chinese Republic supports the protection of TCM. On 14 October 1992, the State Council of the People’s Republic
of China endorsed Decree Number 106 about Regulations on Protection of
Traditional Chinese Medicines (TCM Regulation 1992). This regulation was

32 Lin Shi & Chenguang Zhang, Spirituality in Traditional Chinese Medicine, 56 Pastoral Psychol.
960, 961 (2012), https://www.researchgate.net/publication/257635748_Spirituality_in_Traditional_
Chinese_Medicine.
33 Li Chen, Meng Li & Xianwei Wu, Formation and Fragmentation within a Networked Public
Sphere: Social Media Debates on Traditional Chinese Medicine, in 35 Telematics & Informatics 2219–
31 (2018).
34 See supra note 31.
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effective on 1 January 1993. The State Food and Drug Administration and State
Administration of Traditional Chinese Medicine of China are in charge of the
TCM policies and supervision of TCM practices in China.35
Article 1 of the TCM Regulation 1992 states that its purpose is to improve the
quality of TCM, to protect the legitimate rights and interests of TCM producing
enterprises, and to promote the development of TCM.
Article 2 of the TCM Regulation 1992 covering the scope of protection is notable. It is said that the Regulation protects all types of TCM that are produced and
manufactured within the jurisdiction of the Republic, including the prepared, extracted, based on natural ingredients as well as artificially made TCM. However, it
is also clearly stated that: ‘Those types of traditional Chinese medicine for which
patents are applied for shall be dealt with under the provisions of the Patent Law,
and not under these Regulations’.36
According to art. 4 of this Regulation, public institution, as the administrative
department of public health under the state council, is responsible for the implementation of the regulation especially in supervision and controlling matters. This
department shall be supported by the state institution whose competence is to
manage production and trading of TCM.
Article 10 of the Regulation allows enterprises to apply for protection of TCM
to the State committee specialized in the TCM examination and evaluation. Once
protection of the TCM is granted, it shall be published to the public.
Regarding non-
patentable TCMs that are protected under the regulation,
Chapter III of the Regulation divides TCM into first class and second class objects.
First class TCM enjoy the longest period of protection up to thirty years, whereas
the second class TCM can only enjoy protection for seven years. During the term
of protection, disclosure of the first class TCMs is prohibited by enterprises or legal
persons who hold the protection certificates.
The provisions of the TCM Regulation 1992 imply that a comprehensive system
of protecting TCM as a part of traditional knowledge in China has been created.
Chinese Patent Law allows patent protection for medical inventions associated
with TCM as long as all conventional patent requirements such as the inventiveness, the inventive steps, and the industrial applicability prevail on the patent claim
with the exclusion of curative treatments that are prohibited from patent protection. Yet, the conventional patent system does not protect all aspects of TCM, nor
its spiritual aspects.
On 26 December 2016, the Republic of China’s National People’s Congress
(NPC) Standing Committee adopted a Law on Traditional Chinese Medicine
(TCM Law 2016) to strengthen the roles of TCM in the medical system in modern
35

See supra note 29, at 14.
Regulations on the Protection of Chinese Medicine Varieties, www.eduzhai.net, http://www.
eduzhai.net/yingyu/615/763/yingyu_245528.html (last visited 17 June 2020).
36
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China. This law was effective on 1 July 2017. This law is a part of medical and health
reformation of China to reach the aim of a ‘healthy China’. Based on this law, TCM
institutions shall be available in all public general hospitals and mother-child care
centres. All TCM practitioners shall pass qualification tests to obtain formal permits
to practice. The Chinese government also assures that based on the TCM Law 2016,
TCM and western medicine have equal acknowledgement and roles in reaching
a ‘healthy China’ and shall be used cohesively.37 The most important aspect of the
Chinese TCM Law 2016 to note is that this law guarantees the State will support TCM
research and development and protect TCM IP rights. In this regard, special treatment is given to TCM that is considered a state secret, although state secret TCM has
no direct linkage to sacred objects in the communal IP discourses. TCM Regulation
1992 and TCM Law 2016 mention state secret TCM but not sacred TCM.
However, ancient Chinese traditions should have received health protocols
and treatments in secrecy because of their sacredness, just as in the Australian
Aboriginal carpet case, because spiritual matter is something flux and hidden.
Whilst the current Chinese legal system does not directly protect sacred TCMs nor
the spirituality behind them, Taoism spirituality is imprinted in protectable TCM
both inside and outside the patent system. Indirectly, the system is in favour of the
spirituality behind the TCM.

VI. Research through the Lens of Confucianism
A. Confucianism
Confucianism has heavily influenced the culture, society, and belief system
in China, most likely due to its philosophical tradition. While some consider
Confucianism a religion, it actually identifies more as a philosophy and spirituality. Confucianism is a twofold belief system derived from a person known as
Confucius that values social rituals, human relationships, and family interactions
on one end and humaneness, commonly referred to as Ren, on the other.38 Ren
represents the relationship between two people, and the ability to live humanely
and with sympathy rather than greed, selfishness, and a lack of compassion. When
performing a ritual with ren, a sort of self-cultivation occurs that matures the inner
conscience and character, resulting in a more peaceful society.39 Confucianism

37 New Laws and Regulations (July 2017), Law of People’s Republic of China on Traditional Chinese
Medicine, China Legal Information Center (20 July 2017), http://english.legalinfo.gov.cn/2017-07/
20/content_30186768.htm.
38 Judith A. Berling, Confucianism, Center for Global Educ., https://asiasociety.org/education/
confucianism#:~:text=Confucianism,ideals%20of%20traditional%20Chinese%20society (last visited
17 June 2020).
39 Id.
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supports the belief that we live in a world in which absolute order exists, and by
living according to the concept of ‘propriety’ or Li, order may descend upon the
universe, creating a more peaceful society.40 The concept of Li embodies a general
principle of social order, in which all actions affect others.
Confucianism is one of the three most common spiritual belief systems in
Chinese society. Confucianism, at one time, was among the most valued philosophical belief systems in China, but over time, its high morals and idealistic expectations at its core created a source of tension among society and divided the
belief system into tiers based on social class and level in society.41 But despite the
emergence of different sects within Confucianism, traditional Chinese moral
values still derive in part from the philosophical belief system, and play a role in
society today. As noted throughout this chapter, spiritual and philosophical belief
systems have an impact on the protection and enforcement of IP rights.42

B. Intellectual Property Intersection with Confucianism,
Culture, and Counterfeits in Asia
Among the values within Confucianism, the concept of sharing, which is blamed
for the trend in copying as well as counterfeits in Asia, derives from the belief that
imitation is viewed as a ‘noble art’ in the spiritual belief system encouraging individuals towards ‘copying’ versus individual creation/creativity.43 Many believe
that this tradition of imitation has encouraged fraudulent imitation, better known
as counterfeiting. While Chinese culture today is a reflection of more than just
Confucianism, some believe that there must be a cultural origin behind why counterfeits are so prevalent in Asia. While Confucianism supports a sort of spiritual
and character imitation, it is inadequate to blame the spirituality and philosophy of
Confucianism for counterfeit issues in Asia. Confucius identified many key aspects
of the philosophy, including the idea that those who reanimate ‘the Old can gain
knowledge of the New’ and withhold the requisites to teach others.44 The idea that
Confucianism is the root of the counterfeit issue based on its advice to imitate the
wise serves the belief system an injustice. Because there are many other reasons for

40 Essence of Confucius and Confucianism: ‘Li’ and ‘Ren’, Res. Inst. for Creating New Paradigms
based on Eastern and Western Wisdom, Inst-east-and-west.org/en/learning/2018/002496.html
(last visited 17 June 2020).
41 See supra note 38; see also Peter K. Yu, Intellectual Property and Confucianism, in Diversity in
Intellectual Property: Identities, Interests and Intersections 247–72 (Irene Calboli and
Srividhya Ragavan eds., 2015).
42 See generally, Yu, id.
43 Kristie Thomas, Assessing Intellectual Property Compliance in Contemporary China
(1st ed. 2017).
44 Robert Eno, The Analects of Confucius, Ind. U. Bloomington (2015) https://chinatxt.sitehost.
iu.edu/Analects_of_Confucius_(Eno-2015).pdf.
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the rising trend of counterfeits in Asia, blaming Confucianism and Chinese culture
for this issue only hinders the advancement of IP research and protection in Asia.45
Another theory among scholars is that the IP system is designed to encourage
minor use of protected works, and if anything, Confucianism supports this idea.
For example, while not specifically deriving from Confucianism, traditional
Chinese culture can be compared to the transformative use doctrine in the United
States. This doctrine supports the idea of fair use, which ‘promotes freedom of expression by permitting the unlicensed use of copyright-protected works in certain
circumstances’.46 Under this doctrine, certain transformative uses are permitted
such as those uses which ‘add something new, with a further purpose or different
character, and do not substitute for the original use of the work’.47 Therefore, while
counterfeit products often do not fall under the allowable transformative uses, it is
more likely that Confucianism philosophical beliefs closely align with transformative use rather than direct imitation via counterfeiting.
Confucianism at its core requires humaneness, good moral conscience and character, social order, and a peaceful society, thus directly contradicts the belief that
Confucianism creates a traditional Chinese culture which encourages copying.
Importantly, to blame Confucianism for the poor moral decision behind counterfeiting would be to disregard the strong presence of other spiritual belief systems and
religions which have created the traditional Chinese culture recognized today. The
goal of this chapter is to inform scholars of the intersection between spirituality and
philosophy with the IP rights system, and although this section provides an example
of where the IP system is not completely influenced by the Confucian belief system, it
can aid scholars in their research of the origin behind counterfeits and the reason for
its prevalence today.

VII. Intellectual Property Research through the Lens of Hinduism
A. Hinduism
Hinduism withholds an intimate relationship between culture and religion, in
which one does not exist without the other.48 In Hinduism, there are a variety of
traditional arts in which one can apply their skills as a part of the spiritual culture.49 By embracing this culture and taking part in the traditional arts, one exudes
45

See supra note 40.
More Information on Fair Use, copyright.gov, https://www.copyright.gov/fair-use/more-info.
html#:~:text=Transformative%20uses%20are%20those%20that,purpose%20of%20encouraging%20
creative%20expression (last visited 17 June 2020).
47 Id.
48 Sanskrit and Sanskriti (Culture), The Heart of Hinduism, https://iskconeducationalservices.org/
HoH/lifestyle/expressions-of-faith/sanskrit-and-sanskriti-culture/ (last visited 17 June 2020).
49 Id.
46
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spiritual expression. Hinduism believes that within every human being’s soul,
there is an essence of the ultimate god or atman, and without understanding this
foundational concept, one cannot fully understand Hinduism.50 Because there is
no strict adherence to any single authority, all people have the potential to excel
their gods’ or goddess’ radiances, by embracing the essence of atman within themselves. Atman represents a non-material self that never changes and is free of identifiers such as race, gender, species, and nationality.51 People who have successfully
found and behaved through their gods’ characters are known as noble people.
This spiritual path to become a noble person was first thought orally. Then, there
was an archaeological text found in India which served as a sacred scripture of spiritual guidance and establishing Hinduism as a religion.52 The scripture’s objective
is to guide people to liberate themselves from the cage of their mortal bodies and
doubts to become united with the immortal god or goddess within.
To experience the sacred unity with god, there are steps of ascetic purification to
be seriously conducted. The steps are difficult but have been bravely taken by many
Hinduism devotees and practitioners because if successful, the spiritual liberation
is the most wonderful feeling that is bound to happen. This section identifies a familiar practice that is modernly used for reasons other than its traditional purpose.
Yoga, in all its forms, is a way of guiding an individual to find their atman or inner
self.53
Nowadays, when people say Yoga, they are likely referring to a type of low impact exercise from the east, especially India, which can be learned in many studios,
centres, and gyms around the world. This exercise includes a mattress, strap, several blocks, bolster, breath control, soothing music, and a number of yoga poses.
Sometimes, at the end of a yoga session, a yoga instructor lights an aromatherapy
stick and dims the light in the yoga studio to infuse the participants with relaxing
sensations.
As a type of a postmodern exercise, yoga is delighted by people who want to
maintain their health, shaping and making their body stronger and more flexible,
while also finding peace in mind from their busy daily activities. Others see yoga
as a piece of art because all poses of Yoga depict beautiful postures of the body.
Many Yoga practitioners around the world, who are called yogis for men or yoginis for women, have developed many kinds of Yoga, such as: Hatta Yoga, Vinyasa
Yoga, Ashtanga Yoga, Iyengar Yoga, Kundalini Yoga, Bikram Yoga, Prenatal Yoga,
Restorative Yoga, and Yin Yoga.

50 Atman: The Soul, the Real Self, The Heart of Hinduism, https://iskconeducationalservices.org/
HoH/concepts/key-concepts/atman-the-self/ (last visited 17 June 2020).
51 Id.
52 K.C. Barmola & S.K. Srivastava, Rituals in Hinduism as related to Spirituality, 4 Indian J. Positive
Psychol. 87–100 (2013).
53 See supra note 48.
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Despite its modern interpretation, Yoga is actually not only a body exercise
nor merely a number of amazing body poses, but a spiritual path that is mainly
rooted in Hindu tradition. The philosophy of Yoga can also be found in Jainism
and Buddhism traditions, but the richest one resides in Hindu or Vedanta tradition. The sacred meaning of Yoga can be found in two Hindu scriptures, known as
the Bhagavad Gita and the Yoga Sutras of Patanjali.54
The Bhagavad Gita mentions that Yoga is the equanimity conquered from the
equal mindedness of success and failure. In the Yoga Sutra of Patanjali, Yoga means
the union of the personal soul with atman. Atman, the non-material, inner self explained above, is a spark of Brahman, the highest authority in the Hindu’s concept
of god. A person’s aim of spiritual journey while performing Yoga should be the
unity of his or her soul with atman.55
The Yoga Sutra, Patanjali notes eight components of true Yoga, such as: yama
or abstinence from all indulged habits, niyama or observing moralities, asana or
establishing yoga poses, pranayama or controlling breath, pratyahara or withdrawal from reacting to body senses, dharana or concentration, dhyana or meditation, and samadhi or being absorbed by the divine spirit of Atman. So, Yoga as a
body exercise to perform poses is actually the asana only.56
Yoga Sutra also substantiates one objective of performing Yoga to calm down the
swing patterns of the mind and attain a balance and peaceful consciousness.57 The
physical efforts in establishing asanas should lead a yogi to a more substantial path
to unite polarities, including the subtlest polarities between the personal soul and
Atman. By experiencing such union, a person will be liberated.

B. Defensive Protection Mechanism for Traditional Knowledge
through the Digital Library of India
Interestingly, Yoga has a special place in the success story of the Traditional
Knowledge Digital Library (TKDL) of India, created to provide a defensive protection mechanism against misuse and misappropriation of India’s traditional knowledge by foreign parties, especially traditional medicines. Yoga is one component
of the TKDL database’s contents accompanied by Ayurveda, Unani, and Siddha.58
The notable case behind the creation of the TKDL was the Turmeric Case,
when the United States Patent and Trademark Office granted a patent for a
54 Patanjali, The Yoga Sutra of Patanjali: A New Translation with Commentary (Chip
Hartranft trans., 2003).
55 See supra note 48.
56 Interview with Sebastian Pucelle, Yin Yoga Teacher Training I & II, Yoga Leaf, in Bandung,
Indonesia (2015).
57 Id.
58 See generally Pradip Ninan Thomas, Digital India: Understanding Information,
Communication and Social Change (2012).
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wound-healing substance extracted from turmeric, whereas in India, turmeric had
been used for hundreds of years to heal a number of illnesses, including wounds.
Consequently, the patent actually had a lack of inventiveness. After a high-cost dispute to revoke the patent, India managed to afford protection for other traditional
knowledge, especially India’s traditional medicinal knowledge.59
The Prime Minister of India co-ordinated eight Ministries to establish a special
institution to create the database for traditional knowledge originating from India.
This database is named the Traditional Knowledge Digital Library or TKDL. The
database does not gather all traditional knowledge of India, but only the traditional
medicinal ones.
TKDL is designed to be particularly accessible by foreign patent offices only. Yet,
there is a serious language barrier, because India’s traditional medicinal knowledge
is written in local languages such as Sanskrit, Hindi, Urdu, Tamil, Arabic, etc. So,
the TKDL institution is also responsible for translating the knowledge into foreign
accessible languages: English, Spanish, French, German, and Japanese. Until present, based on the approval of the Cabinet Committee of Economic Affairs of India,
TKDL is accessible for patent offices of India, Europe, United States of America,
Japan, United Kingdom, Canada, Germany, Australia, Chile, Malaysia, Russia,
Peru, and Spain.60 Only those offices can access full digital information from the
database, whereas other parties can only access the meta-data of TKDL contents.
According to TKDL, Yoga is actually a part of India’s traditional medicines.
While Yoga is widely learnt and taught as a low impact exercise to maintain a
healthy and good-looking body only, asanas of Yoga can actually heal a number
of physical problems, such as: mild flu, insomnia, headache, stomach problem,
neck pain, back pain, and scoliosis. Yet, practising Yoga for curative treatment
should be under an intensive supervision of a competent teacher, because wrongly
establishing a pose or asana could be harmful or even worsen the illness, similar
to wrongly consuming a pill. Yoga is a self-healing technique compared to healing
using external substance intervention.
As a traditional medicine, Yoga is a spiritual exercise involving the body rather
than a body exercise involving a spiritual experiment. In this regard, the healing
power of Yoga depends on how a patient first heals his or her mental karmic fracture from the past. The inner healing process that is a mental process, which intermingles with the actual process of establishing an asana throughout the body, is
the way Yoga heals the patient.
TKDL does not explicitly classify spirituality as a component of the database, but
it does include Yoga. The inclusion of Yoga as a spiritual exercise to heal illnesses in
TKDL is by means of translating the original texts about Yoga in its original forms
and functions. So, it can be assumed that the distortion would be small. By this,
59
60

Id.
Id.
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defensive protection provided by TKDL encompasses the protection of spirituality
of Yoga too. In this regard, India’s government has also addressed special concern
to prevent individual IP protection for types of Yoga which took main sources from
Yoga’s asana incorporated in TKDL.61 As for scholars, India’s induction of TKDL
and its inclusion of Yoga serves as an interesting reference for research because
while it did not intentionally include the spiritual expression of Yoga, TKDL’s protection of Yoga impliedly encompassed all of its aspects and tradition. As in other
areas of uncharted IP protection topics, this serves as an example of how IP can
protect spirituality and spiritual tradition.

VIII. Intellectual Property Research through the
Lens of Buddhism
A. Buddhism
Buddhism is a spiritual belief system that is inseparable from Siddhartha Gautama.
Siddhartha, the only son of the Sakya’s chief leader in Kapilavastu (an ancient city on
the borderline of Nepal and India), made a legendary decision when he left all luxuries
to live as a monk. Because Siddhartha realized that the wealth and abundance as a
prince could not end the misery of sickness, old age, and death of his people, he wanted
to find the truth of human miseries and how to end them.62 For decades, Siddhartha
went through several extreme ascetic practices. He finally found the best way to end
human misery was by practicing a deep meditation that could rid of spiritual attachments to the world as well as to the feelings about the world.63 The most known meditation practices are Anapanasati, Vipassana, and Metta Bhavana meditations.64
Anapana meditation is a special practice to observe sensations in the meditator’s
body without being influenced by them. To practice Anapana, one should sit in
stillness for a long period of time to prevent the mind from being attentive and
attached to all sensations that come across the body, aside from the sensation of a
natural breath. Anapana technique trains a meditator to intentionally focus and become aware of only one’s breathing, so he or she can easily accept and let go of any
other bodily sensations. The objective of Anapana meditation is to gain a sustained
detachment from any kind of sensation, whether it is liked or disliked. Buddhists
61 Joanna Plucinska, A Court Has Ruled That Bikram Choudhury Can't Copyright His Yoga Poses,
Time (9 October 2015, 4:10 AM), https://time.com/4067618/bikram-choudhury-yoga-copyright/.
62 Cristian Violatti, Siddhartha Gautama, Ancient History Encyclopedia (9 December 2013),
https://www.ancient.eu/Siddhartha_Gautama/.
63 Brian Rappert, Catelijne Coopmans & Giovanna Colombetti, The Silences of Science,
Gaps and Pauses in the Communication of Science 193–218 (Felicity Mellor & Stephen Webster
eds., 2017).
64 What is Vipassana?, Vipassana Research Institute, https://www.vridhamma.org/What-is-
Vipassana (last visited 17 June 2020).
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believe that being attached to ever-changing sensations and impermanent realities
would only lead a person to an imbalanced mind. Imbalance of mind is a state of
poor awareness from where all human miseries escape.
In the sacred, ancient language of Nepali, Burmish, and India’s native language
called Pali, Vipassana means the insight one retains from meditation.65 To receive
this insight is dependent upon training one’s awareness to see everything as it is
and not as it is expected to be. Yet, in daily life, no such insight exists in people’s
minds other than the insights which have already been framed by expectations.
Expectation itself is subjective and rooted in cravings of desired things and aversions of disliked things. Vipassana meditators believe there is no such thing as real
and fixed things; everything is in fact a flux of something into nothing, nothing
into something else, and so on. What is the true permanence is impermanence,
including the very own body and sensations throughout the body, from time to
time. Detaching from sensations and observing rather than following sensations
would lead to a spiritual liberation, a tranquillity of mind, or a heaven of mind
(nibbana).
Metta Bhavana, compared with Anapanasati and Vipassana, is the shortest
meditation. However, it is important because contrary to Anapana and Vipassana,
which focus on the self of a meditator, Metta Bhavana focuses on all living beings
outside the self of the meditator, in the pure condition the meditator should be
in as a result of performing the other two meditation techniques. Metta Bhavana
is a meditation to spread love and compassion to anyone and anything, indiscriminately. Research proves that performing Anapanasati, Vipassana, and Metta
Bhavana could reduce stress and increase well-being.66
Buddhist teachings require the meditator to cultivate inner compassion and
wisdom through a number of perceptions which prohibit killing living beings,
stealing, sexual misconduct, lying, and drug or alcohol abuse. An advanced
meditator should also maintain the simple daily life and habits of a monk such
as refraining from sleeping in a luxurious bed, using make-up, and eating after
noon. In an intensive meditation session, which can take ten to ninety days, an
advanced meditator usually meditates eight to nine hours per day in complete
physical and social seclusion, silence, and celibacy. These harsh techniques are
voluntarily conducted by meditators to detach themselves from any sensations
and to gain the clearest insight about mortality through their own bodies and
awareness.67
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Id.
Eleanor H. Wertheim & Roberta A. Szekeres, Evaluation of Vipassana Meditation Course Effects
on Subjective Stress, Well-being, Self-kindness and Mindfulness in a Community Sample: Post-course and
6-month Outcomes, in 31 Stress and Health 373–81 (2014), https://onlinelibrary.wiley.com/doi/abs/
10.1002/smi.2562.
67 Ala’Aldin Al-
Hussaini et al., Vipassana Meditation: A Naturalistic, Preliminary Observation in
Muscat, 3 Sultan Qaboos U. J. Sci. Res. 87–92, (2001).
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B. Buddhism, Trademark Law, and the Buddha Bar Case
in Indonesia
Because Buddhism does not contain the concept of the transcendental god and its
teachings are focused on self-maturity and alienation from others, it is more appropriate to consider Buddhism as a philosophy and spiritual way of life rather than
a religion. Buddhism is a spiritual belief system with a deep meditation technique.
Buddhism does not care about anything other than the equanimity of mind and the
compassionate love resulting from meditation. Through meditation, anyone can
reach the Buddhist quality of Siddhartha Gautama, as a noble person. Although
Buddhism closely aligns with a spiritual system rather than a religion, there is a
noteworthy IP case in Indonesia involving protest by Buddhist devotees in which
the court recognized Buddhism as a religion under Indonesian Trademark Law.
On 28 July 2007, George V Eatertainment applied the French-based chain,
‘Buddha Bar’, for trademark registration in Indonesia. Against Buddhist spiritual
culture, the bar offered customers with non-vegetarian foods and alcoholic beverages while also displaying symbols of Buddhism throughout. As a result, several
Buddhist organizations and protesters objected to the operation of the bar.68 After
the service mark was granted on 16 January 2009 in Menteng, Buddhist communities asked for revocation of the mark on the basis that it was against art. 5 of the
past Indonesian Trademark Law Number 15 Year 2001 which noted that a mark
was not registrable if it contained a matter that was against national laws, religious
morality, decency, or public order. The Directorate General of Intellectual Property
of the Ministry of Justice and Human Rights of the Republic of Indonesia accepted
the objection, revoked the name ‘Buddha Bar’ as a registered service mark in
Indonesia, and banned the usage of the name in the bar under art. 5 matter against
religious morality, despite Buddhism’s closer relation to a philosophy and spiritual
way of life.
This case is an example of how a certain group’s spiritual norm, although a minority group (Buddhism is a religion of Indonesia with the second least number
of devotees), can affect the IP protection system. In this regard, spiritual interests receive a strong foundation in the IP protection system for matters that are
against morality and public order, which can be found not only in the Indonesian
legal system, but also in the Paris Convention and TRIPs Agreement. Consistent
with the previous sections, this case gives scholars a different way to research and
view IP protection for not only spiritual tradition, but for religion and philosophy.
While this is not always the case, protection for spiritual tradition, religion, and
philosophy often overlap.

68 See generally Buddhist Group Protests, Symbolically Seals Buddha Bar in Indonesia, Religion News
Blog (6 March 2006), https://www.religionnewsblog.com/23325/buddha-bar-jakarta-indonesia.
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IX. Concluding Remarks
While spirituality encompasses a broad array of cultures and traditions making
it hard to define, this chapter presents examples, challenging viewpoints, and opportunities for scholars to heighten their research. This chapter is not exclusive on
its own but can instead be understood cohesively with the chapter covering religion. Lastly, this chapter merely scratches the surface of the available research
analysis using spiritualism and is meant to provide scholars with questions and
understanding as well as provoke further investigation into the issues raised here.
Because there are many more spiritualities and philosophies to be observed,
scholars have the opportunity to advance the IP rights system through analysis and
comparison similar to the work in this chapter.
Evident in the case examples above, in some circumstances, IP laws regarding
religion often serve as an umbrella covering spiritualism as well. By introducing
literature studies, cases, independent research observations and interviews, and
participation in certain spiritual traditions, this chapter provides a foundation for
research and discussion to further define and protect spiritualism in the extended
IP rights system. This extended system, designed to include the acknowledgement
of sacred traditional knowledge, traditional cultural expressions, and cultural heritage, can provide spiritualism with a proper safeguard. Although currently, the
system cannot provide direct protections for spirituality, sacred subjects, sacred
objects nor sacred healing techniques, but it can provide an alternative or sui generis safeguarding system, and present an opportunity for good government political will to accept spiritualism as part of the living culture of society. By these,
an extended IP rights system can encourage spiritualism to continue its societal
nourishment through artistic expressions and traditional geniuses for the interest
of humanity.
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Divergent Methodological Approaches
to Intellectual Property in Mixed
Jurisdiction Countries
Ida Madieha Abdul Ghani Azmi

I. Introduction
This chapter examines the methodology approaches that could be adopted by
researchers addressing intellectual property (IP) related research questions in
countries with mixed jurisdictions, notably countries following a legal system informed both by general Civil or Common Law rules and principles and religions.
Chapter 50 in this book, authored by Professor Bagley, focuses on the influence
of religious thought on the legislative development of IP laws and their interpretation. Instead, this chapter focuses on the analysis of religious thoughts as a legal
complement to secular legal principles in countries following a system of mixed
jurisdictions. To this end, this chapter takes Malaysia as an example of a mixed jurisdiction and offers a review of the divergent methodological approaches adopted
by IP researchers.
For more than three decades, researchers examining IP questions from Shari’ah
perspectives have adopted a variety of methodologies to determine the legitimacy
of IP rights, its subject matter, beneficiaries, and the scope of the exclusive rights.
At times, more than one methodology has been adopted to give a broader perspective of the enquiry. The adoption of a multiplicity of tools is not surprising as
traditional fiqh scholars often relied on a variety of tools to extract reasoning from
the primary sources of the Shari’ah i.e. Quran and Sunnah. These research methodologies ranges from the traditional fiqhi approach developed since the early days of
Muslim scholarship.
This chapter begins with the inquiry as to why the Islamic jurisprudence matters to Malaysia, a Muslim dominated country run on modern laws passed by the
Parliament. Though it is easy to assert that Malaysia was transposed with the UK
legal system since the colonial times, since independence Malaysia has promulgated its own domestic legislation and adopted global and international standards
on many fronts by choice, especially the intellectual property system. However,
the last two decades have seen the rise of Shari’ah compliant banking and financial
Ida Madieha Abdul Ghani Azmi, Divergent Methodological Approaches to Intellectual Property in Mixed Jurisdiction Countries
In: Handbook on Intellectual Property Research. Edited by: Irene Calboli, Maria Lillà Montagnani, Oxford University Press.
© Ida Madieha Abdul Ghani Azmi 2021. DOI: 10.1093/oso/9780198826743.003.0053
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services, halal products as well as religious sentiment and lifestyle in Malaysia, and
the acceptability of intellectual property rights within Islam has become a matter
of public interest. The chapter then moves to the second part of the inquiry—the
harmonization and maqasid approaches—which signify the more moderate treatment of intellectual property from Islamic perspectives.
Ultimately, this chapter aims at informing the readers about the possible alternatives, complementarities, and at times conflicts arising in national legal systems
with specific attention to IP-related research questions. Through the example of
Malaysia, readers can derive tools that could be applied in the analysis of similar or
dissimilar jurisdictions, where general principles of common or civil law mix with
religious rules.

II. Malaysia as an Example of a Progressive Muslim Country
with Mixed Jurisdiction
Malaysia has a long history with Islam and Shari’ah. Since the coming of Islam in
the seventh century AD, Islam had tremendous influence in the life of the Malays
socially, politically, and intellectually. Since then, Islamic religious thinking and
values has brought many changes to the scope of thinking, intellectualism, and religiosity, as well as Malaysia’s legal system. Even before independence, Islamic law
was the governing law and the law of general application in the then Malaya.
Historical documents have shown the extent of the application of Islamic law
in the then Malaya before the intervention of the British colonial powers and the
eventual introduction of British common law into the country. In Malacca, the
Risalat Hukum Kanun of AD 1523, consisting of laws regulating crimes and commercial matters, were based on traditional Shari’ah norms. The Risalah Kanun
was eventually practised in other Malay states as well, as similar legal digests were
introduced in other Malay states, i.e. Perak (Ninety-Nine Laws of Perak). Further,
the well-known legal digest Majallatul Ahkam was translated and applied in the
Malay States. The colonization of the region by the British paved the way for the
transposition of English law into the region through the introduction of statutes
which were modelled after English law. British judges who sat on local disputes
further interpreted local laws according to their Western understanding.
All these intrusions began as early as the late nineteenth century. The massive
intervention of the British oversaw the eventual restriction and limitation of the
scope of Shari’ah and the strengthening of civil law as more and more Shari’ah criminal offences were replaced with English law. Shari’ah as was practised was modernized, codified, and deliberately narrowed down in terms of its subject matter.
As a result, years before independence, Islamic law became confined to matters
relating to personal law and related procedural and evidential rules regulating
the Shari’ah (or Qadhi) court. A century later, as Malaysia reached independence,
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there are two sets of legal systems existing parallel to each other, i.e. the civil courts
and the Shari’ah courts. The written Constitution later framed upon reaching independence listed Islam as the official religion of the Federation, but the administration of Islam and Muslim affairs is vested under the power of the individual states
and the Sultan. The Sultan was placed as the head of religion for the particular state.
The power of the state to legislate on matters pertaining to Islam is also constrained
to the extent of its consistency to the Constitution and on the matters spelt out to be
within the jurisdiction of the state.1
At the turn of the second century AD, Malaysia marshalled to make her name
in a number of Shari’ah compliant initiatives, spearheaded by Islamic finance and
banking sectors for more than thirty years, then ventured into halal products,
tourism, fashion, and many other initiatives. In the Islamic banking and finance
Malaysia pioneered and championed, Malaysia rose to become the global leader.2
These initiatives to develop novel and innovative financial instruments spurs the
need to develop a Shari’ah compliant ecosystem. This activated the establishment
of a harmonization unit, not only in the Central Bank3 itself but also with the
Attorney General’s office to scrutinize all the relevant laws on the realization that
Islamic banking does not stand on its own and requires a supportive legal ecosystem.4 Malaysia then moved to form Shari’ah compliant sukuk system, investment accounts, and other Shari’ah compliant financial instruments.5
On another front, Malaysia was the first in the world to establish government-
backed halal certification. The documented halal standard became a global reference by other certification authorities and Malaysia proceeded to start a Halal
hub. In many respects, Malaysia has shown to be a progressive Muslim country
and has rigorously pushed for Muslim standards to be equal to Western standards.
Malaysia has also developed a Maqasid Index demonstrating that most of the government policies are in line with Islamic epistemology.6
Moreover, Malaysia, being a trading nation, adopts a progressive outlook on
international trade. Many regional and bilateral trade agreements have been negotiated, entered into, and ratified and most of them involve IPRs. At the domestic
level, the level of piracy has been reduced significantly such that Malaysia has
graduated from the United States Trade Representative (USTR) watch list, when
1 Ida Madieha Abdul Ghani Azmi, Intellectual Property Laws and Islam in Malaysia 20–22 (1995)
(unpublished PhD thesis, Queen Mary College, University of London), https://qmro.qmul.ac.uk/
xmlui/handle/123456789/1418 [hereinafter Intellectual Property Laws and Islam in Malaysia].
2 Malaysia Emerges as Global Leader in Islamic Banking and Finance, The Edge (10 May 2016), http://
www.theedgemarkets.com/article/malaysia-emerges-global-leader-islamic-banking-and-finance.
3 Law Harmonization Committee, Bank Negra Malaysia, http://www.bnm.gov.my/index.
php?ch=en_lhc&pg=lhc_about&ac=230&lang=bm.
4 Syariah and Harmonization Law Division is a division of the Attorney General’s Office Malaysia.
5 Malaysia to Retain Position as World’s Premier Sukuk Issuer, New Straits Times (23 July 2018), https://
www.nst.com.my/business/2018/06/376919/malaysia-retain-position-worlds-premier-sukuk-issuer.
6 Najib: Malaysia’s Syariah Index Score Improves, The Star Online (3 Aug 2017), https://www.
thestar.com.my/news/nation/2017/08/03/najib-malaysias-syariah-index-score-improves/.
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she was previously on the priority watch list together with other Muslim countries.7 In many respects, Malaysia has shown commendable progress in development and ranks second in terms of IP protection in the region.8
Through the centuries of history, it is arguable that whatever economic and legal
system Malaysia develops in the future would be one that takes account of both
her common law and Islamic law heritage. As mentioned in Section I above, the
purpose of this chapter is to examine the possible approaches Malaysia can take as
a country with mixed jurisdictions to adopt, bearing in mind its rich Shari’ah and
common law heritage. The future trajectory would depend on how Malaysia navigates between the two to establish herself as a modern progressive country.
In the following sections, the chapter examines the traditional approaches in
Islamic jurisprudential thought.

III. Traditional Approaches in Islamic
Jurisprudential Thought
The examination of how Islam views propertization of ideas must start from the
basic treatment of the position of knowledge (ilm) or ideas itself from the Qur’an
and Sunna, which are the two major sources of the Shari’ah. This approach requires
a linguistic examination of the term ‘ilm’ and its derivatives (such as al yaqin, etc.)
and the number of times it is repeated in the Qur’an to examine not only its linguistic meaning but also the context of its appearance in the Qur’an. Linguistically,
in the Qur’an, the term ilm appears 105 times throughout the religious text and has
many connotations, such as science, knowledge, learning, lore, and information.9
One of the strong messages in the Qur’an is respect for the knowledgeable intellectuals described in the Qur’an as having superior status to those not endowed with
knowledge.10
Another strong message is the condemnation of concealment of religious knowledge deemed to be mandatorily disseminated to every Muslim.11 The multiplicity of repetition in the Qur’an on the admonition of concealment of knowledge
demonstrates the importance Islam plays on the preservation of free circulation of
crucial religious information to everybody. Although the term ilm in Islamic scholarship has been used to denote all forms of knowledge, including non-religious
7 Malaysia Removed from IP Violations ‘Watch List’, The Star Online (4 May 2012), https://www.
thestar.com.my/news/nation/2012/05/04/malaysia-removed-from-ip-violations-watch-list/.
8 Malaysia Ranks Second in ASEAN for IP Protection, The Star Online (21 Mar 2017), https://
www.thestar.com.my/business/business-news/2017/03/21/malaysia-ranks-second-in-asean-for-ip-
protection/.
9 Intellectual Property Laws and Islam in Malaysia, supra note 1, at 71–73.
10 See Qur’an, Surah 58:11; see also Surah 39:9.
11 See Qur’an, Surah 2:42; 2:140; 2:146; 2:174; 3:71; 4:42; 5:99; 5:106. See also Intellectual Property
Laws and Islam in Malaysia, supra note 1, at 71–81.
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knowledge and other sciences including science and technology, Muslim scholars
have viewed the restriction only in the context of religious knowledge which
should be freely and widely distributed to everyone.
These strong messages were further reiterated and endorsed in the Prophetic
hadiths that negatively viewed concealment of knowledge. On the other hand,
there are equally strong Prophetic injunctions conferring the right on knowledge
holders to selectively choose the recipient of knowledge, inferring some form of
power on the part of the holder over their knowledge.12
The absence of direct reference to intellectual property protection in these two
primary sources led some Muslim scholars to argue that the recognition of intellectual property is non-existent in Islam. This view is somewhat simplistic, as the
Qur’an and Sunnah contain minimal guidance on modern commercial transactions as they contain injunctions set in early Muslim history, centuries ago, when
concerns over intellectual property were non-existent. As Mohamed Hashim
Kamali posits, the Qur’an has little guidance on modern commercial matters and
this is where Muslims have been asked to use their own endeavour and are in absolute freedom to use knowledge in developing rules to fit the need of the commerce
and trade.13 The only caution is that one should thread with care so as not to justify
something which is clearly forbidden by the two main sources of the Shari’ah or to
go against the precepts of Islam. In this chapter, two main approaches are explained
by virtue of their importance (fiqhi approach and acquisition of property by labour
approach) before moving into the more current approaches (harmonization approach and maqasid approach).

A. Fiqhi Approach
The term Shari’ah has been literally defined as the path denoting the way of life
ordained by God, either through the Qur’an, which is the book consisting of
His commandments, or the practice of the Prophet Muhammad (known as the
Sunnah). Because of the constant need to seek guidance from the two primary
sources, Muslim scholars have developed rules of construction and analogical reasoning known as usul fiqh. Using these rules, a body of legal rules known as ‘fiqh’
has been developed. Fiqh is the identification of substantive legal rules from the
Shari’ah principles. One of the methods of deriving rules is ‘ijtihad’, or the exercise
of independent opinion guided by the injunctions of the Qur’an and the Sunnah.
12 For the text of the hadiths, see Intellectual Property Laws and Islam in Malaysia, supra note 1, at 73–
77; Authorship and Islam in Malaysia, Issues in Perspective, 28 Int’l. Rev. Indus. Prop. & Copyright L.,
671, 675–77 (1996); Basis for the Recognition of Intellectual Property in Light of the Shariah, 5 Int’l. Rev.
Indus. Prop. & Copyright L., 649, 655–56 (1996).
13 Mohammad Hashim Kamali, Shariah and Civil Law: Toward a Methodology of Harmonization,
114 Islamic L. & Soc’y 391–421 (2007).
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Using ijtihad, contemporary scholars classify intellectual property as a form
of ‘manfa’ah’ which is recognized as one of the categories of mal, including ‘ayn’
(tangible property) and dayn (debt). ‘Mal’ is all that has commercial value, or
those corporeal, usufructuary, and other rights of any kind, the exchange of
which is customarily regarded as property (mal) of commercial value. By means
of qiyas, Muslim scholars have extended manfa’ah to cover intellectual property.
Traditionally, manfa’ah covers rights to intifa’ (right of enjoyment) and right to
irtifaq (easement). In classical works, manfa’ah covers the kind of enjoyment you
can gain from physical property and is considered as incidental to physical property. A simple example given by the Muslim scholars is the contract of employment
or labour. In such a transaction, what is being exchanged is the service being rendered rather than the physical person himself.14
Qiyas is defined as the accord of a known thing by reason of the equality of the
one with the other in respect of the effective cause (illah) of its law. It is the application or extension of the law established by a binding authority to a particular case.
As Muslims are allowed to extract value from a tangible product by offering the
service of its usufruct or benefit, thereby, by the rules of Qiyas, the benefit of an intangible product is equally recognized.15
This legal ruling is developed by drawing support from the Quranic injunction that manfa’ah has monetary value and can be accepted as a valid dowry for a
marriage. Consequently, Muslim scholars believe anything with utility and value
would be considered ‘mal’, including by Imam Shafie.16
Masalih mursalah is another useful methodology used in the jurisprudential enquiry regarding the legitimacy of intellectual property. The term maslahah
mursalah connotes the overriding public interest that Muslim scholars give the
highest consideration in their task of developing legal rulings. Using this yardstick,
transactions involving intellectual property can be justified on the basis that most
of these transactions—books, inventions, and the like—are useful products for
mankind, thereby serving the interests of the society at large. Al Zarqa is among the
Hanafi jurists that adopted this approach in justifying transactions involving intellectual ideas.17 His views were shared by Abd al Razzaq al Sanhuri,18 Suhail Husin
al-Fatlawi,19 Ali al Khafif,20 and Mahmasanni.21 The reason the Hanafi jurists
14

Intellectual Property Laws and Islam in Malaysia, supra note 1, at 60–69.
Id.
16 Id.
17 Id.
18 8 Abd al-R azzaq al Sanhuri, Al Wasit fi al Qanun al Madani 274–491 (1982).
19 Huquq al Muallif al Ma’nawi fil Qanun al Iraqi, Dirasah Muqaranah, Wizarah al
Thaqafah wal Qanun (1987).
20 Ali Al-Khafif, Al Milkiyyah fi al Shariah al Islamiyyah ma’al muqarah bil al Sharai
al Wadiyyah, Mahhad al-Buhuth wa al Dirasat al-Arabiyyah (1966).
21 Subhi Rajab Mahmasanni, Al-
Nazariyyah al-
Ammah lil-
Mujabat aal Uqud fi
alShariah al-Islmiyyah: Baht Muqaran fil al Madhahib al-Mukhtalifah wal Qawanin al
Hadithah (1983).
15
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resorted to maslahah mursalah is to evade the strictness of the Hanafi school of
thought stressing physicality and tangibility as a requirement of property or monetary value.
Some scholars resorted to customary practices or ‘urf’ to justify certain commercial transactions. Imam Sayuti, for example, was of the opinion the accepted
‘urf’ (customs) among people at large determined whether something had value.
Using this yardstick, the determination of whether something can be accepted as
having commercial value is the accepted practice of those in the industry or within
the circles. The legitimation of a particular commercial transaction using this yardstick is allowable, as long as there is no clear injunction prohibiting the ownership
of intellectual property in the two primary sources of Shari’ah.22
From the above discussion, it could be surmised that indirect authority from the
Qur’an instead has been used to support rights of the originator over ideas. Using a
mixture of Qur’anic injunctions encouraging the production of useful knowledge,
Muslim scholars have used them as positive precedents that value such endeavour
and not deemed to be against rewarding them with some form of exclusivity as well
as monetary value.23
These value propositions fall short of recognizing propertization of ideas in the
way the modern intellectual property system views it. Perhaps the acquisition of
property rights over ideas could find support using a different methodology such
as the doctrine of labour, a doctrine which is also cherished in Islamic scholarship.

B. Acquisition of Property by Labour Approach
In Islamic scholarship, there are various ways wealth can be appropriated. One
way is through labour. The theory works on the premise that one who labours on
physical work would justifiably be entitled to the fruits of his labour. The appropriation of wealth in this manner can be rooted from the discussion on planting trees,
hunting, reclamation of dead land or finding grazing fields, mines, and treasures.24
On the same basis, if one labours on ideas and knowledge, he should be entitled to
claim ownership of the output. Al Buka asserts that if one can claim to own oneself because he can offer his service for hire, on the same token, he can also rightly
claim rights over the fruits of his labour.25

22

Intellectual Property Laws and Islam in Malaysia, supra note 1, at 60–69.
Id.
24 Id. at 112–25; Ida Madieha Abdul Ghani Azmi, The Philosophy of Intellectual Property Rights over
Ideas in Cyberspace: A Comparative Analysis between Western Jurisprudence and the Shariah, 19 Arab
L. Q. 191–208 (2003).
25 Adnan al Buka, al Hukm wal Haqq Baynal Fuqaha wal Usuliyyin 272–81 (1976).
23
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The first acquisition theory was further developed by the Muslim scholars to be
the raison d’être behind the accumulation of wealth in Islam. Ibn Khaldun went
further to state that gains and profits are value realized from human labour.26 The
view is further expounded by the well-known Muslim scholar, Muhammad Baqer
Sadr (1935–1980) who asserts the basis for an individual’s right in natural wealth
is labour.27
The acquisition of gains and benefits—
including property rights through
labour—bears similarity to Locke's conception of labour theory underpinning the
justification of intellectual property in Western thought.28 Jamar, drawing from
the Islamic jurisprudence view on ‘ihya al mawat’ or the reclamation of dead land,
asserts the notion of property appropriation by developing vacant property and
similar extension should apply to intellectual property.29
The Qur’an is emphatic that everyone should be rewarded commensurate to his
effort and hence all forms of ‘amal’ should be rewarded provided the economic
gain is not obtained by virtue of work on someone else’s property.30 The similarity of labour theory, both from the natural rights perspectives and as has been
propounded by Muslim scholars, demonstrates the two systems share common
grounds and similar concerns. These similarities should be the glue towards mutual recognition as well as learning the purport of ‘harmonization’ approach from
each other, as championed by Muslim scholars in Malaysia. This point is further
deliberated below.
Section IV below suggests the way forward to Malaysia, with its rich Islamic and
common law heritage, is to adopt a harmonization approach as it does not lead to
the negation of any one legal system but rather harmonizes the two.

IV. Contemporary Approaches
Maintaining a lead in Islamic banking and financial systems requires the development of modern instruments acceptable to the modern world as well as not in
direct contradiction to the tenets of Islam. To do this, the scholars developed new
methodologies to derive rulings, i.e. the harmonization of laws approach and the
maqasid approach which is discussed in the following discussion.

26 Abd al-
Rahman b Muhammad Ibn Khaldun, The Muqadimmah: An Introduction to
History 732–64H (Franz Rosenthal trans., 1980).
27 Muhammad Baqer Sadr, 2 Iqtisaduna [Our Economics] 173 (1984).
28 Abdul Gani Azmi, supra note 24 at 208.
29 Steven D. Jamar, The Protection of Intellectual Property under Islamic Law, 21 Cap. U. L. Rev. 1079,
1084 (1992).
30 Intellectual Property Laws and Islam in Malaysia, supra note 1, at 112–25.
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A. Harmonization of Laws
In the last two decades or so, a new approach emerged to rationalize the modern
legal system and rules with Islamic religious prescriptions. As Malaysia invested,
developed, and later globally led in Islamic finance and banking, there is a perceived need to develop an equally Shari’ah compliant legal ecosystem to support
the process. As explained by Hashim Kamali, ‘harmonization’ is the process of selection of the relevant parts (takhayyar) of the Shari’ah and civil law and pierce
them together (talfiq) with a view of harmonizing them into coherent and unified
formulas.31 It works on the presumption that the two legal systems are compatible
with each other. By harmonizing, we attempt to change the relationship between
two or more objects, rules, or ideas to bring them into a state of compatibility. The
opposite of harmonization is Islamization. Islamization works on the premise that
the existing body of legal rules is totally repugnant to Islam, thus requiring them
to be Islamized. To that extent, harmonization is more ingrained with modern administrative, financial, political, governmental, trade, and commerce systems currently in place in Malaysia.
Kamali further asserts that although the Shari’ah is grounded on the authority
of both revelation and reason (wahy and aql), the notions of objectivity and rule
of law constituting the bedrock of a modern legal system is also ingrained in the
Shari’ah.32 To that extent, though civil law and Shari’ah are built upon a value
system, they enjoy many commonalities. The common features between civil law
and Shari’ah is that a substantial part of the legal rules are developed by individuals.
Fiqh is essentially derived from human reason, though based on precedents set in
the primary sources of the Shari’ah. The possibility of deriving legal rules through
ijtihad is even wider in the context of commercial transactions, as most of these
commercial issues were nonexistent during the Prophet’s time. There is a dire need
to derive new rulings on new commercial issues and Muslims are encouraged to
use their intellectual and mental faculty to arrive at suitable rulings to cover them.
On this, Kamali views that a great deal of civil and statutory law is in harmony with
Shari’ah and thus does not require Islamization.33 To Islamize, one would assume
the law is unIslamic. In addition, the harmonization process does not work only in
one way, i.e. harmonization of civil law to be in harmony with Islamic law, but also
vice versa. As we see in Malaysia, even the Shari'ah Courts have benefitted from the
civil law system, so harmonization is also open to the mutual impact of both the
Shari'ah and civil law on one another.

31 Mohammad Hashim Kamali, Shariah and Civil Law: Toward a Methodology of Harmonization, 14
Islamic L. & Soc’y 391–421 (2007).
32 Id.
33 Id.
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The harmonization process is not something only espoused in theory but also
practised on the ground. The rapid advances of Islamic banking mandates the
strengthening of the legal system and developing the right infrastructure to cater
to the development of Islamic finance. With this in mind, the Central Bank has set
up a Law Harmonization Committee.34 Amidst its novel objectives, there is a realization that banking and finance do not exist in a vacuum and require an equally
Shari’ah compliant ecosystem. It is not enough that the banking law is Shari’ah
compliant, but also contract, company law, and other commercial laws supporting
the backbone of the Islamic banking and financial instruments. Additionally, the
financial instruments developed must be equally enforceable in the court of law as
the other supportive legal system such as contract law, which is also based on civil
law. Thus, there is a need to examine whether the other relevant legal rules could
support Shari’ah compliant banking and financial instruments. The Committee,
consisting of the former Chief Justice and members from the Attorney General
Chambers, as well as the Securities Commission and legal and Shari’ah fraternity,
formulate recommendations on various aspects of the operation of the Islamic
banking and finance sector. The explicit function of the committee is to harmonize the various related laws, provided they affect Islamic finance, to be Shari’ah
compliant.
Besides the Central Bank Agency, the Attorney General’s (AG) Chambers has
also set up a harmonization of law division, a unit looking into issues related to
Shari’ah laws that arise at the federal and international levels.35 The functions of
this Division include preparing legal opinions, providing feedback, comments, and
inputs on Shari’ah-related issues, vetting Shari’ah-related legal documents such as
agreements and memorandum of understanding, providing comments on Shari’ah
policy papers including cabinet papers, and drafting of bills and legislation related
to hukum syarak (Islamic law). Thus, it is crucial for the AG to safeguard the integrity of Shari’ah laws while harmonizing the civil and Shari’ah laws for the country’s
long-term stability.
The harmonization approach is not a methodology familiar to the traditional
fiqh school of thought, so it might bring into question the proper methodology
to be adopted. To this, Kamali quips there is no clear methodology adopted in the
harmonization approach. It is rather pragmatic and one commences the enquiry
by first evaluating the legal rule and its consistency and inconsistency with Shari’ah
at the basic level.36 As Hashim Kamali puts it, the basis is to accept the existing
34 Law Harmonization Committee, Bank Negra Malaysia, http://www.bnm.gov.my/index.
php?ch=en_lhc&pg=lhc_about&ac=230&lang=bm.
35 AG’s Chambers Unit Looking into Harmonizing Syariah and Civil Laws, The Star, https://www.
thestar.com.my/news/nation/2018/02/02/ags-chambers-unit-looking-into-harmonising-syariah-and-
civil-laws/.
36 Abdul Hamid Mohamad, Harmonization of Common Law and Shari'ah in Malaysia: A Practical
Approach (1 November 2015), http://www.malaysianbar.org.my/speeches/harmonisation_of_
common_law_and_shariah_in_malaysia_a_practical_approach.html?date=2015-11-01.
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modern legal position is already Shari’ah compliant on the basic level and only requires fine-tuning in certain areas to be consistent, or rather, accommodated with
the Shari’ah rules. Such a conciliatory approach is not surprising as in Malaysia the
Shari’ah courts have also absorbed principles of common law not contradictory
to Shari’ah. The mutual recognition of both legal systems is essential in a country
that has inherited and practised both legal systems for centuries. The pragmatic
approach is further augmented when, in the much wider area of civil transactions
(mu’amalat), economics, medicine, where ijtihad is normally applied are not confined to the resources of only Islam or the Shari’ah. We can easily adopt and adapt
the modern system, regardless of whether they have originated from Islam or
not. This forward-looking approach enables us to develop a legal system aligned
to global and international standards. More fundamentally, by entrusting worldly
matters to the professional, harmonization departs from the conventional position
entrusting ijtihad mainly to the individual scholar/mujtahid.37
Using this approach, many of the principles of modern intellectual property law
could be accepted without much difficulty within Islamic scholarship. At the risk
of being criticized by other Muslim scholars for simplifying the position, this paper
will not go deeper into areas where the modern intellectual property rules are repugnant to Islam, as it would require more extensive discussion.

B. Maqasid Approach
In the exercise of legal opinion, support is sought from the two primary sources of
the Shari’ah. Whilst precedents from these two legal sources, the area of commercial matters, are quite scanty, these precedents have been subjected to divergent
interpretation by Muslim scholars. Some follow the true intent of the precedents
by reading them literally, thus narrowing the applicability of the precedents, while
others focus instead on the true rationale of the precedents, giving them a broader
perspective than the pure literal approach.
The past few decades have witnessed the re-examining of legal opinion not
solely from the legalistic perspective but from the overall objectives sought to arrive by the Shari’ah. The terminology used here is maqasid al shari’ah, or the higher
objectives or rationale of the Shari’ah. The epistemology of the Shari’ah is that all
rulings must derive with the benefit of society as the paramount consideration. On
this, Faiz asserts that Maqasid evolved from earlier concepts giving preference or
consideration to public interest such as istislah, maslahah, and istihsan. These notions are now all being subsumed under the doctrine of maqasid al Shari’ah. From
this view, the primary consideration of all determinations is decided based on
37 Mohammad Hashim Kamali, Exploring the Intellectual Horizons of Civilisational Islam, Int’l.
Inst. Advanced Islamic Stud. Malaysia (2008).
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considerations of public interest where a decision is made guided by the demands
of human welfare in the widest sense.38 The leading scholar on maqasid is Imam
al Ghazali (d. 1111) and he has been quoted expressing the view that the five basic
principles of the shari’ah is to safeguard their faith (din), their human self (nafs),
their intellect (‘aql), their posterity (nasl) and their wealth (mal). Whenever a legal
ruling impinges on any of the five basic values, the ruling would have to be revisited
so that public interest is served.
The Maslahah approach is predicated on the premise that all rights are prescribed by the Shari’ah to promote certain maslahah (positive social or religious
value). The basic rule is that where there is a conflict between private or individual
and public rights, public rights take precedence. The class of public rights differs
from time to time and place to place and includes those societal interests such as
public health, national trade. agricultural and manufacturing activities. Maqasid is
thus a splendid balancing mechanism to legal rules, especially so intellectual property also serves public interests and not solely of the individuals who enjoy exclusive roles therein. The fundamental rule is that in Islam, all rights (haqq), including
private ownership, are not absolute.39
Maqasid approach has penetrated not only the legal disciplines but also Islamic
economic thought. From an economic perspective, Maqasid requires the restructuring of economic policies and initiatives to achieve ‘maqasid al Shari’ah’ or these
higher objectives. The idea is that any economic goals introduced by the government would have to achieve social order capable of providing social justice along
with economic prosperity.
The maqasid approach requires a paradigm shift from the existing traditional
‘fiqh’ approach of deducing rules. Instead of extracting legal principles from pure
deductive and inductive reasoning prevailing in the traditional scholarship, the
maqasid approach requires a fresh relook at legal rules to elevate the social welfare
role of Islam. Thus, in Islamic economic thought, for example, mere maximization
of profits cannot be a sufficient goal for a Muslim society. Profit maximization must
be accompanied by efforts directed to ensure spiritual health and consciousness, as
well as justice and fair play at all levels of human interaction.40 Only development
of this kind would conform with the maqasid al Shari’ah.
The restrictive view would just be focusing on the legal substance of a particular
transaction. For example, in the context of intellectual property, even if intellectual property is recognized in principle, the scope and exercise of rights can be
38 Faiz Abdullah, The Province of Shariah Determined, Fundamental Rethink of the
Shariah 217 (2017).
39 Subhi Mahmasanni, al Nazariyyah al Ammah li al Mujibat wa al Quyud fi al Shariah
al islamiyyah 44–45 (3d ed. 1948); Ali Alkhafif, Almilkiyyah fi al Shariah al Islamiyyah
Ma'a al Muqaranah bi al Sharai al Wadhiyah (Maahad al Buhuth wa al Dirasah al Arabiyyah
ed., 1966).
40 Asyraf Wajdi Dusuki & Abdulazeem Abozaid, A Critical Appraisal on the Challenges of Realizing
Maqasid Al-Shari’ah in Islamic Banking and Finance, 15 IIUM J. Econs. & Mgmt. 143–65 (2007).
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restricted if they clash with the five goals of the Shari’ah as highlighted by Imam al
Ghazali above. The maqasid approach bears similar principles with the development approach to examining the scope of intellectual property rights. It is the same
with questioning the basic rationale for the protection of intellectual property—is
it just to incentivizes the inventor? Or is it also to spur the economic development
of a particular country as too strong a right would be only benefitting the inventors
and not the society that depends on the invention. In some instances, the current
IPR standard may be too strong and may stifle diffusion of knowledge, complicate
technology transfer and, in the long run, pose a hindrance to public welfare. In that
instance, that particular IPR standard needs to be reviewed. In this way, the intellectual property system would have to be seen from the developmental perspective rather than just the rights of the individual inventors. Broader interests of the
society on affordable medicines and access to education mandates that sufficient
flexibilities must be framed to ensure the developmental goals of the country are
achieved. Rami Olwan, for example, propounds for the adoption of a pro developmental copyright approach for Jordan to better serve its social and development
objectives.41
The maqasid approach is ideal in delineating the scope of protection of intellectual property in critical areas such as education, access to information, medicine,
as well as patenting of life forms.42 More recent writings on the maqasid and developmental approach can be seen in Malkawi,43 and Olwan,44 and al Mahjub.45

V. Conclusion: Take Away from the Example of Malaysia, a
Country at the Juncture of Modern Legal System, and Shari’ah
Much ink has been poured on how Islam, Shari’ah, and Muslim view intellectual
property. In this process, a variety of approaches have been adopted. The outcome
of the enquiry depends on the type of methodology adopted. Even within the traditional fiqh approach, different rulings can be derived at regarding intellectual
property, particularly since direct precedents from the Qur’an and Sunnah on intellectual property are non-existent. Support for intellectual property can also be
derived from the labour theory, a theory developed by Muslim scholars to justify
41 Rami Olwan, A Pragmatic Approach To Intellectual Property and Development: A Case Study of
Jordanian Copyright Law in the Internet Age (American University Washington College of Law, PIJIP
Research Paper No. 2012-07) (http://digitalcommons.wcl.american.edu/research/29/).
42 Intellectual Property Laws and Islam in Malaysia, supra note 1.
43 Bashar H. Malkawi, The Alliance Between Islamic Law and Intellectual Property: Structure and
Practice, 10 St. Thomas L. Rev. 3 (Spring 2013).
44 Rami M. Olwan, Intellectual Property and Development: Theory and Practice (unpublished PhD
thesis, Queensland University of Technology) (http://eprints.qut.edu.au/54839/1/Rami_Olwan_
Thesis.pdf).
45 Ezziedden al Mahjub, Intellectual Property and Development in the Arab World, A Development
Agenda for Libyan Intellectual Property System, 30 Arab L. Q. 1, 1–33 (2016).
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value benefit and value gained from labour. More contemporary approaches such
as maqasid harmonization could be resorted to if the end result is either to draw
limitations, exceptions, or parameters to the existing modern intellectual property system. These methodological tools so far support that most of the IP rules at
the basic level are consistent with the philosophy of property rights and ownership
rights in Islam.
Harmonization is an ideal approach for Muslim countries like Malaysia, as it
does not require the abandoning of the modern legal framework, only requiring
striking a particular rule repugnant to Islamic principles. Malaysia at the juncture of civil law and Islamic law implicates that, being a multiracial, moderate,
and progressive country, harmonization and maqasid constitute the most suitable
methodologies in Malaysia. Despite the criticism levelled by others, the noble objective of harmonization is actually to seek a legal system in line with global and
international standards whilst at the same time fulfilling the religious needs of the
Muslims in Malaysia. The burgeoning of Islamic banking and finance products
requires an ecosystem that is equally Shari’ah compliant and include intellectual
property as assets involved in the industry would also involve intellectual asset.
The methodologies adopted in Malaysia could be useful to other countries with
mixed jurisdictions. Both the Islamic law and common law heritage could provide
a more balanced discussion based on the blending of ideas, and in some circumstances choosing one position over the other with the hope of coming up with an
option which is the least objectionable to both heritages. Such accommodation is
particularly unique to Malaysia, even if it may sound foreign or unacceptable to
other countries.
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